


Considerations and Options for 
Foreign Filing Including the PCT

Layla Lauchman
Special Programs Examiner
International Patent Legal Administration
United States Patent & Trademark Office

Email questions to: 
inventorinfochat@uspto.gov 1



Office of Innovation Development
• In Person Assistance (by appointment) for Pro Se 

Applicants
• Assistance Hotline 1-866-767-3848 
• Patent Email Support 

innovationdevelopment@uspto.gov
• PTRC Partnership for Patent Education Courses

– Virtual Assistance Pilot Program
• Inventor Outreach

– Independent Inventor Conferences
– Education for Inventor Organizations

• http://www.uspto.gov/inventors
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Overview
• Information about foreign patents
• General considerations in deciding whether to 

pursue patent protection outside of the United 
States

• Options available for pursuing foreign patent 
protection

• Review the structure and function of the Patent 
Cooperation Treaty (PCT)

• Avoiding common mistakes
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Foreign Patent Protection
• Patent protection can be an important part of overall 

business strategy in today’s global marketplace
• In general, patent rights are territorial in nature 

– Protect against infringing activities occurring within the country 
or region in which the patent was granted

• To obtain patent rights in foreign countries, U.S. 
applicants must apply for a patent in each country or 
region of interest
– A world-wide patent does not exist
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Who Grants Patents?
• National patent offices

– E.g., USPTO, JPO, KIPO, etc.
• Regional patent offices

– Grants patents with effect in some or all member countries
• European Patent Office (EPO)
• African Regional Intellectual Property Organization (ARIPO)
• Eurasian Patent Convention (EA)
• African Intellectual Property Organization (OAPI)
• Patent Office of the Gulf Cooperation Council (GCC)
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Regional Patent Offices
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General Considerations in Filing Foreign 
Patent Applications (1)

• Market size and potential of country/region
• Manufacturing potential
• Industry size and growth
• Competition activity
• Patent procurement costs
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General Considerations in Filing Foreign 
Patent Applications (2)
• Patent law considerations

– Standards of patentability in country/region
• Patentable subject matter differences
• Prior art differences 

– Grace periods 
– Geographical restrictions 
– First-to-file

– Enforceability of patents
• Does the country/region have effective laws                             

and procedures for enforcing the patent?
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Options for Foreign Filing
• File a patent application directly in a national 

or regional patent office (Paris Convention)
– A foreign filing license from the USPTO may be 

required
• File an international patent application under 

the Patent Cooperation Treaty (PCT)
– A foreign filing license from the USPTO may be 

required, if filing in a foreign receiving Office
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International Agreements and Treaties 
Governing Priority (1)
• Paris Convention

– Provides applicant with a 12-month right of priority, triggered by 
the first filing of a patent application, in which to file a 
subsequent application in another Paris Convention member 
country for the same invention

• The subsequent application must claim the priority of the 
first application in order to make use of the right of priority

– Most countries are party to the Paris Convention
• Currently 177 Contracting Parties

– Excludes countries not recognized by the United Nations, e.g., 
Taiwan
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International Agreements and Treaties 
Governing Priority (2)

• Patent Cooperation Treaty (PCT)
– Effectively permits the filing of a single 

international application to be treated as “a regular 
national application in each designated State as of 
the international filing date” (PCT Article 11) 

– Currently 152 Contracting States are party to the 
PCT
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Direct Filing in a Foreign National or 
Regional Patent Office
• May be cost effective if filing in only a few countries
• Applicant is certain as to which countries applications are 

to be filed 
• Applicant is prepared to pay the filing costs early

– E.g., filing fees, translation costs, attorney fees
• Necessary for countries not party to the PCT
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Example: Direct Foreign Filing under 
the Paris Convention (1)

• U.S. patent application followed within 12 months by one or more foreign 
applications filed in Paris Convention or WTO member countries 

• The foreign application(s) may claim priority to the earlier U.S. application
• If the invention in the foreign application(s) is entitled to the priority, the filing 

date of the U.S. application will be used for prior art purposes
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Example: Direct Foreign Filing under 
the Paris Convention (2)

• Some additional considerations when multiple foreign applications at 12 
months and claiming priority under the Paris Convention
– Multiple formality requirements
– Multiple prosecutions of applications
– Translations and national/regional fees required at 12 months
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The Patent Cooperation Treaty
• A United Nations Treaty

– Signed June 1970 
– Became operational June 1978
– Administered by the International Bureau (IB)

• Of the World Intellectual Property Organization (WIPO) in 
Geneva, Switzerland 
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International Patent?
• An international application is filed under the PCT but…

– There is no “international patent”
– The PCT functions as a patent application filing 

system
– The international application must still be prosecuted

• In each national or regional office where patent 
protection is desired
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Purposes of the PCT
• To simplify the process of filing foreign patent 

applications 
• To give every regional and national patent Office and 

the applicant the benefit of 
– A search and written opinion on patentability by an 

International Searching Authority (ISA)
– An optional further examination by an International 

Preliminary Examining Authority (IPEA)
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PCT Contracting State

• A country which is a signatory to the PCT
• Eighteen (18) Contracting States in 1978
• Currently 152 Contracting States 

– Jordan became bound by the PCT on 09 
June 2017
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Current List of PCT Contracting States
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PCT World Map
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The International Application
• A single application

– Filed together with a request
• By a resident/national of a PCT contracting state

– Filed in one language
– Filed in one patent office

• The receiving office (RO) 
• Usually the applicant's home patent office

– Treated as a national application 
• In each designated state as of the international filing date (IFD)

• Formalities in compliance with the PCT 
– Must be accepted during national phase
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• U.S. application followed within 12 months by 
PCT application 

– Claiming priority to U.S. application
– One set of formalities requirements
– Translations and national/regional fees and 

prosecution not required until 30 months

Example: PCT Route
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Two Phases of the PCT

• International  phase 
– Chapter I (mandatory)
– Chapter II (optional)

• National  phase (stage)
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Chapter I
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International Search Report

28

Form PCT/ISA/210
(first sheet)

Indications concerning:
• Basis of the report
• Unsearchable claims
• Unity of Invention
• Title and abstract
• Figure to be published
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Form PCT/ISA/210
(second sheet)

Documents 
Considered to be 
Relevant

International Search Report
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International Search Report Cited Documents 
(References)
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Three Main Categories of Prior Art in 
an International Search Report
• “X” document 

– Claimed invention lacks 
• Novelty, or 
• Inventive step when considered alone (lacks inventive step = 

obvious) 
– “Stand alone” reference

• “Y” documents 
– Claimed invention lacks inventive step 

• When two or more documents are used in combination
• “A” document 

– General state of the art reference
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Written Opinion of the ISA
(Cover Sheet)

32

Form PCT/ISA/237
(cover sheet)

Contents of the Written 
Opinion of the ISA
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Written Opinion of the ISA
Basis of this Opinion

33

Form PCT/ISA/237
Box No. I
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Written Opinion of 
the ISA -
Reasoned Statement
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Form PCT/ISA/237
Box No. V

• Citations and explanations on
– novelty
– inventive step, and
– industrial applicability
of the claimed invention
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WIPO publishes IA
• Example: WO2013/018714
• Accessible via PATENTSCOPE website
• Includes ISR and any                 

Article 19 amendments
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Front/Bibliographic Page

International Application
Published under the PCT
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Supplementary 
International Search 
Report
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Form PCT/SISA/501
(first sheet)
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Supplementary 
International 
Search Report
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Form PCT/SISA/501
(second sheet)

Documents Considered 
to be Relevant
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Chapter II
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IPRP Chapter II
Cover Sheet

46

Form PCT/IPEA/409

Contents of the IPRP (CH II)

Email questions to: 
inventorinfochat@uspto.gov



IPRP (Chapter II)
Basis of the Report

Email questions to: 
inventorinfochat@uspto.gov 47

Form PCT/IPEA/409
Box No. I

• Basis of the report
– Application as 

amended 



IPRP (Chapter II)
Reasoned Statement

Form PCT/IPEA/409
Box No. V

Citations and explanations on   
• Novelty,
• Inventive step, and
• Industrial applicability
of the claimed invention
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The National Stage
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National Stage Requirements
• PCT Articles 22 & 39 require furnishing of the following 

for national/regional stage entry
– A copy of the international application (unless already provided 

by the International Bureau)
– A translation of the international application (where appropriate)
– The national fee  

• National/Regional Offices may have additional 
requirements
– PCT Applicant’s Guide provides details

• http://www.wipo.int/pct/en/appguide/
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PCT Route Filing Strategies
• Some options for foreign filing using the PCT*

– Option 1: Nonprovisional followed by PCT
– Option 2: Provisional followed by PCT
– Option 3: Provisional followed by Nonprovisional and

PCT
– Option 4: PCT filed first

• * List is not exhaustive
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Avoiding Common Mistakes 
• Confidentiality 

– Avoid making the invention public prior to filing a patent application
– Many countries have an absolute novelty requirement

• Be familiar with key dates and deadlines 
– Under U.S., foreign, and international laws

• E.g., one year deadline from first filing in U.S. to file directly in foreign 
countries to preserve priority

• Recommend securing services of a registered patent attorney or 
agent
– If unfamiliar with the complexities in obtaining foreign patent rights 
– To avoid potentially losing patent rights
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PCT Resources

• http://www.uspto.gov/patents-getting-started/international-
protection/international-patent-legal-administration-formerly
– International Patent Legal Administration web page on USPTO Internet 

site
• Forms, fees, rules, etc.

• http://www.wipo.int
– World Intellectual Property Organization 

• PCT Newsletter, PCT Applicant's Guide, Hague Guide for Users 
• ePCT, PATENTSCOPE, etc.
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Upcoming OID Events

• August 16, 2018– Inventor Info Chat: Global Dossier 
• August 17-18, 2018 – Invention Con-Alexandria, VA

– “Concept to Commercialization”
• For more information or to register for any of the 

above events contact us at oidevents@uspto.gov

https://www.uspto.gov/patents-application-
process/inventor-info-chat
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