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telephone number (907) 271-5898; fax:
(907) 271-2850; e-mail:
gary.ctr.rolf@faa.gov. Internet address:
http://www.faa.gov/about/office_org/
headquarters_offices/ato/service_units/
systemops/fs/alaskan/rulemaking/.
SUPPLEMENTARY INFORMATION:

History

On Wednesday, August 12, 2009, the
FAA published a notice of proposed
rulemaking in the Federal Register to
establish Class E airspace at Noorvik,
AK (74 FR 40535). Subsequent to
publication, the FAA noted that the title
erroneously refered to this action as a
revision. The remainder of the
document was clear, that this was a
proposal to establish controlled airspace
at Noorvik, AK. With the exception of
editorial changes, and the changes
described above, this rule is the same as
that proposed in the NPRM. Interested
parties were invited to participate in
this rulemaking proceeding by
submitting written comments on the
proposal to the FAA. No comments
were received. The rule is adopted as
proposed.

The Class E airspace areas designated
as 700/1,200 ft. transition areas are
published in paragraph 6005 of FAA
Order 7400.9T, Airspace Designations
and Reporting Points, signed August 27,
2009, and effective September 15, 2009,
which is incorporated by reference in 14
CFR 71.1. The Class E airspace
designations listed in this document
will be published subsequently in the
Order.

The Rule

This amendment to 14 CFR part 71
establishes Class E airspace at the
Robert (Bob) Curtis Memorial Airport,
AK. This Class E airspace is established
to accommodate aircraft executing new
instrument procedures, and will be
depicted on aeronautical charts for pilot
reference. The intended effect of this
rule is to provide adequate controlled
airspace for Instrument Flight Rules
(IFR) operations at the Robert (Bob)
Curtis Memorial Airport, Noorvik, AK.

The FAA has determined that this
regulation only involves an established
body of technical regulations for which
frequent and routine amendments are
necessary to keep them operationally
current. It, therefore—(1) is not a
“significant regulatory action” under
Executive Order 12866; (2) is not a
“significant rule” under DOT
Regulatory Policies and Procedures (44
FR 11034; February 26, 1979); and (3)
does not warrant preparation of a
regulatory evaluation as the anticipated
impact is so minimal. Because this is a
routine matter that will only affect air

traffic procedures and air navigation, it
is certified that this rule will not have
a significant economic impact on a
substantial number of small entities
under the criteria of the Regulatory
Flexibility Act.

The FAA’s authority to issue rules
regarding aviation safety is found in
Title 49 of the United States Code.
Subtitle 1, Section 106 describes the
authority of the FAA Administrator.
Subtitle VII, Aviation Programs,
describes in more detail the scope of the
agency’s authority.

This rulemaking is promulgated
under the authority described in
Subtitle VII, Part A, Subpart 1, Section
40103, Sovereignty and use of airspace.
Under that section, the FAA is charged
with prescribing regulations to ensure
the safe and efficient use of the
navigable airspace. This regulation is
within the scope of that authority
because it creates Class E airspace
sufficient in size to contain aircraft
executing instrument procedures for the
Robert (Bob) Curtis Memorial Airport
and represents the FAA’s continuing
effort to safely and efficiently use the
navigable airspace.

List of Subjects in 14 CFR Part 71

Airspace, Incorporation by reference,
Navigation (air).

Adoption of the Amendment

m In consideration of the foregoing, the
Federal Aviation Administration
amends 14 CFR part 71 as follows:

PART 71—DESIGNATION OF CLASS A,
CLASS B, CLASS C, CLASS D, AND
CLASS E AIRSPACE AREAS;
AIRWAYS; ROUTES; AND REPORTING
POINTS

m 1. The authority citation for 14 CFR
part 71 continues to read as follows:

Authority: 49 U.S.C. 106(g), 40103, 40113,
40120; E.O. 10854, 24 FR 9565, 3 CFR, 1959—
1963 Comp., p. 389.

§71.1 [Amended]

m 2. The incorporation by reference in

14 CFR 71.1 of Federal Aviation
Administration Order 7400.9T, Airspace
Designations and Reporting Points,
signed August 27, 2009, and effective
September 15, 2009, is amended as
follows:

Paragraph 600 Class E Airspace Extending
Upward From 700 Feet or More Above the
Surface of the Earth.

* * * * *

AAL AK E5 Noorvik, AK [New]
Noorvik, Robert (Bob) Curtis Memorial
Airport, Noorvik, AK
(Lat. 66°49°03” N., long. 161°01°20” W.)

That airspace extending upward from 700
feet above the surface within a 7.3-mile
radius of the Robert (Bob) Curtis Memorial
Airport, AK.

* * * * *

Issued in Anchorage, AK, on October 15,
2009.

Michael A. Tarr,

Acting Manager, Alaska Flight Services
Information Area Group.

[FR Doc. E9—25499 Filed 10-23-09; 8:45 am)]
BILLING CODE 4910-13-P

DEPARTMENT OF COMMERCE

United States Patent and Trademark
Office

37 CFR Parts 2 and 11
[Docket No. PTO-T-2008—-0021]
RIN 0651-AC26

Changes in Requirements for
Signature of Documents, Recognition
of Representatives, and Establishing
and Changing the Correspondence
Address in Trademark Cases

AGENCY: United States Patent and
Trademark Office, Commerce.

ACTION: Final rule.

SUMMARY: The United States Patent and
Trademark Office (“Office”) is revising
the Trademark Rules of Practice to set
forth the requirements for signature of
documents filed in the Office,
recognition of representatives, and
establishing and changing the
correspondence address in trademark
cases.

DATES: This rule is effective December
28, 2009.

SUPPLEMENTARY INFORMATION: As noted
above, the Office is revising the
Trademark Rules of Practice (37 CFR
Part 2) to set forth the requirements for
signature of documents filed in the
Office, recognition of representatives,
and establishing and changing the
correspondence address in trademark
cases. The purpose of the rule is to
codify and clarify current practice.
Practice before the Trademark Trial and
Appeal Board (“TTAB”) is largely
unaffected by the rule.

References below to “‘the Act” or “the
Trademark Act” refer to the Trademark
Act of 1946, 15 U.S.C. 1051 et seq., as
amended. References to “TMEP” or
“Trademark Manual of Examining
Procedure” refer to the 5th edition,
September 2007. References to the
“TBMP” or “Trademark Trial and
Appeal Board Manual of Procedure”
refer to the 2nd edition, Rev. 1, March
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12, 2004. References to a “‘party to a
proceeding” refer to a party to a
proceeding before the TTAB, e.g., an
opposer, cancellation petitioner, or
party to an interference or concurrent
use proceeding.

On August 14, 2008, the Office
published a final rule that, inter alia,
removed §§10.14 and 10.18 of this
chapter and replaced them with new
§§11.14 and 11.18; added a definition
of “attorney” to § 11.1 of this chapter;
added § 11.14(f), setting forth the
requirements and establishing a fee for
filing a request for reciprocal
recognition under § 11.14(c) of this
chapter; and changed cross-references in
several of the rules in parts 2 and 7 of
this chapter, effective September 15,
2008.

See Changes to Representation of Others
Before the United States Patent and
Trademark Office, 73 FR 47650 (Aug.
14, 2008).

The cross-references in this notice
have been changed accordingly.

The Office has recently published
another final rule, Miscellaneous
Changes to Trademark Rules of Practice,
RIN 0651-AB89, 73 FR 67759
(November 17, 2008). The changes made
therein are reflected in §§ 2.62, 2.74,
2.87, 2.146(c), 2.153, 2.163, 2.167,
2.171(b)(1), and 2.184 below.

Overview of Office Practice
Persons Authorized To Represent Others

Under 37 CFR 11.14 of this chapter,
only the following individuals may
represent an applicant, registrant, or
party to a proceeding before the Office
in a trademark case:

e An attorney as defined in §11.1 of
this chapter, i.e., an attorney who is a
member in good standing of the bar of
the highest court of a state in the United
States;

¢ A Canadian patent agent who is
registered and in good standing as a
patent agent under § 11.6(c) for the
limited purpose of representing parties
located in Canada;

¢ A Canadian attorney or agent who
has been granted recognition by the
Director of the Office of Enrollment and
Discipline of the United States Patent
and Trademark Office (‘““OED Director”)
to represent parties located in Canada,
pursuant to § 11.14(f) of this chapter; or

e An individual who is not an
attorney but was recognized to practice
before the Office in trademark cases
under this chapter prior to January 1,
1957.

See Trademark Manual of Examining
Procedure (“TMEP”’) sections 602 and
602.06 et seq.

An individual who does not meet the
requirements of § 11.14 of this chapter
cannot: Prepare documents to be filed in
the Office; sign amendments, responses
to Office actions, petitions to the
Director under § 2.146, letters of express
abandonment, or notices of change of
correspondence address for applications
or registrations; authorize issuance of
examiner’s amendments and priority
actions; or otherwise represent an
applicant, registrant, or party to a
proceeding in the Office. 5 U.S.C.
500(d); 37 CFR 11.14(e); TMEP sections
602.03 and 605.02.

Recognition of Representative

To be recognized as a representative,
a practitioner qualified to practice under
§11.14 of this chapter (“qualified
practitioner”) may:

e File a power of attorney signed by
the applicant, registrant, or party to a
proceeding in a trademark case, or by
someone with legal authority to bind the
applicant, registrant, or party (e.g., a
corporate officer or general partner of a
partnership);

e Sign a document on behalf of an
applicant, registrant, or party to a
proceeding who is not already
represented by a qualified practitioner
from a different firm; or

e Appear in person on behalf of an
applicant, registrant, or party to a
proceeding who is not already
represented by a qualified practitioner
from a different firm.

37 CFR 2.17(c); TMEP sections 602.01
and 602.07.

Once the Office has recognized a
qualified practitioner as the
representative of an applicant or
registrant, the Office will communicate
and conduct business only with that
practitioner, or with another qualified
practitioner from the same firm. The
Office will not conduct business
directly with the applicant or registrant,
or with another qualified practitioner
from a different firm, unless the
applicant or registrant files a new power
of attorney or revocation of the previous
power. TMEP sections 601.02, 602.07,
and 603.02(a). A motion to withdraw is
generally required when a qualified
practitioner recognized by the TTAB
will no longer be representing a party to
a proceeding. Trademark Trial and
Appeal Board Manual of Procedure
(“TBMP”’) section 513.

For purposes of recognition as a
representative, the Office considers a
power of attorney to end when the mark
is registered, when ownership changes,
or when the application is abandoned.
TMEP section 602.01. An appointment
of domestic representative, however,
remains in effect unless specifically

revoked or supplanted by appointment
of a new domestic representative.

After a change in ownership has been
recorded, if a new qualified practitioner
appears on behalf of the new owner, the
Office will communicate and conduct
business with that practitioner even
absent a new power of attorney or
revocation of the previous power. If the
previously recognized practitioner
appears on behalf of the new owner
(which might occur when the new
owner is a related company), the Office
will continue to conduct business and
correspond with that practitioner.

Establishing the Correspondence
Address for Application or Registration

Upon receipt of a new application, the
Office enters the correspondence
address in accordance with the
following guidelines:

e If the application is transmitted by
a qualified practitioner, or includes a
power of attorney designating a
qualified practitioner, the Office will
send correspondence to the practitioner;

e If an application is not being
prosecuted by a qualified practitioner,
but the applicant designates in writing
a correspondence address other than its
own address, the Office will send
correspondence to that address if
appropriate;

e If an application is not being
prosecuted by a qualified practitioner
and the applicant has not designated a
correspondence address, but a domestic
representative has been appointed, the
Office will send correspondence to the
domestic representative if appropriate;
or

e If the application is not being
prosecuted by a qualified practitioner,
no domestic representative has been
appointed, and the applicant has not
designated a different address for
correspondence, the Office will send
correspondence directly to the applicant
at its address of record.

37 CFR 2.18; TMEP section 603.01.

The Office reestablishes the
correspondence address in accordance
with these guidelines upon the
examination of an affidavit under
section 8, 12(c), 15, or 71 of the
Trademark Act, renewal application
under section 9 of the Act, or request for
amendment or correction of a
registration under section 7 of the Act.
TMEP section 603.02(c). Due to the
length of time that may elapse between
registration and filings under sections 7,
8,9, 12(c), 15, and 71 of the Act (which
could be 10 years or more), the Office
will recognize a qualified practitioner
who transmits such a filing even absent
a new power of attorney or revocation
of a previous power.
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Changing the Correspondence Address
in an Application or Registration

Once the correspondence address is
established as discussed above, the
Office will generally send
correspondence to that address until a
written request to change the address is
submitted, signed by the practitioner
whom the Office has recognized, or by
the applicant or registrant or someone
with legal authority to bind the
applicant or registrant (e.g., a corporate
officer or general partner of a
partnership) if the applicant or
registrant is not represented by a
qualified practitioner. 37 CFR 2.18(b);
TMEP sections 601.02, 602.07, and
603.02(a).

Once the Office recognizes a qualified
practitioner as the representative of an
applicant or registrant, only that
practitioner or another qualified
practitioner from the same firm may
sign a request to change the address,
unless the applicant or registrant files a
new power of attorney or revocation of
the previous power, or the recognized
practitioner files a request to withdraw.
TMEP sections 603.02(a) and 605.02.

If a qualified practitioner transmits
documents on behalf of an applicant or
registrant who is not already
represented by another qualified
practitioner from a different firm, the
Office will construe this as including a
request to change the correspondence
address to that of the practitioner. TMEP
section 603.02(a).

Documents Must Be Properly Signed

Because an individual who is not
authorized under § 11.14 may not
represent an applicant, registrant, or
party to a proceeding before the Office,
the Office will not act on documents
that are not properly signed. TMEP
sections 602.03 and 605.02. When it is
unclear whether a proper person has
signed a response to an Office action,
the Office will notify the applicant or
registrant that the response is
incomplete. See TMEP sections
605.05(a) and 712.03 regarding notices
of incomplete response. When it is
unclear whether a proper person has
signed a document other than a
response to an Office action, the Office
will notify the applicant or registrant
that no action will be taken on the
document unless the applicant or
registrant either establishes the
signatory’s authority or submits a
properly signed document. See TMEP
section 605.05.

Unauthorized Practice

When the Office learns that a person
who is not qualified under §11.14 is

acting as the representative of an
applicant, registrant, or party to a
proceeding, the Office will notify the
affected applicant, registrant, or party
that the individual is not entitled to
practice before the Office in trademark
matters and therefore may not represent
the applicant, registrant, or party; that
any power of attorney is void ab initio;
that the individual may not sign
responses to Office actions; and that all
correspondence will be sent to the
domestic representative if appropriate
or, alternatively, to the applicant,
registrant, or party at its address of
record. If the Office receives a response
signed by such an unqualified person,
the response will be treated as
incomplete. This same practice is
followed when the Office learns that a
practitioner has been suspended or
excluded from practice before the
Office.

Rule Changes
Terminology

Comment: One commenter asserts
that the terms ‘‘registrant,” “owner,”
“owner of a mark” and “owner of the
registration” are used interchangeably
throughout the rules, and requests
clarification.

Response: These terms are not
interchangeable. “Registrant” is broader
than “owner,” as it embraces the legal
representatives, predecessors,
successors and assigns of the current
owner, pursuant to section 45 of the
Trademark Act.

In rules that govern the representation
of others and the establishment of the
correspondence address, the Office has
used the broader term ‘‘registrant,” to
encompass all parties who could be
represented or receive correspondence
in connection with an application,
registration, or proceeding in the Office.
In rules that govern the proper party to
sign and file affidavits under sections 8
and 15 of the Act, and requests for
correction, amendment or surrender
under section 7 of the Act, the more
specific term “owner” is used. In
§ 2.184, which governs renewal
applications, the term “registrant” is
used for consistency with section 9 of
the Act. Section 9, as amended by the
Trademark Law Treaty Implementation
Act, does not require that a renewal
application be filed in the name of the
owner of the registration. Therefore, if a
renewal applicant is not the owner of
record, the Office does not require that
the renewal applicant show continuity
of title from the original registrant
before granting renewal. See TMEP
section 1606.06.

Discussion of Specific Rules

A proposed rule was published in the
Federal Register on June 12, 2008, at 73
FR 33345, and in the Official Gazette on
July 8, 2008. The Office received
comments from one law firm and one
organization. These comments are
posted on the Office’s Web site at
http://www.uspto.gov/web/offices/pac/
dapp/opla/comments/
tm_comments2008aug20a/index.htm,
and are addressed below.

Where appropriate, the Office has
reworded and/or reorganized the rules
for clarity, and added headings to
facilitate navigation through the rules.

Section 2.17(a) is redesignated as
§2.17(b)(2).

Section 2.17(b) is redesignated as
§2.17(f).

Section 2.17(c) is redesignated as
§2.17(b), and revised to provide that the
Office will recognize a qualified
practitioner who signs a document or
appears in person in a trademark case
only if the applicant or registrant is not
already represented by a qualified
practitioner from a different firm. This
is consistent with TMEP sections 602.01
and 602.07.

Section 2.17(c) sets forth the
requirements for powers of attorney. A
power must: (1) Designate by name at
least one practitioner qualified to
practice under 37 CFR § 11.14; and (2)
be signed by the individual applicant,
registrant, or party to a proceeding
pending before the Office, or by
someone with legal authority to bind the
applicant, registrant, or party (e.g., a
corporate officer or general partner of a
partnership). Once an applicant,
registrant, or party to a proceeding has
designated a qualified practitioner(s),
that practitioner may sign an associate
power of attorney appointing another
qualified practitioner(s) as an additional
person(s) authorized to represent the
applicant, registrant, or party to a
proceeding. This is consistent with
TMEP sections 602.01 and 602.01(b).

Section 2.17(c)(2) provides further
that if the applicant, registrant, or party
revokes an original power of attorney,
the revocation discharges any associate
power signed by the practitioner whose
power has been revoked; and that if the
practitioner who signed an associate
power withdraws, the withdrawal
discharges any associate power signed
by the withdrawing practitioner upon
acceptance of the request for withdrawal
by the Office.

Comment: One comment noted that
the proposed rule did not address
unrepresented joint applicants.

Response: Section 2.17(c)(2) now
states that in the case of joint applicants
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or joint registrants, all must sign the
power of attorney. This is consistent
with § 2.193(e)(3).

Section 2.17(d) is amended to provide
that the owner of an application or
registration may appoint an attorney
through the Trademark Electronic
Application System (“TEAS”) for up to
twenty applications or registrations per
TEAS form that have the identical
owner and attorney. This is consistent
with TMEP section 602.01(a).

Section 2.17(e) sets forth the
circumstances under which a Canadian
attorney or agent may represent parties
located in Canada. A Canadian patent
agent who is registered with the Office
and in good standing as a patent agent
under § 11.6(c) may represent parties
located in Canada before the Office in
trademark matters. A Canadian attorney
or agent who is registered or in good
standing with the Canadian Intellectual
Property Office, but not registered as a
patent agent under § 11.6(c), may
represent parties located in Canada if he
or she has been authorized to do so by
the OED Director. Before undertaking to
represent an applicant, registrant, or
party before the Office, and before filing
a paper with the Office, a Canadian
attorney or agent who is not registered
with the Office and in good standing as
a patent agent under § 11.6(c) must file
an application for and be granted
reciprocal recognition to practice before
the Office in trademark cases, pursuant
to § 11.14(f) of this chapter. The
application for reciprocal recognition
must include the fee required by
§1.21(a)(1)(i) of this chapter, and proof
that the attorney or agent satisfies the
requirements of 35 U.S.C. 32 and 37
CFR 11.14(c). See notice at 73 FR 47650
(Aug. 14, 2008). The OED Director must
grant the request for reciprocal
recognition before representation is
undertaken and before the Canadian
attorney or agent files an application or
other document in the Office.

Once recognized by OED, the
Canadian attorney or agent may only
represent parties who are located in
Canada. He or she cannot represent
Canadian nationals who are not located
in Canada. Thus, for example, a
Canadian attorney or agent may not
represent a Canadian national who
resides in California and has access to
a mailing address in Canada.

Section 2.17(g)(1) is added to provide
that the Office considers a power of
attorney to end with respect to a
pending application when the mark is
registered, when ownership changes, or
when the application is abandoned.
This is consistent with TMEP section
602.01.

Section 2.17(g)(2) provides that the
Office considers a power of attorney
filed after registration to end when the
registration is cancelled or expired, or
when ownership changes. If the power
was filed in connection with an affidavit
under section 8, 12(c), 15 or 71 of the
Trademark Act, renewal application
under section 9 of the Act, or request for
amendment or correction under section
7 of the Act, the power is deemed to end
upon acceptance or final rejection of the
filing.

Section 2.18 is reorganized to clarify
the procedures for establishing and
changing a correspondence address.

Section 2.18(a)(2) provides that if a
qualified practitioner transmits a
document(s) on behalf of an applicant or
registrant, the Office will send
correspondence to the practitioner
transmitting the document(s) only if the
applicant or registrant is not already
represented by another qualified
practitioner from a different firm. This
is consistent with TMEP sections
602.07, 603.01, and 603.02(a).

Section 2.18(a)(6) provides that the
Office will send correspondence to only
one address in an ex parte matter. This
is consistent with current § 2.18(b).

Comment: If correspondence is being
sent electronically, there would appear
to be no reason why the Office cannot
send correspondence to more than one
e-mail address. The TTAB sends
correspondence to more than one e-mail
address, as requested by the parties who
file papers with the TTAB.

Response: The Office has revised
§2.18(a)(6) to indicate that it applies
only to ex parte matters. Sending e-mail
correspondence to more than one
address in an ex parte matter would
create confusion. It is important that the
Office, as well as any interested third
parties, have one specific address to
which correspondence concerning an
application or registration can be sent.
It is also important that an applicant,
registrant, or party to a proceeding know
where to look for official
correspondence and who is responsible
for handling incoming communications.

Section 2.18(a)(7) provides that once
the Office has recognized a qualified
practitioner as the representative of an
applicant or registrant, the Office will
communicate and conduct business
only with that practitioner, or with
another qualified practitioner from the
same firm. The Office will not conduct
business directly with the applicant or
registrant, or with another qualified
practitioner from a different firm, unless
the applicant or registrant files a
revocation of the power of attorney
under § 2.19(a) and/or a new power of
attorney that meets the requirements of

§2.17(c). The rule provides further that
a written request to change the
correspondence address does not revoke
a power of attorney. This is consistent
with TMEP sections 601.02, 602.07, and
603.02(a).

Comment: One comment suggests that
the Office emphasize that where
practitioners change law firms, the filing
of a change of correspondence address
does not revoke any prior powers of
attorney or associate power of attorney.
The commenter recommends that the
rule “provide for practitioners to file a
revocation/power of attorney when
changing firms to ensure practitioners
from the previous firm will not still be
authorized to represent the client.”
Further, since the choice of counsel is
determined by the applicant, the
commenter recommends ‘‘that the rule
[provide] for approval by the applicant
of the change in the power of attorney.”
The commenter notes that the
revocation will automatically update the
correspondence address. Further, this
places the burden on the practitioner.

Response: Sections 2.18(a)(7) and
2.19(a)(3) explicitly provide that a
request to change the correspondence
address does not revoke a power of
attorney. When more than one qualified
practitioner is of record and one of them
changes firms, there is no need to obtain
a new power of attorney or revocation
of the previous power, signed by the
client, in every case. If there is ongoing
representation by co-counsel at the
original firm, the departing attorney
should file a request or, if applicable,
motion with the TTAB, to withdraw,
pursuant to § 2.19(b). When more than
one qualified practitioner is of record
and one or more of them changes firms,
the burden is already on the
practitioners to determine who is
responsible for handling pending
matters, obtain any necessary powers of
attorney or revocations from the client,
and file the necessary documents in the
Office. Rules 2.17(c)(2), 2.18(a)(7) and
2.19(a) require a new power of attorney
or revocation of the previous power,
signed by the client, in order to effect a
change in representation, or to send
correspondence to a different firm.
When a power is revoked or a
practitioner withdraws, this discharges
any associate power signed by the
practitioner who withdraws or whose
power has been revoked.

Comment: One commenter suggests
that a revocation or new power of
attorney should be required only when
a power of attorney is of record for the
previously recognized practitioner, and
not where the previous practitioner was
recognized by appearing in person or
filing a paper on behalf of the party that
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he or she represents. “We urge the PTO
not to adopt a requirement that an
applicant/registrant must file a
revocation of power of attorney in
instances when it has not granted a
power of attorney in the first place.”

Response: Section 2.17 has long
provided three ways in which a
practitioner can be recognized as a
representative. There is no logical basis
for treating the termination of such
recognition differently based on the
manner in which the representative was
recognized.

Comment: One comment notes that,
until recently, the Office would accept
a simple “change of address of
correspondence” instruction from a
qualified practitioner as sufficient to
change the address to which it directed
correspondence. It is unclear why this
procedure was abandoned. The
commenter urges the Office to permit
either the applicant/registrant or the
new qualified practitioner to sign and
file a request for “Change of Address for
Correspondence,” instead of a new
power of attorney or revocation of the
previous power.

Response: When a qualified
practitioner represents an applicant or
registrant, a new practitioner from a
different firm could never properly
authorize a change of correspondence
address. Prior to 2006, the Office would
accept a change of correspondence
address signed by an applicant or
registrant who was represented by a
qualified practitioner, even if no new
power of attorney or revocation of the
previous power was filed. However, to
ensure that the record is clear as to who
is authorized to represent applicants
and registrants, and to prevent
unauthorized parties from taking actions
in connection with applications and
registrations, the better practice is to
require a new power of attorney or
revocation of the previous power to
change the address to which official
correspondence is sent. Since the
Madrid Protocol was implemented in
2003, an increasing number of persons
who are not qualified under § 11.14 of
this chapter (e.g., foreign attorneys) have
attempted to represent applicants and
registrants. There have also been several
cases in which adverse or unauthorized
parties have attempted to divert
correspondence and/or take
inappropriate actions such as express
abandonments of applications.
Therefore, the Office seeks to ensure
that a proper party signs all
communications and that the record is
clear as to who is authorized to conduct
business.

Section 2.18(b)(1) provides that when
a physical or e-mail correspondence

address changes, the applicant,
registrant, or party to a proceeding must
file a written request to change the
correspondence address. The request
should be promptly filed. This is
consistent with TMEP section 603.03.

New § 2.18(b)(2) provides that a
request to change the correspondence
address must be made in writing, signed
by the applicant, registrant, or party to
a proceeding, someone with legal
authority to bind the applicant,
registrant, or party (e.g., a corporate
officer or general partner of a
partnership), or a qualified practitioner,
in accordance with § 2.193(e)(9). This is
consistent with current § 2.18(b) and
TMEP sections 603.02 and 603.02(a).

Section 2.18(b)(3) provides that if an
applicant or registrant files a new power
of attorney that meets the requirements
of § 2.17(c), the Office will change the
correspondence address to that of the
practitioner named in the power.

Section 2.18(b)(4) proviges thatifa
qualified practitioner transmits a
document(s) on behalf of an applicant,
registrant, or party to a proceeding who
is not already represented by another
qualified practitioner, the Office will
construe this as including a request to
change the correspondence address to
that of the practitioner, and will send
correspondence to the practitioner. This
is consistent with TMEP section
603.02(a).

Comment: One commenter
understands the rule to mean that the
correspondence address of a practitioner
filing a document will only be
recognized if the Office has not
otherwise recognized a qualified
practitioner at the time the document is
filed.

Response: That is correct.

Comment: In some instances,
applicants/registrants request outside
counsel to prepare and file responses to
Office actions but do not wish the
address for correspondence to be
changed to that of counsel. There is no
reason for the Office to “construe” such
a filing as a request for a change of
address for correspondence. If that
change is desired, it is simple enough
for the applicant/registrant or qualified
practitioner to include specific
instructions in this regard in the filing.
Thus, we urge the Office not to adopt a
rule that would establish a default
procedure by which the filing of such a
response would be “construed” as
including a request for change of
correspondence.

Response: The Office’s practice of
corresponding with the attorney of
record is consistent with current
§ 2.18(a), which has been in effect for
many years and has worked well. The

Office sees no reason to change the
practice. If the Office ever did want to
change this practice, it would issue
another proposed rule, in order to
provide notice and solicit comment
from practitioners who may have come
to rely on existing practice. If an
applicant or registrant does not want the
correspondence address to be changed
to the address of the outside counsel
who transmits a response to an Office
action, counsel should include clear
instructions stating the address to which
correspondence should be sent in the
response.

Section 2.18(c)(1) is added to provide
that even if there is no new power of
attorney or written request to change the
correspondence address, the Office will
change the correspondence address
upon the examination of an affidavit
under section 8, 12(c), 15 or 71 of the
Trademark Act, a renewal application
under section 9 of the Act, or a request
for amendment or correction under
section 7 of the Act. This is consistent
with TMEP section 603.02(c). Due to the
length of time that may elapse between
filings under sections 7, 8, 9, 12(c), 15,
and 71 of the Act (which could be ten
years or more), the Office automatically
enters a new correspondence address
upon examination of each filing.

Section 2.18(c)(2) is added to provide
that once the Office establishes a
correspondence address upon
examination of an affidavit, a renewal
application or a section 7 request, a
written request to change the address in
accordance with § 2.18(b)(2) is required
to change the address during the
pendency of that filing.

Example 1: Attorney A transmits an
affidavit of use under section 8, and the
examiner issues an Office action in
connection with the affidavit. If another
attorney from a different firm (Attorney B)
wants to respond to the Office action,
Attorney B must file a new power of attorney
and/or revocation of the previous power,
signed by the owner of the registration or
someone with legal authority to bind the
owner, before the Office will act on the
response and correspond with Attorney B.

Example 2: Attorney A transmits an
affidavit of use under section 8, and the
Office accepts the affidavit. If Attorney B
later files a request for amendment under
section 7, the Office will recognize and
correspond with Attorney B regardless of
whether a new power of attorney or
revocation of the previous power is filed.

Example 3: Attorney A transmits an
affidavit of use under section 8, and the
examiner issues an Office action in
connection with the affidavit. If Attorney B
wants to file a request for amendment under
section 7 before the Office accepts or issues
a final rejection of the section 8 affidavit,
Attorney B must file a new power of attorney
and/or revocation of the previous power,
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signed by the owner of the registration or
someone with legal authority to bind the
owner, before the Office will act on the
section 7 request and correspond with
Attorney B.

Section 2.19(a) is revised to clarify the
requirements for revocation of a power
of attorney. New § 2.19(a)(1) provides
that a request to revoke a power of
attorney must be signed by the
applicant, registrant, or party to a
proceeding, or by someone with legal
authority to bind the applicant,
registrant, or party (e.g., a corporate
officer or general partner of a
partnership). This is consistent with
TMEP section 602.04.

Comment: The proposed rule does not
address the situation of unrepresented
joint applicants.

Response: Section 2.19(a)(1) now
states that in the case of joint applicants
or joint registrants, all must sign the
revocation. This is consistent with
§2.193(e)(3).

Section 2.19(a)(3) states that a request
to change the correspondence address
does not revoke a power of attorney.
This is consistent with § 2.18(a)(7),
discussed above.

Section 2.19(a)(4) states that a new
power of attorney that meets the
requirements of § 2.17(c) will be treated
as a revocation of the previous power.

The provision in the current § 2.19(a)
that the Office will notify the affected
person of the revocation of his or her
authorization is removed.

Section 2.19(b) is revised to set forth
the requirements for filing a request to
withdraw as attorney. This is consistent
with TMEP section 602.05. The
withdrawing practitioner should file the
request soon after notifying the client of
his/her intent to withdraw, and must
include the application serial number,
registration number, or proceeding
number; a statement of the reason(s) for
the request to withdraw; and either (1)
a statement that the practitioner has
given due notice to the client that the
practitioner is withdrawing from
employment and will be filing the
necessary documents with the Office;
that the client was given notice of the
withdrawal at least two months before
the expiration of the response period, if
applicable; that the practitioner has
delivered to the client all documents
and property in the practitioner’s file
concerning the application or
registration to which the client is
entitled; and that the practitioner has
notified the client of any responses that
may be due, and of the deadline for
response; or (2) if there is more than one
qualified practitioner of record, a
statement that representation by co-
counsel is ongoing.

Section 2.22(a)(11) is amended to
change a cross-reference.

Section 2.24 is redesignated as
§2.24(a), and amended to provide that
if an applicant is not domiciled in the
United States, the applicant may
designate a domestic representative (i.e.,
a person residing in the United States
on whom notices or process may be
served in proceedings affecting the
mark) by either: (1) Setting forth the
name and address of the domestic
representative in the initial application;
or (2) filing a separate designation
setting forth the name and address of
the domestic representative, signed by
the applicant, someone with legal
authority to bind the applicant (e.g., a
corporate officer or general partner of a
partnership), or a qualified practitioner.

Where the initial application sets
forth the designation of domestic
representative, the designation may be
signed by a person authorized to sign
the application on behalf of applicant,
pursuant to new § 2.193(e)(1). The
Office does not question the authority of
the signatory, unless the record presents
an inconsistency as to the signatory’s
authority to sign. TMEP section 804.04.

Section 2.24(b) is added to provide
that a request to change or revoke a
designation of domestic representative
must be signed by the applicant,
someone with legal authority to bind the
applicant, or a qualified practitioner
(e.g., a corporate officer or general
partner of a partnership).

Section 2.33(a) is amended to remove
the definition of “person properly
authorized to sign” a verification on
behalf of applicant, and replace it with
a cross-reference to § 2.193(e)(1). The
substance of this definition is
unchanged.

Section 2.33(d), which provided for
signature of verifications in applications
filed through TEAS, is removed as
unnecessary. Section 2.193(c) sets forth
the procedure for signing a TEAS
document. This procedure is
unchanged.

Section 2.62(b) is amended to add a
cross-reference to §2.193(e)(2).

Section 2.64(b) is amended to add a
requirement that a request for
reconsideration of a final action be
signed by the applicant, someone with
legal authority to bind the applicant
(e.g., a corporate officer or general
partner of a partnership), or a qualified
practitioner, in accordance with the
requirements of § 2.193(e)(2). This is
consistent with current practice.

Section 2.68 is amended to add a
requirement that a request for express
abandonment of an application be
signed by the applicant, someone with
legal authority to bind the applicant

(e.g., a corporate officer or general
partner of a partnership), or a qualified
practitioner, in accordance with the
requirements of § 2.193(e)(2). This is
consistent with TMEP section 718.01.

Sections 2.74(b), 2.76(b)(1), 2.87(f),
2.88(b)(1), 2.89(a)(3), 2.89(b)(3),
2.101(b), 2.102(a), 2.111(b), 2.119(d),
and 2.146(c) are amended to add cross-
references to §2.193.

Section 2.153 is amended to require
that an affidavit or declaration claiming
the benefits of the Act of 1946, pursuant
to section 12(c) of the Act, be filed by
the current owner and signed by the
owner or by a person properly
authorized to sign on behalf of the
owner. This is consistent with TMEP
section 1603.

Section 2.161(b) is amended to
remove the definition of “person
properly authorized to sign” an affidavit
or declaration of use or excusable
nonuse under section 8 of the
Trademark Act (‘“‘section 8 affidavit™)
and replace it with a cross-reference to
§2.193(e)(1). The substance of this
definition is unchanged.

Section 2.163(b), 2.167(a), and
2.171(b) are amended to add cross