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This chapter relates only to interference mat-
ters before the examiner,

The interference practice is based on 35
17.8.C. 135.

35 U.R.C. 135, Interferences, {a} Whenever an appii-
cation is made for a patent which, in the opinion of
the Commissioner, would interfere with any pending
application, or with any unexpired patent, he shall

Rev. 81, Jan. 1972



11061 MANUAL OF PATENT EXAMINING PROCEDURE

give notice therecf to the applicants, or applicant and
patentee, as the case may be, The question of pri-
ority of invention shall be determined by a board of
patent interferences ({consisting of three examiners
of interferences) whose decision, if adverse to the
claim of an applicant, shall constitute the final re-
fusal by the Patent Office of {he claims involved, and
the Commissioner may issue a patent o the applicant
who is adjudged the prior inventor. A flnal judgment
adverse to a patentee from which no appeal or other
review has been or can be taken or had shall con-
stitute cancellation of the claims involved from fhe
patent, and notice thereof shall be endorsed on coples
of the patent thereaffer distributed by the  Patent
Office,

(b) A e¢laim which iz the same as, or for the same or
substantially the same subject matter as, a claim of
an issued patent may not be made in any application
unless such a ¢laim i made prior to one year from
the date on which the patent was granted.

Rule 201 sets forth the definition of an in-
terference.

Rule 201. Definition, when declared. {(a) An inter-
ference iy a proceeding instituted for the purpose of
determining the question of priority of invention be-
tweent two or more parties claiming substantially the

same patentable invention and may be instituted as

goon &g it is determined that common patentable sub-
ject matter is claimed in a plurality of applications
or in an application and a patent. :

(b) An interference will be declared between pend-
ing applications for patent, or for reissue, of different
parties when such applications contain claims for sab-
gkantially the same invention, which are allowable in
the applieation of each party, and interferences wilt
also be declared between pending applications for pat-
ent, or for reissue, and unexpired original or refssued
patents, of different parties, when such applications
and patents contain claims for substantially the same
invention which are allowable in all of the appliea-
tions involved, in accordance with the provisions of
these rules,

(¢) Interferences will not be declared, nor contin-
ned, between applications or applications and patents
owned by the same party unless good cause is shown
therefor. The parties shall make known any and all
right, title and inierest affecting the ownership of
any application or patent invelved or esgential to the
proceedings, not recorded in the Patent Office, when
an interference is declared, and of changes in such
right, title, or interest, made after the declaration of
the interference and before the expiration of the time
prescribed for seeking review of the decision in the
interference.
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[R-31]

_An interference is often an expensive and
time-consuming proceeding, Yet, it is neces-
sary to determine priority when two applicants
before the Office are claiming the same subject
matter and their filing dates are close enough
together that there is a reasonable possibility
that the first applicant to file is not the first
inventor.

The greatest care must therefore be exer-
cised both in the search for interfering appli-
cations and in the determination of the ques-
tion as to whether an interference should bhe
declared. Also the claims in recently issued
patents, especially those used as references
against the application claims, should be con-
sidered for possible interference.

‘The question of the propriety of initiating
an interference in any given case is affected by
so many factors that a discussion of them here
is impracticable, Some circumstances which
render an interference unnecessary are herein-
after noted, but each instance must be carefully
considered if serious errors are to be avolded.

In determining whether an interference ex-
ists a claim should be given the broadest inter-
pretation which it reasonably will support,
bearing in mind the following general princi-
ples:

(a) The interpretation should not be
strained.

(b) Express limitations in the claim should
not be ignored nor should limitations be read
therein,

{c¢) Before a claim (unless it is a patented
claim) is made the count of an interference
it should be allowable and in good form. No
pending claim which is indefinite, ambiguous
or otherwise defective should be made the count
of an interference.

(d) A claim copied from a patent, if am-
biguous, should be interpreted in the light of
the patent in which it originated,

(e) Since an interference between cases having
a common assighee is not normally instituted,
all cases must be submitted to the Assignment
Branch for a title report.

(1) If doubts exist as to whether there is an
interference, an interference should not be
declared.
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1101.01 Between Applications [R-

23]

Where two or more applications are found to
be claiming the same patentable invention they
may be put in interference, dependent on the
status of the respective cases and the difference
between their filing dates. One of the applica-
tions should be in condition for allowance. Un-
usual circumstances may justify an exception to

this if the approval of the appropriate director

is obtained, - :

Interferences will not be declared between
pending applications if there is a difference of
more than 3 months in the effective filing dates
of the oldest and next oldest applications, in the
case of inventions of a simpﬁa character, or a
difference of more than 6 months in the effective
filing dates of the applications in other cases,
except in exceptional situations, as determined
and approved by the group director. If an in-
terference is declared, all applications having
the same interfering subject matter should be
included.

Before taking any steps looking to the for-
mation of an interference, it is very essential
that the examiner make certain that each of
the prospective parties is claiming the same
patentable invention and that the claims that
are to constitute the counts of the interference
are clearly readable upon the disclosure of each
party and allowable in each application.

It is to be noted that while the claims of two
or more applicants may vary inh scope and in
immaterial details; yet if directed to the same
invention, an interference exists. But mere dis-
closure by an applicant of an invention which
he is not claiming does not afford a ground for
suggesting to that applicant claims for the said
invention copied from another application that
is claiming the invention. The intention of the
parties to claim the same patentable invention,
as expressed in the summary of the invention or
elsewhere in the disclosure, or in the claims, is
an essential in every instance.

When the subject matter found to be allow-
able in one application is disclosed and claimed
in another application, but the claims therein
to such subject matter are either nonelected or
subject to election, the question of interference
should be considered. The requirement of rule
201(b) that the conflicting applications shall
contain claims for substantially the same in-
vention which are allowable in each application
should be interpreted as meaning generally
that the conflicting claimed subject matter is
sufficiently supported in each application and
is patentable to each applicant over the prior
art. 'The statutory requirement of first inven-
torship is of transcendent importance and
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every effort should he made to avoid the im-
provident issuance of a patent when there is
an adverse claimant.

Following are illustrative situations where
the examiner should fake action toward insti-
tuting interference

A. Application filed with claims to divisible
inventions I and II. Before action requiring
restriction is made, examiner discovers another
case having allowed claims to invention I.

The situation is not altered by the fact that
a requirement for restriction had aetually been
made but had not been responded to. Nor is
the situation materially different if an election
of noninterfering subject matter had been
made without traverse but no action given on
the merits of the elected invention.

B. Application filed with claims to divisible
inventions I and II and in response to a re-
uirement for restriction, applicant traverses.
the same and elects invention-I. Exzaminer
gives an action on the merits of X. Examiner
subsequently finds an application to another
containing allowed claims to invention IT and’
which is ready for issue.

The situation is not altered by the fact that
the election is made without traverse and the
nonelected claims possibly cancelled.

C. Application filed with generic claims and
elaimed species a, b, ¢, d, and'e. Generic claims
rejected and election of a single species re-
quired. Applicant elects species a, but contin-
ues to urge allowability of generic claims, Hx-
aminer finds another application claiming spe-
cies b which is ready for issue.

The allowability of generic claims in the
first case is not a condition precedent to set-
ing up interference.

D. Application filed with generic claims and
claims to five species and other species disclosed
but not specifically claimed. Examiner finds
another application the disclosure and claims
of which are restricted to one of the unclaimed
species and have been found allowable.

The prosecution of generic claims is taken as
indicativé of an intention to cover all species
disclosed which come under the generic claim.

In all the above situations, the applicant has
shown an intention to claim the subject matter
which is actually being claimed in another ap-
plication. These are to be distinguished from
situations where a distinct invention is claimed
in one application but merely disclosed in an-
other application without evidence of an in-
tent to claim the same. The question of inter-
ference should not be considered in the latter
instance. However, if the application disclos-
ing but not claiming the invention is senijor,
and the junior application is ready for issue,

Rev. 88, July 1972



1101.01(a)

the matter should be discussed with the group
director to determine the action to be taken.

In Different Groups [R-
23]

1101.01 (a)

An interference between applications as- -

signed #o different groups is declared by the
group where the controlling interfering claim
would be classified. Appropriate transfer of one
of the applications is made. After termination
of the interference, further transfer may be
necessary depending upon the outcome.

1101.01 (b) Common Ownership
[R-33]

‘Where applications by different inventors but

of common ownership claim the same subject
- matter or subject matter that is not patentably
different :—
1. Interference therebetween is normally not
ingtituted since there is no conflict of interest.
Elimination of conflicting claims from all ex-
cept one case should usually be required, rule
78(¢), The common assigneé¢ must determine
the application in which the conflicting claims
are properly placed. Treatment by rejection
is set forth in § 804.03.

TY. Where an interference with a third party '

is found to exist, the owner should be required
to elect which one of the applications shall be
placed in interference.

Whenever a common assignee of applications
by different inventors is called upon to eliminate
conflicting claims from all except one applica-
tion under the provisions of rule 78(¢), a copy
of the Office action making this reguirement
must be sent directly to each of the applicants.

Whenever a common assignee is required un-
der rule 201(c) to elect one of the conflicting
applications owned by him for purpose of inter-
ference with a third party, a copy of the Office
action making this requirement must be sent to
the applicants in each of the commonly assigned
applications.

Am assignee may not change his election after
an interference has been declared.

The Interference Search
[R-23]

The search for interfering applications must
not be limited to the class or subclass in which
it is classified, but must be extended to all classes
in or out of the examining group which it has
been necessary to search in the examination of
the application.

1101.01 (¢)
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Moreover, the possibility of the existence of
interfering applications should be kept in mind
throughout the prosecution. Where the ex-
aminer at any time finds that two or more ap-
plications are claiming the same invention and
he does not deem it expedient to institute inter-
ference proceedings at that time, he should
make a record of the possible interference ag
on the face of the file wrapper in the space
reserved for class and subclags designation.
His notations, however, if made on the file
wrapper or drawings, must nob be such as to
give any hint to the applicants, who may in-
spect their own -applications at any time, of
the date or identity of a supposedly interfer-
ing application.’ Serial numbers or filing dates
of contlicting applications must never be placed
upon drawings or file wrappers. A book of
“Prospective Interferences” should be main-
tained containing complete data concerning
possible interferences and the page and line of
this book should be referred to on the respective
file wrappers or drawings. For future refer-
ence, this book may include notes as to why
prospective interferences were not declared.

In determining whether an interference ex-
ists, the primary examiner must decide the
question. The patent interference examiner
may, however, be consulted to obtain his advice.

The group director should be consulted if it
is believed that the circumstances justify an
interference between applications neither of
which is ready for allowance.

1101.01(d) Correspondence Under

Rule 202 [R-23]

Correspondence under rule 202 may be
necessary but is seldom required under present
practice.

Rule 202. Preparation for interference belween ap-
plications; preliminary inquiry of junier applicant.
In order to ascertain whether any guestion of pri-
ority arises between applieations which appear to in-
terfere and are otherwise ready to be prepared for
interference, any junior applicant may be called upon
to state in writing under oath or- dectaration the date
and the character of the earliest fact or act, susceptible
of proof, which can be relied upon 0 establish concep-
tion of the invention under consideration for the pur-
puse of establishing priority of invention. The gtate-
ment filed in compliance with this rule will be retained
by the Patent Office separate from the appiication file
and if an interference is declared will be opened simul-

taneously with the preliminary statement of the *partyr

filing the same. In case the junior applicant malkes no
veply within the time specified, not less than thirty
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days, or if the ’earliest date alleged is subsequent {o the
filing date of the senlor party, the interference ordi-
narily wiil not he declared.

Under rule 202 the Commissioner may re-
quire an applicant junior to another applicant
to state in writing under oath or by making a
declaration, the date and the character of the
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earliest fact or act, susceptible of proof, which
can be relied upon to est&glish coneeption of the
invention under consideration. Such affidavit or
declaration does not become a part of the record
in the application, nor does any correspondence
relative thereto, The affidavit or declaration,
however, will become a part of the interference
record, if an interference is formed.

Rev. 88, July 1972
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1101.01(e) Correspondence Under  dates were not to be declared unless approved
Rule 202, How Con- Dy the Commissioner in exceptional situations.

ducted [R-28]

In preparing cases for submission to the asso-
ciate solicitor for rule 202 corespondence and in
subsequent treatment of the cases involved, at-
tention should be given to the following points:

(1) The name of the examiner to Be called
for a conference should be given as indicated
on the form.

{2) It should be stated which of the apphica-
tions, if any, is ready for allowance.

(3) If an application is a division or con-
tinuation of an earlier one, thig fact should be
stated. If it is a continuation-in-part, this
should be indicated along with a statement
whether or not the application is entitled to the
benefit of the filing date of the earlier applica-
tion for the conflicting subject matter.

{4) If two or more applications are owned
by the same assignee, or are presented by the
same attorney, it should be so stated.

(5) Only the broadest claim proposed for
interference or, if various aspects of an inven-
tion are claimed, the broadest claim to each
feature, need be identified but if the claims are
not present in either of the applications, a pro-
posed count should be set out in this letter.

(8) Any other points which have a bearing
on the declaration of the interference should be
stated. _

(7) Amendments or other papers filed in
cases held by the associate solicitor bearing on
the question of interference should be promptly
forwarded to him.

(8) Letters of submission should be in
duplicate.

1101.01(f) Correspondence Under
Rule 202, Not an Action
on the Case

Corrvespondence under rule 202 is not an
action on the case. Hence, it cannot serve to
extend the statutory period if the case is await-
ing action by the applicant.

1101.01(g) Correspondence Under
Rule 202, When and
When Not Needed [R-
23]

After July 1, 1964, correspondence under
rule 202 was greatly curtailed since interfer-
ences between pending applications with more
than six months difference in effective filing

1101.01(h) Correspondence Under

Rule 202, Approval or
Disapproval by Associate
Solicitor [R-28]

The associate solicitor will stamp the letters
from the Examiner either “Approved” or ¥Dis-
approved,” as the case may require, and return
the carbon copy tothe examining group.

If the eariiest date alleged by t}he junior
party under Rule 202 fails to antedate the fil-
ing date of the senior applicant, the associate
solicitor disapproves the proposed interference
and the examiner then follows the procedure
outlined in the next section. When a “Disap-
proved” letter is returned to the examining
group it is accompanied by a note to be at-
tached to the senior party’s case requesting the
Tssue and Gazette Branch to refurn the case to
the associate solicitor after the notice of allow-

_ance is sent.

Where the junior party, as required by rule
202, states under oath or declaration a date of a
fact or an act, susceptible of proof, which would
establish that he had conceived the claimed in-
vention prior to the filing date of the senior
applicant, the associate solicitor approves the
Txaminer’s proposal to suggest claims and the
Examiner may then proceed with the prepara-
tion of the cases for interference.

SEALING STATEMENT

When an interference is to be declared in-
volving applications which had previously been
submitted to the associate solicitor for corre-
spondence under rule 202, before forwarding
the files to the Board of Patent Interferences,
the Ixaminer should ascertain from the associ-
ate solicitor if any such statement has been filed
and, if so, get thisstatement and forward it with
the files.

The oath or declaration under rule 202 be-
comes a part of the interference file in contra-
distinction to the application file as in the case
of an affidavit or declaration under rule 181 or
rule 204 but, like them, is subject to inspection
on the opening of the preliiinary statements.

‘When the formation of an interference be-
tween two parties is necessary, all other appli-
cants claiming the contested invention should
be placed in the interference irrespective of
their filing dates or of any dates alleged under
rule 202, provided there is wo statutory bar to
the allowance of the claims in the other appli-
cations.

Rev. 28, Apr. 1971
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1101.01(i) Correspondence Under
Rule 202, Failure of Jun-
ior Party To Overcome
Filing Date of Senior

Party [R-28]

If the earliest date alleged by a junior party
in his affidavit or declaration under rule 202
fails to overcome the filing date of the senior
party and if the interference is not to be de-
clared (note that an interference might be
necessary for other reasons), the senior party’s
application will be sent to issue as speedily as
possible and the conflicting ¢laims of the junior
applicant will be rejected on the patent when
granted. A shortened period for response may be
set 1n the senior party’s case, (See § 710.02(b).)

After the senior applicant’s application has
been passed for issue, the application is sent
to the associate solicitor by the Issue and Gazette
Branch in accordance with a note to that effect
attached to the application and he writes a

- letter to that applicant urging him to promptly

pay the issue fee, this being done to the end

that prosecution of the junior application may
be promptly resumed, the senior party’s dis-
closure then being available as prior art in
treating the claims of the junior application.
The examiner may make & supplemental action
on the junior applicant’s case when the senior
applicant’s patent issues.

InTeERIM PROCEDURE

In the meantime the junior party’s applica-
tion will be treated in accordance with the
following:

Where a junior party after correspondence
under rule 202 fails to overcome the filing date
of the senior party, the examiner when he
reaches the case for action will write a letter
substantially as follows:

In view of rule 202, action on this case (or
on claims 1, 2, 4. ete., indicating the conflict-
ing claims and claims not patentable over the

- senior party’s case) is suspended for six
months to determine whether an interference
will be declared (unless these claims are can-
celed). At the end of the six months appli-
cant should eall up the case for action.

The letter should include the usual action on
the remaining claims in the ecase, indicating
what, if any, claims are allowable.

Rev. 28, Apr. 1971
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If the examiner’s letter is a suspension of
action on the entire case, the case should be
noted on the examiner’s calendar. at the date
marking the end of the six months period and
on the docket clerk’s cards and, if applicant
does not call up the case, the Examiner should
do so unless the senior party’s patent will soon
issue, since there is no period for response run-
ningioagainst the applicant and the case should
not be permitted to remain indefinitely among
the files in the examining group.

Tt sometimes happens that the application of
the junior party 1s not amended and nothing
else occurs to bring it to the attention of the
examiner, and that the patent to the senior
party issues and is not promptly cited to the
junior party. This works an unnecessary hard-
ship upen the junior applicant and the Office
should make every effort to give him action in
view of this reference at the earliest Fossible
date. To this end, the examiner should keep
informed as to the progress of the senior apph-
cation and ecite the patent with appropriate
comment to the junior applicant immediately
after its issue.

If, at the end of the six months’ suspension.
it appears likely that the senior application will
be passed to issue within the next six months,
action on the conflicting claims and claims not
patentable over the senior party’s case should
again be suspended for a period of six months.
OF course, if the first suspension was directed
to certain claims only and the usual action was
given on other claims, it is necessary for the ap-
pHeant to make such response as is required to
the action on the other claims.

If, at the end of the first six months’ suspen-
ston, there is no likelihood of the senior party’s
application being put in condition for allow-
ance within the next six months and the only
unsettled question in the junior party’s case is
the disposition of the clalms on which action
was suspended, then the interference should be
declared.

If the junior application is in issue when the
interference is digscovered and, in correspond-
ence under rule 202, the junior applicant fails
to make the date of the senior party, the junior
application should be withdrawn from issue
(see “Letter Forms Used in Interferences,”
§ 1112.04) and a letter sent informing him that
the interfering claim or claims and claims not
patentable over the senior party’s case cannot
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be allowed him as his date of invention in-
dicates he is not the first inventor. Action
should be suspended for six months, the exam-
iner noting the expiration date on his calendar
and advising applicant to call the case up for
action at the end of the six months. There-
after, procedure should be as above.

1101.01(j) Suggestion of Claims
[R-20]

Rule 203. Preparation for interference Vetiwpeen 4p-
plications; suggestion of claims for interference. (a)
Before the declaration of interference, it must be de-
termined by the examiner that there is common
subjeet matter in the cases of the respective
parties, patentable to each of the respective parties,
subject to the defermination of the question of pri-
ority. Claims in the same language, to form the counts
of the interference, must be present or be presented, in
each application ; except that, in cases where, owing te
the nature of the disclosures in the respective applica-
tions, it is not possible for all applications to properiy
include & clabm in identical phraseology to define the
common invention, an interference may be declared,
with the approval of the Commissioner, using as 4
count representing the imterfering subject matter a
claim differing from the corresponding claims of one
or more of the interfering applications by an imma-
terial limitation or variation.

{(b) When the claims of two or more applicaiions
differ. in phraseology, but relate to substantially the
same patentable subjeet maiter, the examiner shall,
if it has been determined that an interference should
be declared, suggest to the parties such claims as are
necessary to cover the common invention in the same
language. The parties fo whom the claims are sug-
gested will be required to make those claims (i, e, pre-
sent the suggested clajms in their applications by
amendment) within a gpecified time, not less than 30
days, in order that an interference may be declared.
The failure or refusal of any applicant to make any
claim suggested within the time specified, shall be
taken without further action as a disclaimer of the
invention covered by that claim unless the time be
exiended,

(¢} The suggestion of claims for purpose of inter-
ference will not stay the period for response fo an
Office action which may be running against an appli-
eation, unless the claims are made by the applicant
within the time specified for making the claims,

{d) When an applicant presents & claim in his ap-
piigzatian (not suggested by the examiner as specified
in this rule) which is copied from some other appli-
cation, either for purpose of interference or otherwise,
he must 5o state, at the time he presents the claim and
identify the other application.

Although the subject of suggesting claims is
treated in detail at this point m the discussion
of a prospective interference between applica-
tions, some of the practice here outlined is also
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applicable to a prospective interference with a
patent.

If the applications contain identical claims
covering the entire interfering subject matter
the examiner proceeds under rule 207 to form -
the interference; otherwise, proper claims must
be suggested to some or all of the parties.

It should be noted at this point that if an
applicant copies a claim from another appli-
cation without suggestion by the examiner,
rule 203(d) requires him fo “so state, at the
time he presents the claim and identify the
other application.”

The question of what claims to suggest to the
interfering applications is one of great im-
portance, and failure to suggest such claims as
will define clearly the matter in issue leads to
confuston and to prolongation of the contest.

‘While it is much to be desired that the claims
suggested (which are to form the issue of the
interference) should be claims already present
in one or the other of the applications, yet if
claims cannot be found in the applications
which satisfactorily express the issue 1t may be
necessary to frame a claim or claims reading on
all the applications and clearly expressing the
interfering subject maftter and suggest 1t or
them to all parties. Whether selecting a claim
already presented or framing one for suggestion
to all parties, the examiner should keep 1n mind
that where one application has a less detailed
disclosure than others there is less chance for
error in finding support in all applications if
language is selected from the application with
the less detailed disclosure.

It is not necessary that all the claims of each
party that read on the other party’s case be
suggested. The counts of the issue should be
representative claims and should be materially
different. Stated another way, the difference
between counts should be one not taught by the
prior art, and should have a significant effect
1 the subject matter involved. 1In general, the
broadest patentable claim which is allowable
in each case should be used as the interference
count and additional claims should not be sug-
gested unless they meet the foregoing test as
to material difference. In determining the
broadest patentable count the examiner should
avoid the use of specific language which im-
poses an unnecessary limitation. Claims not
patentably different from counts of the issue are
rejected in the application of the defeated party
after termination of the interference.

The claims to form the issue of the interfer-
ence are suggested to all parties who have not
already made those claims.

Where necessitated by the respective dis-
closures, one or more applications may be in-
volved on a claim which differs from that of
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another application, with the approval of the
group director. Note rule 203(a). In such a
case the principles set out in detail in § 1101.02
CIi(b) should be applied.

1101.01(k) Suggestion of Claims,
Conflicting Parties Have

Same Attorney [R-20]

Rule 208, Oonflicting parties having seme atforney.
Whenever it shall be found that two or more parties
whose interests appear to be in conflict are represented
by the same attorney or agent, the examiner shall
notify each of said prineipal parties and the attorney
or agent of this fact, and shall also call the matter
to the attention of the Commissioner. If conflicting
interests exist, the same attorney or agent or his asso-
ciates will not be recognized to represent either of the
parties whose interests are in ‘conflict without the
consent of the other party or in the absence of special
circumstances requiring such representation, in fur-

ther proceedings before the Patent Office involving the'

matter or application or patent in which the confiict-
ing interests exist.

Notification should be given to both parties
at the time claims are suggested even though
claims are suggested to only one party. Nota-
tion of the persons to whom this letter is mailed
should be made on all copies. (See § 1112.03.)
The attention of the Commissioner is not called
to the fact that two conflicting parties have the
same altorney until an actual interference is set
up and then it is done by notifying the examiner
of interferences as explained in § 1102.01.

110).01(1) Suggestion of Claims, Ac-
tion To Be Made at Time
of Suggesting Claims
[R-32]

At the same time that the claims are sug-
gested an action is made on each of the applica-
tions that are up for action by the examiner,
whether they be new or amended cases. In this
way possible motions under rule 231(a) (2)
and (3) may be forestalled. That is, the action
on the new or amended case may bring to light
patentable claims that should be included as
counts of the interference, and, on the other
hand, the rejection of unpatentable claims will
serve to indicate to the opposing parties the
position of the examiner with respect to such
claims.

The examiner is required to inform each
applicant when the interference iz declared
what claims in his application are unpatentable
over the issue. There would seem to be no ob-
jection to, and many advantages in, giving this
information when suggesting claims.

Where in a letter suggesting claims to an
applicant for interference, the examiner states
that none of the claims in the case are patent-
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able over the claims suggested, this statement
does not constitute a formal rejection of the
claims, so that after the expiration of the period
fixed for presenting the suggested claims, if no
amendment has been filed, the examiner should
make a definite action on the claims then in
the application.

1101.01(m) Suggestion of Claims,

Time Limit Set for Mak-

ing Suggested Claims
[R-20]

Where claims are suggested for interference,
a limited period determined by the examiner,
not less than 30 days, is set for reply. See
§ 710.02(c).

Should any one of the applicants fail to
make the claim or claims suggested to him,
within the time specified, all his claims not pat-
entable thereover are rejected on the ground
that he has disclaimed the invention to which
they are directed. If applicant makes the sug-
gested claims later they will be rejected on the
same ground unless the delay is satisfactorily
explained. {See §706.03(u).)

1101.01(n) Suggestion of Claims,
Suggested Claims Made
After Period for Re-
sponse Running Against
Case [R-20]

If suggested claims are made within the time
specified for making the claims, the applicant.
may ignore other outstanding rejections in the
application. Even if claims are suggested in
an application near the end of the period for
response running against the case, and the time
limit for making the claims extends beyond the
end of the period, such claims will be admitted
if filed within the time limit even though out-
side the pertod for response (usually a three
month shortened statutory period) and even
though no amendment was made responsive to
the Office action outstanding against the case
at the time of suggesting the claims. No por-
tion of the case is abandoned provided the ap-
plicant makes the suggested claims within the
time specified, However, if the suggested claims
are wot thus made within the specilied time, the
case becomes abandoned in the absence of a
responsive amendment filed within the period
for response. See rule 203(c).

1101.01(0) Suggestion of Claims,
Application in Issue or in

Interference
An application will not be withdrawn from

issue for the purpose of suggesting claims for
an interference. When an application is pend-



INTERFERENCE

ing before the Examiner which contains one or
more claims, which may be made in a case in
issue, the Examiner may write a letter suggest-
ing such claims to the applicant whose case is
in issue, stating that if such claims be made
within a certain specified time the case will be
withdrawn from issue, the amendment entered
and the interference declared. Such letters
must be submitted to the Group Director. If
the suggested claims are not copied in the
application in issue, it may be necessary to
withdraw it from issue for the purpose of re-
jecting other claims on the implied disclaimer
resulting from the failure to copy the suggested
claims, using form at § 1112.04.

When the Examiner suggests one or more
claims appearing in a case in issue to an apph-
cant whose case 1s pending before him, the case
in issue will not be withdrawn for the purpose
of interference unless the suggested claims
shall be made in the pending application with-
in the time specified by the Examiner. The
letter suggesting claims should be submitted to
the Group Director for approval.

In either of the above cases the Issue and
Gazette Branch should be notified when the
claim is suggested, so that in case the issue fee
is paid during the time in which the suggested
claims may be made, proper steps may be taken
to prevent the issue fee from being applied,

The Examiner should borrow the allowed ap-
plication from the Tssue and Gazette Branch
and hold the file until the claims are made or
the time limit expires. This aveids any pos-
sible issuance of the application as a patent
should the issue fee be paid. To further insure
against the issuance of the application, the
Examiner may pencil in the blank space labeled
“Date paid” in the lower right-hand corner of
the file wrapper the initialled request: “Defer
for interference.” The issue fee is not applied
to such an application until the following pro-
cedure is carried out.

When notified that the issue fee has been re-
ceived, the Examiner shall prepare a memo to
the Issue and Gazette Branch requesting that
issue of the patent be deferred for a period of
three months due to a possible interference.
This allows a period of two months to complete
any action needed. At the end of this two
month period, the application must either be
released to the Issue and Gazette Branch or be
withdrawn from issue, using form at § 1112.04.

When an application is found having claims
to be suggested to other applications already
involved in interference, to form another inter-
ference, the Primary Examiner borrows the last

1101.02

named applications from the Service Branch
of the Board of Patent Interferences by leaving
a charge card. 1In case the application is to be
added to the existing interference, the Pri-
mary Examiner need only send the application
and form PO-850 (illustrated in §1112.05)
properly filled out as to the additional applica-
tion and identifying the interference, to the
Patent Interference Examiner who will take
the appropriate action. Also see §1106.02.
[R-25}

1101.02 WithaPatent [R-25]

Rules 204, 205 and 206 quoted below deal
with interference involving patents.

Rule 204. Interference with o pafent; affidovit or '

declaration by junior applicant. (a) The fact that one
of the parties has already obtained a patent will not
prevent an interference. Although the Commissioner
has no power to cancel a patent, he may grant another
patent for the same invention to a person who, in the
interference, proves himself to be the prior inventor.

(b) When the effective filing date of an applieant
is three months or less subseguent to the effective
filing date of a patentee, the applicant, before the in-
terference will be declared, shall file an affidavit or
declaration that he made the invention in controversy
in this country before the effective filing date of the
patentee, or that his acts in this couniry with respect
