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601 Content of Application [R-8]

35US8.C. 111. Application for patent

Application for patent shall be made, or authorized to be made, by
the inventor, except as otherwise provided in this title, in writing to the
Commissioner. Such application shall include (1) a specification as
prescribed by section 112 of this title; (2) a drawing as prescribed by
section 113 of this title; and (3) an oath by the applicant as prescribed
by section 115 of this title. The application must be accompanied by the
fee required by law. The fee and oath may be submitted after the
specification and any required drawing are submitted, within such
period and under such conditions, including the payment of a sur-
charge, as may be prescribed by the Commissioner, Upon failure 1o
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submit the fee and oath within such prescribed period, the application
shall be regarded as abandoned, unless it is shown to the satisfaction of
the Commissioner that the delay in submitting the fee and oath was
unavoidable. The filing date of an application shall be the date on which
the specification and any required drawing are received in the Patent
and Trademark Office.

37 CFR 1.51 General requisites of an application.

(a) Applications for patents must be made to the Commissioner of
Patents and Trademarks. A complete application comprises:

(1) A specification, including a claim or claims, see §§ 1.71 to
1.77.

(2) An oath or declaration, see §§ 1.63 and 1.68.

(3) Drawings, when necessary, see §§ 1.81 to 1.88.

(4) The prescribed filing fee, see § 1.16.

(b) Applicants are encouraged to file an information disclosure
statement, See §§ 1.97 through 1.99.

(c) Applicants may desire and are permitted to file with, or in, the
application an authorization to charge, at any time during the pendency
of the application, any fees required under any of §§ 1.16 to 1.18 to a
deposit account established and maintained in accordance with § 1.25.

GUIDELINES FOR DRAFTING A MODEL PATENT
APPLICATION

The following guidelines iliustrate the preferred layout and
content of patent applications. These guidelines are suggested
for the applicant’s use.

Arrangement and Contents of the Specification

The following order of arrangement is preferable in framing
the specification and, except for the title of the invention, each
of the lettered items should be preceded by the headings indi-
cated.

(a) Title of the Invention.

(b) Cross-References to Related Applications (if any).

(¢) Statement as to rights to inventions made under Feder-
ally-sponsored research and development (if any).

(d) Background of the Invention.

1. Field of the Invention.
2. Description of related art including information dis-
closed under §§ 1.97-1.99.

(e) Summary of the Invention.

(f) Brief Description of the Drawing.

(g) Description of the Preferred Embodlment(s)

(h) Claim(s).

(i) Abstract of the Disclosure.

Content

(a) Title of the Invention: (See>37 CFR<* 1.72(a).) The title
of the invention should be placed at the top of the first page of
the specification. It should be brief but technically accurate and
descriptive preferably from two to seven words.

(b) Cross-References to Related Applications: (See 37 CFR
1.78 and >MPEP< § 201.11.)

(c)Statement dstorightsto inventions made under Federally
sponsored research and development (if any): (See ><MPEP<
§ 310).
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(d) Background of the Invention: The specification should
set forth the Background of the Invention in two parts:

(1) Field of the Invention: A statement of the field of art to
which the invention pertains. This statement may include a
paraphrasing of the applicable U.S. patent classification defini-
tions. The statement should be directed to the subject matter of
the claimed invention. This item may also be titled “Technical
Field”.

(2) Description of the related art including information dis-
closed under >37 CFR<* 1.97-1.99: A paragraph(s) describing
to the extent practical the information known to the applicant,
including references to specific documents where appropriate.
Where applicable, the problems involved in the information
disclosed which are solved by the applicant’s invention, should
be indicated. This item may also be titled “Background Infor-
mation”.

(e) Summary of the Invention: A brief summary or general
statement of the invention as set forth in >37 CFR<* 1.73. The
summary is separate and distinct from the abstract and is
directed toward the invention rather than the disclosure as a
whole. The summary may point out the advantages of the
invention or how it solves problems previously existentin the art
(and preferably indicated in the Background of the Invention).
In chemical cases >the summary<* should point out in general
terms the utility of the invention. If possible, the nature and gist
of the invention or the inventive concept should be set forth.
Objects of the invention should be treated briefly and only to the
extent that they contribute to an understanding of the invention.
This item may also be titled “Disclosure of Invention”.

(f) Brief Description of the Drawing(s): A reference to and
brief description of the drawing(s) as set forth in >37 CFR<*
1.74.

(g) Description of the Preferred Embodiment(s): A descrip-
tion of the preferred embodiment(s) of the invention asrequired
in >37 CFR<* 1.71. The description should be as short and
specific as is necessary to adequately and accurately describe
the inventior: This item may also be titled “Best Mode for
Carrying Out the Invention”.

Where elements or groups of elements, compounds, and
processes, which are conventional and generally widely known
in the field to which the invention pertains, form a part of the
invention described and their exact nature or type is not neces-
sary for an understanding and use of the invention by a person
skilled in the art, they should not be described in detail. How-
ever, where particularly complicated subject matter is involved
or where the elements, compounds, or processes may not be
commonly or widely known in the field, the specification
should refer to another patent or readily available publication
which adequately describes the subject matter.

(h) Claim(s): (See 37 CFR 1.75) A claim may be typed with
the various elements subdivided in paragraph form, There may
be plural indentations to further segregate subcombinations or
related steps.

Reference characters corresponding to elements recited in
the detailed description and the drawings may be used in con-
junction with the recitation of the same element or group of
elements in the claims. The reference characters, however,
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should be enclosed within parentheses so as to avoid confusion
with other numbers or characters which may appear in the
claims. The use of reference characters is to be considered as
having no effect on the scope of the claims.

Claims should preferably be arranged in order of scope so
that the first claim presented is the broadest. Where separate
speciesare claimed, the claims of like species should be grouped
together where possible and physically separated by drawing a
line between claims or groups of claims. (Both of these provi-
sions may not be practical or possible where several species
claims depend from the same generic claim.) Similarly, product
and process claims should be separately grouped. Such arrange-
ments are for the purpose of facilitating classification and
examination.

The form of claim required in 37 CFR 1.75(¢) is particularly
adapted for the description of improvement type inventions.
>Such a claim<¥* is to be considered a combination claim and
should be drafted with this thought in mind.

In drafting claims in accordance with 37 CFR 1.75(e), the
preamble is to be considered to positively and clearly include all
the elements or steps recited therein as a part of the claimed
combination.

(i) Abstract of the Disclosure: (See 37 CFR '1.72(b) and
>MPEP< § 608.01(b).)

OathorDeclaration

(See 37 CFR 1.63,1.68,>and< 1.69 ** ) Where one or more
previously filed foreign applications are cited or mentioned in
the oath or declaration, complete identifying data, including the
application or serial number as well as the country and date of
filing, should be provided.

THE APPLICATION

The specification must be filed or translated into the English
language and must be legibly typewritten,written or printed in
permanent ink or its equivalent in quality. See 37 CFR 1.52 and
>MPEP< § 608.01.

The parts of the application may be included in a single
document.

" Determination of completeness of an application is covered
in >SMPEP< § 506. -

The specification and oath or declaration are secured to-
gether in a file wrapper, bearing appropriate identifying data
including the serial number and filing date (>MPEP< § 717).

. Note

Division applications >SMPEP< § 201.06.
. Continuation applications >SMPEP< § 201.07.

Reissue applications >SMPEP< § 1401.

Design applications, >SMPEP< Chapter 1500.

Plant applications, >MPEP< Chapter 1600.

A model, exhibit or specimen is not required as part of the
application as filed, although it may be required in the prosecu-
tion of the application (>37 CFR<* 1.91-1.93, >SMPEP §<
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601.01
608.03).

37 CFR 1.59. Papers of application with filing date not to be returned.

Papers in an application which has received a filing date pursuant
to § 1.53 will not be returned for any purpose whatever. If applicants
have not preserved copies of the papers, the Office will furnish copies
at the usual cost >of any application in which either the required basic
filing fee (§ 1.16) or the processing and retention fee (§ 1.21(1)) has
been paid. See § 1.618 for return of unauthorized and improper papers
in interferences.<.

See, however, >SMPEP § 201.14(c) and< § 604.04(a).

The Patent and Trademark Office has initiated a program for
expediting newly filed application papers through pre-examina-
tion steps. This program requires the cooperation of applicants
in order to attain the desired result — a reduction in processing
time.

Therefore, all applicants are requested to include a prelimi-
nary classification on newly filed patent applications. The pre-
liminary classification, preferably class and subclass designa-
tions, should be identified in the upper right-hand corner of the
letter of transmittal accompanying the application papers, for
example “Proposed class 2, subclass 129.”

This program is voluntary and the classification submitted
will be accepted as advisory in nature. The final class and
subclass assignment remains the responsibility of the Office.

601.01 Complete Application [R-8]

37CFR 153 Serialnumber, filing date, and completion of application.

(a) Any application for a patent received in the Patent and Trade-
mark Office will be assigned a serial number for identification puz-
poses.

(b) The filing date of an application for patent is the date on which:
(1) A specification containing a description pursuant to § 1.71 and at
least one claim pursuant to § 1.75; and (2) Any drawing required by §
1.81(a), are filed in the Patent and Trademark Office >in the name of
the actual inventor or inventors as required by § 1.41<. No new matter
may be introduced into an application after its filing date (§ 1.118).

(c) If any application is filed without the specification or drawing
required by paragraph (b) of this section, applicant will be so notified
and given a time period within which to submit the omitted specifica-
tion or drawing in order to obtain a filing date as of the date of filing of
such submission. If the omission is not corrected within the time period
set, the application will be returned or otherwise disposed of; the fee,
if submitted, will be refunded less a $*>15<.00 handling fee.

(d)If an application which has been accorded a filing date pursuant
to paragraph (b) of this section does not include the appropriate filing
fee or an oath or declaration by the applicant, applicant will be so
notified >, if a correspondence address has been provided,< and given
aperiod of time within which to file the fee, oath, or declaration and to
pay the surcharge as set forth in § 1.16(e) in order to prevent abandon-
ment of the application. >If the required filing fee is not timely paid, or
if the processing and retention fee set forth in § 1.21(1) is not paid within
one year of the date of mailing of the notification required by this para-
graph, the application will be disposed of. No copies will be provided
or certified by the Office of an application which has been disposed of
or in which neither the required basic filing fee nor the processing and
retention fee has been paid.< The notification pursuant to this para-
graph may be made simultaneously with any notification pursuant to
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paragraph (c) of this section. >If no correspondence address is included
in the application, applicant has two months from the filing date to file
the fee, oath or declaration and to pay the surcharge as set forth in §
1.16(e) in order to prevent abandonment of the application or one year
from the filing date to pay the processing and retention fee set forth in
§ 1.21(1) to prevent disposal of the application.<

(e) An application for a patent will not be placed upon the files for
examination until all its required parts, complying with the rules
relating thereto, are received, except that certain minor informalities
may be waived subject to subsequent correction whenever required.

(f) The filing date of an international application designating the
United States of America shall be treated as the filing date in the United
States of America under PCT Article 11(3), except as provided in 35
U.5.C. 102¢e) .

>37 CFR<«* 1.53 relates to application serial numbers, filing
dates and completion of applications. >37 CFR <* 1.53(a)
indicates that a serial number is assigned to any filed application
foridentification purposes, even if the application is incomplete
or informal. >37 CFR <* 1.53(b) provides that a filing date is
assigned to an application as of the date a specification contain-
ing a description and claim and any required drawing >and the
names of all inventors< are filed in the Patent and Trademark
Office. >Failure to meet any of the requircments in 37 CFR
1.53(b) will result in the application being denied a filing date.
The filing date to be accorded such an application is the date on
which all of the requircments of 37 CFR 1.53(b) are met.<
Although the filing fee and oath or declaration can be submitted
later, no amendments can be made to the specification or
drawings which will introduce new matter. This practice is
authorized by 35 U.S.C. 111 asamended by Pub.L.97-247.>37
CFR<* 1.53(c) provides for netifying applicant of any applica-
tion incomplete because the specification or drawing is missing
and giving the applicant a time period to correct any omission.
>Applicant will also be notified if all the inventors are not
named, such as by the use of “et al.".< If the omission is not
corrected within the time period given, the application will be
returned or otherwise disposed of and a handling fee of
$*>15<.00 will be retained from any refund of a filing fee. >37
CFR< *1.53(d) provides that, where a filing date has been
assigned to a filed specification and drawing, the applicant will
be notified >if a correspondence address has been provided<
and be<given a period of time in which to file the missing fee,
oath or declaration and to pay the surcharge due >in order to
prevent abandonment of the application<., The time period
usually set is one month from the date of notification by the
Patent and Trademark Office, but in no case less than two
months after the date of filing of the application, >This time
period js subject to the provisions of 37 CFR 1.136(a).

If the required basic filing fee is not timely paid, or the proc-
essing and retention fee set forth in 37 CFR 1.21(1) is not paid
within one year of the date of mailing of the notification, the
application will be disposed of. No copies will be provided or
certified by the Office of an application which hasbeen disposed
of or in which neither the required basic filing fee nor the
processing and_retention fee has been paid. The notification
under 37 CFR 1.53(d) may be made simultancously with any
notification pursuant to paragraph (c) of 37 CFR 1.53. If nocor-
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respondence address is included in the application, applicant
has two months from the filing date to file the fee, oath or
declaration and to pay the surcharge as set forth in 37 CFR
1.16(e) in order to prevent abandonment of the application or
one year from the filing date to pay the processing and retention
fee set forth in 37 CFR 1.21(1) to prevent disposal of the
application. 37 CFR< * 1.53(e) indicates that a patent applica-
tion will not be forwarded for examination on the merits until all
required parts have been received. >37 CFR< * 1.53(f) indicates
that international applications filed under the Patent Coopera-
tion Treaty which designate the United States of America are
considered to have a United States filing date under PCT Article
11(3), except as provided in 35 U.S.C. 102(e), on the date the
requirements of PCT Acrticle 11(1) (i) to (jii) are met.

Effective February 27, 1983, in accordance with the provi-
sions of >35< U.S.C. 111 and 37 CFR 1.53(b), a filing date is
granted to an application for patent, which includes at least a
specification containing a description pursuant to 37 CFR 1,71
and at least one claim pursuant to 37 CFR 1,75, and any drawing
referred to in the specification or required by 37 CFR 1.81(a),
which is filed in the Patent and Trademark Office and which
names the actual inventor or inventors pursuant to 37 CFR
1.41(a). If an application which has been accorded a filing date
does notinclude the appropriate filing fee or oath or declaration,
applicant will be so notified and given a period of time within
which to file the missing parts to complete the application and
to pay the surcharge as sct forth in 37 CFR 1.16(e) in order to
prevent abandonment of the application,

> Applicants should submit a copy of the notice(s) to file
missing parts and the notice(s) of incomplete applications with
the response submitted to the Patent and Trademark Office. Ap-
plicants should also include the application serial number on all
correspondence to the Office. These measures will aid the
Office in matching papers to applications, thereby expediting
the processing of applications.<

In order for the Office tp so notify the applicant, a correspon-
dence address must also be provided >in<* the application. The
address may be different from the Post Office address of the
applicant. For example, the address of applicant’s registered
attorney or agent may be used as the correspondence address. If
applicant fails to provide the Office with a correspondence
address, the Office will be unable to provide applicant with
notification tocomplete the application and to pay the surcharge
as set forth in 37 CFR 1.16(¢). In such a case, applicant will be
considered to have constructive notice as of the filing date that
the application must be completed and :>37 CFR 1.53(d) gives<
applicant ** two months from the filing date in which to do so
before abandonment occurs.

>The oath or declaration filed in response to such a notice
under 37 CFR 1.53(d) must be executed by the inventors named
onfiling unless a petition for correction of inventorship comply-
ing with 37 CFR 1.48 is filed within the time period set.<

The oath or declaration filed in response to such a notice
must identify the specification and any amendment filed with
the specification >which is intended to be part of the original
disclosure<. If an amendment is filed with the oath or declara-
tion filed after the filing date of the application, it may be
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identified in the oath or declaration but may not include new

matter. No new matter may be included after the filing date of
the application. See >MPEP< § 608.04(b). If the oath or decla-
ration improperly refers to an amendment containing new
matter, a supplemental oath or declaration will be required
pursuant to 37 CFR 1.67(b) >deleting the reference to the
- amendment containing new matter, If an amendment is filed on
the same day that the application filed under 37 CFR 1.53 is filed
and is referred to in the original oath or declaration filed with or
after the application, it constitutes a part of the original applica-
tion papers and the question of new matter is not considered.
Similarly, if the application papers are altered prior to execution
of the oath or declaration and the filing of the application, new
matter is not a consideration since the alteration is considered as
part of the original disclosure.

>An amendment which adds additional disclosure filed with
a request for a continuation-in-part application under 37 CFR
1.62 is automatically considercd a part of the original disclosure
of the application by virtue of the rule. Therefore, the oath or
declaration filed in such anapplication must identify the amend-
ment adding additional disclosure as one of the papers which the
inventor(s) has "reviewed and understands” in order to comply
with 37 CFR 1.63. If the original oath or declaration submitted
in a continuation-in-part application filed under 37 CFR 1.62
does not contain a reference to the amendment filed with the
requestforanapplication under37 CFR 1.62, the examiner must
require a supplemental oath or declaration referring to the
amendment.<

37 CFR<* 1,63 ** requires that an oath or declaration “iden-
tify the specification to which it is directed.” Since filing dates
are now granted on applications with the oath or declaration
being filed later with a surcharge, the question has arisen as to
what information must be supplied in the oath or declaration to
identify the specification to which it is directed and to comply
with the rule.

The declaration form suggested by the Office includes
spacesforfifling in the names of the inventors, title of invention,
application serial number, filing date, foreign priority applica-
tion information and United States priority application informa-
tion. While this information should be provided, it is not
gssential that all of these spaces be filled in in order to
adequatcly identify the specification in compliance with 37
CFR 1.63. . ‘

The following combinations of information supplied in an
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oath or declaration are acceptable as minimums for identifying
a specification: ‘ :
(1) name of inventor and application serial number;
(2) name of inventor, attorney docket number which
was on the application as filed, and filing date of the
application;
(3) name of inventor, title of invention and filing date;
* (4) name of inventor, title of invention and reference to
a specification which is attached to the oath or declaration
at the time of execution and filed with the oath or declara-
tion; or
(5) name of inventor, title of invention and a statement
by a registered attorney or agent that the application filed
in the PTO is the application which the inventor executed
by signing the oath or declaration.

If the oath or declaration is filed with an “attached” specifi-
cation as indicated initem (4) above, it must be accompanied by
a statement that the “attached” specification is a copy of the
specification and any amendments thereto which were filed in
the Office in order to obtain a filing date for the application.
Such statement must be a verified statement if made by a person
not registered to practice before the Office.

Oaths or declarations which do not meet the requirements
set forth above will not be accepted as complying with 37 CFR
1.63 for completing an application. Any variance from the
above guidelines will only be considered upon the filing of a
petition for waiver of the rules under 37 CFR 1,183 accompa-
nied by a petition fee (37 CFR 1.17(h)). Supplemental oaths or
declarations in accordance with 37 CFR 1.67 will be required
in applications in which the oaths or declarations are not com-
pletely filled in but contain sufficient information to identify the
specifications to which they apply as detailed above.

The periods of time within which applicant must complete
the application may be extended under the provisions of 37 CFR
1.136. Applications which are notcompleted in a timely manner
will be abandoned.

The >following< forms used by Application >Branch< to
notify applicants of defects are reproduced on the following
pages. “Notice to File Missing Parts of Application - Filing Date
Granted™ form PTO-1533; “Notice to File Missing Parts of
Application - No Filing Date “; form PT0-1532, “Notice of
Informal Application™ form PTO-152; “Notice of Incomplcte
Application”, form PTO-1123, and “Notice of Incomplete
Application filed Pursuant to 37 CFR 1.60”" form PTO-1534<.,
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UNITED STATES DEPARTMENT OF COMMERCE

Patent and Trademark Qffice
Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, 0.C. 20231
[ SERIAL NUMBER ] FILING DATE l FIRST NAMED APPLICANT I ATTY DOCKET KO. I
DATE MAILED:

NOTICE TO FILE MISSING PARTS OF APPLICATION—
FILING DATE GRANTED

Afiling date has been granted to this application. However, the following parts are missing,

If all missing parts are filed within the period set below, the total amount owed by applicant es &
O lerge entity, O small entity (verified statement filed), is $

1. © The statutory basic filing fee is: O missing. O insufficient. Applicant as a [J large entity,
O small entity, must submit § to complete the basic filing fee and MUST ALSO SUBMIT
THE SURCHARGE AS INDICATED BELOW.

2. O Additional claim fees of § as & O large entity, O small entity, including any required
multiple dependent claim fee, are required. Applicant must submit the additional claim
fees or cancel the additional claims for which fees are due. NO SURCHARGE IS REQUIRED
FOR THIS ITEM.

3. O The oath or declasation:

3 is missing.

03 does not cover items omitted at the time of execution.

An oath or declaration in compliance with 37 CFR 1.63, identifying the application by the
above Serial Number and Filing Date is required. A SURCHARGE MUST ALSO BE
SUBMITTED AS INDICATED BEELOW.

4. = The oath or declaration does not identify the application to which it applies. An oath or
declaration in compliance with 37 CFR 1.83 identifying the application by the above
Serial Number and Filing Date &5 required. A SURCHARGE MUST ALSO BE SUBMITTED
AS INDICATED BELOW.

5. O The signature to the oath or declaration is: 0 missing; O a reproduction; O by a person
other than the inventor or & person qualified under 37 CFR 1.42, 1.43, or 1.47. A properly
signed oath or declaration in compliance with 37 CFR 1.63, identifying the application by
the above Serial Number and Filing Date is required. A SURCHARGE MUST ALSO BE
SUBMITTED AS INDICATED BELOW.

6. C The signature of the following joint inventor(s) is missing from the oath or declaration:

Applicant{s) should provide, if poesible an oath or declaration
signed by the omitted inventor(s), identifying this application by the above Serial Number
aBzgngwng Date. A SURCHARGE MUST ALSO BE-SUBMITTED AS INDICATED

7. Z The application was filed in & language other than English. Applicant must file & verified
English translation of the application and a fee of $26.00 under 37 CFR 1.17(k), unless this
fee has already been psid NO SURCHARGE UNDER 37 CFR 1.16(e) 18 REQUIRED FOR

THIS ITEM.
8. O A$20.00 processing fee is required for retu rned checks. (37 CFR1.21(m)),
8. O Your filing receipt was mailed in error because check was returned.
10. (3 Other: .
A Serial Number and Filing Date have been assigned to this applicetion. However, to avoid
sbandonment under 37 CFR 1.53(d), the missing parts and fees identified above in items 1 and
3-8 must be timely provided ALONG WITH THE PAYMENT OF A SURCHARGE OF $110.00
for large entities or 855.00 for small entities who have filed & verified statement claiming such
stetus, The surcharge is set forth in 37 CFR 1.16(e). Applicant is given ONE MONTH FROM
THE DATE OF THIS LETTER, OR TWO MONTHS FROM THE FILING DATE of this
“ application, WHICHEVER IS LATER, within which to file all missing parts and pey eny fees.
’ Extensions of time may be obtained by filing e petition sccompanied by the extension fee under

the provisions of 37 CFR 1.136(s).

Direct the response to, and any questions ebout, this notice to the undersigned, Attention: .

. Application Branch,
A copy of this notice MUST be returned with response.
For Office Uso Ouly
o 102 O 202
For: Manager, Application Branch 0103 0 203
(703) 5573254 0104 O 204
O 106 3 206
FORM PT0.1453 (REV 7.67 OFEICE COPY
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PARTS, FORM AND CONTENT OF APPLICATION 601.01

URITED STATES OERPARTMERT OF COMMERCE
Patent and Trademurk Office

Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

| semmoumeer | ewmovare | FIRET RAMED APPLICANT ] anv.oockermo. |

DATE MAILED:

NOTICE TO FILE MISSING PARTS OF APPLICATION—
NO FILING DATE

(Autachment to Form PTO-1123)

in order to avoid payment by applicant of the surcharge required if items 1 and 3-6 are filed after
the filing date the following items are also brought to applicant’s attention at this time.

If all missing parts of this form and on the “Notice of Incomplete Application” are filed together,

the total amount owed by applicant as a O large entity O small entity (verified statement filed)

is$ .

1. O The statutory basic filing fee is: O missing O insufficient. Applicant as a O large entity O
small entity must submit § to complete the basic filing fee and MUST ALSO SUBMIT
THE SURCHARGE, IF REQUIRED, AS INDICATED BELOW.

2. O Additional claim fees of § as a [J large entity, OJ small entity, including any required
multiple dependent claim fee, are required. Applicant must submit the additional claim
fees or cancel the additional claims for which fees are due. NO SURCHARGE IS REQUIRED
FOR THIS ITEM.

3. O The oath or declaration:
O is missing.
i does not cover items required on the “Notice of Incomplete Application"”.
An oath or declaration in compliance with 37 CFR 1.63, referring to the above Serial
Number and Receipt Date is required. A SURCHARGE, IF REQUIRED, MUST ALSO BE
SUBMITTED AS INDICATED BELOW, '

4. (3 The oath or declarstion does not identify the application to which it applies. An oath or
declaration in compliance with 37 CFR 1.63, identifying the application by the above
Serial Number and Receipt Date is required. A SURCHARGE, IF REQUIRED, MUST
ALSO BE SUBMITTED AS INDICATED BELOW.

5. OO The signature to the oath or declaration is: O missing; O a reproduction; O by & person other
than the inventor or a person qualified under 37 CFR 1.42, 1.43, or 1.47. A properly signed
oath or declaration in compliance with 37 CFR 1.63, referring to the above Serial Number
and Recipt Date is required. 4 SURCHARGE, MUST ALSO BE SUBMITTED AS
INDICATED BELOW. -

6. [3 The signature of the following joint inventor(s) is missing from the oath or declaration:
Applicant(s) should provide, if possible, an oath or declaration
signed by the omitted inventor(s), identifying this application by the above Serial Number
and Receipt Date. A SURCHARGE, IF REQUIRED, MUST ALSO BE SUBMITTED AS
INDICATED BELOW.

7. O A $20.00 processing fee is required for returned checks. (37 CFR 1.21(m)).

8. O Other:

Recfuired items 1.7 above SHOULD be filed, if possible, with any items required on the “Notice
of Incomplete Application” enclosed with this form. If concurrent filing of all required items is
not possible, items 1-7 above must be filed no later than two months from the filing date of this
application. The filing date will be the date of receipt of the items required on the “Notice of
Incomplete Application.” If items 1 and 3-6 sbove are submitted after the filing date, THE
PAYMENT OF A SURCHARGE OF $110.00 for large entities, or $565.00 for small entities who
have filed a verified statement claiming such status, is required, (37 CFR 1.16(e)).

Applicant must file all the required items1-7 indicated above within two months from any filing
date granted to avoid abandonment. Extensions of time may be obtained by filing & petition
accompanied by the extension fee under the provisions of 37 CFR 1.136(a).

Direct the response to, and any questions about, this notice to the undersigned, Attention:

Application Branch.
A copy of this notice MUST be returned with response.
For Office Use Only
o 102 O 202
For: Manager, Application Branch 0 163 0 203
(703) 567-3254 O 104 0 204
FOUSE BTO. 1652 (REV. 7.60) OFFICE COPY D 105 b 206
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601.01 MANUAL OF PATENT EXAMINING PROCEDURE

URITED STATYES DEFARTMENY OF COMMERCE

Petent and Trademark Office
Addrags: COMMISSIONER OF PATENTS AND TRADEMARKS
Waeehington, D.C. 20231
| eemawumesn |  mumopate | FIRET NAMED APPLICANT | anv.oockevwo. |
DATE MAILED:

NOTICE OF INFORMAL APPLICATION
(Attachment to Office Action)

This application does not conform with the rules governing applications for the reason(s)
checked below. The period within which to correct these requirements and avoid ebandonment
is set in the accompanying Office action.

&. A new oath or declarstion, identifying this application by the serial number and filing date is
required. The oath or declaration does not comply with 37 CFR 1.63 in that it:

was not ezecuted in accordance with either 37 CFR 1.66 or 1.68.

does not identify the city and state or foreign country of residence of each inventor.
does not identifythe citizenship of each inventor.

does not state whether the inventor is & sole or joint inventor.

does not state that the person making the oath or declaration:

a. 00 has reviewed and understends the contents of the specification, including the
claims, as emended by eny amendment specifically referred to in the oath or

S o D N e
oooog

declaration.
b. O believes the named inventor or inventors to be the original and firet inventor or
inventors of the subject matter which is claimed and for which & patent is sought.

¢. O ecknowiedges the duty to disclose information which is material to the ezamination
of the application in accordance with 37 CFR 1.56(a).

6. O does not identify the foreign application for patent or inventor's certificate on which
priority is claimed pursuant to 37 CFR 1.55, and any foreign application having a filing
dste before thet of the application on which priority is claimed, by specifying the
epplication serial number, country, day, month, end year of its filing,

7. O does not state that the person making the oath or declaration acknowledges the duty to
disclose material information as defined in 37 CER 1.56(a) which occurred between
the filing date of the prior application and filing date of the continustion-in-part
application which discloses and claims subject matter in addition to that disclosed in
the peior application (37 CFR 1.63(d)).

8. 01 does not include the date of execution.
. 9. 0 does not use permanent ink, or its equivalent in quality, as required under 37 CFR
1.52(a) for the: O signature £ oath/declaretion.
10. O contains non-initisled alterations (See 37 CFR 1.52(c) end 1.56).
11. 03 does not contein the clause regarding “willful false statements...” as required by 37
CFR 1.68.
12, 3 Othes:

B. Applicant is required to provide:

1. B A statement signed by applicant giving his or her complete name. A full name must
include at lenst one given name without abbreviation es required by 37 CFR 1.41(s).

2. (3 Proof of authority of the legal representative under 37 CFR 1.44.
o 3. O An abstract in complisnce with 37 CFR 1.72(b).

4. O A statemnent signed by applicant giving his or her complete post office eddress (37 CFR
1.35(a)).

5 O A cupy of the specification written, typed, or printed in permanent ink, or its equivalent in
quality as required by 37 CFR 1.52(s).

6. 0 Other

FOB FTOER GBY, 461
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PARTS, FORM AND CONTENT OF APPLICATION 601.01

URITED ETATES DEPARTMERT GF COMMERCE
Petent end Tredemark Office

Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Waeehington, D.C., 20231

| semaL numeer ] muncoate ] FIRST NAMED APPLICANT | ATTY. DOCKET NO. ]

DATE MAILED:

Notice of Incomplete Application

A filing date has NOT been assigned to the above identified application papers for the reason(s)
shown below.

1. B The specification (description and claims):
a. O is missing
b. O has pages__.___missing.
¢. J does not include a written description of the invention.
d. 0 does not include at least one claim in compliance with 35 U.S.C. 112.

A complete specification in compliance with 35 U.S.C. 112 is required.

2.0 ﬁgr%wm of Figure(s) ... described in the specification is required in compliance with 35
.5.C. 111.

3. O A drawing of applicant’s invention is required since it is necessary for the understanding of
the subject matter of the invention in compliance with 35 U.S.C. 113.

4. O The inventor’s name(s) is missing. The full names of all inventors are required in compliance
with 37 CFR 1.41.

5. O Other*

All of the ebove-noted omissions, unless otherwise indicated, must be submitted within TWO
MONTHS of the date of this notice or the application will be returned or otherwise disposed of.
Any fee which has been submitted will be refunded less a $15.00 handling fee. See 37 CFR 1.53(c).

The filing date will be the date of receipt of all the items required above, unless otherwise
indicated. Any assertions that the items required above weére submitted, or are not necessary for
a filing date, must be by way of & petition directed to the attention of the Office of the Assistant
Commissioner for Patents accompanied by the $140.00 petition fee (37 CFR 1.17(h)). If the
petition alleges that no defect exists, a request for refund of the petition fee may be included in
the petition.

gimcththe response to, and questions about, this notice fo the undersigned, Attention: Application

ranch.

A copy of this notice MUST be returned with response.

Encloged:

£J “General Information Concerning Patents”. See page
3 Copy of & patent to assist applicant in making corrections.
g;lfme to File Missing Parts of Application”, Form PT0-1532.

" Por: Manager, Application Branch

(703) 557-3254
FORMPTOANB GV, 767 OF FICE COPY
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MANUAL OF PATENT EXAMINING PROCEDURE

UNITED STATES DEPARTMENT OF COMMERCE
Patent end Trademark Office

Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, 0.C. 20231

| semasvamsmen | rumgoate | FIRST NAMED APPLICANT 1 ATTY DOCKETNO. |

DATE MAILED:

Notice of Incomplete Application Filed Pursuant to
37 CFR 1.60

A filing date has NOT been assigned since 37 CFR 1.60 has not been complied with for the
reason(s) indicated below:

1.0 A copy of the specification (description and claims) filed in the parent application:
a. O is missing. '
b. £ hes page(s)..—...missing.
¢. O has the description of the invention missing.
d. O hae claim(8)eemtDigEING.

2. O A copy of the ocath or declaration filed in the parent application is missing.

3. O The copy of the oath or declaration filed does not show applicant(s) signature or an
indication on the eath or declaration that it was signed.

4. 00 A copy of the drawings as filed in the parent application is missing.

5. O A copy of eny emendments referred to in the oath or declaration filed to complete the
parent application is miseing.

6. O A statement thet the application papers filed are a true copy of the prior application and
that no amendments referred to in the oath or declaration filed to complete the prior
application introduced new matter therein is missing. Such statement must be by the
applicant or applicant’s sttorney or agent and must be & verified statement if made by a
person not registered to practice before the United States Patent and Trademark Office.

7.0 Gther:

The filing date will be the date of receipt of the items required above unless otherwise indicated.
Any essertions that the items required above were submitted or are not necessary for a filing date
mugt be by way of a petition directed to the attention of the Office of the Assistant Commissioner
for Patents. Any such petition must be accompanied by the $140.00 petition fee (37 CFR
1.17(h}). I the petition alleges that no defect exists, & request for refund of the petition fee may
be included in the petition.

All of the ebove-noted omissions must be submitted within TWO MONTHS of the date of this
notice or the applicstion will be returned upon request or otherwise disposed of.

gimththe regponse (o, and questions about, this notice to the undersigned, Attention: Application
ranch.

A copy of this notice MUST be returned with response.

 For: Manages, Application Branch

(703) 6578264

FOlist PTG 1406 (REY. 76T GFFICE COPY
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PARTS, FORM AND CONTENT OF APPLICATION

601.02 Power of Attorney or Authorization
of Agent [R-8]

The attorney’s or agent’s full post office address (including
ZIP code number) must be given in every power of attorney or
authority of agent. The telephone number of the attorney or
agent should also be included in the power. The prompt delivery
of communications will thereby be facilitated.

Usually a power of attorney or authorization of agent is in-
corporated in the oath or declaration form. (See >MPEP< §
402%%)

601.03 Change of Correspondence Address
[R-8]

Where an attorney or agent of record (or applicant, if he >or
shec is prosecuting >the<* application pro se) changes his or
her correspondence address, he or she is responsible for
promptly notifying the Patent and Trademark Office of >the<**
new correspondence address (including ZIP Code number). The
notification should also include his or her telephone number,

A scparate notification must be filed in each application for
which >a person< *# is intended to receive communications
from the Office. In those instances where a change in the
correspondence address of a registered attorney or agent is
necessary in a plurality of applications, the notification filed in
cach application may be a reproduction of a properly executed,
original notification. The original notice may be sent to the
Office of >Enrollment and Discipline<** as notification to the
Attorney’s Roster of the change of address, or may be filed in
one of the applications affected, provided that the notice in-
cludes an authorization for the public to inspect and copy the
original notice in the event one of the applications containing a
copy matures into a patent and the application containing the
original paper is either pending or has become.abandoned. The
copics submitted in each affected application must identify
where the original paper is located.

See >MPEP< § 711.03(c) for treatment of petitions torevive
applications abandoned as a consequence of failure to timely
receive an Office action addressed 1o the old correspondence
address.

The > required < notification >of change of correspondence
address<* need take no particular form, However, it should be
provided in a manner calling attention to the fact that a change
of address is being made. Thus, the mere inclusion, in a paper
being filed for another purpose, of an address which is different
fzom the previously provided correspondence address, without
mention of the fact that an address change is being made would
notordinarily berecognized or deemed as instructions to change
the address on the file record.

The obligation (sce 37 CFR >10.11<) of a registered attor-
ney or agent to notify the Attorney’s Roster by letter of any
change of his >or her< address for entry on the register, is
separate from the obligation to file anotice of change of address
filed in individual applications, Sce >SMPEP< § 402,

600-11
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601.04 National Stage Requirements of the

United States as a Designated
Office [R-8]

>See MPEP Chapter 1800, especially MPEP §§ 1898.07(a)
- 1898.08(a) for requirements for entry into the national stage
before the Designated Office or Elected Office under the Patent
Cooperation Treaty (PCT).<**

602 Original Oath or Declaration [R-8]

35 US.C. 25. Declaration in lieu of oath.

(a) The Commissioner may by rule prescribe that any document to
be filed in the Patent and Trademark Office and which is required by
any law, rule, or other regulation to be under oath may be subscribed
to by a written declaration in such form as the Commissioner may
prescribe, such declaration to be in lieu of the oath otherwise required.

(b) Whenever such written declaration is used, the document must
warn the declarant that willful false statements and the like are
punishable by (ine or imprisonment, or both (18 U.S.C. 1001).

35 US.C. 26. Effect of defective execution.

Any document to be filed in the Patent and Trademark Office and
which is required by any law, rule, or other regulation to be executed
in a specified manner may be provisionally accepted by the Commis-
sioner despite a defective execution, provided a properly executed
document is submitted within such time as may be prescribed.

35US.C. 115, Oath of the applicant.

The applicant shall make oath that he believes himself to be the
original and first inventor of the process, machine, manufacture, or
composition of matter, or improvement thereof, for which he solicits a
patent; and shall state of what country he is a citizen. Such oath may be
made before any person within the United States authorized by law to
administer oaths, or, when made in a foreign country, before any
diplomatic or consular officer of the United States authorized to
administer oaths, or before any officer having an official seal and
authorized to administer oaths in the foreign country in which the
applicant may be, whose authority *>is< proved by certificate of a dip-
lomatic or consular officer of the United States, or apostille of an
official designated by a foreign country which, by treaty or convention,
accords like effect to apostilles of designated officials in the United
States. Such oath is valid if it complies with the laws of the state or
country where made. When the application is made as provided in the
title by a person other than the inventor, the oath may be so varied in
form that it can be made by him.

37 CFR 1.63 Oath or declaration.
(ay An oath or declaration filed under § 1.51(a)(2) as a part of an
application must:
(1) Be executed in accordance with either § 1.66 or §1.68;
(2) Identify the specification to which it is directed;
(3) Identify each inventor and the residence and country of citi-
zenship of each inventor; and .
(4) State whether the inventor is a sole or joint inventor of the
invention claimed.
(b) In addition to meeting the requirements of paragraph (a), the
oath or declaration must state that the person making the oath or
declaration: :
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(1) Has reviewed and understands the contents of the specifica-
tion, including the claims, as amended by any amendment specifically
referred to in the oath or declaration;

(2) Believes the named inventor or inventors to be the original and
first inventor or inventors of the subject matter which is claimed and for
which a patent is sought; and

(3) Acknowledges the duty to disclose information which is
material to the examination of the application in accordance with §
1.56(a).

(c) In addition to meeting the requirements of paragraphs (a) and
(b) of this section, the oath or declaration in any application in which
aclaim for foreign priority is made pursuant to § 1.55 must identify the
foreign application forpatent or inventor’s certificate on which priority
is claimed, and any foreign application having a filing date before that
of the application on which priority is claimed, by specifying the appli-
cation number, country, day, month and year of its filing.

(d) In any continuation-in-part application filed under the condi-
tions specified in 35 U.S.C. 120 which discloses and claims subject
matter in addition to that disclosed in the prior copending application,
the oath or declaration must also state that the person making the oath
or declaration acknowledges the duty to disclose material information
as defined in § 1.56(a) which occurred between the filing date of the
prior application and the national or PCT international filing date of the
continuation-in-part application.

37 CFR 1.68 Declaration in lieu of oath.

Any document to be filed in the Patent and Trademark Office and
which is required by any law, rule, or other regulation to be under oath
may be subscribed to by a written declaration **, Such declaration may
be used in lieu of the oath otherwise required, if, and only if, the
declarant is on the same document, warned that willful false statements
and the like are punishable by fine or imprisonment, or both (18 U.S.C.
10061) and may jeopardize the validity of the application or any patent
issuing thereon, The declarant must set forth in the bedy of the
declaration that all statements made of >the declarant’s< * own
knowledge are true and that all statements made on information and
belief are believed to be true.

18US.C. 1001. Statements or entries generally.

Whoever, in any matter within the jurisdiction of any department
or agency of the United States knowingly and willfully falsifies,
conceals, or covers up by any trick, scheme, or device a material fact,
or makes any false, fictitious or fraudulent staiements or representa-
tions, or makes or uses any false writing or document knowing the same
to contain any false, fictitious or fraudulent statement or entry, shall be
fined not more than $10,000 or imprisoned not more than five years, or
both. ‘

>STATUTORY DECLARATIONS

Patent and Trademark Office personnel are authorized to
accepta statutory declaration under 28 U.S.C. 1746 filed in the
Patent and Trademark Office in lieu of an "oath” or declaration
under 35 U.S.C. 25 and 37 CFR 1.68, provided that the statutory
declaration otherwise complies with the requirements of law.

Section 1746 of Title 28 of the United States Code provides:

Whenever, under any law of the United States or under any rule,
regulation, order, or requirement made pursuant to law, any matter is
required to be supported, evidenced, established, or proved by swom
declaration, verification, certificate, statement, oath or affidavit, in
writing of the person making the same (other than a deposition, or an
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oath of office, or an oath required to be taken before a specified official
other than a notary public), such matter may, with like force and effect,
be supported, evidenced, established, or proved by the unsworn decla-
ration, certificate, verification, or statement, in writing of such person
which is subscribed by him, as true under penalty of perjury, and dated,
in substantially the following form:

{1} If executed without the United States:

"Tdeclare (or certify, verify, or state) under penalty of perjury under
the laws of the United States of America that the foregoing is true and
correct. Executed on (date).

(Signature)."

(2)If executed within the United States its territories, possessions,
or commonwealths:

"I declare (or certify, verify, or state) under penalty of perjury that
the foregoing is true and correct. Executed on (date).

(Signature)."<

Oaths and declarations submitted in applications filed after
May 1, 1975 must make reference to applications for inventor’s
certificates on which priority isclaimed and any filed prior tothe
filing date of an application on which priority is claimed.

A >37 CFR<¥* 1.68 declaration need not be ribboned to the
other papers, even if signed in a country foreign to the United
States. When a declaration is used, it is unnecessary to appear
before any official in connection with the making of the decla-
ration. It must, however, since it is an integral part of the
application, be maintained together therewith.,

By statute, 35 U.S.C. 25, the Commissioner has been ¢m-
powered to prescribe instances when a written declaration may
be accepted in lieu of the oath for “any document to be filed in
the Patent and Trademark Office”.

The filing of a writien declaration is acceptable in lieu of an
original application oath that is informal,

**°If all foreign applications have been filed within twelve
months of the U.S. filing date, >applicant<** is required only
to recite the first such foreign application of which priority is
claimed, affd it should be clear that the foreign application
referred to is the first filed foreign application. The applicant is
required to recite all foreign applications filed prior to the
application on which priority is claimed. It is *>required< to
give the foreign serial number >and name of the country or
office in which filed,< as well as the filing date of the first {iled
foreign application.

In the oath, the jurat must be filled out, and the word “sole”
or “only” must appear if there is but one inventor, and “joint” if
two or more inventors.

When jointinventors execute separate oaths or declarations,
each oath or declaration should make reference to the fact that
the affiant is a joint inventor together with each of the other
inventors indicating them by name. This may be done by stating
that he or she docs verily believe himself or herself 1o be the
original, first and joint inventor together with “A or A & B, etc.”
as the facts may be.

A scal isusually impressed on an oath. See >SMPEP< §§ 604
and 604.01 and 37 CFR 1.66. However oaths executed in many
states including Alabama, Louisiana, Maryland, Massachu-
setts, New Jersey, New York, Rhode Island, South Carolina and
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Virginia need not be impressed with a seal.

If a claim is presented for matter not originally claimed or
embraced in the original statement of invention in the specifica-
tion asupplemental oath or declarationisrequired. 37 CFR 1.67,
>MPEP< § 603. :

>The following form paragraphs may be used to indicate
errors in the oath or declaration.

§ 6.05 Oath or Declaration Defective
The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1.Onc ormore of the appropriate paragraphs 6.05.1 t0 6.05.17 must
follow this paragraph.

2.If none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

f§ 6.05 4 Sole or Joint Designation Omitted
It does not state whether the inventor is a sole or joint inventor of
the invention claimed.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

§6.055 “Reviewed and Understands” Statement Omitted

Tt does not state that the person making the oath or declaration has
reviewed and understands the contents of the specification, including
claims, as amended by any amendment specifically referred to in the
oath or declaration.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

§ 6.05.6 Original and First Omitted

It does not state that the person making the oath or declaration
believes the named inventor or inventors to be the original and first
inventor or inventors of the subject matter which is claimed and for
which a patent is sought.

Examiner Note:
*This paragraph must be preceded by paragraph 6.03.

§6.05.7 Duty of Disclosure Omitted

Tt does not state that the person making the oath or declaration
acknowledges the duty 1o disclose information which is material to the
examination of the application in accordance with 37 CFR 1.56(a).

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

1 6.05.8 Identification of Foreign Applications Ormitted

It does not identify the foreign application for patent or inventor’s
certificate on which priority is claimed pursuant to 37 CFR 1.55, and
any foreign application having a date before that of the application on
which priority is claimed, by specifying the application number,
country, day, month and year of filing.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.
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7 6.05.9 Duty to Disclose in C-I-P Omitted

It does not state that the person making the oath or declaration in
a continuation-in-part application filed under the conditions specified
in 35 U.S.C. 120 which discloses and claims subject matter in addition
to that disclosed in the prior copending application, acknowledges the
duty to disclose material information as defined in 37 CFR 1.56(a)
which occurred between the filing date of the prior application and the
national or PCT international filing date of the continuation-in-part
application.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

7 6.05.15 Not in Permanent Ink
The[1] is not in permanent ink, or its equivalent in quality, as
required under 37 CFR 1.52(a).

Examiner Note:

1. In bracket 1, insert either signature or oath/declaration.

2. This paragraph must be preceded by paragraph 6.05.

3. If other portions of the disclosure are not in permanent ink, use
paragraph 6.32.

§ 6.05.16 Non-Initialed Alterations
Non-initialed alterations have been made to the oath or declaration
(see 37 CFR 1.52(c) and 1.57).

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

7 6.05.17 Declaration Clause Omitted
The clause regarding “willful false statements ...” required by 37
CFR 1.68 has been omitted,

Examiner Note:
This paragraph must be preceded by paragraph 6.05.<

602.01 Oath Cannot Be Amended [R-8]

The wording of an oath or declaration cannot be amended,
altered or changed in any manner after it has been signed. If the
wording is not correct or if all of the required affirmations have
not been made or if it has not been properly subscribed to, a new
oath or declaration must be required. However, in some cases a
deficiency in the oath or declaration can be corrected by a
supplemental paper and a new oath or declaration is not neces-
sary.

For example, if the oath does not set forth evidence that the
notary was acting within his or her jurisdiction at the time he or
she administered the oath, a certificate of the notary that the oath
was taken within his or her jurisdiction will correct the defi-
ciency. See >MPEP< §§ 602 and 604.02.

Applicant may be so advised by using Form Paragraph 6.03.

§6.03 Oath, Declaration Cannot Be Amended

A new oath or declaration is required because [1], The wording of
an oath or declaration cannot be amended. If the wording is not correct
orif all of the required affirmations have not been made or if it has not
been properly subscribed to, a new oath or declaration is required, The
new oath or declaration must properly identify the application of which
it is 1o form a part, preferably by Serial Number and filing date in the
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602.02
body of the oath or declaration. See MPEP 602.01 and 602.02.

Examiner Note:

1.This paragraph is intended primarily for use in pro se applica-
tions.
2. Use Paragraph 6.05 and one or more of paragraphs 6.05.1 to
6.05.17 for a defective oath or declaration in a case where there is a
power of attomney.

602.02 New Oath or Substitute for Original

Inrequiring a new oath or declaration, the examiner should
always give the reason for the requirement and call attention to
the fact that the application of which it is to form a part must be
properly identified in the body of the new oath or declaration,
preferably by giving the serial number and the date of filing.

Where neither the original oath or declaration, nor the sub-
stitute oath or declaration is complete in itself, but the two taken
together give all the required data, no further oath or declaration
is nceded.

602.03 Defective Oath or Declaration [R-8]

In the first Office action the examiner must point out every
deficiency in a declaration or oath and require that the same be
remedied.>Applicant may be informed of deficiencies in the
declaration or oath by form paragraphs 6.05 and 6.05.1 -
6.05.17.

§ 6.05 Oath or Declaration Defective )
The oath or declaration is defective. A new oath or declaration in

compliance with 37 CFR 1.67(a) identifying this application by Serial

Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1.0neormoreofthe appropriateparagraphs 6.05.1t0 6.05.17 must
follow this paragraph.

2.1f none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.<

However, when an application is otherwise ready for issue,
an examiner with full signatory authority may waive the follow-
ing minor deficiencies:**

Minor deficiencies in the body of the oath or declara-
tion where the deficiencies are self-evidently cured in the
rest of the oath or declaration, as in an oath or declaration
of plural inventors couched in plural terms except for use
of “sole inventors” is asserted. In re Searles, 164 USPQ
623.%%

1f #* the above *>is< waived, the examiner should write in
the margin of the declaration or oath a notation such as >"Ref-
erence to the sole inventor rather than joint inventors waived;
Application ready for issue"<*# and his or her initials and the
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date.

>0f course, requirements of the statute, e.g., that the appli-
cant state his or her citizenship or believes himself or herself to
be the original and first inventor or that the oath be administered
before a person authorized to administer oaths or that a declara-
tion pursuant to 35 U.S.C. 25 or 28 U.S.C. 1746 contain the
language required therein, cannot be waived.<

** If the defect cannot be waived, Form Paragraph 6.46
should be used when the application is allowable.

7 646 Case Allowed, Substitute Declaration Needed

Applicant is now required to submit a substitute declaration or oath
to correct the deficiencies set forth [1]. The substitute oath or declara-
tion must be filed within the three month shortened statutory period set
for response in the “NOTICE OF ALLOWABILITY” (PTOL-37).
Extensions of time may be obtained under the provisions of 37 CFR
1.136(a). Failure to timely file the substitute declaration (or oath) will
result in ABANDONMENT of the application. The transmittal letter
accompanying the declaration (or oath) should indicate the following
in the upper right hand corner: Issue Batch Number, Date of the Notice
of Allowance, and Serial Number,

Examiner Note:
In the bracket, insert appropriate information, e.g.,
in this communication -or-
in the Office action mailed -or-
in the PTO-152 attached to

602.04 Foreign Executed Oath [R-8]

An oath executed in a foreign country must be properly au-
thenticated. See >MPEP< § 604 and 37 CFR 1.66.

>Where the authority of the foreign officer is not certified,
form paragraphs 6.05 and 6.05.13 may be used.

§ 6.05 Oath-or Declaration Defective
The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1.Oneormoreof the appropriate paragraphs 6.05.1t06.05.1 7 must
follow this paragraph.

2. If none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

1 6.05.13 Authority of Foreign Officer Not Certified

It does not include an apostille, a consular certificate, or the
position of authority of the officer signing an apostille or consular
certificate, see 37 CFR 1.66(a).

Examiner Note:
This paragraph must be preceded by paragraph 6.05.<
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602.04(a) Foreign Executed Qath Is
Ribboned to Other Application
Papers [R-8]

37 CFR 1.66. Officers authorized to administer oaths.

ke
(b) When the oath is taken before an officer in a country foreign to
the United States, any accompanying application papers, except the
drawings, must be attached together with the oath and a ribbon passed
one or more times through all the sheets of the application, except the
drawings, and the ends of said ribbon brought together under the seal
before the latter is affixed and impressed, or each sheet must be
impressed with the official seal of the officer before whom the oath is
taken. If the papers as filed are not properly ribboned or each sheet
impressed with the seal, the case will be accepted for examination, but
before it is allowed, duplicate papers, prepared in compliance with the
foregoing sentence, must be filed.

>Where the papers are not properly ribboned, use form para-
graphs 6.05 and 6.05.14.

§§ 6.05 Oath or Declaration Defective
The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1.Oneor more of the appropriate paragraphs 6.05.1 to 6.05.17 must
follow this paragraph.

2.If none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

§6.05.14 No Ribbon Properly Attached
It does not have a ribbon properly attached.

Examiner Note:
‘This paragraph must be preceded by paragraph 6.05.<

U.S. Accession to Hague Convention Abolishing the
Requirement of Legalization for Foreign Public Docu-
ments

On Oct. 15, 1981, the Hague “Convention Abolishing the
Requirement of Legalization for Foreign Public Documents”
entered into force between the United States and twenty-eight
foreign countries that are parties to the Convention. The Con-
vention applies to any document submitted to the United States
Patent and Trademark Office for filing or recording, which is
sworn to or acknowledged by a notary public in any one of the
member countries. The Convention abolishes the certification
of the authority of the notary public in a member country by a
diplomatic or consular officer of the United States and substi-
tutes certification by a special certificate, or apostille, executed
by an officer of the member country. Accordingly, the Office
will accept for filing or recording a document sworn to or
acknowledged before a notary public inamember country if the
document bears, or has appended to it, an apostille certifying the
notary’s authority. The requirement for a diplomatic or consular
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certificate, specified in 37 CFR 1.66, will not apply to a
document sworn to or acknowledged before a notary public in
a member country if an apostille is used.

The member countries thatare parties to the Convention are:

Austria Italy Seychelles

Bahamas Japan Spain

Belgium Lesotho Suriname

Botswana Liechtenstein Swaziland

Cyprus Luxembourg Switzerland

Fiji Malawi Tonga

France Malta UK. of Great Britain

Germany, Fed. Mauritius and N, Ireland
Rep. of

Hungary Netherlands United States

Israel Portugal Yugoslavia

The Convention prescribes the following form for the

apostille:

Model of Certificate
The certificate will be in the form of a square with sides at
least 9 centimetres long

APOSTILLE
(Convention de La Haye du Oct. 5. 1961)

1 COUNITY: vvirvrinnersirnsnersssmssesmrusesemessessesssssssnsnssssssssssansass
This public document
2. has been signed bY ....cuvrmivsnnniiiemiimenii. coreresn

3. acting in the capacity of ......cuenveecnincnnrenmmninenn
4. bears the seal/stamp of ......coivonnermerrimsnnins

Note that a declaration in lieu of application oath (>37 CFR<
1.68) need not be ribboned to the other papers. It must, however,
be maintained together therewith,

602.05 Oath or Declaration - Date of
Execution {R-8]

The time elapsed between the date of execution of the oath
or declaration and the filing date of the application should be
checked. **>A newly executed oath or declaration is required
where the date of execution is more than three (3) months prior
to the filing date of the application (international filing date in
the case of an international application), If more than three
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602.05(a)

months have elapsed, the examiner must require< anew oath or
declaration by using Form Paragraph 6.04.

¥ 6.04 Time Lapse Between Execution and Filing

An unusual length of time has elapsed between the date of execu-
tion of the oath or declaration and the filing date of the application. The
lapse of three (3) months is considered to be unreasonable. See MPEP
602.05.

** If no date of execution appears, applicant is required to
file either a new oath or declaration or a certificate from the
notary giving the actual date when the oath or declaration was
made.

Applicant may be notified by using Form Paragraph 6.05.

§ 6.05 Oath or Declaration Defective
The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1.0neormoreofthe appropriate paragraphs 6.05.1 10 6.05.17 must
follow this paragraph. ,

2.If none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

§ 6.05.10 Date of Executiorn Omitted

It does not include the date of execution, A new oath will not be
required if a certificate from the notary giving the actual date when the
oath was made is supplied.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

602.05(a) Oath or Declaration in Division
and Continuation Cases [R-8]

Where the date of filing the application is not the date that
determines the statutory twelve month period, as in divisional
and continuation cases, it is immaterial, so far as concerns the
acceptability of the oath or declaration, how long a time inter-
venes between the execution of the oath or declaration and the
filing of the application. ,

When a divisional application is identical with the original
application as filed, signing and execution of the oath or decla-
ration in the divisional case may be omitted. (See >37 CFR<*
1.60 and 1.62, >MPEP< § 201.06(a).)

602.06 Non-English Oath or Declaration
[R-8]

37 CFR 1.69 Foreign language oaths and declarations.

(2) Whenever an individual making an oath or declaration cannot
understand English, the oath or declaration must be in a language that
such individual can understand and shall state that such individual
understands the content of any documents to which the oath or
declaration relates.
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(b) Unless the text of any oath or declaration in a language other
than English is a form provided or approved by the Patent and
Trademark Office, it must be accompanied by a verified English
translation, except that in the case of an oath or declaration filed under
§1.63 the translation may be filed in the Office no later than two months
from the date applicant is notified to file the translation.

>37 CFR<* 1.69 requires that oaths and declarations be in
a language which is understood by the individual making the
oath or declaration, i.e., a language which the individual com-
prehends. If the individual comprehends the English language,
he or she should preferably use it. If the individual cannot com-
prehend the English language, any oath or declaration must be
in a language which the individual can comprehend. If an
individual uses a language other than English for an oath or
declaration, the oath or declaration mustinclude a statement that
the individual understands the content of any documents to
which the oath or declaration relates. If the documents are in a
language the individual cannot comprehend, the documents
may be explained to him or her so that he or she is able to
understand them.

The Office will accepta single non-English language oath or
declaration where there are joint inventors, of which only some
understand English butall understand the non-English language
of the oath or declaration.**

602.07 Oath or Declaration Filed in United
States as a Designated Office [R-8]

>See MPEP § 1898.07(a)<**

603 Supplemental Oath or Declaration [R-8]

37 CFR 1.67. Supplemental oath or declaration.

(a) A supplemental oath or declaration meeting the requirements of
§ 1.63 may be required to be filed to correct any deficiencies or inac-
curacies present in an earlier filed oath or declaration.

(b) A supplemental oath or declaration meeting the requirements of
§ 1.63 must be filed: (1) When aclaim is presented for matter originally
shown or described but not substantially embraced in the statement or
invention or claims originally presented; and (2) When an oath or
declaration submitted in accordance with § 1.53(d) after the filing of the
specification and any required drawings specifically and improperly
refers to an amendment which includes new matter. No new matter may
be introduced into an application after its filing date even if a supple-
mental oath or declaration is filed (§ 1.53(b); § 1.118). In proper cases
the oath or declaration here required may be made on information and
belief by an applicant other than inventor,

>37 CFR<* 1.67 requires in the supplemental oath or dec-
laration substantially alf the data called for in =37 CFR<* 1.63
for the original oath or declaration. As to the purpose to be
served by the supplemental oath or declaration, the examiner
should bear in mind that it cannot be availed of to introduce new
matter into an application.

A new oath may be required by using Form Paragraph 6.06.
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§ 6.06 New Oath for Subject Matter not Originally Claimed
This application presents a claim for subject matter not originally

claimed or embraced in the statement of the invention. [1] A supple- .

mental oathordeclaration isrequired under 37 CFR 1.67. The new oath
or declaration must properly identify the application of which it is to
form a part, preferably by Serial Number and filing date in the body of
the oath or declaration. See MPEP 602.01 and 602.02.

Examiner Note:

Explain new claimed matter in bracket 1. The brief summary of the
invention must be commensurate with the claimed invention and may
be required to be modified. See MPEP 1302; 608.01(d) and 37 CFR
1.73.

603.01 Supplemental Oath or Declaration
Filed After Allowance [R-8]

Since the decision in Cutter Co. v. Metropolitan Electric
Mfe.Co.,275F. 158 (CA2 1921), many supplemental oathsand
declarations covering the claims in the case have been filed after
the case is allowed. Such oaths and declarations may be filed as
amatter of right and whenreceived they will be placed in the file
by the >Office of Publications<**, but their receipt will not be
acknowledged to the party filing them. They should not be filed
or considered as amendments under 37 CFR 1.312, since they
make no change in the wording of the papers on file. See
>MPEP< § 714.16.

604 Administration or Execution of Qath
[R-8]

37 CFR 1.66. Officers authorized to administer oaths.

(2) The oath or affirmation may be made before any person within
the United States authorized by law to administer oaths. An oath made
in a foreign country, may be made before any diplomatic or consular
officer of the United States authorized to administer oaths, or before
any officer having an official seal and authorized to administer oaths in
the foreign country in which the applicant may be, whose authority
shall be proved by a certificate of a diplomatic or consular officer of the
United States, or by an apostille of an official designated by a foreign
country which, by treaty or convention, accords like effect to apostilles
of designated officials in the United States. The oath shall be attested
in all cases in this and other countries, by the proper official seal of the
officer before whom the oath or affirmation is made. Such oath or
affirmation shall be valid as to execution if it complies with the laws of
the State or country where made. When the person before whom the
oath or affirmation is made in this country is not provided with a seal,
his official character shall be established by competent evidence, as by
a cegtificate from a clerk of a court of record or other proper officer
having a seal,

oo s sl

See >SMPEP< § 602.04(a) for foreign executed oath.
604.01 Seal [R-8]

When the person before whom the oath or affirmation is
made in this country is not provided with a seal, his >or her<
official character shall be established by competent evidence, as
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by a certificate from a clerk of a court of record or other proper
officer having a seal, except as noted in >MPEP< § 604.03(a);
in which situations no seal is necessary. When the issue con-
cerns the authority of the person administering the oath, the
examiner should require proof of authority. Depending on the
jurisdiction, the “seal” may be either embossed or rubber
stamped. The latter should not be confused with a stamped
legend indicating only the date of expiration of the notary’s
commission.

See also >MPEP< § 602.04(a) on foreign executed oath and
seal. In some jurisdictions, the seal of the notary is not required
but the official title of the officer must be on the oath. This
applies to Alabama, California (certain notaries), Louisiana,
Maryland, Massachusetts, New Jersey, New York, Ohio, Puerto
Rico, Rhode Island, South Carolina and Virginia.

>{ 6.05 Oath or Declaration Defective

The oath or declaration is defective, A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by its
Serial Number and filing date is required. See MPEP 602.01 and
602.02.

The oath or declaration is defective because:

Examiner Note:

1.0One ormore of the appropriate paragraphs 6.05.1 10 6.05.17 must
follow this paragraph.

2.1fnone of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

§ 6.05.11 Notary Signature
It does not include the notary s signature, or the notary’s signature
is in the wrong place.

Examiner Note:
. This paragraph must be preceded by paragraph 6.05.

§6.05.12 Notary Seal and Venue Omitted
It does not include the notary’s seal and venue,

Examiner Note:
This paragraph must be preceded by paragraph 6.05.<

604.02 Venue [R-8]

Thatportion of an oath or affidavit indicating where the oath
is taken is known as the venue. Where the county and state in the
venue agree with the county and state in the seal, no problem
arises, If the venue and seal do not correspond in county and
state, the jurisdiction of the notary must be determined from
statements by the notary appearing on the oath, or from the
listing at >MPEP< § 604.03. Venue and notary jurisdiction must
correspond or the oath is improper. The oath should show on its
face that it was taken within the jurisdiction of the certifying
officer or notary. This may be given either in the venue or in the
body of the jurat, Otherwise, a new oath or declaration, or a
certificate of the notary that the oath was taken within his >or
her< jurisdiction, must be required. Ex parte Delavoye, 1906
C.D. 320,124 O.G.626; Expartelrwin, 1928 C.D.13;3670.G.
701.
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604.03

Form paragraph 6.07 may be used where the venue is not
shown.

§ 6.07 Lack of Venue

The oath lacks the statement of venue. Applicant is required to
furnish either a new oath or declaration in proper form, identifying the
application by serial number and date of filing, or a certificate by the
officer before whom the original oath was taken stating that the oath
was executed within the jurisdiction of the officer before whom the
oath was taken when the oath was administered. The new oath or
declaration must properly identify the application of which it is to form
a part, preferably by Serial Number and filing date in the body of the
oath or declaration. See MPEP 602.01 and 602.02.

Where the seal and venue differ the appropriate statementon
the “Notice of Informal Patent Application” form PTO-152
should be checked.

604.03 Notaries and Extent of Jurisdiction

The extent of the jurisdiction of the notaries in the various

states is given below,
COUNTY ONLY
Louisiana Texas
Mississippi
VARIABLE JURISDICTION

(See explanatory paragraphs below)

Alabama (a) Missouri (e)

Florida (b) Nebraska (a)

Hawaii (¢) Ohio ()

Towa (d) Tennessce (g)

Kansas (¢) Virginia (h)

Kentucky (d) West Virginia (d)
STATEWIDE

All other states

(a) Alabama and Nebraska notaries are appointed for coun-
tics and for state at large.

{(b) Florida notary commissions are customarily for state at
large but may be restricted by commission to Iess than the state
at large. ‘

(¢) In Hawaii it is generally limited to the judicial circuit.

(d) In Towa, Kentucky and West Virginia it is limited to
county for which appointed, but notary in any county may
qualify and act as notary in any other county.

(e) The jurisdiction of Kansas and Missouri notaries is coex-
tensive with county of appointment and adjoining counties.

(f) In Ohio, notaries other than attorneys are appointed by
the Governor for a term of 5 years and have power to act only in
county for which appointed. An attorney or any person certificd
by a judge of the court of common pleas of the county in which
he resides as qualified for the duties of official stenographic
reporter of such state, may, however, be commissioned for the
entire state. The extent of jurisdiction is stated near the notary’s
signature.

(g) Tennessee notary publics commissioned in one county
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may file in county court of any other county and thereupon may
exercise the function of his office in such other county. In such
cases, however, the notary must attach to his or her certificate a
statement that he or she is qualified in the county in which he or
she acts. Notaries at large are commissioned by the Secretary of
the State. Notary’s signature must indicate that he or she is so
qualified, Special seal is prescribed by the Secretary of State.

(h) In Virginia, notaries are limited to city or county for
which appointed except that notary for city may actin county or
city contiguous thereto, and a notary for acounty may actin city
contiguous thereto. Notaries may be appointed for two or more
counties and cities or for the state at large.

The notary does not have to state when his or her commis-
sion expires but if he or she does so state, the oath should be
inspected to determine whether or not the notary’s commission
had expired at the date of execution of the oath.

604.03(a) Notarial Powers of Some
Military Officers

Public Law 506 (81st Congress, Second Session) Article
136: (a) The following persons on active duty in the armed
forces . . . shall have the general powers of a notary public and
of aconsul of the United States, in the performance of all notarial
acts to be executed by members of any of the armed forces,
wherever they may be, and by other persons subject to this code
[Uniform Code of Military Justice] outside the continental
limits of the United States:

(1) All judge advocates of the Army and Air Force;

(2) All law specialists;

(3) All summary courts-martial;

(4) All adjutants, assistant adjutants, acting adjutants, and
personncl adjutants;

(5) All commanding officers of the Navy and Coast Guard;

(6) All staff judge advocates and legal officers, and acting or
assistant staff judge advocates and legal officers; and

(7) All other persons designated by regulations of the armed
forces or by statute.

(8) The signature without seal of any such person acting as
notary, together with the title of his office, shall be prima facie
evidence of his authority.

604.04 Consul [R-8]

On Oct. 15, 1981, the “Hague Convention Abolishing the
Requirement of Legalization for Foreign Public Documents”
entered into force between the United States and twenty-eight
foreign countries that are parties to the Convention. See
>MPEP< § 604.04(a).

When the oath is made in a foreign country not a member of
the Hague Convention Abolishing the Requirement of Legali-
zation for Forcign Public Documents, the authority of any
officer other than a diplomatic or consular officer of the United
States authorized to administer oaths must be proved by certifi-
cate of a diplomatic or consular officer of the United States. See
37 CFR 1.66, >MPEP< § 604. This proof may be through an
intermediary; e.g., the consul may certify as to the authority and
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jurisdiction of another official who, in turn, may certify as to the
authority and jurisdiction of the officer before whom the oath is
taken.

604.04(a) Consul-Omission of Certificate
[R-8]

Where the oath is taken before an officer in a foreign country
other than a diplomatic or consular officer of the United States
and whose authority is not authenticated or accompanied with
an apostille certifying the notary’s authority (see >MPEP< §
602.04(a)), the application is nevertheless accepted for pur-
poses of examination. The examiner, in >the<** first Office
action, should note this informality and require authentication
of the oath by an appropriate diplomatic or consular officer, the
filing of proper apostille, or a declaration (37 CFR 1.68).

Form Paragraph 6.08 may be used to notify applicant.

§6.08 Consul-Omission of Certificate

The oath is objected to as being informal. It lacks authentication by
a diplomatic or consular officer of the United States; 37 CFR 1.66(a).
This informality can be overcome either by forwarding the original
oath to the appropriate officer for authentication or by filing a declara-
tion (37 CFR 1.68), if applicant wishes to preserve the original filing
date, If authentication is desired, applicant should request return of the
oath for this purpose. Such request must be accompanied by an order
for a copy of the oath to be retained in the file until the properly
authenticated oath is returned. After the oath has been authenticated, it
should be retumed promptly to the Patent and Trademark Office. The
new oath or declaration must properly identify the application of which
it is to form a part, preferably by Serial Number and filing date in the
body of the oath or declaration. See MPEP 602.01 and 602.02.

At the time of the next Office action the request for return of
the oath, together with the application file and the copy of the
oath, is submitted to the group director. If the request is ap-
proved by >the group director<*, the oath will be retumned to the
applicant by the examining group.

604.06 By Attorney in Case [R-8]

*The language of 37 CFR 1.66 and 35 U.S.C. 115 is such that
an attorney in the case is >not< ** barred from administering the
oath as notary, The Office presumes that an attorney acling as
notary is cognizant of the extent of his>or her< authority and ju-
risdiction and will not knowingly jeopardize his or her clicnt’s
rights by performing an illegal act. If such practice is permis-
sibje under the law of the jurisdiction where the oath is admini-
stered, then the oath is a valid oath,

The law of the District of Columbia prohibits the administer-
ing of oaths by the attorney in the case **, If the oath is known
to be void because of being administered by the attorney in a ju-
risdiction where the law holds this to be invalid, the proper
action isto >require anew oath or declaration and< refer the file
to the * Office >of Enrollment and Discipline<, (Riegger v.
Beierl, 1910 C.D. 12; 150 O.G. 826). Sce >37 CFR< 1.66 and
SMPEP §< 604.
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605 Applicant [R-8]

37 CFR 141 Applicant for patent.

(2) A patent must be applied for in the name of the actual inventor
orinventors, Full names mustbe stated, including the family name and
at least one given name without abbreviation together with any other
given name or initial,

(b) Unless thecontrary is indicated the word “applicant” whenused
in these sections refers to the inventor or joint inventors who are
applying for apatent, or to the person mentioned in §§ 1.42, 1.43or 1.47
who is applying for a patent in place of the inventor.

(c) Any person authorized by the applicant may file an application
for patent on behalf of the inventor or inventors, but an oath or
declaration for the application (§ 1.63) can only be made in accordance
with § 1.64.

(d) A showing may be required from the person filing the applica-
tion that the filing was authorized where such authorization comes into
question.

37 CFR 145 Joint inventors.

(a) Joint inventors must apply for a patent jointly and each must
make the required oath or declaration; neither of them alone, nor less
than the entire number, can apply for a patent for an invention invented
by them jointly, except as provided in § 1.47.

>(b) Inventors may apply for a patent jointly even though
(1) They did not physically work together or at the same time,
(2) Each inventor did not make the same type or amount of con-
tribution, or
(3) Eachinventor did not make a contribution to the subject matter
of every claim of the application.

(c) If multiple inventors are named in an application, each named
inventor must have made a contribution, individually or jointly, to the
subject matter of at least one claim of the application and the applica-
tion will be considered to be a joint application under 35 U.S.C. 116.<

. >Therules (37 CFR 1.41(a) and 1.53(b)) clearly require that
the name(s) of the inventor(s) be identified in the application
papers in order toaccord the application a filing date. Therefore,
particular care should be exercised when filing an application
without an executed oath or declaration to insure that the names
of all inventors are identified somewhere in the application, A
good practice is to submit an oath or declaration form (whether
signed or unsigned) identifying the names of all inventors in
every application being filed. If all of the inventors are not
named in the application papers, e.g., Jones et al, a "Notice of
Incomplete Application” will be mailed to the applicant(s)

. indicating that no filing date has been granted and setting a

period for submitting all of the names. The filing date will be the
date of receipt of the names of all of the inventors.<
For correction of inventorship, see >MPEP<§ 201.03,

37 CFR 146 Assigned inventions and patents.

In case the whole or a part interest in the invention or in the patent
to beissued is assigned, the application must stillbe made or authorized
to be made, and an oath or declaration signed, by the inventor or one of
the persons mentioned in §§ 1.42, 1.43, or 1.47. However, the patent
may be issued to the assignee or jointly to the inventor and the assignee
as provided in § 1.334.
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Thissection concerns filing by the actual inventor. If filed by
other, see >MPEP<§ 409.03.

NOTE

Disposition of application by inventor, >MPEP< § 301. In-
ventor dead or insane, >MPEP< § 409,

605.01 Applicant’s Citizenship [R-8]

The statute (35 U.S.C. 115) requires an applicant to state his
or her citizenship. Where an applicant is not a citizen of any
country, a statement to this effect is accepted as satisfying the
statutory requirement; but a statement as to citizenship applied
for or first papers taken out looking to future citizenship in this
(or any other) country does not meet the requirement.

>Form paragraphs 6.05 and 6.05.3 may be used to notify
applicant that the applicant’s citizenship is omitted.

§ 6.05 Oath or Declaration Defective
The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1.Oneormoreof the appropriate paragraphs 6.05.1t06.05.17 must
follow this paragraph.

2. If none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

f6.05.3 Citizenship Omitted
It does not identify the citizenship of the inventor.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.<

605.02 Applicant’s Residence [R-8]

Applicant’s place of residence>,that is, the city, state or
forcign country, is required to be included in the the oath or dec-
laratioh for compliance with 37 CFR 1.63. In the case of an
applicant who is in one of the U.S. Armed Services,< a state-
ment to that effect is sufficient as to residence. For change of
residence see >MPEP< § 717.02(b).

>If the residence is not included in the oath or declaration as
filed, the Application Branch will normally so indicate on a
form RTO-152, "Notice of Informal Patent Application”, so as
1o require a new declaration when the form is sent out with an
Office action. If the examiner notes that the residence has not
been igcluded in the oath or declaration,Form Paragraph 6.05.2
should be used to notify the applicant.

§ 6.05.2 Residence Omitted
Itdoes not identify the ¢ity and state or foreign country of residence
of each inventor,

Examiner Note:
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This paragraph must be preceded by 6.05.<

605.03 Applicant’s Post Office Address [R-8] .

Eachapplicant’s post office address must be supplied on the
oath or declaration, 37 CFR 1.33(a), if not stated elsewhere in
the application. Applicant’s post office address means that
address at which he or she customarily receives his or her mail.
The post office address should include the ZIP Code designa-
tion.

When a township is listed in the applicant’s address, a
county name must also be given.

The object of requiring each applicant’s post office address
is to enable the Office to communicate directly with the appli-
cant if desired; hence, the address of the attorney with instruc-
tion to send communications to applicant in care of the attorney
is not sufficient.

Where having given complete data as to residence, the ap-
plicantidentifies his or her post office address only by street and
number, it is assumed** that the city and state of residence are
the city and state of his or her post office address >and no
requirement for submission of the post office address will be
made<.

The “Notice of Informal Patent Application” attachment
form PTQ-152 >or form paragraph 6.09.1< is used to notify
applicant that the post office address is incomplete or omitted.
Note 37 CFR 1.33(a).

>§ 6.09.1 Post Office Address Omitted

Applicant has not given a post office address anywhere in the ap-
plication papers as required by 37 CFR 1.33(a). A statement over
applicant’s signature providing a complete post office address is
required.

605.04 Applicant’s Signature and Name [R-8]

37 CFR 1.67 Person making oath or declaration.

(a) The oath or declaration must be made by all of the actual
inventors except as provided for in §§ 1.42, 1.43, or 1.47.

(b) If the person making the oath or declaration is not the inventor
(§§ 1.42, 1.43, or 1.47), the oath or declaration shall state the relation-
ship of the person to the inventor and, upon information and belief, the
facts which the inventor is required to state.

EXECUTION OF OATHS OR DECLARATIONS OF
PATENT APPLICATIONS

United States patent applications which have not been pre-
pared and exccuted in accordance with the requirements of Title
35 of the United States Code and Title 37 of the Code of Federal
Regulations may be abandoned or may be, in appropriate
circumstances, stricken from the files as having been improp-
erly executed and/or filed. Although the statute and the rules
have been in existence for many years, the Office continues to
receive a number of applications which have been improperly
executed and/or filed. Since the improper execution and/or
filing of patent applications can ultimately result in a loss of
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rights it is appropriate to *emphasize the importance of proper
execution and filing.

It is improper for an applicant to sign an oath or declaration
which is not attached to or does not identify a specification and/
or claims. See 37 CFR 1.56(c) which provides that

“(a)ny application may be stricken from the files if:

(1) An oath or declaration pursuant to § 1.63 is signed in blank;

(2) An oath or declaration pursuant to § 1.63 is signed without
review thereof by the person making the oath or declaration;

(3) An oath or declaration pursuant § 1.63 is signed without
review of the specification, including the claims, as required by §
1.63(b); or

(4) The application papers filed in the Office are altered after the
signing of an oath or declaration pursuant to § 1.63 referring to those
application papers.”

“Attached” does not necessarily mean that all the papers
must be literally fastened. It is sufficient that the specification,
including the claims, and the oath or declaration are physically
located together at the time of execution, Physical connection is
not required.

The provisions of 35 U.S.C. 363 for filing an international
application under the Patent Cooperation Treaty (PCT) which
designates the United States and thereby has the effect of a
regularly filed United States national application, except as
provided in 35 U.S.C. 102(e), are somewhat different than the
provisions of 35 U.S.C. 111. The oath or declaration require-
ments for an international application before the Patent and
Trademark Office are set forth in 35 U.S.C. 371(c)(4) and 37
CFR 1.5497<*,

37 CFR 1.52(c) states that “(n)o . . . alterations >in the
application papers< are permissibie after the signing of an oath
or declaration referring to those application papers >(1.56(c))<.
“1t is improper for anyone, including counsel, to complete or
otherwise alter application papers, including the oath or decla-
ration, after the applicant has executed the same. >37 CFR<*
1.56(c) provides that

“(a)ny application may be stricken from the files if: . . .

(4) The application papers filed in the Office are altered after the
signing of an oath or declaration pursuant to § 1.63 referring to those
application papers.”

In summary, it is emphasized that the application filed must
be the application executed by the applicant and it is improper
for anyone, including counsel, to alter, rewrite, or partly fill in
any part of the application, including the oath or declaration,
after execution of the oath or declaration by the applicant, This
provision should particularly be brought to the attention of
foreign applicants by their United States counsel since the
United States law and practice in this arca may differ from that
in other countries.

>Any changes made in ink in the application or oath prior to
signing must be initialed and dated by the applicants prior to
exccution of the oath or declaration. Form paragraph 6.02.1 may
be used to call non-initialed and/or non-dated alterations to
applicant’s atiention,
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§ 6.02.1 Non-initialed andior non-dated Alterations in Application
Papers

The application is cbjected to because of alterations which have not
been initialed and/or dated as required by 37 CFR 1.52(c) and 1.56.

A properly executed affidavit or declaration signed by all the in-
ventors identifying the alterations and stating when the unsigned and/
or undated alterations were made is required.

If the alterations were made before the signing of the oath or dec-
laration, the affidavit or declaration signed by all the inventors must so
state,

If alterations were made after the signing of the oath or declaration,
a full expianation and cancellation of such alterations is required.

Examiner Note:

If the affidavit or declaration reveals that the alterations were made
after the signing of the oath or declaration, the application must
immediately be forwarded withoutfurther action by the examiner to the
Office of the Assistant Commissioner for Patents for review.<

The signing and execution by the applicant of oaths or dec-
larations in certain applications may be omitted. >SMPEP< §§
201.06 and 201.07.

NOTE: >For the< signature >on a<* response see >MPEP<
§§ 714.01 (a) to (e).

FACSIMILE COPIES

From October 1, 1978 until February 27, 1983, the Office
had accorded a filing date to facsimile or other reproduced
copies of United States national patent applications meeting the
requirementsof 35U.S.C. 111 asitthen existed, even though the
signature on the oath or declaration was only a copy.

Authority for this practice was found in 35 U.S.C. 26 as
interpreted by the District Court decisions Neergaard v. Dann,
Civil Action No. 76-536, December 20, 1976 (D.D.C.) and
Dierzel et al. v. Commissioner of Patents and Trademarks, 200
USPQ 665 (D.D.C., 1976).

Since 35 U.S.C. 111 as amended by Public Law 97-247 and
37 CFR 1.53 now provide (since February 27, 1983) for the
filing of the oath or declaration in a national patent application
at a date later than the filing date of the application, such
emergency situations should no longer arise >in national appli-
cations<. >Also, since<** 35 U.S.C. 371>(d) relating to the
oath or declaration for entry into< ** the national phase in the
United States under the Patent Cooperation Treaty >has been
amended by Public Law 98-622, cffective May 8, 1985 to
provide for filing the oath or declaration after 20 months,< relicf
from the requirement for filing the oath or declaration >by the
20th month is no longer required<**,

The filing of facsimile or other reproduced copies of signa-
tures on any papers required to be filed will not serve to meet any
due date or to stop any period for response from running **, For
example, the {iling of a facsimile copy of an oath or declaration
will not serve to stop a time period set in accordance with 37
CFR 1.53(d) from running so as to avoid the payment of
extension fecs pursuant to 37 CFR 1.136(a). A paper withoutan
original signature will be considered to be unsigned **, The
previous practice of accepting telegraphic amendments pending
the fiting of a properly signed confirmation of such telegraphic
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amendmentis also discontinued in view of the availability of the
Certificate of Mailing practice provided by 37 CFR 1.8 and the
ability to utilize 37 CFR 1.136(a) to obtain extensions of time.

It should be recognized that >the facsimile<* practice was
intended for emergency situations to prevent loss of valuable
rights and was not to be used routinely for filing applications.

Since February 28, 1983 facsimile or other reproduced
copies may still be filed to obtain an application filing date but
such copies will be treated as lacking a signature.

605.04(b) One Full Given Name Required
[R-8]

All applications which disclose the full first and last names
with middle initial or name, if any, of the applicant at any place
in the application papers will be received and considered as a
sufficient compliance with 37 CFR 1.41.

When a full given name of the applicant does not appear
cither in the signature or elsewhere in the papers the examiner
will, in the first >Office<* action, require an amendment over
applicant’s signature supplying the omission, and will not pass
the application to issuc until the omission has been supplied
unless a statement has been filed over the applicant’s own
signature sctting forth that his or her name as signed contains at
lcast one given name without abbreviation or what is in fact his
or her full given name,**

No affidavit should be required.

The requirement should be made only when ali of the given
names in the signature >, or elsewhere in the papers,< appear as
mere initials or as what can be only an abbreviation of a name,

>Form Paragraph 6.10 may be used.

§6.10 Full Given Name Does Not Appear

It appears that at least one full given name of applicant [1] is not
present either in the signature or elsewhere in the papers. This applica-
tion will not be passed to issue until the omitted name has been supplied
or unless a statement has been supplied over the applicant’s signature
setting forth that the name as signed is the actual full name of applicant
[2]. Sce MPEP 605.04.<

One given name without abbreviation, together with any
other given name orinitial must appear somewhere in the papers
as filed. Otherwise, appropriate amendment is required. For ex-
ample, if the applicant’s full name isJohn Paul Doe, either “John
P. Doe” or “J, Paul Doe” is acceplable,

In an application where the name is typewritten with a
middle name or initial, but the signature is without such middle
name ar initial,**>the typewritten version of the name will be
used. A request to have the name changed to the signed version
or any other corrections in the name of the inventor(s) will not
be entertained, unless accompanied by a petition under 37 CFR
1.182 together with an appropriate petition fee. The petition
should be directed to the attention of the Office of the Deputy
Assistant Commissioner for Patents. Upon granting of the
petition,< the file should be sent to the Application >Branch<*
for correction of its records. >If the application is assigned, it
will be forwarded by the Application Branch to the Assignment
Branch for a change in the assignment record.<

Rev 8, May 1988

MANUAL OF PATENT EXAMINING PROCEDURE

605.04(c) * >Inventor< Changes Name [R-8]

In cases where an *>inventor's< name has been changed
after the application has been filed and the *>inventor< desires
**>to change< his or her name>on the application<, he or she
must submit **>a petition under 37 CFR 1.182. The petition
should be directed to the attention of the Deputy Assistant
Commissioner for Patents. The petition must include an appo-
priate petition fee and< an affidavit signed with both names and
setting forth the procedure whereby the change of name was
effected, or a certified copy of the court order**.

>If the petition is granted, the file should be sent to the
Application Branch for change of name on the file wrapper and
in the PALM data base.< If the application is assigned it will be
forwarded by the Application >Branch<* to the Assignment
>Branch<* for a change in >the < assignment record,

605.04(d) Applicant Unable to Write

If the applicant is unable to write, his or her mark as affixed
to the cath or declaration must be attested to by a witness. In the
case of the oath, the notary’s signature to the jurat is sufficient
to authenticate the mark.

605.04(e) May Use Title With Signature

It is permissible for an applicant to use a title of nobility or
other title, such as “Dr.”, in connection with his signature, The
title will not appear in the printed patent.

605.04(f) Signature on Joint Applications
— Qrder of Names [R-8]

The order of names of joint patentees in the heading of the
patent is taken from the order in which the typewritten names
appear in tfie original oath or declaration. Care should therefore
be exercised in selecting the preferred order of the typewritten
names of the joint inventors, before filing, as requests for
subsequent shifting of the names would entail changing numer-
ousrecords in the Office. Since the particular order in which the
names appear is of no consequence insofar as the legal rights of
the joint applicants are concerned, no changes will be made
except *¥>when a petition under 37 CFR 1.182 is granted. The
petition should be directed to the attention of the Office of the
Deputy Assistant Commissioner for Patents. The petition< to
change the order of names must be signed by either the attomey
or agent of record or all the applicants. It is suggested that all
typewritten and signed names appearing in the application
papers should be in the same order as the typewritten names in
the oath or declaration.

In thosc instances where the joint applicants file separate
oaths or declarations, the order of names is taken from the order
in which the several oaths or declarations appear in the applica-
tion papers unless a different order is requested at the time of
filing,
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605.04(g) >Correction of Inventorship<**
[R-8]

When **>a petition is granted approving a correction or a
change in the order of the names of the inventors, or inventors
are added or deleted under 37 CFR. 1.48, the change should be
noted in red ink in the left margin of the original oath or
declaration. The notation should read "See Paper No. for
inventorship changes".< The file should be sent to the Applica-
tion *>Branch< for correction**>on the file wrapper label and
the PALM data base regarding the inventorship. A brief expla-
nation on an "Application Branch Data Base Routing Slip"
(available from the examining group clerical staff) should
accompany the application file to the Application Branch<.

605.05 Administrator, Executor, or Other
Legal Representative [R-8)

In an application filed by a legal representative of the
inventor, the specification should not be written in the first
person.

For prosecation by administrator or executor, sce >MPEP<
§ 409.01(a).

For prosecution by heirs, sce >MPEP< §§ 409.01(a) and
409.01(d).

For prosecution by representative of legally incapacitated
inventor, sce >MPEP< § 405.02.

For prosecution by other than inventor, see >MPEP< §
409.03.

605.06 Filing by Other Than Inventor [R-8]
See >SMPEP< & 409.03.

>605.07 Joint Inventors [R-8]

35 US.C. 116 Inventors

When an invention is made by two or more persons jointly, they
shall apply for patent jointly and each make the required oath, except
as otherwise provided in this title. Inventors may apply for a patent
jointly even though (1) they did not physically work together or at the
same time, (2) each did not make the same type or amount of contribu-
tien, or (3) each did not make a contribution to the subject matter of
every claim of the patent, (Added November 8, 1984, Public Law 98-
622, sec. 104(ay, 98 Stat, 3384.)

'YX

35 U.S.C. 116, as amended by Public Law 98-622, recog-
nizes the realities of modern team research, A research project
may include many inventions. Some inventions may have con-
fributions made by individuals who are not involved in other,
related inventions,

35 U.S.C. 116 allows inventors to apply for a patent jointly
even though

(i) they did not physically work together or at the same
time,
(if) each did not make the same type or amount of contri-
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bution, or

(iii) each did not make a contribution to the subject matter
of every claim of the patent. Items (i) and (ii) adopt the rationale
stated in decisions such as Monsanto v. Kamp , 269 F. Supp.
818, 154 USPQ 259 (D.D.C. 1967).

Item (iii) adopts the rationale of cases such as SAB Industrie
AB v, Bendix Corp., 199 USPQ 95 (E.D. Va. 1978).

Like other patent applications, jointly-filed applications are
subject to the requirements of 35 U.S.C. 121 that an application
bedirected toonlyasingle invention. If more thanone invention
is included in the application, the examiner may require the
application to be restricted to one of the inventions. In such a
case, a “divisional” application complying with 35 U.S.C. 120
would be entitled to the benefit of the earlier filing date of the
original application.

Itis possible that different claims of an application or patent
may have different dates of inventions even though the patent
covers only ore independent and distinct invention within the
meaning of 35 U.S.C. 121. When necessary, the Patent and
Trademark Office or a court may inquire of the patent applicant
or owner concerning the inventors and the invention dates for
the subject matter of the various claims.

Guidelines

37 CFR 145 Joint inventors.,

% K %
(b) Inventors may apply for a patent jointly even though
(1) They did not physically work together or at the same time,
(2) Each inventor did not make the same type or amount of con-
tribution, or
* (3)Each inventor did not make a contribution to the subject matter
of every claim of the application.

(c) If multiple inventors are named in an application, each named
inventor must have made a contribution, individually or jointly, to the
subject matter of at least one claim of the application and the applica-
tion will be considered to be a joint application under 35 U.S.C. 116.

The significant features resulting from the amendments to
35 U.S.C.116 by Public Law 98-622 are the following:

(1) The joint inventors do not have to separately “sign the
application,” but only need apply for the patent jointly and make
the required oath by signing the same; this is a clarification, but
not a change in current practice.

(2) Inventors may apply for a patent jointly even though
“they did not work together or at the same time,” therchy
clarifying (a) that it is not necessary that the inventors physically
work together on a project, and (b) that one inventor may “take
a step at one time, the other an approach at different times,”
(Monsanto Co. v. Kamp, 154 U.S.P.Q. 259 (D.D.C. 1967)).

- (3) Inventors may apply for a patent jointly even though
“each did not make the same type or amount of contribution,”
thereby clarifying the “fact that each of the inventors play a
differentrole and that the contribution of one may notbe as great
asthatof another does not detract from the fact that the invention
is joint, if each makes some original contribution, though
partial, to the final solution of the problem.” Monsanto, supra.
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(4) Inventors may apply for a patent jointly even though
“each did not make a contribution to the subject matter of every
claim of the patent.”

(5) Inventors may apply for a patent jointly as long as each
inventor made a contribution, i.e., was an inventor or joint
inventor, of the subject matter of at least one claim of the patent;
there is no requirement that all the inventors be joint inventors
of the subject matter of any one claim.

(6) If an application by joint inventors includes more than
one independent and distinct invention, restriction may be
required with the possible result of a necessity to change the
inventorship named in the application if the elected invention
was not the invention of all the originally named inventors.

(7 The amendment to 35 U.S.C. 116 increases the likeli-
hood that different claims of an application or patent may have
different dates of invention; when necessary the Office or court
may inquire of the patent applicant or owner concerning the
inventors and the invention dates for the subject matter of the
various claims.

See MPEP § 2186 under “Applications considered under 35
U.8.C. 103, second paragraph” for applications tobe considered
under 35 U.S.C. 116.

Pending applications will be permitted to be amended by
complying with 37 CFR 1.48 to add claims to inventions by
inventors not named when the application was filed as long as
such inventions were disclosed in the application as filed since
37 CFR 1.48 permits correction of inventorship where the
“correct inventor or inventors are not named in an application
for patent through error without any deceptive intention on the
part of the actual inventor or inventors”. This is specially cov-
ered in 37 CFR 1.48(c).

Under 35U.S.C. 116, an examiner may reject claims under
35 U.8.C. 102(f) only in circumstances where a named inventor
is not the inventor of at least one claim in the application; no
rejection under 35 U.S.C. 102(f) is appropriate if a named
inventor made a contribution to the invention defined in any
claim of the application.

Under 35 U.S.C. 116, considered in conjunction with 35
U.S.C. 103, second paragraph, a rejection may be appropriate
under 35 U.S.C. 102(f)/103 where the subject matter, i.e., prior
art, and,the claimed invention was not owned by, or subject to
an obligation of assignment to, the same person at the time the
invention was made. ‘

Applicants are responsible for correcting, and are required
to correct, the inventorship in compliance with 37 CFR 1.48
when the application is amended to change the claims so that
one (or more) of the named inventors is no longer an inventor of
the subject matter of a claim remaining in the application,

In requiring restriction in an application filed by joint
inventors the examiner should remind applicants of the neces-
sity to éorrect the inventorship pursuant to 37 CFR 148 if an
invention is elected and the claims to the invention of one or
more inventors are cancelled.

The examiner should not inquire of the patent applicant con-
cerning the inventors and the invention dates for the subject
matter of the various claims until it becomes necessary 10 do so
in order to properly examine the application,
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If an application is filed with joint inventors, the examiner
should assume that the subject matter of the various claims was
commonly owned at the time the inventions covered therein
were made, unless there isevidence to the contrary. If inventors
of subject matter, not commonly owned at the time of the later
invention, file a joint application, applicants have an obligation
pursuant to 37 CFR 1.56 to point out the inventor and invention
dates of each claim and the lack of common ownership at the
time the later invention was made in order that the examiner may

. consider the applicability of 35 U.S.C. 102(f)/103 or 35 U.S.C.

102(g)/103. The examiner should assume, unless there is evi-
dence to the contrary, that applicants are complying with their
duty of disclosure. It should be pointed out that 35 U.S.C. 119
benefit may be claimed to any foreign application as long as the
U.S. named inventor was the inventor of the foreign application
invention and 35 U.S.C. 119 requirements are met. Where two
or more foreign applications are combined to take advantage of
thechangesto35U.S.C. 1030r35U.S.C. 116, benefit as to each
foreign application may be claimed if each complies with 35
U.S.C. 119 and the U.S. application inventors are the inventors
of the subject matter of the foreign applications. For example,

If Foreign Applicant A invents X; and filesa foreign
application. Applicant B invents Y and files a separate
foreign application. A+B combine inventions X+Y and
file U.S. application to X+Y and claim 35 U.S.C. 119
benefit for both Foreign Applications:

then35U.5.C. 119 Benefit will be Accorded foreach
Foreign Application if 35 U.S.C. 119 requirements are
met.<

606 Title of Invention [R-8]

37 CFR 1.72. >Title and abstract.<

(a) The title of the invention, which should be as short and specific
as possible, should appear as a heading on the first page of the speci-
fication, if it does not otherwise appear at the beginning of the

application.
KRRk

606.01 Examiner May Require Change in
Title

Where the title is not descriptive of the invention claimed,
the examiner should require the substitution of a new title that
is clearly indicative of the invention to which the claims are
directed. Form Paragraph 6.11 may be used.

§ 6.11 Title of Invention Is Not Descriptive

The title of the invention is not descriptive. A new title is required
that is clearly indicative of the invention to which the claims are
directed.

Examiner Note:
If a title is suggested by the Examiner, add after “directed”: The
following title is suggested:

This may resultin stightly longer titles, but the loss in brevity
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of title will be more than offset by the gain in its informative
value in indexing, classifying, searching, etc. If a satisfactory
title is not supplied by the applicant, the examiner may change
the title by examiner’s amendment or by initialing, at the time
of allowance.

If a change in title is the only change being made by the
examiner at the time of allowance, a separate examiner’s
amendment need not be prepared. The change in title will be
incorporated in the notice of allowance. This will be accom-
plished by placing an “X” in the designated box on the notice of
allowance form and entering thereunder the title as changed by
the examiner who should initial the face of the file wrapper.

However, if an examiner’s amendment must be prepared for
other reasons any change in title will be incorporated therein.

Inasmuch as the words “improved”, “improvement of”* and
“improvement in” are not considered as part of the title of an
invention, the Pateat and Trademark Office does not include
these words at the beginning of the title of the invention.

607 Filing Fee [R-8]

35U.8.C.41. Patent fees.

(a) The Commissioner shall charge the following fees:

1. On filing each application for an original patent, except in
design or plant cases, $300; in addition, on filing or on presentation at
any other time, $30 for each claim in independent form which is in
excess of three, $10 for each claim (whether independent or dependent)
which is in excess of twenty, and $100 for each application containing
a multiple dependent claim. For the purpose of computing fees, a
multiple dependent claim as referred to int section 112 of this title or any
claim depending therefrom shall be considered as separate dependent
claims in accordance with the number of claims to which reference is
made. Errors in payment of the additional fees may be rectified in
accordance with regulations of the Commissioner.

2. For issuing each original or reissue patent, except in design or
plant cases, $500.

3. In design and plant cases:

a. On filing each design application, $125.
b. On filing each plant application, $200.
¢. On issuing each design patent, $175.

d. On issuing each plant patent, $250.

, 4. On filing each application for the reissue of 4 patent, $300; in
addition, on filing or on presentation at any other time, $30 for each
claim in independent form which is in excess of the number of
independent claims of the original patent, and $10 for each claim
(whether independent or dependent) which is in excess of twenty and
also in excess of the number of claims of the original patent. Errors in
payment of the additional fees may be rectified in accordance with
regylations of the Commissioner.

- 5. On filing each disclaimer, $50,

6. On filing an appeal from the examiner to the Board of >Patent<
Appeals >and Interferences<, $115; in addition, on filing a brief in
support of the appeal, $115, and on requesting an oral hearing >in the
appeal< before the Board of >Patent< Appeals >and Interferences<,
$100.

7. Onfiling each petition for the revival of an unintentionally aban-
doned application for a patent or for the unintentionally delayed
payment of the fee for issuing cach patent, $500, unless the petition is
filed under sections 133 or 151 of this title, in which case the fee shall
be $50.
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8. For petitions for one-month extensions of time to take actions
required by the Commissioner in an application:
a. On filing a first petition, $50.
b. On filing a second petition, $100.

¢. On filing a third or subsequent petition, $200.
ok ok ok %k

>NOTE: UNDER 35 U.S.C. SUBSECTION 41(f), THE
AMOUNTS OF THE FEES HAVE BEEN INCREASED BY

RULE; SEE 37 CFR 1.16 - 1.21 FOR CURRENT FEE
AMOUNTS. The Commissioner may change the fees by rule
every three (3) years, starting in 1982, based on changes in the
Consumers Price Index.<

37 CFR 1.16 National application filing fees.
(a) Basic fee for filing each application for an original patent,
except design or plant cases:
By a small entity (§ 1.9(f)) >$170.00<
By other than a small entity .........cocosessermersisscnsesssinse >340.00<
(b) In addition to the basic filing fee in an ori