Thenghttoaphntpueuutemsfrom e
35 US.C 161 Patents for plantz. Whoever invents-oc: diteov«l
aad ssexually reproduces any distinct and new variety of plast, in-

pmducedbymeansetherthanfmmseeds,snchmbyz
the rooting of cutungs, by layenng, buddmg, graﬂmg,
inarching, etci '/ 4 !

With reference to tubet propagated plants, ; for
which a plant patent cirinot be obtained, the. term.
“tuber” is used in its marrow horticultural sense. as
meanmgashort,thmkenedportmofan
branch. Such plants covered by the term “buber ptop-
agated” are the Irish potato ‘and the Jerusdlem arti-
choke. Thxsexceptmmumadebecamethugmup'
alone, among asexusfly reproduced plants, is prope-
gatedbythesamepartoftheplantthatmsoldas}

food.
The term “plant™ has been interpreted to mean

“plant” in the ordinary and accepted sense and not in
the strict scientific sense and thus excludes bacteria:
In re Arzberger, 1940 C D. 653 46 USPQ 32 27
CCPA 1315.

35 U.S.C. 163. Grant. lntheweofaphntpatenttbegmnt:haﬂ
be of the right to exclude others from esexusily reptoducmgtbe
phmondlmgormslheplmuorepmdwed
1602 Rules Appliuble

37 CFR 1161 Rules applkabla The rules relmng to spphuuom
fmpaemforomermveumordmvenesuemoapphableto
applications for patents for plants except oe otherwise provided.
1603 Elements of s Plant Application

.An application for a plant patent consists of the
same parts as other applications and must be filed in
duplicate (37 CFR 1.163(b)), but only one need be
signed and executed; the second copy may be a leg-
ible carbon copy of the original. Two copies of color
drawings must be submitted, 37 CFR 1.165(b). The
reasons for thus providing an original and duplicate
file is that the duplicate file is utilized for submission
to the Department of Agriculture for a report on the
plant variety, the original file being retained in the
Patent and Trademark Office at all times.

dmwmg when in oolor. will be ed for 1
slicati Diviswn‘wmmfythemph-

PR R T thlrn Y ‘
wwﬂ!m&tmlomoftheﬁhngdaze.

1604 Agpplicant, Oath .

37 CFR' 1162 Applicasi, ‘0dth or declaration. 'meepphmtfora
plmmmbethepemnwhohnmvemedordmveml
and sseawally reproduced the new and distinct vasiety of plast for
whnhumuwuht(orupmwdedmiﬁlu, 1.43 end 1.47).
mocthudedgmmrequuedoﬂhelpplwmt.mnddmmthe
L by}lﬁ.mmmtezhatbeornhehuml-

produced the plant. Where the plint is & newly found plent the
oa!hordechawoumustnlwmtethatltwufoundmaculﬁvned
ares.

“Inan appﬂeatwn t‘or ' plan_ patent there can be
joint inventors. See Ex parte Kluis; Board oprpenls
decision in Plant Patent File 707.  .on0i00,

35as.c. Iammc!auNophmthbeden
anﬂh'mmmwilzofmwetﬁe
descripeio is as complete o i véasonably possible. -

mehmmmespec:ﬁcemmnbemfofmﬂmw&e
plent shown and described. -

37cm11ﬁ$p¢ciﬁmm(a)mwﬁmmmcomma
full and complete a disclosure gs possible of the plant and the char-
wamwmkdmﬁngmhtheumeovetrehwdkmnv&
rietics, and itz amteces ™z, and must particulasly point vot where
and in what manner the veriety of plant hus been psexvslly sepro-
duced, In the case of a newly found plant, the spécification’ misst
mmhﬂypwwtﬂmmmmofmemwm
the plant was discovered. -

(b) Two copies of the spemﬁcauon (mcl\ldmg the claim) mm e
submitted, bat caly one eigned osth or declaration is required. The
mondcopydd:especlﬁemonmybealegiblewbonmd
the originsl. <

37 CFR 1164, Cla:m'l‘heclmmshallbeinformﬂtezmsmthe
newanddmmofthespemﬁedplgntudm%edmil—

lumted,mdmayakomcnethepnnmpal i
mMoreMoneclmunMpemiued

"The speexﬁcauon should include a complete de-
tailed . description .of the. plantandthechamctenmcs
thereof that distinguish ‘'the same ‘over related known
vmetzes, and " its ‘antecedents, expremed in" botanical
termis in the general form followed in standard botani-
cal text books or publications dealing with the va-
rieties of the kind of plant. involved (evergreen tree,
dshlia plast, rose plant, apple tree, etc.), rather than a
mere broad nonbotanical characterization such as
commonly found in nursery or seed catalogs The
specification should also include the origin or parent-
age of the plant variety sought to be patented and
must pamcularly point out where and in what manner
the variety of plant has been asexually reproduced.
Where color is & distinctive feature of the plant the
color should be positively identified in the spectﬁu-
tion by reference to a designated color as given by a
recognized color dictionary.
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Allmiordmwmgashouldbewmountedutopm-,

vndeatwomchmarwatthetopforoﬁoemm
whenthepatenmpmwd« S i -

1607 Spectmens

37 CPR 1.166. Specimens. Tha spplicent,
nizh sgecimens of the plant, o its flower or frult, in & quintity sed
at-u time i it stege of growth s wey be designited; for study end
WMWMMMhMH
instroctioss furnished to the spplicest. When it is
mmmmammmmumm
ble for official inspection where grown. - .

~ Specimens of the plant variety, mﬂowerorfrmt,
shouldnmbesubmxttedun!«mspecxﬁmﬂycdledfor
by the examiner. .

37 CFR 1167Ex¢mln¢tion. ()] Appﬁmmwbem
bythe?mtmd?udemnkomoetomebmdw
tuge for study end report.

(6) Affidavits or declarations from qualified agr oz horti-
cultwrel experts regurding the novelty and distinctiveness of the va-
netyofphatmyberecmvedwbenthcneedofmth
declsrations is indicated.

The authority for submitting plant applwnm to
the Department of Agriculture for report is given in:

Executive Order No. 5464, October 17, 1930, Facilluating the consid-
mtianofappﬁcmlamﬁrpkmpamm !,Herbert!kom President
of the Usited States of Americs, under The suthosity conferved
spon me by act of May 23, 1930 (Public No. 245) [sow 35 U.SC.
164], entitled “An sct to provide for pleat pateats,” and by vietse
of all other powers vested in me relsting thereto, do hereby direct
the Secretary of Agriculture: (l)mmmthecommiowol

vailable Agriced.

dmmm&ummmmm:mymwfwmew-
pose of casrying seid sct into effect.

35 US.C 164, Assivtance of Daparimens of Agricaliuse. The Presi-
deat may by Esecutive order direct the Jecretacy of Agriculture,
in sccordance with the requent of the Conunissiones, for. the pes-
pose of carrying into effect the provisions of (his title with reapect
to plants (1) o fernich sveilable information of the Depertment of
Aggicultuee, (2) to conduct theough the eppropriste busess or divi-
mdmbmmmmchmmmaww
detail to the Commissioner officers end employees of the Depart-
ment.
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muwuh-

the search brief cards’ (there being a ‘printed form for
each of the phnt subchsaes in cluss 41), Thie sufficien-

1609 RMMAMMMWS&VM

The report of ‘the Agncultuml Résearch Service
(A. R.S) is usually accompanizd by the duphcate filed
and drawing. The report is in duphate, the original
bemgamedbythe(b’hxefofthc Branch. The original

copy of the report, is ~e4gined in the duplicate file.'As
tlwreportmmerelyadmorytothe()fﬁoe,umnota
part of the official record of the apphcat:on and is
therefore not given a paper number and is not placed
in the original file. Thecarboncopyofthereportm
customarily utilized by the examiner in the prepara-
tion of his action.on the case and is also retained in
the duplicate file. .

The report may embody crmcums and objectnons
to the disclosure, may offer suggestions for correction
of such, may require specimens of the plant, flower or
fruit thereof, may require affidavits of recognized au-
thorities to corroborate the allegstions of the appli-
cant as to certain or all of the digti . features
of the variety of plant sought to be patcnted. may
state that the plant will be inspected by a field repre-
sentative of the Department of Agriculture, etc., or
the report may merely state that:

“Examination of the speclﬁcauan submitted indi-
cates that the variety described is not identical with
others with which our specialists are familiar.”

1610 The Action

The action on the application by the examiner will
include all matters as provided for in other types of
patent applications. See 37 CFR 1.161.

The sction may include so much of the report of

the A.R.S. as the examiner deems necessary, or may
embody no pert of it. In the event of am interview,




ffmwuwwmmmm

to the inventor or attorney.

Wmheexmimﬁonoﬂheﬁum.the
language must be such that it is directed to the “new
end distinct variety of plant.” This is important es
under 5o circumstence should the claim be directed to
& new variety of flower or firuit in contradistinction to
the plant bearing the flower or the tree bearing the
fruit. This is in spite of the fact that it is accepted and
general botenical pesience to say—A variety of apple
or & variety of blackberry—, t0 mean & variety of
epple tree or a variety of blackberry plant.

Where the applicstion may be sliowed & claim
which recites, for example—A new variety of apple,
characterized by ... may be amended by the insertion
of-—tree—eafter “apple” by an examiner’s amendment.

By the same token, the title of the inveation must
relate to the entire plant and not to its flower or firuit,
thus: Apple Tree, Rose Plant.

Care should also be exercised that the specification
does not contasin unwarranted advertising, for exam-
ple, “the disclosed plant being grown im the XYZ
Nueseries of Topeks, Kanses.” It follows, also, that in
the drawings eny showing in the background of a
plant, a8 & sign carring the name of an individual,
nursery, etc., is objectionable and deletion thereof is
required. Nor should the specification include lauda-
mycxpremiom,mhn,‘mmispteuierthm
any other rose.” Such expressions are wholly irrele-
vant.WMetlwﬁmtmducﬁbed statements in the

as (o the character and quality of prod-
uects made from the fruit are not necessary and should
be deleted.

The Office sction is typed with an additional copy
which is plsced in the duplicate file. The papers in
the duplicate file sare not noted on the index at the
back of the duplicate file wrapper.

When it appears thst the application must be resub-
mitted to the A.R.S., as when the report indicates that
the duplicate file and drawing are retained, spplicant
is notified that response pepers must be in duplicate.

Frequently the A.R.S. in its report states that in
view of its lack of sufficient information, data, speci-
© mens, efc., its specialists are unsble to determine
whether the variety of plant under consideration is
pew and distinct and suggests that the Patent and
Trademark Office require the applicant to submit affi-
davits or declarations from recognized ezperts as to
the newness of the variety. See 37 CFR 1.167(b).

The report of the A.R.S. is not in the nature of a
publication and matters raised therein within the per-
sonal knowledge of the specislists of the A.R.S. are
aot sufficient basis for a rejection unless it is first as-
certgined by the exsminer that the same can be sup-

by sffidavits by said specialists. (37 CFR
1.107(b).) See Ex parte Rosenberg, 46 USPQ 393.
Board of Appeals decision in Plant Patent File 412.

1611 Jssue
The preparation of a plant patent application for

issue involves the same procedure as for other appli-
cations (37 CFR 1.161), with the exception that where

1600-3

S igE
i, the bétter one ‘of the two

?'Mmmrm ﬁyhmmcluﬂlimum

'selected, end 1o this one the istue slip 'is affiied. The
duplicate file is retained in the examining group until
afier the has been patented. At certain pe-
riods thereafter such duplicate files are collected and
sent to the abandoned files for storage.

The International Patent Classification symbols,
third edition, should be placed on the Issue Classifica-
tion elip of all plant patent applications being sent to
issue.

All plant patent applications should contain an ab-
stract when forwarded to the Patent Issue Division.

1612 UPOV Convention

On November 8, 1981, the 1978 text of the Convea-
tion for the Protection of New Varieties of Plants
(generally known by its French acronym as the
UPOV Convention) took effect in the United States
and two other states, Ireland and New Zealand.
Twelve other states were already bound by the sub-
stantively similar 1961 text of the UPOV Convention:
Belgium, Denmark, Federal Republic of Germany,
France, Isreel, Italy, WNetherlands, South Africs,
Spain, Sweden, Switzerland and United Kingdom.
Over time, these twelve and other states are expected
to adhere to the 1978 text.

Both texts guarantee to plant breeders in each
member state both national treatment and the right of
priority in all other member states. In many states,
new plant varieties are protected by breeders’ rights
laws rather tha: —atent laws. Accordingly, the Paris
(Industrial Property) Convention cannot always be
relied upon to provide these and other rights.

Ingofar as the patenting of asexually reproduced
plants in the United States is concerned, both national
treatment and the right of priority have been accord-
ed to foreign plant breeders since enactment of the
plant patent law in 1930 (now §8§ 161-164 of title 35,
U.S.C.). The UPOV Convention does not yet apply
to the protection of sexually reproduced plants under
the Plant Variety Protection Act, 7 U.S.C. 232 et
seq., administered by the Depariment of Agriculture.

Application of the UPOV Convention in the United
States does not affect the examination of plant patent
applications, except in one instance. It is now neces-
sary as a condition for receiving a plant patent to reg-
ister a variety name for that plant.

The registration process in general terms consists of
inclusion of & proposed wvariety name in the plant
patent application. The examiner must evaluate the
proposed name in light of UPOV Convention Article
13. Basically, this Article requires that the proposed
variety name not be identical with or confusingly sim-
ilar to other names utilized in the United States or
other UPOV member countries for the same or a
closely-related species. In addition, the proposed
name must not mislead the average consumer as to
the characteristics, value or identity of the patented
plant. Ordinarily, the name proposed for registration
in the United States must be the same as the name
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mm«! hm:her mmamw lmhx ~oped .for mwvmmm
. sion of the variety. name. in the., ) mt.
Wnkumwmmmbms&vel
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