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701 Statutory Authority for Examination

35 USC 13l Examination of application. The Commissioner
shall cause an exsmination to be made of the application and the
alleged new lnventlon, end if on such exsmination it appears that
the applicant is entitled to a patent under the faw, the Commission-
er shall issue a patent therefor. :

The main conditions precedent to the grant of a
patent to an applicant are set forth in 35 US.C. 101,
102, 103.

35 Us.C. 101 Invennon: palentable. Whoever mvents or discov-
ers any new and useful process, machine, manufacture; or composi-
tion of matter, or any new and useful ¥mpiovement - thereof, mny
obtain a patent therefor, subject to the oomtlons and reqmrements
of this title.

- ForM PARAGRAPH 7.04 CoPiEs 35 U S C 101

35 US.C 100 Definitions. When used m this tltle ulﬂess the con—
text otherwise indicates—

(a) The term “invention® means m’veuuon or d:scov:ry.

(b) The term “process” means process, art or method, and in-
cludes a new use of a known process, machme, manufacture, com-
position of matter, or material.

(c) The terms “United States” and *‘this country” mean the
United States of America, its territories and possessions.

(d) The word “patentee” includes not only the patentee to whom
the patent was issued but also the sucessors in title to the patentee.

702 Requisites of the Application

When a new application is assigned in the examin-
ing group the examiner should review the contents of
the application to determine if the application meets
the requirements of 35 U.S.C. 1il. Any matters af-
fecting the filing date of the application, such as lack
of an oath or declaration, filing fee, or claims shouid
be checked before the apphcanon is. placed in the
storage racks to await the first action.

The examiner should be careful to see that the ap-
plication meets all the requisites set forth in chapter
600 both as to formal matters and as to the complete-
ness and clarity of the disclosure. If all of the requi-
sites are not met, applicant may be called upon for
necessary amendments. Such amendments, however,
must not include new matter.

702.01 Obviously Informal Cases

When an application is reached for its first action
and it is then discovered to be impractical to give a
complete action on the merits because of an informal
or insufficient disclosure, the following procedure
may be followed:

(1) A reasonable search should be made of the in-
vention so far as it can be understood from the disclo-
sure, objects of invention and claims and any appar-
ently pertinent art cited. In the rare case in which the
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disclosure is 80 i bleutopmludeam—
mabhmchtheactwn shouldclenlymfom appli-
cant that no search was made.

(2) Informalities moted by the Applxm Dwmon
and deficiencies in the drawing should be pointed out
bymmofamchmentstotheeummr’sleﬂet(see
§707.07(s)),

(3) A requwemeat should be made that the specnﬁ-
cuuon be revised to conform to idiomatic English and
United States practice;

(4) The claims should be rejected as failing to
define the invention in the manner reqmred by 35
U.S.C. 112 if they are mformal A blanket rejectlon is
usually sufficient. -

The examiner should not attempt to pmnt out the
specific_points of informality in the specnﬁcanon and
claims. The burden is on the apphcant to _revise the
apphcauon to render it in proper. | form for a. complete
examination. .

If a number of obkusly mformal clauns are ﬁled

} urposes.

It is obvno@y to apphcant’s advan o Jile, the
application ' with an -adequate d:sclosure and with
claims which coaforiii’ to the 'U.S: Patent and Trade-
mark Office ussges and requirements: This should be
done whenever possible. -If; however;:due to 'the pres-
sure of & Convention deadline:or other reasons, this is
not possible, applicants are urged to submit promptly,
preferably within three months after filing. a preliminary
amendment which corrects the. obvious informalities.
The informalities should. be corrected to the extent
that  the disclosure. is  readily: understood and  the
claims to be imitially. examined are. in proper form,
particularly as to dependency, and otherwise clearly
define the invention. “New matter” must be excluded
from these amendments since preliminary amendments
do not enjoy original disclosure status, § 608.04(b).

Whenever, upon examination, it is found that the
terms or phrases of modes of characterization used to
describe the invention are not-sufficently consonant
with the art to which the invention pertains, or with
which it is most nesrly connected, to enable the ex-
aminer to make the esamination specified in 37 CFR
1.104, the examiner should make a reasonable search
of the invention so far as it can be understood from
the disclosure. The action of the examiner may be
limited to a citation of what appears to be the most
pertinent prior art found and a request that applicant
correlate the terminology of the specification with
art-accepted terminology before further action is
made.

Use Form Paragraph 7.01 where the terminology is
such that a proper search cannot be made.

70! Use of Terminology, Cannot Be Examilned

A preliminary exsminstion of this application reveals that it in-
cludes terminology which is so different from that which is gener-
ally sccepted in the art 1o which this invention perisins that it is
impractical to make a proper search of the prior art.

For example: [1}

Applicant is required to provide a clarification of these matters
or correlation with art-accepted terminclogy so that a proper com-
pavison with the prior art can be maue.

: ERABITINATION OF xmmmus ' 764

A SHORTBRED STATUTORY FERIOD. FOR RESPONSE
TO THIS ACTION IS SET TO EXPIRE 30 DAYS FROM THE

DATE OF TH!S LBTTBR

Emnm

() Untlc&ouhcnutpamwkwhenammhcanmbemm

(2) Ix the “brackee”, fill in an appropriate. indfcation of the termi-
rology, properties, units of test dats, ete. tlmarethepmblemcswell
as the pages of specification involved.

(3} For the procedure to be followed when anly the drawing is infor
mal, soe 608.02(a) and 608.02(b) of the MPEP.

Use Form Paragnph 7.02 where the application is
so incomprehensible that a reasonable search cannot
be made.

702 Dfxlasum Is Incomprehembk

The dxsclolure is objected to uader 35 U.S.C. 112, first para-
graph, a3 bemg 0 mcompreheusible as to preclude a reasonsble
search of the prior art by the' enmmer For enmple, the foliowing
items ere pot understobd: {1}

Applicant is required to subam an nmendment which clarifies the
disclosure 8o that' the examiner may. make a pmper compmson of

the invention with the prior art.
~ Applicant should ful not to um'oduce any new ‘matter mto
the dnglosure (e, o wh:ch is not supported by the dxsclosure

4 SHORTENED STATUTORY PERIOD FOR RESPONSE”

- TO THIS -ACTION IS SET TO EXPIRE 30 DAYS FROM THE

DATEOF THISLETTER:

Exmker Note.
1. Use shis paragraph when a search cannot be made.
2 In'the bracket, indicate the page numbers and features whick are

not undersiood.
3. See jbrm pamgraphs 6.28 and 6.30 for xmpmper uhomam: Eng-

lish

Use Form Paragraph 7.03 where the invention
cannot be understood because of illegible handwritten
pages.

703 Handwritten Pages Are Illegible

The Examiner cannot understand the invention because the hand-
written pagu are illegible.

Applicant is required to submit legible pages preferably in typed,
double spaced form. ;

A SHORTENED STATUTORY PERIOD FOR RESPONSE
TO THIS ACTION IS SET TO EXPIRE 30 DAYS FROM THE
DATE OF THIS LETTER.

For the procedure to be followed when only the
drawmg is informal, see §§ 608. 02(a) and 608.02(b).

703 “General Information Concerning Patents”

The pamphlet “General Information Concerning
Patents” may be sent to an applicant handling his own
case when the examiner deems it advisable.

704 Search

After reading the specification and claims, the ex-
aminer searches the prior art.

The subject of searching is more fully treated in
Chapter 900. See §§ 904 through 904.02. The inven-
tion should be thoroughly understood before a search
is undertaken. However, informal cases, or those
which can only be imperfectly understood when they
come up for action in their regular turn are also given
a search, in order to avoid piecemeal prosecution.
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] : MANUAL OF PATENT. EXAMINING PROCEDURE

S Previous EXAMINER'S SEARCH ‘

When an examiner is assigned to act on an applica-
tion which has received one or more actions by some
other examiner, full faith and credit should be given
to the search end action of the previous examiner
unless there is a clear error in the previous action or
knowledge of other prior art. In general the second
examiner should not take an entirely new approach to
the case or attempt to reorient the point of view of
the previous examiner, or make a new search in the
mere hope of finding something. See § 717.05.

765 Patentsbility Reports

Where an application, properly assigned to one ex-
amining group, is found to contain one or more
claims per se classifiable in one or more other groups,
which claims are not divisible inter se or from the
claims which govern classification of the application
in the first group, the application may be referred to
the other group or groups concerned for a report as
to the patentabxlnty of certain designated claims. This
report is know asa Patentablhty chort (P.R) and is
signed by the pnmary examiner in the tcportmg

grogp.
The report, nf legibly wntten, need not be typed
Note that the Patentablhty Report pfactice is sus-
pended, except in extraordinary cnrcumstano&s. See
§ 705.01(e).

76501 lnstructmns re Patentability Reports

When an appllcatlon comes up for any action and
the primary examiners involved agree that a Patent-
ability Report is necessary, the application is forward-
ed to the proper group with a memorandum attached,
for instance, “For Patentability Report from group
— 35 t0 claims ——-."

705.01(a) Nature of P.R., Its Use and Disposal

The primary examiner in the group from which the
Patentability Report is requested, if he or she ap-
proves the request will direct the preparation of the
Patentability Report. This Patentability Report is
written or typed on a memorandum form and will in-
clude the citation of all pertinent references and a
complete action on all claims involved. The field of
search covered should be endorsed on the file wrap-
per by the examiner making the report. When an ex-
aminer to whom a case has been forwarded for a Pat-
entability Report is of the opinion that final action is
in order as to the referred claims, he or she should so
state. The Patentability Report when signed by the
primary examiner in the reporting group will be re-
turned to the group to which the application is regu-
larly assigned.

The examiner preparing the Patentability Report
will be entitled to receive an explanation of the dis-
closure from the examiner to whom the case is as-
signed to avoid duplication of work. If the primary
examiner in a reporting group is of the opinion that a
Patentability Report is not in order, he or she should
so advise the primary examiner in the forwarding
group.

. DISAGREEMENT AS TO CLASSIFICATION

Confliét of opinion as to classification may be fe-
ferred to a patent classifier for decision.

If the primary examiner in the group having juris-
diction of the case agrees with the Patentability
Report, he or she should incorporate the substance
thereof in his or her action, which action will be com-
plete as to all claims. The Patentability Report in such
& case is mof given a paper number but is ellowed to
remain in the file until the case is finally disposed of
by allowance or sbandonment, at which time it
should be removed.

DISAGREEMENT ON PATENTABILITY REPORT

If the primary examiner does mot agree with the
Patentability Report or any portion thereof, he or she
may consult with the primary examiner tesponsible
for the report. If agreement as to the resulting action
cannot be reached, the primary examiner having juris-
diction of the case need not rely on the Patentability
Report but may make his or her own action on the
referred claims, in which  case “the Patentatnhty
chort mm be removed from the ﬁle '

APPEAL TAKEN

When an appeal is taken from the rejectlon of
claims; all of which are examinabie in the group pre-
paring a Patentability Report, and the application is
otherwise allowable, formal transfer of the case to
said group.should be made for the purpose of appeal
only. The receiving group will take jurisdiction of the
application and prepare the examiner’s answer. At the
time of allowance, the appllcanon may be sent to
issue by said group with its classification determined
by the controlling claims remaining in the case.

705.01(b) Seguence of Examination

In the event that the supervisory primary examiners
concerned in a P.R. case cannot agree as to the order
of examination by their groups, the supervisory pri-
mary ezaminer having jurisdiction of the case will
direct that a complete search be made of the art rele-
vant to his or her claims prior fo referring the case to
another group for report. The group to which the
case is referred will be advised of the resulis of this
search.

If the supervisory primary examiners are of the
opinion that a different sequence of search is expedi-
ent, the order of search should be correspondingly
modified.

705.01(c) Counting and Recording P.R.’s

The forwarding of the application for a Patentabil-
ity Report is not to be treated as a transfer by the for-
warding group. When the P.R. is completed and the
application is ready for return to the forwarding
group, it is not counted either as a receipt or action
by transfer. Credit, however, is given for the time
spent. See § 1705.

The date status of the application in the reporting
group will be determined on the basis of the dates in
the group of original jurisdiction. To insure orderly

700-4




progress: in. the reporied - dates, .a: timely.: remmder
shouidbefnmshedtothesroupmakmthel’k

.0l(¢l) Dqliute Prlm of
In Patentabtltty Report cases havmg drawmgs the
exemmertowhomtbecueumgnedwtﬂfumuh to
the group to which the case is referred, prints of such
sheets of the drawings as are applicable, for interfer-
ence search purposes. That this has been done may be
indicated by a pencil notation on the file wrapper.
When a case that has had Patentability Report pros-
ecution is passed for issue or becomes abandoned,
NOTIFICATION of this fact will AT ONCE be
given by the group having jurisdiction of the case to
each group that submitted a Patentability Report. The
examiner of each such reporting group will note the
date of allowasice or asbandonment on his duplicate set
of prints. At such time as ‘these prints become of no
value to the reporting group, they may be deatroyed

708, 01(e) Limitaﬁon a8 to Uee

"The above outlined Patentabxhty Report pmctnce is
not. obligatory and sbould be_resorted to. oaly where
it will save total examiner time or. reeult in improved
qualxty of action due to spectalxzed knowledge A
saving of total examiner time that is requn'ed to gwe a
complete examination of an applu:atmn is of primary
importance. Pateutablllty Report practice is based on
the proposition that when plural, indivisible inven-
txonsareclatmed,msomemstanceseltherlessttmem
required for examination, or. the results are of better
quahty. when specialists on each chatacter of claimed
invention treat the claims directed .to . their spectalty
However, in many instances a smgle examiner can
give a complete examination of as good quality on all
claims, and in less total examiner time than would be
consumed by the use of the Patentability Report prac-
tice.

Where claims are directed to the same character of
invention but differ is scope only, prosecution by Pat-
entability Report is never proper.

Exemplary situation where Patentability Reports
are ordinarily not proper are as follows:

(1) Where the claims are related as a ‘manufacturing
process and a product defined by the process of man-
vfacture. The examiner having jurisdiction of the
process can usually give a complete, adequate exami-
nation in less total examiner time than would be con-
sumed-by the use of a Patentability Report.

(2) Where the claims are related as product and a
process which involves merely the fact that 2 product
having certain charateristics is made. The examiner
having jurisdiction of the product can usually make a
complete and adequate examination,

(3) Where the claims are related as a combination
distinguished solely by the characteristics of a sub-
combination and such subcombination per se. The ex-
aminer having jurisdiction of the subcombination can
usually make a complete and adeguate examination.

Where it can be shown that a Patentability Report
will save total examiner time, one is permitted with
the approval of the group director of the group to

Mi 5

wlneh the apphcatnm is usi;ned. The "Appmved"
Mpshoddbetmprenedmthemanomdm re-
uestms the Patentabnltty Report v

In nmmon where an mtenuew is held on an apph-
cation: in which a Patentability Report has been
adopted, the reporting group may be called on for as-
gsistance. at the interview when it concerns. claims
treated by them. See §§ 713 to 713.10 regarding inter-
views in general.

706 Rejeetion of Claims

Although this pert of the Manual explams the pro-
cedure in rejecting claims, the examiner should never
overlook the importance-of his or her role in allowing
claims which properly define the invention.

-37-CFR 1.106. Rejection of claims, (8) If the invention is not con-
sderedpetmble ‘or not considered patentable as clsimed, the
claims, or those considered umpatentalle will be rejected. .

(b)lnxejeemgchmsfmwmtofmveltyorforobvnmthe
examiner must cite the best references st his command. When a ref-
emmmmiexmshommdmribammuommwﬂmthm
cluisned by the spplicant; the particalsy’ pait felied on mivst be des-
ignated 8 néarly o8 practicable. The pertinence of eacl reference,
fnmappamt.mustbecleaﬂyexphmedmdmhrqectedch:m

(c)In re_;ectmg clmms the exammer mly rely upon admmons by
the spplicant, or the patent owner in & reexamination prowedmg,
as to any matter affecting patentability and, imsofar as rejections in

areomcemed,myuhorelynponfmmthnhmor
her knowledge pursuant to § 1.107.- -

" Patent examiners carry the rmpons:bthty of making
sure that the standard of patentability enunciated by
the Supreme Court and by the Congress is applied in
each and every case. The Supreme Court in Graham v.
John Deere, 148 USPQ 459 (decidéed February 21,
1966), stated that,

“Under § 103, the scope and content of the
prior art to be determined; differences between
the prior art and the claims at issue are to be as-
certained; and the level of ordinary skill in the
pertinent art resolved. Against this background,
the obviousness or nonobviousness of the subject
matter is determined. Such secondary consider-

_ations as commercial success, long felt but un-
solved mds, failure of others, etc., might be uti-
lized to give light to the circumstances surround-
ing the origin of the subject matter sought to be
patented. As indicia of obviousness or nonob-
vtousness, these inquires may have relevan-
cy. .

“This in not to say, however, that there will
not be difficulties in applying the nonobviousness
test. What is obvious is not & question upon
which there is likely to be uniformity of thought
in every given factual context. The difficuities, .
however, are comparable to those encountered
daily by the courts in such frames of reference as
negligence and scienter, and should be amenable
to a case-by-case development. We believe that
strict observance of the requirements laid down
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o mmmnmmwmm
mess which Conigress celled for in' the 1952 Act:
“thwehave%éuseddteﬂﬁmdnthap-
peopriate standard to, amlwab e courts, i
mutberemem ' bF pnmayryrapomibﬂ-
MtOMce ’Ibawnitﬁﬁbﬁonu-—formpnc
tica! - purposes—io ~debilitate ' the ‘patént system.
We luwe ‘observed ‘s ‘motorious 'difference ‘ be-
tween the standards spplied by the Pitent Office
end by the courts. While many reasons can be
adduced to explain the  discrepancy, ome may
wellbethefreeremoﬁeuexercmedbyenmmers
in their use of the concept of ‘invention.” In this
eonnectmwenﬁethatthe?atentomceucon-
fronted with & most difficult task. . . .- This is
mlfacompellmgrnsonforﬂwCommmoner
to strictly adhere to the 1952 Act as interpreted
here. This would, we believe, not only: expedite
disposition butbrmgabantacloser mm’rcnee
Accordmgly, an’ a g j covenng an mvent.wn
ofdoubtﬂ:lpatentabduysboﬂdnotbedlowed,unlus
and- until -issues 'pestinent  to ‘such *doubt have’ been
muedmdovercomemﬂncoumofmmmmonand
prosecution, since otherwise the resultant patent
would not justify the statufory presumptmn of valid-
ity (35 U.S.C. 282), nor would it “strictly adhere” to
thereqmrementshnddowuhyCongressmthewSZ
Act as interpreted by the Supreme Court.
Office policy has consistently. been .to follow
Grakam v. JohnDeemCamtheconMeratwnand
determmatmofobvmmmunder%USC 103. As
quoted above, the three factual mqun'es, enunciated
therein as a backgrouud for detetmmmg obvxousnm
are briefly as follows:
1. Determination of the scope and contents of the

prior art

2. Ascertammg the dxfferem between the prior

art and the claims in issue; and

3. Resolving the !evel of ordlnary sklll in: the perti-

nent art.

The Supreme Court reaffirmed and relied upon the
Graham three pronged test in its consideration and
determination of obviotsness in the fact situations pre-
sented in both the Sakraida v. Ag Pro, 189 USPQ 449
(decided April 20, 1976) and Anderson’s-Black Rock,
Ine. v. Pavement Salvage Co., 163 USPQ 673 (decided
December 8, 1969) decisions. In each case, the Court
went on to discuss whether the claimed combinations
produced a “new or different function” and a “syner-
gistic result”, but cleasly decided whether the claimed
inventions were unobvious on the basis of the three-
way test in Graham. Nowhere in its decisions in those
cases does the Court state that the “new or different
function” and “synergistic result” tests supersede a
finding of unobviousness or obviousness under the
Grabam test.

Accordingly, examiners should apply the test for
patentability under 35 U.S.C. 103 set forth in Graham:.
It should be noted that the Supreme Court’s applica-

: MANUAWOF rm mmm MDURE

ﬁmdﬂwﬁnlmn mmzmm

Rock. Nm upd

Co. zoousfo 769 (C.A. 9th Cu')

pells for the Federal Circuit ‘stated in Stratofiex Inc.
713 F2d 1530, 218 USPQ 871,880

Aeroqmp
(Feder ms)ﬂm‘
orasyw;uﬁcﬁbctisnowlme

A ‘requirement for symwm
found in the statuts, '35 U.S.C. When piessst, for example in o
chemicel case, synergismi may poist towesd noushviousness, but it
nbwncehsuopheeinwdulhglhe@emobvmm
The more objective findings suggested in Geabam, supra, are drawn
from the ol'themtmemdmﬁﬂyadequtezmdesfor
evalusting the evidence relsting to complimece with 35 'U.S.C.
§ 103. MNVUM&MMFMMI“USPQW
(Ce. CL 1967« -

Thestandudsofpatenmbshtyapphedmtheexamz
pation of claims must be ‘the ssme throughout the
Office. In every art; whether it be comsidered “‘com-

plex,”. “newly developed;”: “‘crowded,” ‘or “competn-

novelty, usefulness and unobvmusnm, as provndgq_
5 U-S"C"'ir 101 102 and 103)-’xmut be met

detail all of the featm'es of aif mvenuon (i e plc-
ture” claim) is nevér,~ of for the al-
!owance ofmch ‘a Claim. 0 e

“"When ‘an’ applxcatlon" dlscloses‘ patentable sub_]ect
mattér and it is’ apparént from the' clauns and the ap-
plicant’s’ arguments that the claims are intended to be
directed to such patentable snbject matter, but the
claiims in their present form ‘cannot be allowed be:
cause of defects in form or omiission of a hmntatlon,
the ‘examiner should not stop with a bare" objection or
rejection of the claims. The examiner’s action should
be constructive in nature and when possxble should
offer a definite suggestton for correction.

If the examiner is satisfied after the search has been
completed that patentable subject matter has been dis-
closed and the record indicates that the apphcant in-
tends to claim such subject matter, he or she may
note in the Office action that certain aspects or fea-
tures of the patentable invention have not been
claimed and that if properly claimed such claims may
be glven favorable consideration. 4

37 CFR L1i2. Rmnstdemnon. After response by apphcam or
patent owner (§ 1.111) the’ applwnuon .or patent under recxaming-
tion will be reconsidered and again exsmined. The applicant or
patent owner will be notified if claims sve rejected, or objections or
requirements made, in the same manner o8 afler the first examing-
tion. Applicast or patent owner way respond (o such Office action,
in the same menner provided in §1.111 with or without amend-
ment, Any amendments after the second Office action must ordinar-
ily be restricted to the rejection or to the objections or require-
ments made. The application or patent under reexaminstion will be
again considered, and so on repeatedly, unless the examiner has in-
dicated that the sction is final.

See §1.112 for reexamination and reconsideration
of a patent under reexamination after responses by the
patent owner.

706.01 Contrasted With Objection

The refusal to grant claims because the subject
matter as claimed is considerd unpatentable is called a
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“rejection.” The term “re_aected” must be applied. to
such clmms in the examiner’s letter. If the form of the
clmm (as distinguished from its substance) is improp-

an “objection” is made. - The practical difference
between a rejection and an objection is. that & rejec-
thl'l, involving the merits of the claim, is subject to
review by the Board of Appeals, while an objection,
if persisted in, may be reviewed only by way of peti-

tion to the Commissioner.

An example of & matter of form as to which objec-
tion is made is dependency of a claim on a rejected
claim, if the dependent claim is otherwise allowable.
See § 608.01(n).

70602 Rejection on Prior Art

35 US.C. 102 Conditions for patentability; novelty ard lass of right
to patent. A person shall be entitled to & patent unless—

(e) the invention was known or used by others in this country,
or patented or described in a printed publication in this or a for-
eign country, before the invention thereof by the apphcant for
patent, or

(b) the lnvcnuon was patented or dmnbed in 2 prmted pnbh-
cation in this or a foreign country or in pnbltc usé or on sale in
this country, more than one year pnor to the date ofthe apphca
uonforpmentmmeUnnedStates,

(c) be has ebandoaed the invention, or . .

(d) the invention was first patented or. caused to be patented
or ‘was the subject of an inventor's certificate, by the zpplicant or

- his legal representatives or assigns in a' foreign country prior to
the date of the application for the patent in this couatry on an
application for patent or inventor’s certificate filed more than
twelve months before the filing of the application in the United
State, or

(€) the invention was described in a patent granted on an appli-
cation for patent by asother filed in the United States before the
invention thereof by the applicant for patent, or on an interna-
tional application by snother who has fulfilled the requirements
of paragraphs (1), (2), and (4) of section 371(c) of this title before
the invention thereof by applicant for patent, or

(f) be did not himself invent the subject matter sought to be
patented, or

(g) before the applicant’s invention thereof the inveation was
made in this country by another who had not sbandoned, sup-
pressed, or concealed it. In determining priority of invention
there shall be considered not only the respective dates of concep-
tion and reduction to practice of the invention, but also the rea-
sonable diligence of one who was first to conceive and last 10
reduce to practice, from a time prior to conception by the other.
35 US.C. 103. Conditions for patentability; nomobvious subject

matter. A patent may not be obtzined thought the inveantion is not
identically disclosed or described as set forth in section 102 of this
title, if the differences between the subject matter sought 1o be pat-
ented and the prior art are such that the subject matter a5 2 whole
would have been obvious at the time the invention was made to a
person having ordinary skill in the art to which said subject matter
pertgins. Patentability shall not be negatived by the masmer in
which the invention was made.

By far the most frequent ground of rejection is on
the ground of unpatentability in view of the prior art,
that is, that the claimed matter is either not novel
under 35 U.S.C. 102, or else it is obvious under 35
U.S.C. 103. The language to be used in rejecting
claims should be unequivocal. See § 707.07(d).

For scope of rejections in reexamination proceed-
ings see § 2258.

35 U.S.C. 102 (ANTICIPATION OR LACK OF NOVELTY)

The distinction between rejections based om 35
U.S.C. 102 and those based on 35 U.S.C. 103 should

be kept in mind. Under the former, the claim is antici-
pated by the reference. No question of cbviousness is
present. It may be advisable to idcntify a particular
part of the reference to support the rejection. If not,
the expression “rejected under 35 U.S.C. 102 as clear-
ly anticipated by" is appropriate.

72.07 Stasement of Statutory Basis, 35 U.S.C. 102

The following is a quotation of the appropriate paragraphs of 33
U.S.C. 102 that form the basis for the rejections under this section
made in this Office sction:

A person shall be entitled to a patent unless.

- Exemlner Note:

1. Ome or more of paragraphs 7.08 to 7.14 must follow this head-
iny
82 Paragraphs 707—7 14 are to be used only ONCE in an Office
action.

7.08 [02(a), Activity by Another Before Invention by Applicant
(2) the invention was known or used by others in this country, or
patented or described in a printed publication in this or a foreign
country, before the invention thereof by the apphcnnt for a pm:m
Exsminer Note:
. This peragraph must be preceded by paragraph 7.07.

7.09  102(b). Activity More Than One Year Pnar To Filing

(b) the invention was patented or described i in a printed puxbhca-
tion in this or a foreign counit'y or in public use or on ssle in this
country, more than one year prior to the date of application for
patent in the United States. ‘

Exzsminer Note:

This paragraph must be preceded by paragraph 7.07, and may be
preceded by paragreph 7.08.

7.10 102(¢}). Invention Abandoned

(c) he has abandoned the invention.

Ezsmines Neote:

This paragraph must be preceded by paragraph 7.07, and may be
preceded by one or more of paragraphs 7.08 and 7.09.

7.11 [02(d), Foreign Patenting

(d) the invention was first patented or caused to be patented, or
was the subject of an inventor’s certificate, by the applicant or his
legal representatives or assigns in a foreign country prior to the
date of the application for patent in this country on an application
for patent or inventor’s certificate filed more than twelve moaths
before the filing of the application in the United States.

Examiner Note:

This paragraph must be preceded by paragraph 7.07, and may be
preceded by one or more of paragraphs 7.08-7.10.

7.12  102(e). Patent to Another With Earfier Filing Date

(e) the invention was described in a patent granted on an apphca-
tion for patent by another filed in the United States before the in-
vention thereof by the applicant for patent, or on an international
application by another who has fulfilied the requirements of para-
graphs (1), (2}, and (4) of section 371(c) of this title before the in-
vention thereof by the applicant for patent,

Exsminer Note:

This paragraph must be preceded by paragraph 7.07, and may be
preceded by one or more of paragraphs 7.08-7.11.

7.13 102(), Applicant not the Inventor
(D he did not himself invent the subject matter sought to be pat-
ented.

Exsmiser Note:
This paragraph must be preceded by paragraph 7.07, and may be
preceded by one or more of paragraphs 7.08-712.

7.14 102(g), Priority of Invention

(g) before the applicant’s invention thereof the invention was
made in this country by another who hed not sbandoned, sup-
pressed, or concealed it. In deiermining priority of invention there
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Mummmmmﬁwmamm
reduction 40 practice of the invention, but algo: the réascasble dili-
mofonewhowuﬁmtoemvemdlmwredwetopm
nee.ﬁomanmepdorlocowqxionbylheom ,
Eseminer Note:
This paragraph must be preceded by potampl:?mmdmybe
preceded by one or more of paragraphs 7.08-7.13

7.15 Rejeciion, 35 U.S.C. 10X, () Potent or Publication (e) and/
or (g)

Claim [1] refected uader 33 U.S.C. 102 [2] as being (3] by [4].

Ezsminer Note:

1. In beacket 2, insert the appropriste paragraph letier or letters
in parenthesis of 38 U.S.C. 102.

2. In brecket 3, intert “clearly smticipated”, or insert “enticipst-
ed” and add an explanstion at the end of the paragraph.

3. In bracket 4, insert the prior art relied upon.

4. This rejection must be preceded by paragraphs 7.07, 7.08, 7.09,
7.12 and 7.14, as sppropriste.
7.16 Rejection, 35 U.S.C. 102(b), Public use or on Sale ,

Claim (1} re_;ected under 35 U.S.C. 102(b) based upon a pubhc
mie of sale of the invention.

Ezaminer Note:

1. A full explanation of the evidence establishing e public use or
sale must be provided.

2. This paragraph must be preeeded by paragraphs 707 and 709

71 7 Rejectwn. 35 u S.C. 1026c), Abandonmm of Inmmn .
Cluimn (1) rejected under 35 U.S.C. lOZ(c) because t!xe mvcntn'm
fias been abandoned.

Examiner Note: '

1. A full explanstion of the evidence establishing sn abmdonment
of the invention must be provided. See MPEP 706.03(s). )

2. This paragraph must be preceded by paragraphs 7.07 and 7.10.

7.18 Rejection, 35 U.S.C. 102(d), Foreign Patenting

Cilaim [!] rejected under 35 U. S C. 102(d) as being barred by ap-
plicant’s [2].

Examiner Note:

1. In bracket 2, identify the foreign document.
2. This paragraph must be preceded by peragraphs 7.07 and 7.11.

719 Rejection, 35 US.C. 102(f), Applicant not the Inventor

Claim (1] rejected under 35 U.S.C. 102(f) because the applicant»

did ot invent the claimed subject matter.

Examiser Note:

1. An explanation of the supporting evidence establishing that ap-
plicant was not the inventor must be provided.

2. This paragraph must be preceded by paragraphs 7.07 and 7.13.

35 U.S.C. 103 (OBVIOUSNESS)

In contrast, 35 U.S.C. 103 authorizes a rejection
where to meet the claim, it is necessary to modify a
single reference or to combine it with one or more
others. After indicating that the rejection is under 35
U.S.C. 103, there should be set forth (1) the difference
or differences in the claim over the applied
reference(s), (2) the proposed modification of the ap-
plied reference(s) necessary to arrive at the claimed
subject matter, and (3) an explanation why such pro-
posed modification would be obvious.

Prior art rejections should ordinarily be confined
strictly to the best available art. Exceptions may prop-
erly be made, e.g., (1) Where the propriety of a 35
U.S.C. 102 rejection depends on a particular interpre-
tation of a claim; (2) where a claim is met only in
terms by a reference which does not disciose the in-
ventive concept involved; or (3) where the most per-
tinent reference seems likely to be antedated by a 37

MANUAL ‘OF PATENT EXAMINING PROCEDURE

CFR 1131 afﬁdawt ‘of - declaration. Such ‘rejections

‘should be backed up by the best ‘other ‘art’ rejections

availsble. Merely ‘cumulative rejectlons, i.e, those
which would clearly fall if the primary rejectlon were
not sustained, should be avmqled a

" The Court of Customs and Patent Appeals has held
that expedients which are functionally equnvalent
each other are not necessarily obvious in view of one
another. In re Scott, 139 USPQ 297, 51 CCPA 747
(1963); In re Flint, 141 USPQ 299, 51 CCPA 1230
(1964).

This Court has also held that when a claim is re-
jected under 35 U.S.C. 103, a limitation which is con-
sidered to be indefinite cannot be properly disregard-
ed. If a limitation in a claim is considered to be indefi-
nite, the claim should be rejected under 35 U.S.C.
112, second paragraph. In re Wilson, 165 USPQ 494,
57 CCPA 1029 (1970). Note also In re Steele, 134
USPQ 292, 49 CCPA 1295 (1962). See § 706.03(d).

Where a reference is relied on to support a rejec-
tion, whether or not in a “minor capacity that refer-
ence should be positively included in the statement of
the rejection. See In re Hoch, 166 USPQ 406 57
CCPA 1292, footnote 3 (1970).

Where the last day of the yw dated from the date
of publication falls on a Saturday, Sunday or Federal
holiday, the publication is not a statutory bar under
35 U.S.C. 102(b) if the application was filed on the
next succeeding business day Ex parie Olah and
Kuhn, 131 USPQ 41 (Bd. App. 1960). It should also
be noted that a magazine is éffective as a printed pub-
lication under 35 U.S.C. 102(b) as of the date it
reached the addressee and not the date it was placed
in the mail. Protein Foundation Inc. v. Brenner, 151
USPQ 561 (D.C.D.C. 1966).

A U.S. patent may be a reference against an appli-
cation even though the patent date is after the United
States filing date of the application, provided the
United States filing date of the patent is prior to the
United States filing date of the application. It is
proper to use such a patent as a basic or an auxiliary
reference and such patents may be used together as
basic and auxiliary references. This doctrine arose in
Alexander Milburn Co. v. Davis-Bournonville Co., 1926
C.D. 303; 344 O.G. 817; and was enacted into law by
35 U.S.C. 102(e). It was held applicable to rejections
under 35 U.S.C. 103 by the U.S. Supreme Court in
Hazeltine Research, Inc. et al. v. Brenner, 147 USPQ
429 (1965). See also section 715.01.

Public Law 92-34 provided for situations caused by
the postal emergency which began on March 18, 1970
and ended on or about March 30, 1970. This law
allows the applicant to claim an earlier filing date if
delay in filing was caused by the emergency. Such
earlier filing dates were printed on the patents along
with the actual filing dates whenever it was possible.
However, patents issued with earlier filing dates
claimed under Public Law 92-34 are effective as prior
art under 35 U.S.C. 102(e) only as of their actual
filing dates and not as of such claimed earlier filing
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dates. The details of the procedure to claim the earlier
date appeared at 889 O.G. 1064. :

For the proper way to cite a patent issued after the
filing of the application in which it is being cited, see
§ 707.05¢e).

Form Paragmphs 7.20-7.23 and 7.27 should be used
when making a rejection under 35 U.S.C. 103.

7.20 Stasermens of Scatutory Basiy, 35 US.C. 193

The following is & quotation of U.S.C. 103 which forms the besis
for all cbviousness rejections set forth in this Office action:

A patent may not be obtained though the invention is not identi-
cally disclosed or described as set forth in section 102 of this title, if
the differences between the subject matter sought to be patented
and the prior art are such that the subject matter as a whole would
have been obvious at the time the invention was made to a person
havmg ordinary skill in the ert to which said subject matter per-
tains. Pltenubtht} shall not be negatived by the manner in whlch
the invention wes made.

Examiner Note: ,

1. This paragraph must precede paragraph 7.21 and 7.22.

2. This paragraph should only be used ONCE in a given Office
ection, and acts as a heading for sll subsequent rejections under 33
U.S.C. 103.

721  Rejection, 35 US.C. 103

Claim [1] rejection under 35 uUs.C. 103 as bemg unpmenuble
over (2].

Examiner Note:

i Thlspnnguphmmbepreceded by pamgx'aph 7.20.

2. An explanation of the rejection applymg the Gra.ham v. Deere
test must be provided.

7.22 Rejection, 35 U.S.C. 103, Further in View of

Claim (1] rejected under 35 U.S.C. 103 as bemg unpatentable
over {2] as applied to claim [3} above, and further in view of [4].

Esaminer Note:

1. This paragraph must be preceded by paragraph 7.21.

2. An explanation of the rejection applying the Graham v. Deere
test must be provided.

7.23 Graham v. Deere, Test for Obvisusness

The factual inquires set forth in Graham v. John Deere Co., 383
US.C. 1, 86 S Ct. 684, 1S L Ed. 2nd 545 (1966), 148 USPQ 459,
that are applied for establishing a background for determining cbvi-
ousness under 35 U.S.C. 103 are summarized as follows:

1. Determining the scope and contents of the prior art;

2. Ascertsining the differences between the prior art and the
claims at issue; and

3. Resolving the level of ordinary skill in the pertinent art.

Examiner Note:
This paragraph may be used, if appropriate, in response to an ar-
gument of the use of Graham vs. Deere.

7.27 Rejection, 35 U.S.C. 102 or 103

Claim [1] rejected under 35 U.S,C. 102 [2] as anticipated by or, in
the alternative, under 35 U.S.C. 103 as obvious over [3].

Examiner Note:

1. This paragraph is not intended to be commonly used as a sub-
stitute for a rejection under 35 U.S.C. 102. In other words, the Ex-
aminer should make s single rejection under either 35 U.S.C, 102 or
35 U.S.C. 103 wherever possible using appropriate form paragraphs
7.15-7.19, 7.21 and 7.22. The relatively rare circumstances where
this paragraph may be used are as follows:

e Itis appropmte when the interpretation of the claim(s) is or
may be in dispute, i.e. given one interpretation, & rejection under
35 U.S.C. 102 is appropriate and given another interpretation, o
rejection under 35 U.S.C. 103 is appropriate.

b. It is also appropriate when the examiner cannot determine
whether or not the reference product inherently possesses prop-
erties which anticipate or render obvious the claim product but
has basis for shifting the burden of proof to applicent as in In re
Fitzgerald et al, 205 USPQ 59%.

706.02(%)

c. Aamlmnwmpmmmeschemumonwhenmerefame
mhaamﬂmmwﬁchpheunchlmedlpecmmthepo&
sewmion of the public s in In re Schaumann, 197 USEQ 5, and the
species would be obvious even if the genus were not sufficiently

small to justify a rejection uvader 35 U.S.C, 102. :

2. In each case lbove a foll exphuﬁon ‘should follow the rejec-
tion.

3. Ie bracket 2, uuert the appropmte 102 paragraph letter.

4. This paregraph must be preceded by paragesph 7.07, one or
more of paragraphs 7.08-7.14 as appropriste, and paragraph 7.20.

706.02(s) FEstablishing “Well Known” Prior Art

Things believed to be known to those skilled in the
art are often asserted by the examiner to be “well
known” or “matters of common knowledge”. If justi-
fied, the examiner should not be obliged to spend time
to produce documentary proof. If the knowledge is of
such notorious character that judicial notice can be
taken, it is sufficient so to state. In re Malcolm, 1942
C.D. 589; 543 O.G. 440. If the applicant traverses
such an assertion the examiner should clte a reference
in support of his or her position. -+ -

' When a rejection ‘is based on’ facts thhm the per-
sonal: knowledge of the éxaminer; the data should be
stated ' as. specifically’ as ‘possible, asd ' the: reference
must be supported,’ when called for by ‘the appl!cant,
by an affidavit from the examiner. Such ‘an affidavit is
subject to contradiction or explanation by the afida-
vits of the appllcant and other persoms. See 37 CFR
1.107.

Failure of the apphca.nt to scasonably challenge
such assertions establishes them as admitted prior art.
See In re Gunther, 1942 C.D. 332; 538 O.G. 744; In
re Chevenard, 1944 C.D. 141; 500 O.G. 196. This ap-
plies also to assertions of the Board. In re Selmi, 1946
C.D. 525; 591 O.G. 160; In re Fischer, 1942 C.D. 295;
538 O.G. 503.

For further views om judicial notice, see In re
Ahlert, 57 CCPA 1023, 165 USPQ 418 (1970) (asser-
tions of technical facts in areas of esoteric technology
must always be supported by citation of some refer-
ence work); In re Boon, 58 CCPA 1035, 169 USPQ
231 (1971) (a challenge to the taking of judicial notice
must contain adequate information or argument to
create on its face a reasonable doubt regarding the
circumstances justifying the judicial notice); and In re
Barr, 58 CCPA 1389, 170 USPQ 330 (1971) (involved
references held not a sufficient basis for taking judi-
cial notice that involved controverted phrases are art-
recognizexd).

706.02(b) Admissions by Applicant

37 CFR 1106 Rejection of claims.

(¢) In rejecting clgims the examiner msy rely upon admissions by
the applicant, or the patent owner in & reexamination proceeding,
as to any matter affecting patentability and, insofar as rejections in
applications sre concerned, may aiso rely upon facts within his or
her knowledge pursvant to § 1.107.

The examiner may rely upon admissions by the ap-
plicant in the specification or in other papers filed in
the application in rejecting claims. However, the ex-
aminer may not rely upon § 1.106(c) in 8 maaner in-
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: comment with In'ré Ruff, et al, 45 CCPA 1037, 118
&SEQ 340 (CCPA 1958) and decmons mbaequent
etD.

706.03 RejecﬂonNocMoaPriorArt

The primary object of the examination of an appli-
cation is to determine whether or not the claims
define a patentable advance over the prior art. This
consideration should not be relegated to a secom:hry
podition while undue emphasis is given to non-prior
art or “technical” rejections. Effort in examining
should be concentrated on truly essentizl matters,
minimizing or eliminating effort on technical rejec-
tions which are not really critical. Where a major
technical rejection is proper (e.g., lack of proper dis-
closure, undue breadth, wutility, etc.) such rejection
should be stated with a full development of the rea-
sons rather than by a mere oonclus:on coupled wnth
some sterotyped expression..

Rejections not based on- prior art are explamed in
&8 706.03(a) to 706.03(z). IF. THE LANGUAGE IN
THE FORM PARAGRAPHS ARE  INCORPO-
RATED IN THE LETTER TO:STATE THE RE-
JECTION, THERE WILL BE LESS CHANCE OF
A . MISUNDERSTANDING - AS TO THE
GROUNDS OF REJECTION. . .

Appropriate Form Paragmphs 7.30-7.36 should be
used when making rejections under 35 U.S.C. 112

7.30 Disclosure Objected to 35 US.C. 112, Ist Pamgraph

The following is & quotstion of the first parsgraph of 35 U.S.C.
112 .

“The specification shall contain a2 written description of the in-
vention sad of the manner and process of making and using it, in
sgeh full, cleas, concise and ezact terms as 1o ensble any person
skilled in the art to whick it pertgins, or with which it is most
neatly connected, to make and use the same, and shall set forth the
best mode contemplated by the inventor of carrying out his inven-
tion.”

The specification is objected to under 35 U.S.C. 112, first para-
graph, as [1].

Examiner

Note:
1. Use this paragraph when the deficiencies in the specification
are more than minor informalities (for minor informalities, see para-
7.29). '
2. In bracket 1, explain in general terms the deficiency, such as:
a. failing to provide an adequste written description of the in-
vention.
b. failing to adequately teach how to make and/or use the in-
vention, i.¢. failing to provide an ensbling disclosure.
c. feiing to present a best mode of carrying cut the invention.
FOR NEW MATTER SITUATIONS

d. the specification, as originaily filed, does not provide sup-
port for the invention as is now clgimed,
(See slso form parageaph 7.28).

3. A {ull explanation of the specific deficiencies must be provided

st the end of this parsgraph.
4. Use pasagraph 7.31 for a rejection of claims based on the defi-

ciencies set forth in this paragraph.
7.31 Rejection, 35 U.S.C. 112, Ist Paragraph, Disclosure

Claim (1) rejected under 35 U.S.C. 112, first paragraph, for the
reasons set forth in the objection to the specification,

Enamdner Notes

Supply further explanation if appropriste. New matier rejections
should be made under this section of the statute when the claims
depend upon the new matter.

7.32% Rm 38 US.CHIIE hmureph. Scopeokafmm :
Clsim (1) rejected under 35° U.S/C. 112, first’ pan \
nmbimgoulyforclumhmdinmrdmm
thedmloureaa)ofthespecmcum See MPEP 706.03(n)md
706.03(:). ; :
Unemumaphwhen thespeciﬁutmumbhn;forapot-
tios of the subject matter claimied but the enablement iz not com-
mensurate in scope with the claims. In bracket 2, insert page, peges
or specific portion of the specification. Ensert the besis for asserting
that the tion is not enabling for the entire scope of the
claim at the ead of the paragraph.
733 Rejection, 35 US.C. 112, Ist & 2nd Paragraphs
Claim (1) rejected under 3§ U.S.C. 112, first and second pera-
graphs, as the claimed invention is not described in such full, cleaz,
concmemdeucnetmsntoemblemypemnsknlledmthemto
make and vsee the same, and/or for failing to particularly point oot
and distinctly claim the ‘ubject matter which applicant regards as
the invention.
Exsmiser Mete:
Thspanmphshouldnotbeuaedwhennuappfm:eto
make onc or more scparate rejections under the first and/or the
second paragraph of 35 U.S.C. 112. In other words, separate rejec-
mmderﬂtherﬁwﬁrstpemgmphorthesemndmmgbofls
U.S.C. 112 are preferred. This paragraph should only be used when
eztbertheﬁmonwondpangnphofssvsc 112 could be zp-
plicable, but due to some question of interpretation, uncerisinty
exists a5 to whether the claimed invention is insufficiently described
mtheemblmgteachingaofthespecifmtionorthechimhnguage
is indefinite. .
A fullexplamuon shou!dbeprowded wuhtlnsre)ecuon

7.38 Rejection, 35 US.C. 112, 2nd Paragraph

Claims (1) rejected under 3§ U.S.C. 112, second paragreph, ss
being indefinite for failing to particelarly point out and distinctly
¢laim the subject matter which the applicant regards as the inven-
tion.

Evaminer Note:

i. Use this paragraph when claims are vague, indefinite, confes-
ing, incorrect or cannot be understood.

2. Add a full explanation of the rejection.

3. See also 17.07.

7.35 Rejection, 35 U.S.C. 112, *Omnibus claims”

Claim (1) rejected for obviously failing to particularly point out
and distinetly cleim the invention ss required by 35 U.S.C. 112,
second peragraph.

Esxsminer Note:

t. Use this pangnph to reject an “Omnibus type claim”. No for-
ther explanation is necessary.

2. See MPEP 1320.04(b) for canceliation of such a2 claim by ex-
aminer's amendment.

7.36 Rejection, 35 U.S.C. 112, 4th Paragraph

Claim (1) rejected under 35 U.S.C. 112, fourth paragraph, as
being of improper dependent form for failing to further limit the
subject matter of & previous claim,

Enssniaer Note:

1. an explanation of what is in the claim and why it does not con-
stitute & further limitation should be given,

2. for a rejection of hybrid claims, see MPEP 608.01(n).

706.03(a) WNonstatutory Subject Matter

Patents are not granted for all new and useful in-
ventions and discoveries. The subject matter of the in-
vention or discovery must come within the bound-
aries set forth by 35 U.S.C. 101, which permits pat-
ents to be granted only for “any new and useful proc-
ess, machine, manufacture, or composition of matter,
or any new and useful improvement thereof.”
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Thtmm /udeﬁmdmasv‘&c.loo
‘m‘mmmmmmuunwm
Mukmwnmmwmmmumme,mon
tion of matter, or meterial.

A Soelzlosfmmmhtyofmoormm
QZIlOMMy mtlwmatwdﬂmmhzor
computer programs. < .

Use Form 7.04md705torejectunder

3$USC 101.

704 Sumnmu omeumM 35 US.C. 10!

35 U.S.C. 101 reads aa follows:
“Wkoevetinvmadmsmywmmmu
cMe,mufncmwmpoauonofmﬁetmmywmw
improvement thereof, may obtsin & patent therefore, subject to the
coudlﬁommqummd!hhmle"*
This paragraph must precede the first use of 35 US.C. 101
705 Rgection, 35 US.C. 101, Utility, Non-Statutory
cwuumwmssusc lﬂlheuue[l].
lhbrw&az.muhupprowmmformmmh

as:
- &) lhe .cluimed investion i dsreewd to nonm wb_lect
(b)thechmedmvmhcispmenublcutdny '
(9] tlne mvenmn n thcbwd m moperauve and therefme laclu

2. Ew!ﬁaﬂwremmfo%wmgthemofﬁnm

3. Sec MPEP 608.01(p) sad 706.03(p) for other situstions.

4. This paragraph must be preceded by paragraph 7.04.

Decisions have determined the limits of the statu-
tory classes. Examples of subject matter not patent-
able under the Statute follow:

PrirteD MATTER

For example, a mere arrangement of printed matter,
though seemingly a “manufacture,” is rejected as nor
being within the statutory classes. See In re Miller, 164
USPQ 46, 57 CCPA 809 (1969); Ex parte Gwinn, 112
USPQ 439 (Bd. App. 1955); and In re Jones, 153
USPQ 77, 54 CCPA 1218 (1967).

NATURALLY OCCURRING ARTICLE

Similarly, a thing occurring in nature, which is sub-
stantially unaltered, is not a8 “manufacture.” A shrimp
with the head and disgestive tract removed is an ex-
ample. Ex parte Grayson, $1 USPEQ 413,

Meruop or Do BusiNgss

Though seemingly within the category of & process
or method, s method of doing business can be reject-
ed as not being within the statutory classes. See Hotel
Security Checking Co. v. Lorraine Co., 160 Fed. 467
and In re Wait, 24 USPQ 88, 22 CCPA 822 (1934).

ScrenTIme PRINCIPLE

A scientific principle, divorced from any tangible
structure, can be rejected as not within the statutory
classes, OFReilly v. Morse, 15 Howard 62.

This subject matter is further limited by the Atomic
Eaergy Act explained in § 706.03(b).

mm WWM" ;
'A Timitation on what can be patented is imposed by
the Asomic Energy Act of 1954. Section 151(a) (42
Usc.zllh)themofreadlinpu'tum ‘ ‘
Nopuhuhummbeumudhmmvmmm
mwhhimd\dnhlyhdunﬁﬁmdwwﬂmhum

ﬁdormm;yinnnﬂomwwm
nuclear

‘The terms “atomic energy” and “special
material” are defined in Section 11 of the Act (42
U.S.C. 2014).

Sections 151(c) and 151(d) (42 U.S.C. 2181c and d)
set up categories of pending applications relating to
atomic energy that must be brought to the attention
of the Depariment of Energy. Under 37 CFR 1.14(c),
applications for  patents ‘which disclose. or which
appeartod:sclose,orwhxchpumrttod:sc!osc,m—
ventions or discoveries relating to atomic energy are

' reportedwtheDepartmentoanergyandtheDe-

; y | pers:

undcr 37CFR 1. 14(c), in ordet for the Comzmwoner
to fulfill his responsxbdmes under section lSl(d) (42
U.S.C. 2181d) of the Atomic. Enetgy Act. Papm sub-
seqwent]y sdded must be. inspected promptly by the
examiner when received to determine whether the ap-
plication has been amended fo relate to atomic energy
and those so related must be promptly forwarded to
Licensing and Revxew in Group 220.

All rejections based upon sections lSl(a)(42 UsSs.C.
2181a), 152 (42 U.S.C. 2182), and 155 (42 US.C.
2185) of the Atomic Energy Act must be made only

by Group 220 personnel.
706.03(c) Functional

See Ex parte Ball et al., 1953 C.D. 4; 675 O.G. 5: In
re Arbeit et al., 1953 C.D. 409; 6_7706 843andEx

parte Stanley, 12 USEQ 621.

5 USC 12 Specification. The specaﬁauon shall comam a
written description of the invention, and of the manner and process
of making sad using it, in such full, clesr, concize, und exact terms
88 to esable uny person skilled in the ant to which it pertains, or
with which it is most pearly connected, to meke and use the same,
mdsbaﬂmfonhthcbestmodecomemphudbythemvenmof
currymg out his invention,

The specification shall conclude with one or more claims particu-
lusly pointing out and distinctly claiming the subject matter which
the applicent regards us his invention. A claim may be writien in
independent or, if the nature of the cese edmits, in dependent or
multiple dependent form.

Subject to the following pasagraph, s claim in dependent form
shall contsin a reference to 8 claim previously set forth and then
apecify g forther limitation of the subject mstter claimed. A claim
in dependent form shall be construed to incorporate by reference
all the limitations of the claim to which it refers.

A claim in multiple dependent form shall coatsin a reference, in
the alternative only, (o more than one cleimn previously set forth
and then specify & ferther limitation of the sebject metter claimed.
A multiple dependent claim shall not serve & & begis for any other
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Ane&mcntﬁuehim%rhmu&ﬂimw

~ The last parasmph of35 USC 112 has the eﬁ'ect
ofprohlbitmg the re onof & cmm foraoombina
ﬁonofelemehts(orneps)on the ‘grotind that the
clsim distinguishes from the prior art solely in an ele-
ment (or step) defined as & “means” (or “step") cou-
pled with a statement of function. However this pro-
vmonofthehstparagraphmmtalwaysbecom:d
ered as subordinate to the provmon of puagnph 2
that ‘the ‘claim particularly point out and” distinctly
c!a:mthesubjectmatter Tf 2 claim is found to contain
?mgmge approved by the last paragraph such clmm

mth "f'"graph’z and lflt fails t6 com ply with the re-
i s of ) ' ;'meplagmvshouldbesore-

' ' pie.
character | may ‘be found “in ‘Ir re'Fullcr, 1929 CD
172 388'0.G. 279. The claim reads:

A woolen cloth havmg 3 tendency to wear rough
rather than smooth.

2. A claim which recites only a smgle means and
thus encompasses all posm’ble means for performmg a
desired function. For an example, see the following
claim in Ex parte Bullock, 1907 CD. 93 127 0.G.
1580:

In a device of the class descnbed, means for trans-
ferring clothes-carrying rods from one position and
depositing them on a suitable support... .

Note the following cases: - :

1. In re Hutchinson, 69 USPQ 138 33 CCPA 879
(1946), the terms “adapted for use in” and “adapted
to be adhered to” were held not to constitute a lim-
itation in any patentable sense.

2, In re Mason, 114 USPQ 127, 44 CCPA 937
(1957), the functional “whereby” statement was
held not to define any structure and accordingly
could not serve to distinguish.

3. In re Boller, 141 USPQ 740, 51 CCPA 1484
(1964), the term “volatile neutralizing agent” was
held to be patentably effective and commensurate
with the breadth of the disclosed invention.

4. In re Land and Rogers, 151 USPQ 621 (1966),
the expression “adapted to be rendered diffusible in
said liquid composition only after at least substantial
development” was given weight.

§. In re Halleck, 164 USPQ 647, 57 CCPA 954
{1970), the term “an effective amount™ was held not
objectionable. '

. ummzwmrm EXAMINING ' PROCEDURE

% tﬁnsmnmmasm 169081’0226
~v'(191|). held that the micaning of “tras
infra-red raye” is sufficiently cless.

7. In re Barr et al, I'MUS?QMO SBCCPA
1388 (Wﬂ). held that ‘the uptusion‘ “incapable of
, 8 dye with sald ' oxidized develobina
agent,” set forth definite boundanes. ‘

706.03(d) Vague and Indefinite

When the examiner is satisfied that patentable noV-
elty is disclosed and it is apparent to the examiner
that the claims are directed to such patentable subject
matter, he or she should allow claims which define
the patentable novelty with a reasomable degree of
particularity and distinciness. Some latitude in the
manner of expression and the aptness of terms should
be permmed even though the claim language is not as
precise as the examiner rmght desire.

The fact that a claim’is broad does not necessmly
justify a rejection on' the ground- that “the -claim’ is
vague and indefinite or incomplete. In non-chemical
cases, a cleim may,. mgeneral, bedrawnasbroadlyas
permitted by the prior art.

~The rejection of a claim as indefinite would appear
to present no difficuities. On_ occasion, however,
great deal or effort is ‘Tequired to explam just what is
wrong with the claim, when writing the examiner’s
letter, Although cooperation with the attorney:is to
be commended, undue time should not be spent trying
to guess what the attorney was trying to say in the
claim. Sometimes, a rejection as indefinite plus. the
statement that a certain line is meaningless is suffi-
cient. The examiner’s action should be constructive in
nature and when possnble he should offer a definite
suggestion for corgection.” -

The mere inclusion of reference numerals in a claim
otherwise allowable is not a ground for rejection. But
see Ex parte. Osborne, 1900 C.D. 137; 92 0.G. 1797.

Alternative expressions such as “brake or. locking
device” may. make a claim indefinite if the limitation
covers two different elements. If two equivalent. parts
are referred to such as “rods or bars”, the alternative
expression may be considered proper.

- The inclusion of a negative limitation shail not, in
itself, be comsidered a sufficient basis for objection to
or rejection of a claim. However, if such a limitation
renders the claim unduly broad or indefinite or other-
wise results in a failure to point out the invention in
the manner contemplated by 35 U.S.C. 112, and ap-
progriate rejection should be made.

Generally speaking, the inclusion of (1) negative
limitations and (2) alternative expressions, provided
that the alternatively expressed elements are basically
equivalents for the purpose of the invention, are per-
mitted if no uncertainty or ambiguity with respect to
the question of scope or breadth of the claim is pre-
sented.

The examiner has the responsibility to make sure
the wording of the claims is sufficiently definite to
reasonably determine the scope. It is applicant’s re-
sponsibility to select proper wording of the claim,
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cx@mttothemthutheselecumofwordsmku
the, claims: indefinite:. Under no circumstances should
a claim be rejected merely because the examiner pre-
fers a different choice of wording.

Sullmotberwaymwmchaclumcmumdeﬁnite_

is where s nom. seguitur occurs. For example, a claim
is inferential and therefore indefinite when it recites
“said lever” and there was no earlier reference or no
antecedent in the claim to a lever. An indirecs limita-
tion also affords a ground of rejection as indefinite. If

a “lever” is set forth and, later in the claim, “said alu-
minum lever* is recited, the claim is rejected as in-
definite.

Rejections for indefiniteness were affirmed in Inre
Cohn, 169 USPQ 95 (CCPA 1971); In re Hammack,
166 USPQ 209 (CCPA 1970); and In re Collier 158
USPQ 266 (CCPA 1968).

Rejections for indefiniteness were reversed in In re
Castaing, 166 USPQ 550 (CCPA 1970); In re Fisher,
166 USPQ 18 (CCPA, 1970); and In re Wakefield, 164
USPQ 636 (CCPA, 1970).

706.03(e) Prm by Process

Anamclemaybeclmnedbyaprmofmahng
it provided it is definite. In re Moeller, 1941 C.D. 316;
48 USPQ 542, 28 CCPA 932; In re Luck, 177 USPQ
523 (CCPA 1973); In re Steppanm, 156 USPQ 143
(CCPA 1967); and In re Pilkington, 162 USPQ 145
(CCPA 1969).

When the prior art discloses a product which rea-
wnably appears to be either identical with or only
slightly different than a product claimed in a product-
by-process claim, a rejection based alternatively on
either section 102 or 103 of the staute is appropriate.
As a practical matter, the Patent and Trademark
Office is not equipped to manufacture products by the
myriad of processes put before it and then obtain
prior art products and make physical comparisons
therewith. A lesser burden of proof is required to
meke out a case of prima facie obviousness for prod-
uct-by-process claims because of their peculiar nature
than when a product is claimed in the conventional
fashion. In re Brown, 59 CCPA 1063, 173 USPQ 685
(1972); In re Fessmann, 160 USPQ 324 (CCPA1974).

Where an applicant’s product in incapable of de-
scription by product claims which are of different
scope, he is enfitled to product-by-process claims that
recite his novel process of manufacture as a hedge
against the possibility that his broader product claims
may be invalidated. In re Hughes, 182 USPQ 106
(CCPA 1974).

The fact that it is necessary for an applicant to de-
scribe his product in product-by-process terms does
not prevent him from presenting claims of varying
scope, Ex parte Pantzer and Feier, 176 USPQ 141
(Board of Appeals, 1972).

706.03(f) Incomplete

A claim can be rejected as incomplete if it omits es-
sential elements, steps or necessary structural coopera-
tive relationship of elements, such omission amounting
to a gap between the elements, steps or necessary

structaral connections.. Greater latitude is permissible
with respect to the definition in a claim of matters not
essentinl to novelty or operability than with respect to
matiers esential thereto See-aleo § 10603(d)

706.03@ Prollx

Claims are rejected s prolix when they oontun
loag recitations or unimportant details which hide or
obecure the invention. Ex parte lagan, 1911 C.D. 10;
162 O.G. 538, expresses the thought that very long
detailed claims setting forth so many elements that in-
vention cannot possibly reside in the combination
should be rejected as prolix. See also In re Ludwick,
1925 C.D. 306; 339 O.G. 393.

706.03G) Nenstatutory Claim

Some applications when filed contain an omnibus
claim such as “A device substantmlly as shown and
described”.

Such a clsim can be rejected as follows:

Claim —— is rejected for fmlmg to parucularly
point out and dlstmctly clmm the invention as re-
quired in 35 U.S,.C..112. . ..

For cancellation of such ‘@ ’clalm be exammet’s
amendment, see § 1302.04(). -

706.03() Aggregation

Rejections on the ground of aggrcgatxon should be
based upon a lack of cooperation between ihe ele-
ments of the claim. Many decisions and some legal
writers extend the term to include old and exheausted
combinations (§ 706.03(j)). Confusion as to what is
meant can be avoided be treating all claims which in-
clude more than one element 2s combinations (patent-
able or unpatentable) if there is actural cooperation
between the elements, and as aggregations if there is
1o cooperation.

Example of aggregation: A washing machme associ-
ated with a dial telephone.

Example of old combination: An improved carbure-
tor claimed in combination with a gasoline engine.

A claim is not necessarily aggregative because the
various elements do not function simultaneously. A
typewriter, for example, is a good combination. See
also In re Worrest, 40 CCPA 804, 96 USPQ 381
(1953). Neither is a claim necessarily aggregative
merely because elements which do cooperate are set
forth in specific detail.

A rejection on aggregation should be made only
after consideration of the court’s comments in In re
Gustafeon, 51 CCPA 1358, 141 USPQ 585 (1964).

706.03() Old Combination

The rejection on the ground of old combination
(synonymous with “exhausted combination™) requires
the citation of a reference, but is treated here because
of its relation to aggregation. The reference (not a
combination of references, of course) is cited, not to
anticipate the claim, but to anticipate the broad com-
bination set forth in the claim. Moreover, the cooper-
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Amjecﬁononthemmdofoldcomm
should be made: whenever proper.. Whether. subeom-
bination claims have been presented or gllowed
same application, or whether other grounds for rejec-
tion. of the combination clasims exist, are a0t determi-
sative of the propriety of this rejection. The rejection
is proper when a single reference discloses broadly a
combination of the same elements functionally coop-
erating in substantially the same manner to produce
substantially the same results as that of the claimed
combination. Ex parte Silverstein, 125 USPQ 238. The
fact that an applicant has improved one. element of a
combination which may be per se patentable does not
eatitle him or her to & claim 16 the improved element
im combination with cld elements where the elements
pesform no new function: in the claimed combanatmn
In re Hall, 41 CCPA 759.

Example: An improved (specifically. mcxted) carbn-
retor claimed in combination w;th a gasoline engine.
A reference is cited’ whlch ‘shows a_ carburetor ‘com-
bined’ with a gasoline engine."
combination to be old. Both in'the efetenee and ‘inl
the claimed combination, the cooperation ! between the
carburetor and engine is the sameé and the ‘end result
is the same. The claimed combination is an inprove-
ment over the prior art only because of the nnproved
carburetor. The carburetor :has-separate status, since
entire subclasses are devoted . to carburetors, claimed
as such., A reference is preferably - cited :to show the
separate status and development. (See § 904.01 (d).)

Old combination . rejections ordinarily are based on
35 U.8.C. 112 (failure to point out the.invention). The
rejection should make it clear exactly what the com-
bimation is and why it is thought that any improved
element does not modify the action of the combina-
tion. A suggested form for use in making an old com-
bination rejection is as follows:

“Claim 1 is rejected under 35 USC ‘112 as being
drawn to the old combination of a bell, a battery and
a switch connected in series by wire conductors. This
combination is shown to be old by the patent to Jones
which discloses bx'oadly the same elements funnonally
interrelated in the same elements functionally interre-
lated in the same manner to produce substantially the
same results. The combination of claim 1 differs from
that shown in Jones in setting forth a specific con-
struction of the battery itself. Since the latter does not
modify the action of the other elements recited in the
cleim in any material manner, no new combination is
seen to exist. In re Hall, 100 USPQ 46; 41 CCPA. 759;
208 F. 2d 370; 680 0.G.5.”

See also Lincoln Engineering Co. v. Stewart-
Warner Corp., 303 U.S. 545, 37 USPQ 1 (1938); In re
McCabe, 48 CCPA 881, 129 USPQ 149 (1961) (dis-
cussion of claim 13); and particularly In re Bernhart,
57 CCPA 737, 163 USPQ 611 (1969).

706.03(k) Duplicate Claims; Double Patenting

Inasmuch as a patent is supposed to be limited to
only one invention or, at most, several closely related

MANUAI#’QF P&TBNT ERAMINGNG FROCEDURE

indivisible - inventions; Mﬁm ‘nm - applicktion 1o '8
single claim, or a.single clilm to each of the related
inventions might appear o be logical es well as con-
venient. However, court decisions have confisrmed ap-
Msﬁﬁtmmmﬁe.wwmmﬂme
invention in ‘e ressonable number of ways. Indeed, a
muediﬂ'eunoemwopebetweenchlmshnsbeen
beld to be enough.

- Nevertheless, when two claims in an apphcltion are
duplicates, or else are so close in content that they
both cover the same thing, despite a slight difference
in wording, it is proper after allowing one claim to
reject the other as being a substantial duplicate of the
allowed claim. Also, it is possible to reject one claim
on an sllowed claim if they differ only by subject
matter old in the art. The latter groand of rejection is
set forth in the following paragraph quoted from Ex
parte Whitelaw, 1915 C.D. 18; 2190.G. 1237: o

“Claim 54.is not: patentable over . clum ;51 and
claims 53, 55 and 56 are not petentable over clsim 50
in view of Comstock, No 590 657, whlch shows that
it is old to employ ani“engine-Casitig'in tools of this
charscter. The claims; held: patentahle dre considered
as fully covering' ‘applicant’s- invention; and applicanit
cannot be permitted to multiply’ his claims by presents
ing alleged combinations’ which distinguish - from the
real invention ‘only by including elements’ which - are
old in the art and perform no new function.” -

This rejection (the ex parte Whltciaw doctrme) is
usually not applied if there are only a few claims in
the application.

Situations related to that given above are as fol-
lows:

‘Where there is a common asslgnee for two or more
apphcatlons by different inventors, and the applica-
tions contain conflicting claims, see § 804.03. :

DoUBLE PATENTING

Where there are conflicting clauns in different ap-
plications of the same inventor, one of which is as-
signed, see §304. =

Where the same inventor has two or:more- applu:a
tions for species or for related inventions, see Chapter
800, pamcularly 8§ 804-804.02,. 80604(1)), 822 and
822.01 for double patenting rejections of inventions
not patentable over each other.

See Form Paragraph 7.06 for the ‘working of a 35
U.S.C. 101 double patenting rejection.

7.06 Rejection, 35 U.S.C. 101, Double Patenting

Claim [1} rejected under 35 U.S.C. 101 g5 claiming the same in-
vention as that of claim [2) of applicant’s [3). This is a double pat-
enting rejection.

Ezaminer Note:

1. In bracket 2, fill in the specific claims used as the basis for the
rejection.

2. In bracket 3, insert either the U.S. Patent No. or the copend-
ing application Serial No.

3. This paragraph must be preceded by paregraph 7.04.

4. Do not use this paragraph foranobvxoumtypedoublepat-
enting rejection. See paragraphs 7.24-7.26.
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USC m me Pltent and Trademuk OMcett:mnot
reject a divisionsl application ‘on the parent patent if
the divisional application is filed a4 a result' of o' re-
quiremmfmfuﬁr@ﬁdﬂmndebytbﬁﬂioeeven
though the requirement for restriction’ relates’ to'spe-
cies. In re Joyce, 1958, C.D. 2; 115 USPQ 412 See
also In re Herrick et al., 1958 C D. 1; 115 USPQ 412
where the Commmoner ruled that a reqmmmt for
restriction should not be made'in an appllcmon claim-
ing more than five species if the examiner is of the
opinion that the various specres are obvrous]y unpat-
entable over one another. ,

706.03() Multiplicity

37 CFR L1.75(5). More than one claim may be_ prescnted, pro-
vided they differ subs:anually from each other and are not unduly
multiplied.-

An unreasonable number of clalms' that is ‘urirea-
sonable in view of the nature and scopé of applicant’s
invention and the state of the art, - may:afford a basis
for a rejection on the ground.of muluplmty A, rejec-

To avoxd thc possibrlrty that an applrcauon which
has been rejected on the: ground of ‘unidue multiplicity
of claims may be appealed to the Board of Appeals
prior to an examination on the merits of at least some
of the claims presented, the examiner should, at the
time of making the rejection on the ground of multi-
plicity of claims, specify the number of claims which
in his or her Judgment is sufficient to properly define
applicant’s invention and require the applicant to
select certain claims, not to exceed the number specl-
fied, for examination on .the merits. The examiner
should be reasonable in setting the number to afford
the applicant some latitude in claiming the invention.

The earlier views of the Court of Customs and
Patent Appeals set forth in In re. Chandler, 117 USPQ
361, 45 CCPA 911 (1958) and In re Chandier, 138
USPQ 138, 50. CCPA 1422 (1963) have been some-
what revised by its views in In re- Flint, 162 USPQ
228, 56 CCPA 1300 (1969) and In re Wakefield, 164
USPQ 636, 57 CCPA 959 (1970). '

If a rejection on multiplicity is in order the examin-
er should make a telephone call explaining that the
claims are unduly multiplied and will be rejected on
that ground. Note § 408. The examiner should request
selection of a specified number of claims for purposes
of examination.

If time for consideration is requested arrangements
should be made for a second telephone call, prefer-
ably within three working days.

When claims are selected, a formal multiplicity re-
jection is made, including a complete record of the
telephone interview, followed by an action on the se-
lected claims.

When applicant refuses to comply with the tele-
phone request, a formal multiplicity rejection is made.

mW* |

‘The applicant’s response to.a formal multiplicity re
jection of the examiner, to be complete, must either:
1. Reduce the number of claims presented fo those
selected previously by telephone, or if no previous se-
lection has been made to & number not exceeding the
umtiber specified by the examiner in the Office action,
this overcoming the rejecuon based upon the ground
of multiplicity, or

2. In the event of a traverae of said rejection appli-
cant, besides specifically pointing out the supposed
errors of the multiplicity rejection is required to con-
firm the selection previously made by telephone, or if
no- previous selection has been made, select certain
cleims for purpose of examinstion, the number of
which is. not greater than the number specrﬁed by the
examiner. |

¥ the rejectron on: muluphc:ty is adhered to, all
claims retained will be included in such rejection and
the selected: claims only will be additionally examined
on_their merits. This. procedure: preserves applicant’s
right to have the rejection on -uluplxclty revrewed
bytthoardoprpeals RTINS

See also § 706.03(k). -+

;‘Nonelected Inventiom

Sec §n§v8211to 821.03 for treatment. of clarms held to
be drawn to non-elected mventtons.

70603(-) Correspondence of Claim and Drsclo-

37 CFR 1.117. Amendment and revision required, The specifica-
tion, claims and drawing must be amended and revised when re-
quired, 10 cortect inaccuracies of description and definition or un-
necessary prolixity, end to secure correspondence between the
clsima, the specification and the drawing.

Anoiker category of rejections not based on the
prior art is based upon the relation of the rejected
claim to the disclosure. In chemical cases, a claim
may be so broad as to not be supported by disclosure,
in which case it is rejected as unwarranted by the dis-
closure. If averments in a claim do not correspond to
the averments or disclosure in the speciﬁcation, a re-
jection on the ground of inaccuracy may be in order.
It must be kept in mind that an original claim is part
of the disclosure and might adequately set forth sub-
ject matter which is completely absent from the speci-
fication. Applicant is required in such an instance to
add the subject maiter to the specification. Whenever
an objection or rejection is made based on incomplete
disclosure, the examiner should in the interest of expe-
ditious prosecution call attention to 37 CFR 1.118.

When an amendment is filed in response to an ob-
jection or rejection based on incomplete disclosure, a
study of the entire application is often necessary to
determine whether or not “new matter” is involved.
Applicant should therefore specifically point out the
support for any amendments made to the disclosure.

If subject matter capable of illustration is originally
claimed and it is not shown in the drawing, the claim
is not rejected but applicant is required to add it to
the drawing. See § 608.01(1)

See §706.03(z) for rejection on undue breadth.
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JSU&QJMMJMWMM o
Mer.mmmﬁmmychimfmam&srejw&ed,or

emumnybemddnpdmof e propriety of ca
prosecution of kis foer 1e
_ nppﬂcmm%hh@hmﬁorapamt.wimormmd
ment, the epplication ohell be reexamined. Nomuduutmllm-
troduce new matter into the disclosure of the inventios.

lnamendedcuu,mbjectmatternotducloudm
the original application is sometimes added snd a
cleim directed thereto. Such a claim is rejected on the
ground that it recites elements without support in the
original disclosure under 35 U.S.C. 112, first para-
graph, In re Rasmussen, 650 F2d 1212 (CCPA, 1981).
New matter includes not only the addition of wholly
unsupported subject matter, but also, adding specific
percentages or compounds efier a broader original
dme,mwmtheomismnofampfmma
method. Seeﬁmmwﬁﬂﬁ.m(c)

In the exsminstion of an Fonowmg
mmmmmwaemmm
to detect new matter. 35 U.S.C. 132 should be em-
pbyedmabmformuontoummdmcmswthe

or drawings attempting to add
mcwdmcimurewﬁmmmallyémmndmﬁlhg.

If new matter is added to the tion, it
should be objected to by using Form Paragreph 7.28,
mmﬂmwmmmwspwfwm

The & M{E}ﬁWwW”U&C 132 be-
Bew wmetter felo the specification. 3% U.S.C. 132
mwm@mmmmmebbww
&b by the disclosure is a5 foliows: [2]

Applicant is required to caucel the new matier in the response 10
thie Offtce action.

Ensminer Wote:

t. b&u&&&%u%wwmnm&umﬂmm

z,lfmwmumwmmcdms.mommww
mmmummzsvsc 112, first pacagraph,
pezagraph 7.30, enample d; s well 25 o rejection using
famp«mwk‘wﬁ
70603 WNo Utility

A rejection on the ground of lack of uillity includes
the more specific grounds of Inoperativeness, involving
perpetual malm Jrivolous, fraudulent, against public
pﬂh’cy basis for this rejection is 35

mﬁﬂﬁ '»‘ duced CORCLL
gkilled in the art would st once be awsre of a method
of muki%ﬁg it, In re Koeeht, 177 USPQ 250 (1973).
process mey !se m@mbie however, even if
st produced patentable, In re
£, 159 EJ@P@ 33% (CCPA 1968), The mere sub-
of s new sterting materisl in an otherwise
al process may well be obvious in the ab-

MANUAL OF PATENT W PROCEDURE

leneeafwmunobvmmmmtheprwuﬁhdfh
aiiter, 158, USPQ. 331; In re Neugebauer et al.,
JOPQ 205 (CCPA.-1964); Corning Glass Works et
al v. Brenner, 175 USPQ 516 (D.C. Cir. 1972)..

Howem,themeofupeeaﬁcmmenladmnprw
euwubeldtobemawmlmlnreSchnmderual.,
179 USPQ 46 (CCPA 1973).

moam Mere FuncﬂonofMachlne

In view of the decision of the Court of Customs
and Patent Appesls in In re Tarczy-Hornoch appear-
ing at 158 USPQ 141, process or method claims are
not subject to rejection by Patent and Trademark
Office examiners solely on the ground that they
define the inherent function of a dlsclosed machine or
apparatus.

706.03(s) Statutory Bar ‘

Another category of rejections not based on the
prior art finds a basis in some prior act of applicant,
uaruultofwhwhtheclmmmdemedhnm oL

ABANDONMENT OF INVENTION

Under 35 U.S.C. 102(c), abandonment of the “in-
entmn" (s dwtmgumhed from sbandonment of an
J results in loss of right to a patent. Note

In re Gibbs et al., 168 USPQ 578 (CCPA. 1971). '

Own PrIOR FOREIGN PATENT

Extract from 35 US.C. 102 Conditions for patentability; noveliy
and ke of right to patent. A persom chall be entitled to @ patest

() the invention was first petented or caused to be patented, or
was the subject of an Inventor’s certificate by the applicent or Lis
fegal represemtatives or sssigns in o foreign country prior to the
date of the spplication for petent in this country on an application
for petent or inventos’s certificste filed more than twelve months
before the filing of the application in the United States.

The statute above quoted establishes four conditions
which, if all are present, establish a bar against the
granting of a patent in this country:

(1) The foreign application must be filed more than
one year before the filing in the United States.

(2) It must be filed by the applicant, his or her legal
representatives or assigns,

(3) The foreign patent or inventor’s certificate must
be actually granted (e.g., by sealing of the papers in
Great Britain) before the filing in the United States
or, since foreign procedures differ, the sct from
which it can be sald that the invention was patented,
has occured. It need not be published. Ex porte
Gruschwitz et al., 138 USPQ 505 discusses the mean-
ing of “patented” as applied to German procedures.

(4) The same invention must be involved.

f such & foreign patent or inventor’s certificate is
discovered by the examiner, the rejection is made
under 3§ U.S.C. 102(d) on the ground of statutory bar.

ﬂummm 10 Lignany UNKECESSARY

lications shiould not be submitted as 8 routine
mwmmmmiﬂmwmﬁ@w
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mlmbmtpntmt.mm:fompwut

to be a bar under 35 U.S.C. 102(d) maust have been

granted before the filing date in this couaty, the prob-
ability of the foreign patent having issued efter the

date of enecution of the original oath smd before the

U.S. ﬁhngdatemsoslxghtutomnkemhamh
ordinarily unproductive. . - - . .

FOREIGN FILING WITHOUT LICBNSB

35 US.C. 182 Abandonment of invention ﬁrmuthanuddbclo-
suve. The invention disclosed in oa & for petent subject to
& order made purssant $0 section 181 of this title mey be held
shendoned upon its being established by the Commmissioner that in
violation of said crder the invention has been published or disclosed
or (et en application for e patent therefor hes bezn filed in a for-
eign country by the inventor, his successors, assigue, or legal repre-
sentatives, or aavone in privity with him or them, without the coa-
eent of the Commisioner. The ebandoament shafl be held to have
occuered as of the time of violation. The cossent of the Commis-
siomer shall not be given without the concusvence of the heads of
the departments and the chief officers of the sgencies who caused
the oeder o be imued. A holding of sbendonment shall comtitute
foefiture by tbe applicent, his succemors, semigns, o Jegal repre-
senistives, of amyose in privity with kim or them, of sll claims
sgainet the Uniled States based upon such invention.

35 USC 184 Filing of application iammay Ewept
when suthorized by & licemse obtained from the Commissioner o
mMM%wmwM@ohﬂdhmym
couniey prioe 0 din montls sfler fillag in the United States en ap-
plicution for patent or for registration of & wtility smodel, industeial
design, or model in reapect of an invention made in this country. A
license should not be granted with respect (o am invention subject
o an order iseued by the Commissioner pursuant © section 181 of
this title withowt (he concurrence of the hiead of the
and the chief officers of (he sgenciss who camsed the order 1o be
fmsuved. The license ray be grasted retroectively where sn applice-
tion has boen inadvertently filed ebroad snd the spplication does
aMmiﬁmwﬂmmme 181 of this

m US.C. 185, Potens bared for filing withou successort,
ianding swy other provisions of law sny pesson, and kit
mmmmwm“mm wms.“ sssigns,
Tegal representati mwmmwwﬁ”w“mm“"”
mmtuwmmmm““" s poteat
anoilier’s mﬁ. ‘«'.«‘w-:z-‘,v tion in & m Mh‘ chr
fos the segstrstion of a uility model, indosiral design, ot model in
respect of the invention. A United States patest Ry
mmm,mmkwm whalt e i

If, upon examining an application, the examiner
moﬂwmamc@hme&mmm foreign ap-
g sppears to have been filed before the

n fhed been on file for six
m&mﬁw and if the invention apperently was made in
ihis country, he shall refer the application to Licens-

; Review Section of Group 220, calling atten-
tion to the foreign application. Pending investigation
of the possible mﬁaﬁm, the swﬁwaem may be re-
turned to the &mmtm&g group for prosecution on the
. When it is otherwise in condition for allow-
tim wpiwnem wﬂl be asgain submitted to Li-

Review Section of Group 220 unless the
Ji hes aﬁwwy reported thet the foreign filing in-
volves no bar to the d States application.

© I it should be necessary 0. take action under 35
USC 185, Licensing and Review’ Section ofGroup
220 will ‘request transfer of the application to it.

O'ruan S'rA'w'ron\' BAns

Claumtoanmvenuonmpublwuaeoronnlcin
the United States more than twelve months before the
effective U.S. filing date are rejected. 35 US.C.
102(b). See chapter 2100.

706.03(t) Other Assigned Application

As pointed out in § 304, assignment of one of sever-
al overlapping apphcauons of the same inventor may
give rise to a ground of rejection. See also §§ 305 and
706.03(k).

706 03(w) Disclaimer

Claims may be rejected on the ground that apph-
cant has disclaimed the subject matter involved. Such
disclsimer may arise, for example, from the appll-
cant’s failure:

(s) to make claims suggested for interference with
another apphcatmn .under 37 CFR !203
¢ 1101.08(m), = B

(b) to copy a claim from a patent when suggested‘

by the exsminer (§ 1101.02(f)), or. .

() to mpond or appeal, within the tune limit fixed,
to the examiner’s rejection of claims copied from a
patent (see 37 CFR 1.206(b) and § 1101.02(5).

The rejection on disclaimer applies to all claims not
patentsbly distinct from the disclaimed subject matter
as well as to the claims directly involved.

Rc;ecﬂambmdondmclumershonldbem&deby
using one of Form Paragraphs 7.46-7.49.

7.46 Rejoction, Disclaimer

Claira (1) rejected on the ground that applicent hes disclsimed
the clairsed subject mattér by failing to copy the suggmed claim(s)
for interfereace . This constifutes a concession that the
mb;ectmmeroftheelmm(a)uthepmrmvenﬂonof:notherm
this country. See MPEP 1101.01(1).

Ensminer Note:

i. This peragraph is applicable when the suggested claim(s) is
(are} from, or based on another epplication.

2. See next paragraph for 103 type rejections.

747 Rgjection, 35 U.S.C. 103 Disclaimer

Claim [1] rejected under 35 U.8.C 103 a8 being unpatentable over
[2]. Applicent hes failed to copy the seggested claim(s) for intetfer-
eace pusposes, This comstitutes a concession that the subject matter
of the claim(s) is the prior invention of another in this country and
is thus prior art 1o the spplicant under 35 U.S.C. 103, See MPED
1161.614).

Ezominee Mote:

(1) imsert, for example, the following in bracket 2: “the suggested
claim(sj in view of [refevence]”

{2y s further explanation is necessary a5 to how the suggested
mmm is (are) modified by the reference to asrive at the claimed
favention.

3. This peragraph is applicable when the suggested claim(s) is
(are) from, or based on, another application.

7.48 Failure To Copy Claims From Patent

Clatms [1] rejected uader 38 U.S.C. [2] on claim {3} of Patent [4].
Feilure to copy clsims for interference purposes efier notification
thet interfering sublect matter is cluimed coustitutes & disclaimer of
the subject metter. This amounts (o & concession thet, 95 o maties
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olhw.wemenmmm:a%mmy hne
Oguie, 186 USPQ 227 (CCPA msx PR :

Evemsiner Nots: :

mmraphshou!dbeuedonlyamrapplmnthubeenm
fied that interference: | mast be instituted before the
chmmbeallowedmduppbamhurefusedtocopytlwcm

= beachet 1, Insert 102(g) or 102(g)/103.

in bracket 4. insert the patent nember, "nmof’aotheruf-
erence may ulso be inserted here. When the rejection is under 35
U.SC. 103, basis for finding obviommess shouvld be included. l-‘or
imerferences involving cbvious varients, see Aelony et al. v.
et al., 192 USPQ 486 (CCPA 1978). :

7.49 Rejection, Discloimer, Failure 1o Appeal

Claim [1) rejected on the ground thet spplicant has disclaimed
the spbject matter involved for failure to respond or eppeal from
lbeexmuuersrejectmofclmus)copuedﬁoma patent within
the time limit fized (see 37 CFR 1.206(b) and §IIOIO2(0 of the
MPE).

T06.03(v) After Interferemce or Public Use Pro~
ceeding

For rejections following an intetfercnce, see
§% 1109 to 1110,

The outcome of public use proceedings. may also be
the basis of a rejection. (See 37 CFR 1. 292) (Note: In
re Kaslow, 217 USPQ 1089, CAFC 1983),

Upon termination of a public use proceedmg in-
cluding a case also involved in interferénce, in order
for a prompt resumption ‘of the interference proceed
ings, a notice should be sent to the Board of Patent
Interferences notifying them of the d:sposmon of the
public use proceeding.

706.03(w) Res Judicata

_ Res Judicata may constitute a proper ground for re-

. However, as noted below, the Court of Cus-

toazs and Patent Appeals has materially restricted the

use of res judicata rejections. It should be applied

only when the earlier decision was a decision of the

Board of Appeals or any one of the reviewing courts

and when there is no opportunity for further court
review of the earlier decision. .

The timely filing of a second application copcndm
with an earlier application does not preclude the use
of res judicata as a ground of rejection for the second
application claims.

When making a rejection on res judicata, action
should ordinarily be made also on the basis of prior
ast, especially in continuing applications.

In most situations the same prior art which was
relied upon in the earlier decision would again be ap-

In the following cases a rejection of a claim on the
ground of res judicata was sustained where it based
on a prior adjudication, against the inventor on the
same claim, a patentably nondistinct claim, or a claim
involving the same issue.

Edgerton v. Kingland, 75 USPQ 307 (D.C. Cir.,
1947y,

In re Swarc, 138 USPQ 208, 50 CCPA 1571
(1963).

In re Katz, 167 USPQ 487, 58 CCPA 713 (1970),
(prior decision by District Court).

In the following cases for various reasons, res judi-
cals rejections were reversed.

1 fin g Fried, 136 USPQ 429 50 CCPA‘ 954 (1963)
(diﬁ‘erences inelaims).:

“In re Szwarc, 138" USPQ 208 50 CCPA 1571 (1963)
(dlfferences in claim).

In ré Hellbaum, 152 USPQ 571 54 CCPA 1051
(1967) (differences in claims).

In re Herr, 153 USPQ 548, 54 CCPA 1315 (1967)
(same claims, new  evidence, prior decision by
CCPA).

In re Kaghan, 156 USPQ 130, 55 CCPA 844 (1967)
(prior decision by Board of Appeals, finsl rejection on
prior art withdrawn by examiner “to simplify the
issue”, differences in claims; holding of waiver based
on language in MPEP at the time).

In re Craig, 162 USPQ 157, 56 CCPA 1438 (1969)
(Board of Appeals held second set of claims patent-
able over prior art).

. Inre Fxsher, 166 USPQ 18, 57 CCPA 1099 (1970)
(difference in claims).

In re Russell, 169 USPQ 426, 58 CCPA 1081 (1971)
(new evndence, rejectlon on pnor art reversed by
court)

"In re Ackermann, 170 USPQ 340, 58 CCPA 1405
(1971) (pnor decision by Board of Appeals, new evi-
dcnce, rejection on prior art reversed by court).

~Plastic' Contact Lens Co. v. Gottschalk, 179 USPQ
262 (D C Cll' 1973) (follows In re Kaghan)

706 D3(x) Reissue

. The examination of reissue applications is covered
in Chapter 1400

35 U.S.C. 251 forbids the granting of a reissue “en-
larging the scope of the claims of the original patent”
unless the reissue is applied for within two years from
the grant of the original patent. This is an absolute
bar and cannot be excused. This prohibition has been
interpreted to apply to any claim which is broader in
any respect than the claims of the original patent.
Such claims may be rejected as being barred by 35
U.S.C. 251. However, when the reissue is applied for
within two years, the examiner does not go into the
question of undue delay.

The same section permits the filing of a reissue ap-
plication by the assignee of the entire interest only in
cases where it does not “enlarge the scope of the
claims of the original patent”. Such claims which do
enlarge the scope may also be rejected as barred by
the statute.

A defective reissue oath affords a ground for reject-
ing all the claims in the reissue application. See
§ 1444.

Note that a reissue application is “special” and re-
maing so even if applicant dues not make a prompt re-
sponse,

706.03(y) Improper Markush Group

Ex parte Markush, 1925 C.D. 126; 340 O.G. 839,
sanctions, in chemical cases, claiming a genus ex-
pressed as a group consisting of certain specified ma-
terials. This type of claim is employed when there is
no commonly accepted generic expression which is
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‘ctint desires'to ‘cover.- Invesitions in metallusgy, refrac-
tories, ceramics, pharmacy, pharmacology asid biol-
‘ogy are most frequently claimed under the Markush
formuls but: purely mechanical features .or process
- stepe may eleo be clsimed by using the Markush style
of ‘elaiming, see Ex- paneHead, 214 USPQ: 551 (Bd.
Appl's rl981); Ia re Gaubert, 187 USPQ 664 (CCPA
1978) end In re Harnisch, 206 USPQ 300 (CCPA
1980). It is improper o use the term “compeising” in-
stead of “consisting of’. Ex parte Dotter, 12 USPQ
382. Regarding the normally prohibited inclusion of
Markush claims of vasying scope in the same case, sce
Ex parte Burke, 1934 C.D. §5; 441 0.G. 509. .

ThcuseofMukushchlmsofdnmmuhmgscope
should not, in itself, be considered a sufficient basis
for objection to. or rejection of claims. However, if
such a practice renders the clauns mdeﬁmte or if it re-
should be made. mmpmctmemthrwpecthar-
kush claims of diminishing ‘scope is being continted.
, ’l‘hematenalssetfoﬂhmtheMarkmhgmupordx-
narily must belong to a° 2l ‘or chemi-

“cal ‘class' ‘or ‘to an’ art-recogmzed class. However,

whentheMarkushgroupoccnrsmaclalmrecmnga
process or a combination (adt a single ¢
“is sufficient if the members of the group dre disclosed
mthespecnﬁcaﬂontopommatleutmepropertym
common which is mainly responsible for their func-
tion in the claimed relationship, and it is clear from
their very nature or from the prior art that &l of them
possess this property. ‘While inn the past the test for
Markush-type claims was applied as liberelly as possi-
ble, present practice which holds that claims reciting
Markush groups are not genenc claims (§ 803) may
subject the groups to a more stringent test for propri-
ety of the recited members. Where a Markush expres-
sion is applied only to a portion of a chemical com-
pound, the propriety of the grouping is determined by
a consideration of the compound as a whole, and does
not depend on there being a community of properties
in the members of the Markush expression. = -

When materials recited in a claim are o related as
to constitute a proper Markush group, they may be
recited in the conventional manner, or alternatively.
For example, if “wherein R is a material selected
from the group comsisting of A, B, C and D” is a
proper limitation, then “wherein R is A, B, C or D”
shall also be considered proper.

SuBGENUS CLAIM

A. situation may occur in which a patentee has pre-
sented a number of examples which, in the examiner’s
opinion, are sufficiently representative to support a
generic claim and yet a court may subsequently hold
the claim invalid on the ground of undue breadth.
Where this happens the patentee is often limited to
species claims which may not provide him with suit-
able protection.

The allowance of a Markush-type claimm under a
true genus claim would appear to be beneficial to the
applicant without imposing any undue burden on the

“-mwmmmmmw

L m'i‘l_'"‘

filce oc in any way detract-
mg&omﬂnenghtsofthepubhc Such & subgenus
chlmwonldenabletheapplmttochmanthcdm-

closed operative embodiments and gfford him an in-
wrmedmhvelofpromnoamtheeveatthetme
‘genus claime should be subsequently held invalid.

The examiners are therefore instructed not to reject
& Markush-type cleim merely because of the presence
of a true geaus claim embracive thereof.

_ Seealso§§60801(p)and 715.03.
See § 803 for restnctlon practice re Markush-type

claims.
706.03(z) Undue Breadth

Inawliutnonsdxrectedtomﬁenm:mmaﬂswhere
raults are predictable, broad claims may properly be

‘'supported by the disclosure of  single species. In re

Vickers et al., 1944 C.D. 324; 61 USPQ 122: In re
Cook and Merigold, 169 USPQ 298. ; :

However, in apphcatlons directed to mvent:ons in
arts where the results are unpredictable, the disclosure
of .2 single species usually does mot provide an ade-

- quate - basis t0-support generic claims. In re Sol, 1938
C.D.-723; 487 O.G. 546. This is because in arts such
‘88’ chem:stry it is not obvmus from the disclosure of

one species, what other species will work. In re
Dreshfield, 1940 C.D. 351; 518 O.G. 255 gives this
general rule: “Iuswellsettlcdthatmcasumvolwng
chemicals ‘and chemical compounds, which differ
radically in their properties it must appear in an appli-
cant’s specification either by the enumeration of a suf-
ficient number of the members of a group or by other
appropriate language, that the chemicals or chemical

‘combinations included in the claims are capable of ac-

comphshmg the desired result.” The article “Broader
than the Disclosure in Chemical Cases”, 31 J.P.O.S. §,
by Samuel S. Levin covers this subject in detail.

A smgle means claim, i.e. where a means recitation
does not sppear in combination with another recited
element or means, is subject to an undue breadth re-
jection under 35 U.S.C. 112, first paragraph. In re
Hyatt (218 USPQ 195, CAFC 1983). .

70604 Rejection of Previously Allowed Claims
A claim noted as allowable shall thereafter be re-
jected only after the proposed rejection has been sub-
mitted to the primary examiner for consideration of
all the facts and approval of the proposed action.
Great care should be exercised in authorizing such
a rejection. See Ex parte Grier, 1923 C.D. 27; 309
0.G. 223; Ex parte Hay, 1909 C.D. 18; 139 0.G. 197.

PrEVIOUS ACTION BY DIFFERENT EXAMINER

Full feith and credit should be given to the search
and action of a previous examiner unless there is a
clear error in the previous action or knowledge of
other prior art. In general, an examiner should not
take an entirely new approach or attempt to reorient
the point of view of a previous examiner, or make a
new gearch in the mere hope of finding something.

Because it is unusual to reject a previously allowed
claim, the examiner should point out in his letter that
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the claim now beiag rejected was prewoualy allowed
bymgForm Parsgraph 7.50.
750 Cla:mAllm Now Rejecied, New Art
The indicated aliowsbility of claim {1] is withdrawn in view of
the newly discovered prioe et to 2], The delay ia citstion of (hls
art is regretied. Rejections based on the newly discovesed peior st
1. In bracket 2, insert the neme(s) of the newly discovered prior
art.

706.05 Rejection After Allowance of Application

See § 1308.01 for a rejection based on a reference.
For rejection of claims in an allowed case which
has failed to make the date of a senior application in
corrwpondence under 37 CFR 1.202, see § 1101.01().

*706.06 Rejection of Claims Copied From Patent
See § 1101.02(f).

706.07 Finsl Rejeeﬁoa

37 CFR 1.113. Final rejection or action. '
(a)Oulhesecondoranymbsequcntemmmonorcmdem
tiom, the rejection:or other action may be made final, whereupon
applicant’s or petent owner's respomse is Timited -to- appeal in the
-eane of rejection of sny claim (§ 1.191) or to amendment 28 speci-
. fied in § 1.116. Pemmmybeuhm!oﬂleCommuﬂonctmthe
case of objections or requirements not involved in the rejéction of
‘aay claim (§ 1.181). Response to a final rejection or action must in-
‘clude cancellation of, or appeal from the rejection of, each rejected
elaim. I any clasim stands allowed, the response to & final rejection
WMMplywuhmymukMEOfobjecﬁmsw

(b) In making such final rejection, the examiner shall repest or
seate all grounds of rejection then comsidered applicable to the
clsims in the case, cleerly stating the vessons therefor.

Before final rejection is in order a clear issue should
be developed between the examiner and applicant. To
bring the prosecution to as speedy conclusion as pos-
sible and at the same time to deal justly by both the
applicant and the public, the invention as disclosed
and claimed should be thoroughly searched in the
first action and the references fully applied; and in re-
sponse to this action the applicant should amend with
a view to avoiding all the grounds of rejection and
objection. Switching from one subject matter to an-
other in the claims presented by applicant in succes-
sive amendments, or from oune set of references to an-
other by the examiner in rejecting in successive ac-
tions claims of substaniially the same subject matter,
will alike tend to defeat attaining the goal of reaching
2 clearly defined issue for an early termination; i.e.,
either an allowance of the case or a final rejection.

While the rules no longer give to an applicant the
right to “amend as often as the examiner presents new
references or reasons for rejection”, present practice
does not sanction hasty and ill-considered final rejec-
tions. The apphcant who is seekix ag to define his or
her invention in claims that will give him or her the
patent protection to which he or she is justly entitled
should receive the cooperation of the examiner to that
end, and not be prematurely cut off in the prosecution
of his or her case. But the applicant who dallies in the
prosecution of his or her case, resorting to technical
or other obvious subterfuges in order to keep the ap-

MANUAL OF PATENT EXAMINING FPROCEDURE

phmmnpudaxbeforethepnmuymmmr,mno

loawﬁndarefugemmerulestowardoﬁaﬁnd

rejection. - -
Theemmahouldneverlosemghtofmefm

‘twmweryeuetheapplwmtuenﬂtledtoafuﬂ

nndfauhuﬁng.andthatacbarmuebetweenwph
cant and’ ezaminer should be developed, if possible,
befoie appesl. However, it is to the interest of the ap-
plicants as a class as well as to thttofthcpublicthat
prosecution of a case be confined to s few actions as
is consistent with & thorough oomsdcmtlon of its
merits.

Neither the statutes not the Rules of Pmctwe
confer any right on an applicant to an extended pros-
ecution. Ex parte Hoogendam, 1939 C.D. 3, 499
0 G.3.

' STATEMENT OF GROUNDS

In ‘making . the fi nal rejection, all outstandmg

grounds of rejection of record should be carefully re-
vxewed, and any such. grounds relied on in the final
rejecnon should be rexterated They must also be

Clearly developed to, such . an ex;ent ‘that appltcant
‘may readily Judge the. wdvxsablhty of an appeal unless
-a _single previous Office action contains a complete
-statement supporting. the rejection. .

However, where a single prekusy Ofﬁce scnon
contains a complete statement .of a ground aof rejec-
tion, the final rejection may refer to such a statement
and also should include a rebuttal of any arguments
raised in the applicant’s response. If appeal is taken in
such a case, the examiner’s answer should contain a
complete statement of the examiner’s position. The
final rejection letter should conclude wnth Form Para-
graph 7.39.

7.39 Action Is Firal

‘This action is made final. Applicent is reminded of the extension
of time policy as set forth in 37 CFR 1.136{(g). The practice of auto-
matically extending the shoriened statutory period am additional
month upon «be filing of a timely first response to & finsl rejection
has been discontinued by the Office. See 1021 TMOG 35.

A SHORTENED STATUTORY PERIOD FOR RESFONSE
TO THIS FINAL ACTION IS SET TO EXPIRE THREE
MONTHS FROM THE DATE OF THIS ACTION. IN THE
EVENT A FIRST RESPONSE IS FILED WITHIN TWO
MONTHS OF THE MAILING DATE OF THIS FINAL
ACTION AND THE ADVISORY ACTION IS NOT MAILED
UNTIL AFTER THE END OF THE THREE-MONTH
SHORTENED STATUTORY PERIOD, THEN THE SHORT-
ENED STATUTORY PERIOD WILL EXPIRE ON THE
DATE THE ADVISORY ACTION IS MAILED, AND ANY
EXTENSION FEE PURSUANT TO 37 CFR 1.136(s) WILL BE
CALCULATED FROM THE MAILING DATE OF THE AD-
VISORY ACTION. IN NO EVENT WILL THE STATUTORY
PERIOD FOR RESPONSE EXPIRE LATER THAN SIX
MONTHS FROM THE DATE OF THIS FINAL ACTION.

Exemiser Notes

1. This peragraph should not be used in reissue litigation cases
(SSP~1 month) or in reexamination proceedings (SSP-2 months).

2. 37 CFR 1.136{s) should not be available in a reissue litigation
case and is not available in a reexamination proceeding.

The Office action first page form PTOL-326
should be used in all Office actions up to and includ-
ing final rejections.
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ineA Mmmmwbeﬂgmdbyamywm
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For amendmenu ﬁled afur ﬁnal rejecmn, see
§§m 12 and 714.13 :

- For. final rejection pnctwe m reeumnmtnou pro-
mdimmﬁzz‘ll. W ein e .

706.07e) Final W wm Proper on
Second Action

Due to the change in pmct:ce as affecting final re-
Jections, older decisions on questions of prematureness
of final rejection or admission of subsequent amend-
ments do not necessarily reflect present practice.

- Under present practice, second or any subsequent

actions on the merits shall be final, except where the
examiner introduces a mew ground of rejection not
necessitated by amendment of the apphcanon by ap-
plicant, whether or not the prior art is already of
record, Furthetmore, a second or any subsequent
action on the mérits in any application or patent un-
dmgomg reemuunatxcm proceedmgs will not be made
final if it mcludm a rc;ectmn, of. newly clted art, of
in sp:te of the fact tlmt other claims may havc been
amended to require newly cited art.
’ Asecoudoranym%queutactzononthememsm
any application or’ patent involved in reexamination
proceedmgs should not be made final if it includes a
rejection, on prior art not of record, of any claim
amerided to include limitations which should reason-
able have been expected to be claimed. See Sections
904 et seq. For example, one would reasonably expect
that a rejection under 35 U.S.C. 112 for the reason of
incompleteness would be responded to by an amend-
ment supplying the omitted element.

See § 809.02(a) for actions whnch indicate generic
claims not allowable.

In the consideration of claims in an amended case
where no attempt is made to point out the patentable
novelty, the examiner should be on guard not to
aflow such claims. See § 714.04. The claims may be fi-
nally rejected if, in the opinion of the examiner, they
are clearly open to rejection on grounds of record.

Form paragraph 7.40 should be used where an
action is made final including new grounds of rejec-
tion necessitated by applicant’s amendment.

7.40 Action Is Final, Necesgitated by Amendment

Applicant’s amendment necessitated new grounds of rejection.
Accordingly, this actlon (s made final See MPEP 706.07(z). Appli-
cunt is reminded of the extension of time policy as set forth in 37
CFR 1.136(s). The practice of eutomatically extending the short.
ened statutory period an additionsl month upon the filing of a
timely first cesponse (o 8 final rejection has been discontinued by
the Office. See 1021 TMOG 34.

A SHORTENED STATUTORY PERIOD FOR RESPONSE
TO THIS FINAIL. ACTION IS SET TO EXPIRE THREE
MONTHS FROM THE DATE OF THIS ACTION. IN THE
EVENT A FIRST RESPONSE IS FILED WITHIR TWO
MONTHS OF THE MAILING DATE OF THIS FINAL
ACTION AND THE ADVISORY ACTION IS NOT MAILED
UNTIL AFTER THE END OF THE THREE-MONTH
SHORTENED STATUTORY PERIOD, THEN THE SHORT-
ENED STATUTORY PERIOD WILL EXPIRE ON THE
DATE THE ADVISORY ACTION IS MAILED, AND ANY

EXTENSION FEE PURSUANT TO: 37 CPRA.136() WILL BE
CALCULATED FROM THE MAILING DATE OF THE AD-
VISORY ACTION, IN NO EVENT WILL THE STATUTORY
PERIOD FOR RESPONSE EXPIRE LATER THAN SIX
MONTHS FROM THE DATE OF THIS FINAL ACTION.

Ezsminer Note: v

1. This pnragnph should not be used in reissue Imgatnon cases
(SSP-1 month) or in reeumimuon ‘proceedings (SSP-2 months).

2. 37 CFR 1.136(s) should not be availsble in a reissue litigation
case :ud is not available in & reexamination proceeding.

706. 07(b) Final Rejeetion, When Proper on First
Action ‘ :

The claims of a new application may be fi nally re-
jected in the first Office action in those situations
where (1) the new. application is a continuing applica-
tion of, or a substitute for, an earlier application, and
(2) all claims of the new applxcatnon (a) are drawn to
the same invention claimed in the earlier. application,
and (b) would have been properly finally rejected on
the grotinds or art of record in the next Office actic
if they had been entered in the earlier application.

: However, it would not be’ proper to make final a
ﬁmt Office action in'a’ contirining 61 substitute ‘appli-

‘cation where that application contains' matétial which

was presented in the earlier applxcauon after findl fe-
jection or closing of prosecution but was demed entry
for one of the following reasons: ="

(1) New issues were raised - that reqmred further
consideration and/or search; or

(2) The issue of new matter was raised.

Further, it would not be proper to make final a fi rst
Office action in a continuation-in-part application
where any claim includes subject matter not present
in the earlier application.

A request for an interview prior to first action on a
continuing or substntute appllcatmn should ordinarily
be granted.

4 First Action Final rejection should be made by
using form paragraph 7.41.

7.41 Action Is Final, First Actwn

This is a {1] of applicant’s earlwr ‘application S.N. [2] Al claims
are drawn to the same invention claimed ip the earlier application
and could have been finally rejected on the grounds or art of
recofd in the next Office action if they had been entered in the ear-
lier application. Accordingly, this action is made final even though
it is o first sction in this case, See MPEP 706.07(b). Applicant is
reminded of the entension of time policy as set forth in 37 CFR
1.136(a). The practice of automatically exteading the shortened stat-
utory period an additional month upon the filing of a timely first
response to 8 final rejection has been discontinued by the Office.
See 1021 TMOG 35

A SHORTENED STATUTORY PERIOD FOR RESPONSE
TO THIS FINAL ACTION IS SET TO EXPIRE THREE
MONTHS FROM THE DATE OF THIS ACTION. IN THE
EVENT 4 FIRST RESPONSE IS FILED WITHIN TWO
MONTHS OF THE MAILING DATE OF THIS FINAL
ACTION ARD THE ADVISORY ACTION IS NOT MAILED
UNTIL, AFTER THE END OF THE THREE-MONTH
SHORTENED STATUTORY PERIOD, THEN THE SHORT-
ENED STATUTORY PERIOD WILL EXPIRE ON THE
DATE THE ADVISORY ACTION IS MAILED, AND ANY
EXTENSION FEE PURSUANT TO 37 CFR 1.136(a) WILL BE
CALCULATED FROM THE MAILING DATE OF THE AD-
VISORY ACTION. IN NO EVENT WILL THE STATUTORY
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PERIOD POR' RESPONSE EXPIRE LATER THAN wx
WFROM'I‘HBDAT!WMNNALACWON ‘

Enmslser Nots: ‘
- f. mmmumumhm

2.803“?8?706.07@).

3. ?meh“hmﬁng
[ «ncn:?;«-mowmu'mu‘hzmhum;
case sad b not avallable in o recxemination procesding.

706.07(c) Final Rejection, Premature

Any question as to ess of & final rejec-
tion should be raised, if at all, while the case is still
pendﬁtgbeforetheprmryemmcr This is purely a
question of practice, wholly distinct from the tenabil-
ity of the rejection. It may therefore not be advanced
as a ground for appeal, or made the basis of complasint
before the Board of Appeals. It is reviewable by peti-
tion under 37 CFR 1.181.

706.07(d) Finsl Rejection, mmm of, Pre-
mre

. If, om request by applmt for reconsxderamn, the

peimary examiner finds the final rejection to have

been premature, he should wnhdtaw the finality. of

the rejection.

- Form Paragraph. 7.42 shonld be used when thh~

drawing a Final Rejection. .

742 Withdrawal of Final Rejection ‘
Apphcmt’neqwtfortmmoﬂheﬁmﬁtyoﬂhem

Jection of the last Office action is persvasive and the finality of that

ection is withdrawn,

706.07(e) Withdrawal of FM Rejection, General

See §§ 714.12 and 714.13, Amendments after final
rejection,

Once & final rejection that is not premsture has
been entered in a case, it should not be withdrawn at
the applicant’s or patent owner’s request except on a
showing under 37 CFR 1.116(b). Further amendment
or argument will be considered in certain instances.
An amendment that will place the case either in con-
dition for allowance or in better form for appeal may
be admitted. Also, amendments complying with ob-
jections or requirements as to form are to be permit-
wdéa(ﬁerfmalacuonmaccordmcethhMCFR
1.116(a)

The examiner may withdraw the rejection of finally
rejected claims. If new facts or reasons are presented
such as to convince the examiner that the previously
rejected claims are in fact allowable or patentable in
the case of reexamination, then the final rejection
should be withdrawn. Occasionally, the finality of a
rejection may be withdrawn in order to apply a new
ground of rejection.

Although it is permissible to withdraw a final rejec-
tion for the purpose of entering a new ground of re-
jection, this practice is to be limited to situations
where a new reference either fully meets at least one
claim or meets it except for differences which are
shown to be completely obvious. Normally, the previ-
ous rejection should be withdrawn with respect to the
clsim or claims involved.

MANUAL OF PATENT EXAMINING PROCED

mmwmumﬂfmmd
subndiuy referemces, or of cumulstive references; or
ofrefetencuwhichmmerelycomdendtobe
better than those of record.

When a finel rejection is wnhdm a!l amend
menuﬁledanertheﬁndrejecmnmordmrﬂyen-
tered, .

Newgroundsofrejectnonmadeuan()fﬁceactm
reopening progecution after the filing of an appeal
brief require the approval of the supervisory primary
examiner. See § 1002.02(d).

706.07(f) 'nnelorRupomwMRejecﬂon

On October 1, 1982, pursuant to Public Law 97-
247, the Office discontinued the practice of extending
for one month the shortened statutory period for re-

sponse to a final rejectxon upon ‘the filing of a timely

first response to a final rejection (37, CFR 1.116).
Since October 1, 1982, ‘applicants  are able’ to obtain
addmonal time for “first or subsequént response to.a
final rcjectwn By’ peuttonmg undér 37 CFR 1.136(a),
and paymg the appropriate fee, provui;ed the’ addluon-
al ume dm not’ exeeedv the. six momh ‘statutory

first response after ‘a_final re_;ecnon. To 'encourage
continued filing of. early first responses after a final re-
Jecuon and to take care of any situations in whnch the
examiner does mot umely respond to a first response
after final rejection’ which is filed early during the
penod for response, the Office hss changed the
manner in which the period for response is set on any
final rejection mailed after February 27, 1983.

1. All final rejections setting a three (3) month
shortened statutory period (SSP) for response should
contain one of the Form Paragraphs (7.39; 7.40; 7.41)
advising applicant the if the response is filed within
two (2) months of the date of the final Office action,
the shortened statutory period will expu'e at three (3)
months from the date of the final rejection or on the
date the advisory action is mailed, whichever is later.
Thus, a variable response period will be established.
In no event can the statutory period for response
expire later than six (6) months from the date of the
final rejection. ;

2. If the paragraph setting a variable response
period is inadvertently not included in the final Office
action, the SSP for response will end three (3) months
from the date of the final Office action and cannot be
extended other than by making a petition and paying
a fee pursuant to 37 CFR 1.136(a). However, if an ad-
visory action (including en examiner’s amendment) is
mailed in such a case where the response to the final
action has been filed within two (2) months, the ex-
aminer should vacate the original SSP and reset the
period for response to correspond with the Office
policy set forth at 1027 OG 71. See paragraph (6)
below.

3. This procedure of setting a variable response
period in the final rejection dependent on when appl-
ciant files a first response to a final office action does
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aot apply to situations where an SSP less then three
(3) mnouths is set—e.g. reissue litigation cases (1 month
SSP) or any recxamination case.

Advisory Actions ' ‘

4. Where the final Office action sets a variable re-
sponge period as set forth in paragraph 1 above, AND
applicant files a complete first response to the final
Office action within two (2) months of the date of the
final Office action, the examiner must determine if the

a. Response puts the application in condition
for allowance—then the application should be
processed as an allowance and no extension fees
are due.

b. Response puts the application in condition
for allowance except for matters of form which
the examiner can change without authorization
from applicant, MPEP 1302.04—then the applica-

~ tion should be amended as required and proc-

essed as an allowance and no extension fees are

due.

-¢. Response does not put the application in

condition for sllownace—then the. - advisory

action should inform applicant that the SSP for

response expum three (3) months from the date

of the final rejection or as of the mailing date of
 the advisory. action, whichever is later.

If PTOL-303 form is used: (1) Draw a lipe through
the top two (2) lines relating to the period for re-
sponse and (2) use Form Paragraph 7.67.1 in the advi-
sory action,

If PTOL-303 is not used, then use Form Paragraph
7.67.1 on all advisory actions where a first complete
response has been filed within two (2) months of the
date of the final Office action.

S. Where the final Office action sets a variable re-
sponse period as set forth in paragraph ! above, end
applicant does NOT file a complete first response to
the final Office action within two (2) months, examin-
ers should use the content of Form Paragraph 7.67.

6. Where the final Office action does nor set a vari-
able response period as set forth in paragraph 1
above, AND applicant does file a complete first re-
sponse to the final Office action within two (2)
months, and if an advisory action (which may include
an examiner’s amendment) is necessary and cannof be
mailed within three (3) months of the final Office
sction, the examiner should vacate the original SSP
and reget the response period to expire on the mailing
date of the advisory action by using form paragraph
7.67.2. In no case can the statutory period for re-
sponse expire later than six (6) months from the date
of the final Office action. Note that Form Paragraph
7.67.2 can be used with the advisory action (perfera-
ble) or after the advisory action is mailed to correct
the error of not setting a variable response period.

7. When an advisory action properly contains either
Form Paragraph 7.67.1 or 7.67.2, the time for appli-
cant to take further action (including the calculation
of extension fees under 37 CFR 1.136(a) begins to run
three (3) months from the date of the final refection,

706.070

or from the date of the advisory sction; whichever is
later. Extension fees cannot be prorated for portions
of a month. lnnoevemcanthemwryperiodfor

later then six (6) months fmm the

response
date of the final rejectlon

Examlncr s Amendments

8. Where a complete first response to & final Office
action has been filed within two (2) months of the
final Office action, an examiner’s amendment to put
the epplication in condition for sllowance may be
made without the payment of extension fees if the ex-
aminer’s amendment is a part of the first advisory
action, because the examiner’s amendment will either
set (7.67.1) or reset (7.67.2) the period for response to
expire on the date the examiner’s amendment is
mailed if it is mailed more than three (3) months from
the date of the final Office action.

9. Where a complete first response to a final Office
action has not been filed within two (2) months of the
final Office action, applicant’s authorization to make
an amendment to place the application in ‘condition
for ‘allowanicé must be made either within the three
(3) month shortened statutory period or within an ex-
tended period for response that has been petitioned
and paid for by applicant pursuant to 37 CFR
1.136(a). :

10. An extension of time under 37 CFR 1.136(a) re-
quires a petition for an extension and the appropriate
fee provided for in 37 CFR 1.17. Where an extension
of time is mecessary to place an application in condi-
tion for allowance (e.g. when an examiner’s amend-
ment is necessary after the shortened statutory period
for response has expired), applicant may file the re-
quired petition and fee or give authorization to the ex-
aminer to make the petition of record and charge a
specified fee to a deposit account. When authorization
to make a petition for an extension of time of record
is given to the examiner, the authorization must be
made of record in the application file by the examiner
by way of an Interview Record form dated before the
extended period exp:res The authorization should
also be made or record in an examiner’s amendment
by indicating the name of the person making the au-
thorization, the deposit account number to be
charged, the length of the extension requested and the
amount of the fee to be charged to the deposit ac-
count. SAMPLE: An extension of time under 37 CFR
1.136(a) is required to place this application in condi-
tion for allowance. During a telephone conversation
conducted on (date), John Doe (attorney for appli-
cant) requested an extension of time for——months
and authorized the Commissioner to charge Deposit
Account No, —-— the required fee of $——for this
extension.

Practice After Final

11. Responses after final should be processed and
considered promptly by all Office personnel.

12. Responses after final should not be considered
by the examiner unless they are filed within the SSP

700-23



m~mimompnmed by & petition for en extensica of

time - and - the appropriste -fee (37 CFR 117 -end
1.136(s)). This requirement also. applies to - suppm
tal responses filed afier the first response. -

13. lnmmmybecmaﬂuﬁmlwhm
the six (6) month Statutory period for response witb-
out the payment of an extension fiee.

4. Formal matters which are ideatified for the first
time afler a response is made to a final Office action
and which require action by applicant to correct may
be required in an Ex Parte Quayle action if the appli-
cation is otherwise in conditioa for allowance. No ex-
tetmonfeeswouldberequmdmtherespomepms
the application in condition for allowance except for
the correction of formal matters—the correction of
which had not yet been required by the examiner.
- 18, !fprosecuﬂonmtobeteopeuedafteraﬁnal
Office action has been respoaded to, the finality of
the previous Office action should be withdrawn to
avoid the issue of abandonment and the payment of
extension fees. For example, if a new reference comes
to the attention of the examiner which renders unpa-
tentable a claim indicated to be allowable, the Office
action should begin with a statement to. the. effeci:
Thcﬁmhtyofthcot'ﬁceactxonmadedxshereby
withdrawn in view of the new ground of rejection set
forth below. Form Paragraph 7.42 could be used in
addition to this statement.

Form Paragraph 7.67.1

7.67.1 i’{dv&w After Fingl, Heading, l.f! Response Filed Within 2
onths

The shortened statutory period for response expires three montks
from the date of the final rejection or as of the mailing date of this
Advisory Action, whichever ig later. I ao event however, will the
sistutory period for response enpire lster than six months from the
date of the fingl rejection. Any extension of time must be obtained
by filing 2 petition under 37 CFR 1.136{a} accompanied by the pro-
posed response and the appropriate fee. The date on which the re-
wponse, the petition, and the fee have besn filed is the date of the
response snd alzo the date for the purposes of determining the
period of extension and the corresponding amount of the fee.

Any extension fee pursuant 1o 37 CFR 1.17 will be calculsted
from the date that the shortened statutory périod for respomse ex-
pires a8 set forth sbove.

Essminer Wote:

This paragraph should be used in all advisory actions ift

5. it was the first response to the finel vejection, and

2. it was filed within 2 months.

If a notice of appeal has been filed, also use paragraph 7.68.

Form Paragraph 7.67.2
7.67.2 Advisory After Final, Heading No Variable SSP Set In Final

Since the first response to the Final Office action has been filed
within two (2) monthe of the mailing dete of that action and the
advisory action wes not mailed within three (3) months of that
date, the three (3) month shortened statutory period for response
set in the Final Office action is hereby vacated and reset to expire
as of the mailing date of the advisory action. See Notice entitled
“Procedure for Handling Amendments Under 37 CFR 1.116,” pub-
lished in the Official Gazette at 1027 OG 71, February 8, 1983, In
no event, however, will the statutory period for response enpire
later then six (6) months from the date of the Final Office action.
Any extension fee required pursuant to 37 CFR 1.17 will be calcu-
fated from the mailing date of the advisory action.

Exeainer Note:

1. This peragraph should be wed in all sdvisory actions where:

;,mmmmmmnm
- wae filed, within two mmmam-&mm

cye

¢ theﬂul.cﬁoufadedtolnfomnppﬁcm«olnvmhssr
beyond the normal three month period, as is set forth in form pare-
;nph?”-‘”l

-2, 8¢ the finel sction set » verisble SSP, do not wes this para-
greph. Use peregreph 7.67.1.

3 lfanoﬂceoflppullmbeenﬂled.nlwwwaph7ﬂ

~ Under the changed procedure, if an applicant ini-
tially responds within two months from the dste of
mailing of any final rejection setting a three-month
shortened statutory period for response and the Office
does not mail an advisory action until afier the end of
the three-month shortened statutory period, the
period for response for purposes of determining the
amount of any extension fée will be the date on which
the Office mails the advisory action adwsmg applicant
of the status of the application, but in no event can
the period extend beyond six months from the date of
the final rejection. This procedure will apply only to
a first response to a final rejection and has been im-
plemented by including the following language in
each final réjection mailed after February 27, 1983:
““A SHORTENED STATUTORY PERIOD FOR RESPONSE
TO ‘THIS FINAL ACTION: IS SET TO EXPIRE THREE
MONTHS FROM THE DATE.OF: THIS ACTION. IN THE
EVENT A FIRST RESPONSE IS FILED WITHIN TWO
MONTHS OF THE MAILING DATE OF THIS FINAL
ACTION AND THE ADVISORY ACTION IS NOT MAILED
UNTIL ' AFTER ' THE END OF THE ' THREE-MONTH
SHORTENED STATUTORY PERIOD, THEN THE SHORT-
ENED STATUTORY PERIOD WILL EXPIRE ON THE
DATE THE ADVISORY ACTION IS MAILED, AND ANY
EXTENSION FEE PURSUANT TO 37 CFR 1.136(s) WILL BE
CALCULATED FROM THE MAILING DATE OF THE AD-
VISORY ACTION. IN NO EVENT WILL THE STATUTORY
PERIOD FOR RESPONSE EXPIRE LATER THAN SIX
MONTHS FROM THE DATE OF THIS FINAL ACTION."

For example, if applicant initially responds’ within
two months from the date of mailing of a final rejec-
tion and the examiner mails an advisory action before
the end of three months from the date of mailing of
the final rejection, the shortened statutory period will
expire at the end of three months from the date of
mailing of the final rejection. In such a case, any ex-
tension fee would then be calculated from the end of
the three-month period. If the examiner, however,
does not mail an advisory action until after the end of
three months, the shortened statutory period will
expire on the date the examiner mails the advisory
action and any extension fee may be calculated from
that date.

707 Esaminer’s Letter or Action

37 CFR 1.104. Neture of examination; examiner’s action (8) On
taking up an application for examination or a patent in & reexamina-
tion proceeding, the examiner shall make & thorough study thereof
and shall make 8 thorough investigation of the available prior art
relating to the subject matter of the cleimed invention. The exami-
nation shall be complete with respect both to compliance of the ap-
plication or patent under reexamination with the epplicable statutes
and rules and to the patentability of the invention as claimed, es
well as with respect to matters of form, unless otherwise indicated.

{b) The spplicant, or in the case of & reexaminstion proceeding,
both the petent owner and the requester, will be notified of the ex-
aminer’s sction. The ressons for any adverse sction or eny objec-
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the propriety of continuing the

plications filed on and afier June 1, 1978.
{d) Any naiicas! ‘may eleo have an

mhmpmweparedih«wnutheumeohhewmm

tion on the merits, upoa epecific written request therefor and pay-
Aot of fe o perparsion of Stermatonal{ype seeth report
amount

Nm—mh(entMdemrkOfﬁeemnmmm

& formal report of an internstionsl-type search be prepased in order
- to obizin a search fee refund in a Ister filed internations! applica-
tion.
g For Office actions in reexamination proceedings see

2260.

Under the current first action procedure, the exam-
iner signifies on the action form PTOL-326 certain in-
formation including the period set for response, any
attachments, and a “summary of actlon," the po&tton
taken on all claims.

Current procedure also allows the exammer, in thc
exercise of his professional Judgment to indicate that a
discussion with apphcant’s or patent owner’s repre-
sentative may result in agreements whereby the appli-
cation or patent under reexamination may be placed

in condition for allowance and that the examiner will

telephone the representative within about two weeks.
Under this practice the applicant’s or patent owner's
representative can be adequately prepared to conduct
such a discussion. Any resulting amendment may be
made either by the applicant’s or patent owner’s attor-
ney or agent or by the examiner in an examiner's
amendment. It should be recognized that when exten-
sive amendments are necessary it would be preferable
if they were filed by the attorney or agent of record,
thereby reducing the professional and clerical work-
load in the Office and also providing the file wrapper
with a better record, inciuding applicant’s arguments
for allowability as required by 37 CFR 1.111.

The list of references cited appears on a separate
form, Notice of References Cited, PTO-892 (copy in
§ 707.05) attached to applicant’s copies of the action.
Where applicable, Notice of Informal Patent Draw-
ings, PTO-948 and Notice of Informal Patent Appli-
cation, PTO-152 are attached to the first action.

The attachments have the same paper number and
are to be considered as part of the Office action.

Replies to Office actions should include the 3-digit
art unit number and the examiner’s name to expedite
handling within the Office.

In accordance with the Patent Law, “Whenever, on
examination, any claim for a patent is rejected or any
objection . . . made”, notification of the reasons for
rejection and/or objection together with such infor-
mation and references as may be useful in judging the
propriety of continuing the prosecution (35 U.S.C.
132) should be given.

When considered necessary for adequate informa-
tion, the particular figure(s) of the drawing(s), and/or
page(s) or paragraph(s) of the reference(s), and/or
any relevant comments briefly stated should be in-
cluded. For rejections under section 103, the way in

'casetharoughly The usual §

dean e

which a refereace i is modified or plunl wfcrences are
mibined should be set out.
In exceptional cases, as to satisfy the more stringent

(c)Anmmwmd‘imwdwdlbemdeindm»’: requirements under 37 CFR 1.106(b), and in pro se

cases where the inventor is unfemiliar with the patent
law and practice, amorecomple@eexplmationmy

‘be needed.

Objections to the diacloaure, explanation of refer-
ences cited but not applied, indication of allowable

subject matter, reqmrements (including requirements
for restriction if space is available) and any other per-
tinent comments may be included.

Summary sheet PTOL-326, which serves as the
first page of the Office action, is to be used with all
first act:ons and will identify any allowed claims.

707.01 Primury Examiner Indicates Action for
New Assistant

After the search has been action is taken

- in the light of the references found. Where the assist-

antexammcrhasbeenmthcomccbutashorttlme,

it is the duty of the primary enmmcr to go into the
' ire is for the assist-

ant examiner to explam ‘the mvcnmm and discuss the
references which he regards ss most pertinent. The
primary examiner may indicate the action to be taken,
whether restriction or election of species is to be re-
quired, or whether the claims are to be considered on
their merits. If action on the merits is to be given, he
or she may indicate how the references are to be ap-
plied in cases where the claim is to be rejected, or au-
thorize allowance if it is not met in the references and
no further field of search is known.

707.02(8) Cases Up for Third Action and Five-
Year Cases

The supervisory primary examiners should impress
their assistants with the fact that the shortest path to
the final disposition of an application is by finding the
best references on the first search and caxefully apply-
ing them.

The supervisory primary examiners are expected to
personally check on the pendency of every applica-
tion which is up for the third or subsequent official
action with a view to finally concluding its prosecu-
tion.

Any case that has been pending five years should
be carefully studied by the supervisory primary exame
iner and every effort made to terminate its prosection.
In order to accomplish this result, the case is to be
considered “special” by the examiner.

707.04 Initisl Sentence

The “First Page of Action” form PTOL-326 con-
taing an initial sentence which indicates the status of
that action, as, “This application has been examined”
if it is the first action in the case, or, “Responsive to
communication filed—--" Other papers received,
such as supplemental amendments, affidavits, new
drawing, etc., should be separately mentioned.
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* A copy of this reference is not being furnished with this office sction.
(See Manual of Pstent Examining Procedure, section 707.05 (e).)
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A preliminary amendment. ih & new cage should be !
lddinz a gsentence such as; ‘The, .

scknowledged by ;
amendments filed (date) has been received.”

707.05 Citation of References ‘
During the examination of an application or reex-

mmtmofapatemtheemﬁmshoddcneappm-,

priate prior art which is nearest to the mbject matter
defined in the claims. When such prior art is cited, its
pertinence should be explained.

Form Paragraph 7.96 may be used a8 an introduc-
tory sentence,

7.96 Citation of Pertinent Prior Art

The prior art made of record and not relied vpon is considered

pertinent ot applicent’s disclosure,
Exsmiser Notes

When such prior art is cited, its pertinence should be explained in =~ |

accordance with MPEP 707.08.

Allowed applications should "gemerally confain & ci-
tation of pertinent prior art for printing in the patent,
even if no claim presented during the prosecution was

com:deredunpatentab!eovermchmm Only in
search has not re: .

those instances where a
vealed any prior art relevant to the claiined invention
is it appropriate to send a case to issue with no art
cited. In the case where no prior ast is cited, the ex-

aminer must write “None” on a form PTO-892 and

insert it in the file wrapper. Where references have
been cited during the prosecution of parent applica-
tions and a continuing application, having no newly
cited references, is ready for allowance, the cited ref-
erences of the parent applications should be listed on

a form PT0-892. The form should then be placed in

the file of the continuing application. See Section
1302.12.

In alf continuing spplications, the parent applica-
tions should be reviewed for pertinent prior art.

37 CFR L107. Cisation of references. (8) I domestic patents are
cited by the examiner, their numbers end dates, snd the names of
the patentecs, and the classes of inventions must be stated. If for-
eign published applications or patents are cited, their nationality or
country, numbers and dates, and the names of the patentees must be

stated, and such other dats must be furnished 23 sy be necessary

to enable the applicant, or in the case of 3 reexaminstion proceed-
ing, the patent owner, (o identify the published spplicationz or pat-
ents cited. In citing foreign published applications or patents, in
case only 8 part of the document fs involved, the perticular pages
and sheets contsining the parts relied upon must be identified, If
printed publications are cited, the author (if any), title, date, pages
or plates, and place of publication, or place where & copy can be
found, shall be given,

(by When s rejection in an spplication is based on (acts withia the
personal knowledge of an employee of the Office, the date shall be
a3 specific as pomible, and the reference must be supported, when
called for by the applicant, by the affidavit of such employee, and
such affidavi¢ shall be subject to contradiction or explanation by the
affidavite of the applicant and other persons.

707.05(a) Coples of Cited References

Copies of cited references (except as noted below)
are automatically furnished without charge to appli-
cant together with the Office action in which they are
cited. Copies of the cited references are also placed in
the application file for use by the examiner during the
prosecutiomn.

illowmce, in Ex parte Quayle gctions, and by appli-
~ cant in accordance with. §§ 609, 707.05(b) and 708.02

are not furnished to applicant with the Office action.
Additionally, copies of references cited in continu-

ation applications if they had been previously cited in

the parent application are not furnished. The examiner
should check the left hand column! of form PTO-892
u‘acopyofthereﬁereweunottobeﬁxmuhed to the

In the rare mstance where no art u clted in & con-

' tinuation application, all the references cited during

the prosecuton of the parent appllcatlon will be listed
at allowance for printing in the patent.

To assist in providing copm Qf references, the ex-
aminer should:

(8) Write the citation of the rcferencm on form

~ PTO-892, “Notice of Referenices Cited”

) Place the fom PTO~892 m the front of the file

wrapper.”
‘(c) Include in the applzcatlon ﬁle w;'apper all of the
references cited by the examiner which are to be fur-

- nished to the applicant and which have been obtained
. from the clamﬁed gearch file with the exception of
o “Iumbo” patents (any U.S. patent in excess of 40

pages). Box on the form PTO-892. Copies of

-, " patents will be ordered by the clerical staff.
'(d) Make two copies of each reference which is to
be supplied and which has been located in a place
other than the classified search file (i.e. textbooks,
bound magazines, personal search material, etc.).
Using red ink identify one copy as the “File Copy”
and the other copy as the “Applicant’s Copy”. Both
copies should be placed in the application file wrap-

pes. :

(e) Turn the application in to the Docket Clerk for
counting. Any application which is handed in without
all of the required references will be returned to the
examiner. The missing reference(s) should be obtained
and the file returned to the Docket Clerk as quickly
as possible.

" In the case of dengn applxcatlons, procedures are
the same as set forth in section 707.05 (a)-(g) except
that less than the entire disclosure of a cited U.S util-
ity patent may be supplied with the action by the
Design Group. Copies of all sheets of drawings relied
on and of the first page of the specification are fur-
nished without charge. Any other subject matter, in-
cluding additional pages of specification relied on by
the examiner will also be provided without charge.
Where an applicant desires a complete copy of a cited
U.S. utility patent it may be obtained through the
Customer Services Divigion at the usual charge.

70708®) Citation of Related Art by Applicants

Section 609 sets forth positive guidelines for appli-
cants, their attorneys and agents who desire to submit
prior art for consideration by the Patent and Trade-
mark Office.

All citations of prior art or other material submitted
in accordance with the guidelines of § 609 and submit-
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mummmmmmudmm
mmmmwmm

~While the Patent: and. Trademark Qfﬁce wnll
lrmwmty igaore eny prior art which might nntm-
pate or suggest: the claimed inveation, no. assurance
can be: given. that cited art or other material not sub-
mitted in socordance- with, these gunde!ma will be
congidered by the examiner. |, .

&ubmuwdmumwiunm-mywnydmmuh
the obligation of examiners to coaduct independent
prior art searches, or relieve examiners of citing perti-
nent prior art of which they may be aware, whether
or not such are is cited bymeapphcmt

Prior art submitted by applicant in the manner pro-
vided in §609 will not be supphed wnth an Office

by the exammer durmg the cxammatton
the examiner should check. the space
892 to indicsted that no copy of that reference
be furnished to, the applmnt. Only that pri
listed by the examiner on form P’I‘0—892 will be
printed on the patent.
Howwa-,rfthepmrmmmhmtwdmammr
which does not comply with the § 609 guidelines, it is
notnmrytolxstallcitedpmrarton form PTO-
892 in order to make the citations of r
because the complete listing of applicant's  citations
will be in the application file and will be avatlable for
inspection by the public’ after issuance of the: patent
with notations as indicated’ under item C or §717.05.
The examiner may state that all the pnor art cited by
applmint has been considered, even if it was submited
in 4 manner which does not fully comply with the re-
qutrements of this section. ‘

07.05(c) Order of Lisﬁng

In citing references for the first time, the tdentnfy-
ing data of the citation should be placed on form
PTO-892 “Notice of References Cited”, a copy of
which will be attached to the Office action. No- dis-
tinction is to be made between references on which a
clgim is rejected and those formerly- referred to as

nent”. With the exception of applicant submitted
citations (§¢ 707.05(b) and 708.02), the pertinent fea-
tures of references which are not used as a basis for
rejection, shall be pointed out briefly.

See § 1302.12.

707.05(8) Reference Cited in Subsequent Actions

Where an applicant in an amendatory paper refers
to a reference which is subsequently relied upon by
the examiner, such reference shall be cited by the ex-
aminer in the usual manner.

707.05(e) Data Used in Citing References

37 CFR 1.107 (§§ 707.05 and 901.05(a)) requires the
examiner to give certain data when citing references.
The patent number, patent date, name of the patentee,
class and subclass and the filing date, if appropriated,
must be given in the citation of U.S. patents. This in-

: 0%:056)

formation . is m om! the: Nom ol Rxm:ms:
Cited” - form - PTO+892 : (Eow 2aty § QT 08).
§9Qt04 far’ details ; concerning: the: wazious seriesof
U.S. patents and how to cite them.. Note that patents
of the X-Series (dated prior to July 4, 1836).are not to
be cited by. number. Some U.S. patents issued in 1861
have two- munbem thereon The larger nnmbet should
be cited.

- If the. patentdate ofa US patent is: aﬂersnd the
effecnve filing date of the patent is before the-effec-
tive U.S. filing date of the application, the filing date
of the patent must be set forth along with the citation
of the patent. This calls attention to the fact that the
particular patent relied on is:a reference because of its
ﬁ.ling,:'date, and not itsépatent date.’ Similarly, when the
reference . is :a continuation-in-part of -an earlier-filed
application which. discloses ' the anticipatory - matter
and it is necessary 10 go-back to.the earlier filing date,
the fact that the subject matter relied.upon was origi-
nally disclosed on that date in the ﬁrst appllcatlon
should-be stated.: - .

In the rare mstance whete no art is c1ted in a-con-
tinuation -application; all the references ‘cited dufing
the prosecution of ilie parent application will:be listed
at allowance - for printing inzi-‘-»the’ ! patent.: - See
5707,05(3),@, Gy L

. CrossRefemences .
Ofﬁclal cross-references should be marked “X” B

FOREIGN PATEN’IS AND PUBLISHED Awuc.«'nons

In citing forengn patents, the patent number, ‘cita-
tion date, name of the country, name of the patentee,
and class and subclass must be given. -

In actions where references are furmshed and (1)
less than the entire disclosure is relied upon, the sheet
and page numbers: specifically - relied upon and the
total number of sheets ‘of drawing and pages of speci-
fication must be included (except applicant submitted
citations); (2) the entire disclosure is relied upon, the
total number of sheets and pages are not included,
and . the apptopmte columns  on PTO-892 :are left
blank.

Pubhcations such as German allowed apphcatxons
and Belgian and Netherlands printed specifications
should be similarly handled. If the total number of
sheets and pages in any publication fo be furnished
(other than U.S. patents) exceeds 15, the authorizing
signature of the supervisory primary examiner is re-
quired. Applicants who desire a copy. of the complete
foreign patent or of the portion not “relied on” must
order it in the usual manner.

See §901.05(a) for a chart in which foreign lan-
guage terms indicative of foreign patent and publica-
tion dates to be cited are listed.

PUBLICATIONS

See § 711.06(a) for citation of abstracts, abbrevia-
tures and defensive publications. See § 901.06(c) for
citation of Alien Property Custodian publications.

In citing a publication, sufficient information should
be given to determine the identity and facilitate the
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location' of the publication:
qmredby!llmﬂm?ﬂﬂwﬁhthmdﬁcm

For books the data re-

relied on idemtified “with the SCIENTIFIC
LIBRARY call dumber will suffice. The call number
appears on the “gpine” of the book if the book is thick
enough and, in say event, on the beck of the title
pege. Books on isterlibrary loan will be marked with
the call numbers of the other library, of course. THIS
NUMBER SHOULD NOT BE CITED. The same
convention should be followed in citing articles from
periodicals. The call number should be cited for per-
iodicals owned by the Scientific Library, but not for
penmas borrowed from other libreries. In cmng
information sufficient to ideatify the arti-
cle includes the author(s) and title of the article and
the title, volume number issue number, date, and
pages of the periodical. If the copy relied upon is lo-
cated only in the group meking the action (there may
be no cell nember), the additional information, “Copy
in Group—-"" ghould be given.

Esxamples of mnpatent biblographical cuutnom
l For books:

- Winslow. C. E. A. FmthAfrand Vam’at:on. NY
E. P. Duttos, 1926. p. 97-112. Tll7653 ws
2. For parts of books: :

Smith, J. F. “Patent Searchmg”ln. Smget TER
Information ard Communication Practice in Industry
(WNew York, Reinhold, 1958). pp. 157-165. T 175.85.
3. For encyclopedia articles:

Calvert, R. “Pstents (Patent Law).” In: Encyclope-
dia of Chemical Technology (1952 ed.), vol. 9, pp. 868-
890. Ref. TP9.EGS.

4. Por sections of handbooks:

Machinery’s Handbook, 16th ed. New York, Interna-
tional Press, 1959. pp. 1526-1527. TY151.M3 1959.

5. For periodical srticles:

Nogm,w A. “A Climate for Basic Chemical Re-
search.”

Chemical & Engineering News, vol. 38, no. 42 (Oct.
17, 1960), pp. 91-95. TP1.I418.

Note: DO NOT abbreviate titles of books or perio-
dicals. A citation to P.S.E.B.M. is meaningless. Refer-
ences are to be cited so that anyone reading a patent
may identify and retrieve the publications cited. Give
as much bibliographic information as possible, but at
least enough to identify the publication. For books,
minimal information includes the author, title and
date. For periodicals, at least the title of the periodi-
cal, the volume number, date and peges should be
given. These minimal citations may be made ONLY
IF the complete bibliographic details are unknown or
unavailable, .

If the original publication is located outside the
Office, the examiner should immediately order a pho-
tocopy of at least the portion relied upon and indicate
the class and subclass in which it will be filled. The
Office action MUST designate this class and subclass.

707.0:‘(:) Effective Dates of Declassified Printed
tler

In using declassified material as references there are
usuglly two pertinent dstes to be considered, namely,

| MANUAL OF PATENT EXAMINING' PROCEDURE

mmmmmmummmmpﬁm-
ing date in some instences will appéar on the material
mmyumwsmcawwmmm
was prepared for limited distribution. The
date ie the date of release when the masterial was
made available to the public. See Ex parte Harris et
ek, 79 USPQ 439, If the date of release does not
on the materigl, this date may be determined
by reference to theOfﬁoeofTechmeal Services, De-
pertment of Commerce.

In the use of any of the above noted material as an
anticipatory publication, the date of release following
declassification is the effective date of publication
within the meaning of the mtute ‘

For the purpose of antlclpatnon predlcated upon
prior. knowledge under 35 U.S.C. 102(a) the above
noted declassified material may be taken as prima
facie evxdence of such prior knowledge as of its print-
ing date éven though such material was classified at
that time. When so used the material does not consti-
tute an_sbsolute statutory bar and its pnntmg date
may be antedsted by an afﬁdavxt or, declaranon under
37 CFR 1.131. ‘

m.esw Incorrect Citation of References

Where an error in citation of a reference is brought
to the attention of the Office by apphcant. a letter
correcting the error and restarting the previous period
for response, together with a correct copy of the ref-
erence, is sent to applicant. Where the error is discov-
ered by the examiner, applicant is also notified and
the period for response testarted. In either case, the
examiner is directed to correct the ervor, in ink, in the
paper in which the error appears, and place his or
here initials on the margin of such paper, together
with a notation of the paper number of the action in
which the citation has been correctly given. See
§ 710.06.

Form PTOL-316 is used to correct an erronmeocus
citation or an erronecusly furnished reference. Cleri-
cal instructions are outlined in the Manual of Clerical
Procedures, § 410.C (2) and (3).

Form Paragraphs 7.81-7.83 may be used to correct
citations or copies of references cited.

7.81 Heading Supplying Correct Reference Citation or Copy

THE PERIOD FOR RESPONSE OF (1] SET IN THE LAST
OFFICE ACTION IS RESTARTED TO BEGIN WITH THE
DATE OF THIS LETTER.

Paamlner Mote

This paregraph must precede paragraph 7.82 and/or persgraph
7.83.

7.82 Correction of Citatlon of Reference

Applicant’s request for e corrected reference citation from the
last Office action is acknowledged. The corrected citation is ag fol-
fows: [1]

Ezsminer Note:

1. Use peragraph 7.81 with this paragraph,

2. Use paragraph 7.83 to furnish a correct reference copy.

3. In bracket 1, give the full and correct reference citation, See
MPEP 707.05(g)
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7” CormkqﬂnmCopySwlM
;}cforaco;rectcapyotammecimtnm

Eubledhaooﬁactwpyof

mm
umm
.1 In beacket 1, lm:hemmmcuwofoopmbmmm

- . Use parsgraph 7.81 with this

3. Use paregraph 7.82 to wpply 8 mecwd rdemwe ctmiou

lnanycueotherwmerudyformue,mwhachthe
ermneomcttatmhunotbm formally corrected in
an official paper, the examiner is directed to correct
the citation on an examiner's amendment form
PTOL-37.

If « FOREIGN patent is incorrectly cited: for ex-
ample, the wrong country is indicated or the country
omitted from the citation, the General Reference
Branch of the Scientific Library may be helpful. The
date and number of thé patent are often sufficient to
determine the correct country which granted the
patent.

To correct a citation prior to mailing, see the
Manual of Clerical Procedures, § 410.C(1).

707.06 mwmmm
dumss aud Notices

Incnmmtdmmmﬂwlfs CCP.A. or
Federal Reporter citation should be given in addition
to the USPQ citation, when it is convenient to do so.
The citation of manuscript decisions which are not
svailable to the public should be avoided.

in citing a menuscript decision which is available o
the public but which has not been published, the tri-
bunel rendering the decision and complete date identi-
fying the paper should be given. Thus, a decision of
the Board of Appeals which has not been published
but which is available to the public in the patented
file should be cited, as “Ex parte—, decision of the
Board of Appeals, Patent No. , paper No.———,

——
Decisions found only in patented files should be
cited only when there is no published decision on the

dum not yet marpomwd into this manual is cited in
any official action, the title and date of the order,
notice or memorandum should be given. When appro-
priate other dats, such a a specific issue of the Journal
of the Patent Office Sociesy or of the Official Gazette in
which tﬁm same may be found, should slso be ﬂven

news of examiner’s aption. The ensmibner’s
wmd&mtwamtﬂmmww
such a5 misjoinder of invention, fundamental defects
ation, sad the like, the sction @f the exsminer may be

37 CFR 1165, ¢
ﬁgﬂm will be

me Pamgmpm 7.37 and 7.38 may be used where
applicant’s arguments are not persuasive or moot.
737 Arguments Are Nov Persyasive

Applicant’s srguments fifed [I] have been fully considered but
they ate not deemed (0 be persussive.

Euqbnrm .
mmmuddmnnmwmwhuhMmmudy
bunmpoudadmhuwrejmion .

238 Awudnummdhlm Gmmdd’kqmm

Applicant’s arguments with respect to claim [1} have been con-
MbmmdtemdwheminvhwoftMmgmdlof
rejection.

707.07e) Complete Action on Formal Matters

Forms are placed in informal nppllcauom listing in-
formalities noted by the Draftsman (Form PTQO-948)
and the Application Division (Form PTO-152). Each
of these forms comprises an original for the file
record and a copy to be mailed to applicant as a part
of the examiner’s first action. They are specifically re-
ferred to as attachments to .the letter and are marked
with its paper number. In every instance where these
forms are to be used they should be mailed with the
examiner’s first letter, and any additional formal re-
quirements which the ' examiner desires to make
should be included in the firss letter.

Whenanyformalreqmtementwmademanexam
iner's action, that action should; in all cases where it
indicates allowable subject matter, call attention to 37
CFR 1.111(b) and state that a complete response must
either comply with all formal requirements or specifi-
cally traverse each requnement not complied with.

T67.97(b) Requirfng New Oath
See § 602.02.
16707 Drafteman’s Reguirement
See §707.07(a); also §§608.02(2), (¢), and (s).
707.07(d) Langusge To Be Used In Rejecting
Claims '

Where a claim is refused for any reason relating to
the merits thereof it should be ‘“rejected” and the
ground of rejection fully and clearly stated, and the
word “reject” must be used. The examiner should
designate the statutory basis for any ground of rejec-
tion by express reference to a section of 35 U.S.C. in
the opening sentence of each ground of rejection. If
the claim is rejected as too broad, the reason for so
hiolding should be given; if rejected as indefinite the
examiner should point out wherein the indefiniteness
resides; or if rejected as incomplete, the element or
elements lacking should be specified, or the applicant
be otheswise advised as to what the claim requires (o
render it coruplete.

See §706.02 for language to be used.

Everything of & personal nature must be avoided,
Whatever may be the examiner's view as to the utter
lack of patentable merit in the disclosure of the appli-
cation examined, he or she should not express in the
gecord the opinion that the application is, or appears
to be, devoid of patentable subject matter. Nor should
he or she express doubts as to the allowability of al-
lowed claims or state that every doubt has been re-
solved in favor of the applicant in granting him the
claims sllowed.
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z Mtbom not every ground of reject
QIIchm:sideredntbemoreaptncumforold
combination rejection than §§102 or 103. Ex- pane
Des Granges, 864 0.G. 7122.
mmmuamammm
action on the merits, identify any claims which he or
dw;wdmumﬂymcimd,mbemgb&emd/
orshouldngmymymwhschbeouheconmd
ers that ‘¢laims may be amended to make
them allowable. If the examiner does mot do this, then
by implication it will be understood by the applicant
or his or her sftorney or agent that in the examiner’s
opinion, as presently advised, there appears to be no
allowsble claim nor anything patentable in the subject
matter to which the claims are directed.

IMPROPERLY erm-:ssw Rntm

Anommhmrejectxmof'thechm “on the refer-
ences and for the reasons of record” is stereotyped
and ususlly not informative and should therefore be
avoided. This is especially true where cerisin cleims
havebeentejwtedmomgmundmdothetcmms
on another ground.

Aplmhtyofclmms@uldwerhegrwmdto—
gether in & common rejection, unless that rejection is
equally spplicable to all claims in the group.

T0107e) Note All Outstanding Reguirements

Imtakmgupmmmdeﬂmcforacﬁmtheemm
mshouldm@cmevetykettcrallthemqwements
outstanding sgainst the case. Bvery point in the prior
acmuofmeummtwlmhmwﬂmtmblemustbe
repeated or referred to, to prevent the implied waiver
of the requirement.

4s soon ss sllowsble subject matter is found, cor-
rection of all informalities then present should be re-
guired.
101010 Aunswer All Masterial Traversed

Where the requirements are traversed, or suspen-
gion thereof requested, the examiner should make
proper teference thereto in his action on the amend-

ment.

Where the applicant traverses any rejection, the ex-
aminer should, if he or she repeats the rejection, take
note of the applicant’s srgument and snswer the sub-
stance of it.

Kfucmwahmdmmbewwlwdtoawor
amnended claim, specific identification 0! mst mund
af fc}ectm, 88 by citation of the parsgrag
mﬁﬁmmmwm&ﬂwmmmww
nally stated, should

Aﬁ&rm@ﬂ%@ewﬁm merespam(mwdmonto
making smendments, etc.) may frequently include ar-
ts snd stwm to the effect that the prior art
WMGMWWWW&W%MﬂM
does not inherently yield one or more advantages
(new or improved results, functions or effects), which
advanteges sre urged (o warraat issue of a patent or
the allegedly novel subject matter claimed.

; in the action following the saser-
tionor‘a(rmmentrehﬁvemmhadvmza‘ By 0
doing the applicant will know that the asserted advan-
taga have sctually been considered by the examiner
and, if appeal is taken, the Board of Appeals will also
be advised. '

The importance of answering such ar, ts is il-
lustrated by In re Herrmann et al., 1959 C.D. 159; 739
0.G. 549 where the applwant urged that the subject

matter claimed produced new and useful resuits. The
court noted that sinice applicant’s statement of advan-
tages was not quest!oned by the examiner or the
Board of Appeals, it was constrained to accept the
statement at face value and therefore found certain
claims to be allowable.

‘Piecemesal examination should be avoided as much
as possible. The examiner ordinarily ‘should reject
each cleim on all valid grounds available, avoiding,
however, undue mulupiwmon of references. (See
§90402., Msjor technical rejections on grounds such
as lack of proper disclosure, undue breadth serious in-
definiteness and res judicate should be applied where
appropriste even though there may be a seemingly
sufficient rejection on the basis of prior art. Where a
major technical rejection is proper, it should be stated
with & full development of reasons rather than by a
mere conclusion coupled with some stereotyped ex-
pression.

In cases where there exists a sound rejection on the
basis of prior art which discloses the “heart” of the
invention (as distinguished from prior art which
merely meets the terms of the claims), secondary re-
jections on minor technical grounds should ordinarily
not be made. Certain technical rejections (e.g. nege-
tive limitations, indefiniteness) should not be made
where the examiner, recognizing the limitations of the
Eanglish langusge, is not aware of an improved mode
of definition.

Some situations exist where examination of an ap-
plication appears best accomplished by limiting action
on the claim thereof to a particular issue. These situa-
tions include the following:

(1) Where an application is too informal for a com-
plete action on the merits; see § 702.01;

(2) Where there is an undue multiplicity of claims,
and there has been no successful telephone request for
election of a limited number of claims for full exami-
nation; see § 706.03(1);

(3) Where there is a misjoinder of inventions and
there has been no successful telephone request for
election; see §§ 803, 806.02, 812.01;

(4y Where disclosure is directed to perpetual
motion; not Ex parte Payne, 1904 C.D. 42; 108 O.G.
1049.
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 EXAMINATION OF APPLICATIONS:
best prior art resdily

specifically applying it to the claims.
On the other hand, a rejection on the grounds of res
Judicata, wo prime Jacie showing for reissue, new
matter, or imoperativeness (not involving perpetual
motm)shouldhemmpmiedbyrejectmnondl
other available grounds.

70107(k) WNeotify of Insccurscies in Amendment
See § 714.23.
76707() Each Claim To Be Mentioned in Each
Letter

In every letter each claim should be mentioned by
number, and iis treatment or status given. Since a
claim retains its ongmal numeral throughout the pros-
ecutxon of the case, its history through successive ac-
tions is thus essily traceable. Each action should con-
clude with a summary of all clauns presented for ex-
amination.

Claims retained uinder 37 CFR 1.142 and claims re-
mncdundetll%shouldbetreatedassetoutm
§8 821 to 821.03 and 809.02(c).

See § 1109.02 for treatment of clmms in the appllca-
tion of losing party in interference.

The Index of Claims should be kept up to. datc as
get forth in § 717.04.
707.07¢G) State When Claims Are Allowable

INvVENTOR FILED APPLICATIONS

When, during the examination of a pro se case, it
become to the examiner that there is patent-
able subject matter disclosed in the application, the
examiner shall draft one or more claims for the appli-
cant and indicate in his or her action that such claims
would be allowed if incorporated in the application
by amendment.

This practice will expedite prosecution and offer a
service to individual inventors not represented by a
registered patent attorney or agent.

Although this practice may be desirable and is per-
missible in any case where deemed appropriate by the
examiner, it will be expected to be applied in all cases
where it is apperent that the applicaat is unfamiliar
with the proper preparation and prosecution of patent
applications.

ALLOWABLE EXCEPT AS T0 FORM

When an application discloses patentable subject
matter and it is apparent from the claims and the ap-
plicant’s arguments that the claims are intended o be
directed to such patentable subject matter, but the
claims in their present form cannot be allowed be-
cause of defects in form or omission of a limitation,
the examiner should not stop with a bare objection or
rejection of the claims. The examiner’s action shouid
be constructive in nature and when possible should
offer a definite suggestion for correction. Further, an
examiner’s suggestion of allowable subject matter may
justify indicating the possible desirability of an inter-
view to accelerate early agreement on allowable
claims.

. If the examiner is satisfied: after the search hes been
wmpleted that patentable subject matter: oo besh dis-
closed and the record indicates that the applicant in-
tends to clsim such subject matter, the examiner may
notemtheOﬂiceacﬁonthatceﬂmnupecuorfea-
tures . of .. the patentable  invention have not been
claimed and that if properly claimed such claims may
be givea favorable consideration.

If a claim is otherwise allowable but is dependent
on a cancelled claim or on & rejected claim, the Office
action should state that the cleim would be sllowable
if rewritten in independent form.

EARLY ALLOWANCE OF CLAIMS

Where the examiner is satisfied that the prior art
has been fully developed and some of the claims are
clearly allowable, the allowance of such claims should
not be delayed. '

Form Paragraph 7.97 may be used to indicate al-
fowance of claims.

7.97 Claims Are Albw[vle Over Prior. Airt
Clm[l]dlowﬁlemthepnormofmrd.

T7. W(k) Nberiug ngmyhs
Itwgoodpmtonumbertheparmphsofthe

Ietter consecutively. This facilitates their indentifica-

tion in the future prosecutlon of the case. : '

707070 Comment on Examples

The results of the tests and examples should not
normally be questioned by the examiner unless there
is reasonable basis for questioning the results. If the
examiner questions the results, the appropriste claims
should be rejected as being based on an insufficient
disclosure under 35 U.S.C. 112, first paragraph, In re
Borkowski et al, 164 USPQ 642 (CCPA 1970). The
applicant must respond to the rejection or it will be
repeated, for example, by providing the results of an
actual test or example which has been conducted, or
by providing relevant arguments that there is strong
reason to believe that the result would be as predict-
ed. Care should be taken that new matter is not en-
tered into the application.

If questions are present as to operability or utility,
consideration should be given to the applicability of a
rejection under 35 U.S.C. 101.

70708 Reviewing and Initisling by Assistant Ex-
aminer

The full surname of the examiner who prepares the
Office action will, in all cases, be typed below the
action. The telephone number below this should be
called if the case is to be discussed or an interview ar-
ranged.

After the action is typed, the examiner who pre-
pared the action reviews it for correctness. If this ex-
aminer does not have the authority to sign the action,
he or she should initial above the typed name, and
forward the action to the authorized signatory exam-
iner for signing.
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110 B m by Primy erOﬁwAulmiud

Aﬁhougﬁon!ytheoﬁgimlisdméd theword"Ex-
lmim"mdthemmeoftheslgnerslmldappearon
the original and copies.

All betters and issues should be' nimal promptly.

707.10 Eatry

The original, signed by the authomed examiper, is
the copy which is placed in the file wrapper. The
character of the action, its paper number and the date
of mailing are entered in black ink on the outside of
the file wrapper under “Contents"

707.11 Date

The date should not be typed when the letter is
written, but should be stamped or printed on all
copies of the letter after it has been srgned by the au-
thorized signatory exammer and the copm are about
to be mailed.

707.12 Mailing

Copies of the examiner’s action are mailed by the
group after the original, initialed by the assistant ex-
aminer and signed by the authorized signatory exam-
iner, has been placed in the file. After the copies are
?m!ed the ongmal ls retumed for plwemene in ‘the

707.33 Returned Ofﬁce Action '

Letters are sometimes returned to the Office be-
cause the Post Office has not been able to deliver
them. The examiner should use every. reasonable
means to ascertain the correct addsess and forward
the letter again, after stamping it “remailed” ‘with the
date thereof and redirecting it if there be any reascn
to believe that the letter would reach applicant at
such new address. If the Office letter was addressed
to an aitorney, a letter may be written to the inventor
or assignee informing him of her of the returned
letter. The period running against the application
begins with the date of remailing. (Ex parte Gourtoff,
1924 C.D. 153, 329 O.G. 536.)

If the Office is not finally successful in dellvermg
the letter, it is placed, with the envelope, in the file
wrapper. If the period dating from the remailing
elapses with no communication from applicant, the
case is forwarded to the Abandoned Files Unit.

708 Order of Examination

37 CFR LI0L Order of examination. (a) Applications filed in the
Patent and Trademark Office and accepted as complete applications
are assigned for examination to the respective examining groups
having the classes of inventions to which the applications relate.
Applications shall be taken up for examination by the examiner to
whom they have been assigned in the order in which they have
been filed except for those applications in which examination has
been advanced pursuant to § 1.102 and those applications in which
the Office has accepted a request for waiver of patent rights filed
under § 1.139. International applications which have complied with
the requisements of 35 U.S.C. 371{c) will be taken up for action
based on the date on which such requirements were met. However,
unless a request has been filed under 3§ U.S.C. 371(f), no action
may be taken prior to 21 months from the priority date.

(&) Applications which have been acted upon by the exssminer,
and which have been placed by the applicant in cordition for fur-

MANUAL OF PATENT. EXAMINING

umwmm(mwmum
wﬁxmmmhotderumllhemmdbyﬂn&m
gioner.

Esch eummer wnll gwe pnomy to that app!icant
in his or her docket, whether amended or new; which
has the oldest effective U.S. filing date. Except as rare
cigcumstances may justify group directors in granting
individual exceptrons. this basic' polrcy apphes to al]
applications. -

The actual ﬁlmg date of a contmuatron-m-part ap-
plication is used for docketing purposes. However,
the examiner may act on a continiuation-in-part appli-
cation by using the effective filing date, if desired.

I at any time an examiner determines that the “ef-
fective filing date™ status of any application ' differs
from what the records show, the-clerk should’ be in-
formed, who should ‘promptly amend the records to
show ‘the correct status, with ‘the date of correction.

“The order of examination for each’ examiner is to
give pnonty to reissue applications, with top pnonty
to those in which litigation has been stayed
(§ 1442.03), then to those special cases having. a fixed
30 day due date, such as exammer’s answers and. deci-
sions on motions. Most other.cases in the “special”
category (for example,: interference cases, cases made
special by petition, cases ready for final conclusion,
etc.) will continue in this category, with the first ef-
fective U.S. filing date among them normally control-
ling priority.

All amendments before ﬁnal rejectron should be re-
sponded to within two months of receipt.

Action on those applications in which the Ofﬁce
has accepted a request under 37 CFR 1.139 is sus-
pended for the entire pendency, except for purposes
relating to interference proceedings under 37 CFR
1.201(b) initiated within (5) five years of the earliest
effective U.S. filing date.

708.01 List of Special Cases

37 CFR 1.102. Advancement of examination. (a) Applications will
not be advanced out of turn for examination or for further action
except a8 provided by this part, or upon order of the Commissioner
to expedite the business of the Office, or upon filing of a request
under paragraph (b) of this section or upon filing a petition under
paragraphs (c) or (d) of this section with a verified showing which,
in the opinion of the Commissioner, will justify so advancing it.

(b) Applicstions wherein the inventions are deemed of peculiar
imporiance to some branch of the public service and the head of
some department of the Government requests immediate action for
that reason, may be advanced for examination.

(c) A petition to make an application special may be filed with.
out a fee if the basis for the petition is the applicant’s age or health
or that the invention will materislly enhance the quslity of the en-
virgament or materially contribute to the development or conserva-
tion of energy resources.

(d) A petition to make an application special on grounds other
than those referred to in paragraph (c) of this section must be ac-
companied by the petition fee set forth in § 1.17(i).

Certain procedures by the examiners take prece-
dence over actions even on special cases.

For example, all papers typed and ready for signa-
ture should be completed and mailed.
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WATION OF APPLICATIONS:. .

~All fssue cases returned with a “Printer Waiting”
l@mmbeprmedmdwmmodwmmep«iod

Reissue applications, pnrtxcularly those involved i
myed litigation, should be given priority.

Cmmwhwhpmucemqmmmemnm,

actw!unwdayumhudemiomoamotm
(§ 1105.06) and examiner’s answers (§ 1208), necessar-
ily take priosity over special cases without specific
time limits.

If an examiner has a case in which be or she is gat-
isfied that it is in condition for ellowance, or in which
he or she is satisfied will have to be finally rejected,
he or she should give such action forthwith instead of
making the case await its turn.

The following is a list of special cases (those which
are advanced out of turn for examination):

(a) Applications wherein the inventions are deemed
of'pecu!mtmpoﬂancetonomebrmchofthcpubhc
service and when for that reason the head of some de-
partment of the Government requests immediate
action and thc Commmsloner so orders (37 CFR
1.102). . ,

(b)Cmeamadespecnlasar@ultofapeuuon. (See
§708.02) . .

Subject alone to dxhgent prosecutton by thc appli-
cant, sn application for patent that has once been
made special and advanced out of turn for examina-
tion by reason of 2 ruling made in that particular case
(by the Commigsioner or an Assistant Commissioner)
will continue to be special throughout its entire
course of prosecution in the Patent and Trademark
Office, including appeal, if any, to the Board of Ap-
peals and any interference in which such an applica-
tion becomes involved shall, in like measure be con-
sidered special by all Office officials concerned.

(c) Applications for reissues, particularly those in-
volved in stayed litigation (37 CFR 1.176).

(d) Applications remanded by an appellate tribunal
for further action.

(e) An application, once taken up for action by an
examiner according (o its effective filing date, should
be treated as special by an examiner, art unit or group
to which it may subsequently be transferred; exempla-
ry situations include new cases transferred as the
result of a telephone election and cases transferred as
the result of a timely response to any official action.

(f) Applications which appear to interfere with
other applications previously considered and found to
be allowable, or which will be placed in interference
with an unespired patent or patents (37 CFR 1.201).

(g) Applications ready for allowance, or ready for
allowance except as to formal matters.

(h) Applications which are in condition for final re-
jection,

(i) Applications pending more than five years, in-
clding those which, by relation to a prior United
States application, have an effective pendency of
more than five years. See § 707.02(a).

(i) Reexamination Proceedings, § 2261.

See also §§ 714.13, 1207 and 1309.

708,02 Petition To Make Sp‘uciu’l

37 CFR 1.102 Adnmt #’mcémhu.

(@) Appﬂuﬁomwﬂl ot be ‘advanced out of turn for examinetion
or for further action except aé provided by this part, or epon order
of the Comsmiissioner (o espedite the business of the Office, or upon
fiting of o' requent uadér parsgraph (b) of this section or upon fliag
@ petition vader parsgrephs (c) or (d) of this section with a verified
showing which, In the opinion of the Commissioner, will justify so
advancing it.

(b) Applications wherein the mventnom are deemed of peculiar
importance to some branch of the public service and the heed of
some department of the Government requests immediate action for
thet reason, may be sdvanced for examination.

(c) A petition to make sn application specisl may be filed with-
out a fee if the basis for the petition is the applicant’s age or health
or that the invention will materially enhance the quality of the en-
vironment or materiaily contribute to the development or conserve-
tion of energy resources.

(d) A petition to make an appllcatlon specml on grounds other
than thote referred to in paragraph (c) of this section must be ac-
companied by the petition fee set forth in § 1.17().

‘New applications ordinarily are taken up for exami-
nation in the order of their effective United States
ﬁhng dates. Certain exceptions are made by way of
petitions to make special, which may be granted
under the conditions set forth below.

I. MARUFACTURE

An application may be made special on the ground
of prospective manufacture upon the filing of a peti-
tion accompanied by the fee under § 1.17(i) by the ap-
plicant or assignee alleging under oath or declaration:

1. The possession by the prospective manufacturer
of sufficient presently available capital (stating ap-
proximately the amount) and facilities (stating briefly
the nature thereof) to wmanufacture the invention in
guantity or that sufficient capital and facilities will be
made available if a patent ic granted;

If the prospective manufacturer is an individual,
there must be a corroborating affidavit from some re-
sponsible party, as for example, an officer of a bank,
showing that said individual has the required available
capital to manufacture;

2. That the prospectlve manufacturer will not man-
ufacture, or will not increase present manufacture,
unless certain that the patent will be granted;

3. That affiant obligates himself or herself or the
prospective manufacturer, to manufacture the inven-
tion, in the United States or its possessions, in quanti-
ty immediately upon the allowance of ¢laims or issu-
ance of a patent which will protect the investment of
capital and facilities.

The attorney or agent of record in the application
(or applicant, if not represented by an attorney or
agent) must file an affidavit or declaration to show:

1. That the applicant or assignee has made or
caused to be made a careful and thorough search of
the prior art, or has a good knowledge of the perti-
nent prior art; and

2. That the applicant or assignee believes all of the
claims in the application are allowable.
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I INPRINGEMENT

Subject to a reqmtement for a. fnrﬂm showmg as
may be necessitated by the facts of a particular case,
an application may be made special because of actual
infringement (but not for tive infringement)
upon payment of the fee under § 1.17(1) and the filing
of a petition alleging facts under oath or declaration
to show, or indicating why it is not possible to show;
(1) that there is an infringing device or product actu-
ally on the market or method in use, (2) when the
device, product or method alleged to infringe was
first discovered to exist; supplemented by an affidavit
or declarstion of the applicant’s attorney or agent to
show, (3) that a rigid comparison of the alleged in-
fringing device, product, or method with the claims
of the application has been made, (4) that, in his or
her opinion, some of the claims are unquestionably in-
fringed, (5) that he or she has made or caused to be
made a careful and thorough search of the prior art
or has a good knowledge of the pertinent prior art,

and (6) that he or she believes all of the claims in the
application are allowsable.

Models or of the mfrmgmg product or
that of the app!watm should not be submitted unless
requested.

III. ApPLICANT’S HEALTH

An spplication may be made special upon a petition
by applicant sccompanied by a showing as by a doc-
tor's certificate, that the state of health of the appli-
cant is such that he might not be available to assist in
the prosecution of the application if it were to run its
normal course. No fee is required for such a petition,
§ 1.102(c).

IV. APPLICANT’S AGE

An application may be made special upon filing a
petition including a showing, as by a birth certificate
or the applicant’s affidavit or declaration, that the ap-
plicant is 65 years of age, or more. No fee is required
with such a petition, § 1.102(c).

V. ENVIRONMENTAL QUALITY

The Patent and Trademark Office will accord “spe-
cial” status to all patent applications for inventions
which materially enhance the quality of the environ-
ment of mankind by contributing to the restoration or
maintenance of the basic life-sustaining natural ele-
ments—air, water, and soil.

All applicanis desiring to participate in this pro-
gram should petition that their applications be accord-
ed “special” status. Such petitions should be written,
shouid identify the applications by serial number and
filing date, and should be accompanied by affidavits
or declarations under 37 CFR 1.102 by the applicant
or his attorney or agent explaining how the inventions
contribute to the restoration or maintenacne of one of
these life-sustaining elements. No fee is required for
such a petition, § 1.102(c).

VI. ENERGY

The Patent and Trademark Office will, on petition
accord “special” status to all patent applications for

MANUAL OF PATENT EXAMINING PROCEDURE

inveations which materially contribute to (l) the dis-
covery of development of energy resources, or:(2) the
more efficient utilization and conservation of enerfgy
resources. Examples of inventions in  category (1)
would be developments in fossil fuels (natural gas,
coal, and petroleum), nuclear emergy, solar energy,
etc. Category (2) would include inventions relating to
the reduction of energy consumption in combustion
systems, industrial equipment, houschold appliances,
etc.

All spplicants desiring to participate in this pro-
gram should petition that their applications be accord-
ed “special” status. Such petitions should be written,
should identify the application by serial number and
filing date, and should be accompanied by affidavits
or declarations under 37 CFR 1.102 by the applicant
or applicant’s attorney or agent explaining how the
invention materially contributes to category (1) or (2)

set forth above. No fee is reqmred for such a petition,
§1 102(c). '
VII. INVENTIONS RELA'nNG,m R_Ecounmm DNA

In recent years revolutionary genetic research has
been conmducted involving recombinant: deoxyribonu-
cleic acid (“recombinant DNA"). Recombinant DNA
research appears to have extraordinary potential bene-
fit for mankind. It has been:suggested, for example,
that research in this field might lead to ways of con-
trolling or treating cancer and bereditary defects. The
technology also has possible applications in agricul-
ture and industry. It has been likened in importance to
the discovery of nuclear fission and fusion. At the
same time, concern has been expressed over the safety
of this type of research. The National Institutes of
Health (NIH) has released guidelines for the conduct
of research concerning recombinant DNA. These
“Guidelines for Research Involving Recombination
DNA Molecules,” were published in the Federal Reg-
ister of July 7, 1976, 41 FR 27902-27943. NIH is
sponsoring experimental work to identify possible
hazards and safety practices and procedures.

In view of the exceptional importance of recombin-
ant DNA and the desirability of prompt disclosure of
developments in the field, the Patent and Trademark
Office will accord “special” status to patent applica-
tions relating to safety of research in the field of re-
combinant DNA. Upon appropriate petition and pay-
ment of the fee under § 1.17(), the Office will make
special patent applications for inventions relating to
safety of research in the field of recombinant DNA.
Petitions for special status should be in writing,
should identify the application by serial number and
filing date, and should be accompanied by affidavits
or declarations under 37 CFR 1.102 by the applicant,
attorney or agent explaining the relationship of the in-
vention to safety of research in the field of recombi-
nant DNA research. Petitions must also include a
statement that the NIH guidelines cited above, or as
amended, are being followed in any experimentation
in this field, except that the statement may include an
explanation of any deviations considered essential to
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avold disclosure of proprietary information. or loss of
%ﬂézﬁm Thefmoetfoﬂh undet&ll‘l(i)mm

VIl SpeciaL Exmmmc Pnocwvna m Cn'mm
‘Nitw Armcxrms——AccaLanAmn 15 A

A new applmuon (one whnch has not. remvad any
exammauon by the examiner) may be granted special
status provided that applicant (and thns term includes
applicant's attorney or agent):

(a) Submits a written ‘petition to make special ac-
companied by the fee set forth in § 1.17().

(b) Presents all claims directed to a single mventlon,
or if the Office determines that all the claims present-
ed are not obviously directed to a smgle mventlon,
will make an election without traverse as a prerequi-
site to the grant of special status. -

The election may be made by apphcant at the time
of filing the petition for special status. Should appli-
cant fail to include an election with the original
papers or petition and the Office. détermines that a re-
quirement should be made, the estabhshed telephone
restriction practice will be followed. . .. ..

If otherwise proper, examination on :the. ments wxll
proceed on claims drawn to the elected invention.

If applicant refuses to make an election without tra-
verse, the application will not be. further examined at
that time: The petition will be denied on the ‘ground
that the claims are not directed to a' smgle invention,
and the apphcauon will awalt actxon in its regular
turn.

Divisional applications directed to be nonelected in-
ventions will not automatically be gwen speclal status
based on papers filed with the petition in the parent
case. Each such application must meet on its own all
requirements for the new special status.

(c) Submits a statements that a pre-exammatlon
search was made, and specifying whether by the in-
ventor, attorney, agent, professional searchers, etc.,
and listing the field of search by class and subclass,
publication, Chemical Abstracts, foreign patents,  etc.
A search made by a foreign patent office or the
former International Patent Institute at The Hague,
Netherlands satisfies this reguirement.

(d) Submits one copy each of the references
deemed most closely reiated to the subject matter en-
compassed by the claims.

(e) Submits a detailed discussion of the references,

which discussion points out, with the particularity re-
quired by 37 CFR 1.111 (b) and (c), how the claimed
subject matter is distinguishable over the references.
Where applicant indicates an intention of overcoming
one of the references by affidavit or declaration under
37 CFR 1.131, the affidavit or declaration must be
submitted before the application is taken up for
action, but in no event later than one month after re-
guest for special status.

In those instances where the request for this special
status does not meet all the prerequisites set forth
above, applicant will be notified and the defects in the
request will be stated. The application will remain in
the status of a new application awaiting action in its

INA ’

mum tmeny; In; those: instances: whmmmwm ide-
ecttve in ome or more respects, spplicent will- be
ortunity to perfect, the request. If pet-
feczed,me"' sque: 'willthenbegnntéd
" Onice ‘s request has been ‘granted, prosecution will
proceedwaordmgtotheprocedmem forth below;
there is a0 pmvision for “wnhdrawal" from’ tlns spe-
clal status.
" The special eumining procedure of VIII (acceler-
ated exsmination) involves the following procedures:
1. The new application, having been granted special
status as a result of compliance with the requirements
set out above will be taken up by the examiner before
all other categories of applications except those clear-
ly in condition for allowance and those with set time
limits, such as examiner’s’ answers, ‘decisions ‘on mo-
tions, et¢., and- will be given & complete first action
which w:ll include ‘all essential matters of merit as to
all ¢laims. The- exammer's search will be restricted to
the subject’ matter encompassed by the ' claims.” A first
e “get; & . three-month shortened

be placed m.the hands of the exammer at least one
workmg day prior to the interview, a copy. (clearly
denoted as such) of the’ amendment that he proposes
to ﬁle in_sesponse to the examiner’s action. Such.a
paper will not become a part of the file, but will form
a basis for discussion at the interview.

3. Subseqnent to the interview, 'or responsive to the
examiner’s first action if no interview -was had, appli-
cant will file' the ‘“‘record” response. The response at
this stage, to be proper, must be restricted to the re-
jections, objections, and requlrements made. Any
amendment which would require broadening the
search field will be treated as an xmproper response.

4. The examiner will, within one month from the
date of receipt of applicant’s formal response, take up
the applicatxlon .for zﬁnal-.disposition.;:;’rhis‘ disposition
will constitute either a firial action which terminates
with the settinig of a three-month penod for response,
or a notice of allowance. The examiner’s response to
any amendment submitted after final rejection should
be prompt and by way of form PTO-303 or PTO-
327, by passing the case to issue, or by an examiner’s
angwer should applicant choose to file an appeal brief
at this time. The use of these forms is not intended to
open the door to further prosecution. Of course,
where relatively minor issues or deficiences might be
easily resolved, the examiner may use the telephone
to inform the apphca.nt of such.

S. A personal interview after final Office actlon will
not be permitted unless requested by the examiner.
However, telephonic interviews will be permitted
where appropriate for the purpose of correcting any
minor matters which remain outstanding.
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Eachpeu&oatomketpecnl.mﬂkuofthc
gmund upon, which . the. petition -is.:based and the
nature of the: decision, is made of record in the appli-
cation file, together with the decision thereom. The
Offfice that rules on a petition is resp: for prop-
erly entering that petition and the resulting decision in
the file record. The petition, with any attached papers
and supporting affidavits, will be given a single paper
sumber and so emtered in the “Contents” of the file.
'l‘hedecmonwﬂlheaccordedamtepaper
number and similarly entered. To insure entries in the
“Contents” in proper order, the clerk in the examin-
ing group will make certain that all papers prior to a
petition have been entered and/or listed in the appli-
cation file before forwarding it for comsideration of
the petition. Note §§ 100202 (a). (c), and ().

T68.03 Examher'l‘wﬂeﬂkeﬁgmﬁu

Whencvefantxmertendershmarhetmm—
tion, the supervisory primary examiner should see that
theremmmngﬁmeasﬁrasposmblemmdmwmdo
ing up the old. complicated cases or’ those with in-
voivedrecordsmdgzttmgasmanyofh:samended
cases as possible ready for final disposition.

If the examiner hes considerablé experience in his
or her particular art, it is also advantageous to the
Office if he or she indicates (in pencil) in the file
wrappers of cases in his or her docket, the field of
mtchorotherpcmncntdatathathccomdersap-

propriste.
709 Suspension of Action

37 CFR 1.103. Suspension of action. (8) Suapension of sction by
the Office will be greated for good and sufficient cause aad for &
reasonsble time specified upoa petition by the applicent and, if such
cause s not the fault of the Office, the payment of the fee set forth
in § 1.17G). Action will not be suspended when a response by the
applicant to an Office action is required.

(b)lfwmnbytheOﬁceonmwpp!muonusupcndedwm
not requested by the applicant, the applicant shall be notified of the
ressons therefor.

(cy Action by the examiner may be suspended by order of the
Commisgioner in the case of spplications owned by the United
States whenever publication of the invention by the grasting of a
pamtthummghtbedarmmwtlwpublwufayordefm

opriste depastment or agency.
mwmchthemﬁcebawwp\‘edsre-

wﬁ!edmda!ll”wdlbcmpeudedfoﬂhemﬁumy
of these ications escept for the purposes relating to proceedings
ander § 1.201(b).

Suspension of action (37 CFR 1.103) should not be
confused with extension of time for reply (37 CFR
1.136). It is to be noted that a suspension of action ap-
plies to an impending Office action by the examiner
whereas an extension of time for reply applies to
action by the applicant. In other words, the action
cannot be suspended in an application which contains
an outstanding Office action or requirement awaiting
response by the applicant. It is only the action by the
examiner which csn be suspended under 37 CFR
1.103.

MANUAL OF PATENT W ‘PROCEDURE

Mmﬁ(b)afthemlepmiduhnmm
ofomawﬁmbytheexmmhkmmm
initistive, as in §§ 709.01 and. 1101.01G). The primasy
examiner may grant an initial suspension of action for
& maximum period of six months. This time limitation
apphutobothsuspenmomgmwdutherequm:f
the applicant and suspensions imposed sua sponte by
the examiner. Any second or subsequent suspension of
action in patent applications under 37 CFR 1.103 are
dectded by the group director. See § 1002.02(c), item
1§ .

Paragraph (d) of 37 CFR 1.103 is used in the De-
fensive Publication Program described in § 711.06.

Form Paragraphs 7.52-7.56 should be used in ac-

tions relating to suspension of action.

752 Suspension of Action, Waiting Nn_w oo
A refereace relevant to the exsmination of this application may

goon  become gvailsble.  Ex parte prosecwiion is SUSPENDED
FOR A PERIOD OF (I} MONTHS FROM THE DATE OF

'EHISLETTBR. Uponexpmtwnehhepetmddsuspenmn,lp-
phem:honidmnkenn mquiryutothenumofthe npphcmon.

" Musmimer Note:
(1) Maszimusn period forsuspenmonuﬁmhs.

a)mcronp Director should nppwveaﬂmd msubneqnent
SUSPERTIORS. -
Z 53 Sqmwn of Actlan. Possible hwezﬁrm

" AR chnm are ‘allowable, However, dee o 8 potential interfer-
ence, ex parie prosecution is SUSPENDED FOR A PERIOD OF
{2} MONTHS FROM THE DATE OF THIS LETTER.

Uponexpuwonofthe period of applicant should
meke an inguiry as to the status of the application.

Exeminer MNole:

(1) Maximum period for suapenuon is 6 months.

(2) The Group Director should approve all second or subsequent
mupgumm. :
7.5 Suspension of Actlon, Applicani’s Reguest

Pursuant to applicant’s request filed on [1], action by the Office is
suspended on this application under 37 CFR 1.103(s) for & period

[2}momhs.,Attheendofthlspenod.apphammteqmredto

notify the esaminer and request comtinusmce of prosecution or &
further suspeasion. See MPEP 709.

Exeminer Note:

(1) Maximum period of suspension is 6 months.

(2) Only the Group Director can grant second or subsequent sus-
pensions.
755 Petition Jor Suspension, Not Sufficient

Applicant’s petition for suspension of action in this application
under 37 CFR 1.103(z) is denied because applicent has failed to
present good and sufficient cause therefor.

Ensmliner Note:

(1} Elsboration is necessary unless no ressons have been set forth
in the petith

(2) If the petition is being denied for non-payment of the fee re-
quired under 37 CFR 1.17(i), use paragraph 7.99.
7.56 Petition for Suspension, Applicant’s Response Due

Applicant’s request for suspension of action im this application
under 37 CFR 1.103(a) is denied ag being improper. A suspension
of sction applies only to an impending action by the examiner.
Action cannot be suspended in an application awsiting & responise
by the applicant. See MPEP 709.

70901 Overlapping Applications by Same Appli-
cant or Owned by Same Assignee

Examiners should not consider ex parte, when
raised by an applicant, questions which are pending
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before the Office i m inter partes proceedings involving
the same t. (See Exparte.loms, 1924 C.D.
$9; 3270.G. 681.)

, Becluse of this where one ofsevenl apphenuons of
the same, inventor which contasin overlapping claims
gets into an interference. it was formerly the practice
tosuspendacmmbytheomceontheapphcamns
not in the interference in accordance with Ex parte
McCormick, 1904 C.D. §75; 113 0.G. 2508.

However, the better practice would appear to be to
reject claims in an application related to another ap-
plication in interference over the counts of the inter-
ference and in the event said claims are not cancelied
in the outside_application, prosecution of said applica-
tion should be suspended pending the final determina-
tion of pnonty in the interference.

If, on the other hand applicant wishes to prosecute
the outside applmatwn, and presents good reasons in
support, progecution should be continued. Ex parte
Bullier, 1899 C.D. 155, .88 O.G. 1161; In re Seebach,
1937 C.D. 495, 484 O.G. 503; In re Hammell, 1964
C.D. 733, 808 O.G. 25 See§llllo3

See also § 804. 03

710 - Period for |

35 US.C. 133. Time for prosecuting apphcam Upoa fulu:e of
the upplicant to prosecute the application withie s months after
anylctmthermofwhlchnmwbeenmvmornﬂedmme

t, or within such shorter time, not less then thirty days, as
fized by the Commissioner in such action, the application shall be
regarded gs sbandoned by the parties thereto, unfess it be shown to
m satisfaction of the Commissioner that such delay was unnvmd-

35 US.C. 267 Time jbr takmg action in Government apphcauans.
Notwithstanding the provisions of sections 133 and 151 of this title,
the Commissioner may extend the time for tsking any action to
three years, when an gpplication has become the property of the
United States and the head of the appropriate department or
agency of the Government has certified to the Commissioner that
the invention disclosed therein is important to the armament or de-
fense of the United States.

See Chapter 1200 for period for response when
appeal is taken or court review sought.

71001 Statutory Period

p 35 CFR LI35. Abandonment for failure to respond within time
limit.

(&) If an applicant of a patent application fails to respond within
the time petiod provided under §§ 1.134 and 1.136, the application
will become abandoned unless an Office action indicates otherwise.

(b) Prosecution of an application to save it from sbandonment
pursuant to paragraph (a) of this section must include such com-
plete and proper action ss the condition of the case may require.
The admission of an amendment not responsive to the last Office
action, or refusal to admit the same, and any proceedings relative
thereto, shall not operate to save the application from abandon-

ment.

(cy When action by the applicant is 2 bona fide attempt to re-
spond and to advance the case to final action, sad is substantislly a
complete response to the Office action, but comsideration of some
matter or complisnce with some requirement has been insdvertent-
Iy omitted, opportunity to explain and supply the omission may be
given before the question of sbandonment is considered.

(d) Prompt ratification or filing of a correctly signed copy may
be ;ge:egwa?! in case of an unsigned or improperly signed paper.

( 1.7)

The maximum statutory period for response to an
Office action is six months, 35 U.S.C. 133. Shortened

710.0168)

periods. are currently lmd m pnct&cally all cases, see
§ 710.02(6). .

Section 1. 135 provuda that |f no response is ﬁled
within the time set in the Office action under § 1.134
ot ‘as it ‘may be extended under § 1 136, the apphca-
tion will be abandoned unless an Office action indi-
cates that another comsequence, such as diclaimer,
will take place.

Paragraph (c) has been amended to add that appli-
cant’s reply must be a bona fide attempt to respond as
well as to advance the case to final action in order for
applicant to be given an opportunity to supply any
omission.

710.01(a) Statutory Period, How Computed

The actual time taken for response is .computed
from the date stamped or printed on the Office action
to the date of receipt by the Office of applicant’s re-
sponse. No cognizance is, taken of fractions of a day
and applicant’s response is due on the corresponding
day of the month six months or any lesser number of
months specified after the Office action. -

- Résponse to an Office action with a 3 month short-
ened statutory period, dated November 30 is due on

the following February 28 (or 29 if it is a leap year),

while a' responsé to an Office action dated February
28 is due on May 28 and not on the last day of May.
Ex parte Messick, 1930 C.D. 6; 400 O.G. 3.

A one month extension of time extends the time for
response to the date corresponding to the Office
action date in the following month. For example, a re-
sponse to an Office action mailed on January 31 with
a 3 month shortened statutory penod would be due
on April 30. If a one month extension of time were
given, the response would be due by May 31. The
fact that April 30 may have been a Saturday, Sunday,
or federal holiday has no effect on the extemsion of
time. Where the period for response is extended by
some time period other than *“‘one month” or an even
multiple thereof, the person granting the extension
should indicate the date upon which the extended
period for response will expire.

A thirty day period for response in the Office
means thirty calendar days including Saturdays, Sun-
days and federal holidays. However, if the period
ends on a Saturday, Sunday, or federal holiday, the
response is timely if it is filed on the next succeeding
business day.

The date of receipt of a response to an Office
action is given by the “Office date” stamp which ap-
pears on the responding paper.

In some cases the examiner’s letter does not deter-
mine the beginning of a statutory response period. In
all cases where the statutory response period runs
from the date of a previous action, a statement to that
effect should be included.

Since extensions of time are available pursuant to
§ 1.136(a), it is incumbent upon applicants to recog-
nize the date for response so that the proper fee for
any extension will be submitted. Thus, the date upon
which any response is due will normally be indicated

700-39




7002

only i those ingtances wbete di pmvmons of
§ 1.136(a) are not available. See Chapter 22(!) for re-
examination proceedmga. -

710.02  Shortened 'Ststutory Period and Time

- LimitAcﬁons M

37CFR L136 Hllugofumlymmwltkpmtimandﬁeﬁr
extension of time and extensions of time for cause. :

(a) If an applicant is required to respond within a non-smutory
or shortened statutory time period, applicant may respond up to
four months sfier the time period set if & petition for en exténsion
of time and the fee set in § 1.17 are filed prior o or with the re-
sponse,unleu(l)upplmtlsnonﬁedotherwwemauOfﬁceacuon
or (2) the application is involved in an interference declared pursu-
ant to § 1.207. The date on which the response, the petition, and
the fee have been filed is the date of the response and also the date
for purposes of determining the period of extension and the corre-
sposding amount of the fee. The expiration of the time period is
determined by the amount of the fee paid. In po case may an appli-
cant respond later than the maximum time period set by statute, or
begrmtedanextcnsmoflmeuﬁerpauguph(b)oﬁhxsmﬂon

vailable.

when the provigions of this persgraph sré &
(b) Whea 2 response with’ petition and fee for extension of time

cannot be filed pursvant to: puregraph: (s) of this section, the time
for response will be extesuled ocaly for sufficient cause, and for a
reasomsble time specified. Any request for such extension must be
ﬁiedouurbefonthcdayonwhchmbyﬂnapplmtudue,
but ia o case will the mere filing of the request cffiect any exten-
gion. In 8O case can any extension carry the date on which

meiﬁceactwnmduebeyoudthemumumumepenodsetby
mmtcorbegmntedwhenme ofpaumph(a)ofthns
section are available, See § 1.245 for extemm of ume mterferencc

proceedings.

Section 1.136 implements 35 U.S.C. 41(a) (8) which
directs the Commissioner to charge fees for extensions
of time to take action in patent applications.

Under § 1.136 (35 U.S.C. 133) an applicant may be
required to respond in a shorter period than six
months, not less than 30 days. Some situations in
which shortened periods for response are used are
listed in § 710.02(b).

In other sitvations, for example, the rejection of a
copied patent claim, the examiner may require appli-
cant to respond on or before a specified date. These
are known as time limit actions and are established
under authority of 35 U.S.C. 6. Some situations in
which time limits are set are noted in § 710.02(c). The
time limit requirement should be typed in capital let-
ters where required.

An indication of a shortened time for reply should
appear prominently on the first page of all copies of
actions in which a shortened time for reply has been
set so that a person merely scanning the action can
easily see it.

Section 1.136 provides for two distinct procedures
to extend the period for action or response in particu-
lar situations. The procedure which is available for
use in a particular situation will depend upon the cir-
cumstances. Paragraph 1.136(a) permits an applicant
to file a petition for extension of time and a fee as in
§ 1.17 (a), (b), (c), or (d) up to four months after the
end of the time period set to take action except (1)
where prohibited by statute, (2) in interference pro-
ceedings, or (3) where applicant has been notified oth-
erwise in an Office action. The petition and fee can be
filed prior to or with the response. The filing of the

MAN'UAL OF PA’I‘ENT EXAMIN!NG PROCEDURE

petition and fee will extend ‘the time'period to' take
sction up to four months dependent’ ‘on’ the amount of
the fee paid except in those circumstances noted
above. Paragraph’ 1.136(a) will effectively reduce the
amount of papeérwork ‘réquired by applicants and the
'Offfice sifice the éxtension will be effective upon' filing
of the petition and payment of the appropriate fee and
without acknowledgment or action by the Office and
since the petition and fee can be filed with the re-
sponse Paragraph (b) provides for requests for exten-
sions of time upon a showing of sufficient cause when
the procedure of paragraph (a) is not available. Al-
though the petition and fee procedure of § 1.136(a)
will norma!ly be available: within 4 months after a set
period for response has expired, an extension request
for cause under § 1.136(b) must be filed durmg the set

'penod for response. Extensions of time in in interfer-

ence proceedings are governed by § 1.245.

Shortcned statutory periods and time limits are sub-
Ject 'to the ptovrs:ons of § 1. l36(a) unless applicant is
notified otherwise in an Office, actron See Chapter
2200 for reexamination proceedings.

710.02() Shortened Statutory, Period: S Situamms
in Which Used

Under the authority given him by 35 U S. C 133 the
Commissioner has - directed - the examiner to set a
shoriened period for response to every action. The
length of the shortened statutory period to be used
depends on the type of response required. Some spe-
cific cases of shortened statutory period for response
to be given are:

TairTY DAYS

Regquirement for restriction or election of species—
1o claim rejected....ciiciiennn §6 809.02(a) and 817.

Two MONTHS

Winning party in terminated interference to reply to
unanswered Office aCtion......ccusvvescsssrisen § 1109.01
Where, after the termination of an interference pro-
ceeding, the application of the winning party contains
an unanswered Office action, final rejection or any
other action, the primary examiner notifies the appli-
cant of this fact. In this case response to the Office
action is required within a shortened statutory period
running from the date of such notice. See Ex parte
Peterson, 1941 C.D. §; 525 O.G. 3.
Ezx parte Quayle §714.14
When an application is in condition for allowence,
except as to matters of form, such as correction of
specification, 8 new oath, etc., the case will be consid-
ered special and prompt action taken to reguire cor-
rection of formal matters, Such action should include
an indication on first page form letter PTOL-326 that
prosecution on the merits is closed in accordance with
the decision in Ex parte Quayle, 1935 C.D. 11; 453
0.G. 213. A two month shortened statutory period
for response should be set.

Multiplicity  rejection—no

other rejcciion...

§ 706.03(1)
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* THREE MONTHS
To rwpond to any | Ofﬁoe action on the mems.

PERIOD FOR RESPONSE Rss'rn'nsn o

'Invcorrect citation by ex&mmer—regardlm of time

remaining in original period.........cc.ovecrricsenee § 710.06
The above periods may be changed under special,
rarely occurring circumstances.
A shortened statutory period may not be less than
30 days (35 U.S.C. 133).

716.02(c) Time-Limit Actions:
Which Used

As stated in § 710.02, 35 U.S.C. 6 provides authori-
ty for the Commissioner to establish rules and regula-
tions for the conduct of proceedings in the Patent and
Trademark Office. Among the rules are ceriain situa-
tions in which the examiner sets a time limit within
which some specified action should be taken by appli-
cant. Some situations in which a time limit is set are:

(a) A portion-of 37 CFR 1.203(b) prowda that in
wmggesting claims for interference:

‘The pertics to whom the claims are suggested will be required 1o
aake those claims (ie., present the sugpested claims in their applhi-
cations by emeadment) within & specified time, mot less (Gaan 30
days, in order that an interference may be declared.

See § 1101.01(m).

() 37 CFR 1.206(b) provides:

37 CFR 1.206(b). Where the examiner is of the opinion that none
of the claims can be made, he shall reject the copied claims stating
in his action why the applicant cannot make the claims and set 2
time Hmit, not less then 30 days, for reply. If, after response by the

the rejection is made final, o similas time limit shall be set
foe sppeal. Failuge to respond or appeal, 86 the case may be, within
the time fined will, in the absence of 8 satisfactory showing, be
deemed 3 disclaimer of the invention claimed.

See § 1101.02().

(c) When the applicant has filed a response to an
examiner’s action but counsideration of some matier or
compliance with some requirement has been inadvert-
ently omitted, an opportunity to explain and supply
the omission may be given before the question of
abandonment is considered. Accordingly, the examin-
er may give applicant one month or the remainder of
the period for response, whichever is longer, under 37
CFR 1.135(c) to complete the response,

37 CFR 1.135(c) When action by the applicant i bone fide at-
tempt o cespond end (o advance the case (o final action and is sub-
stentially & complete response to the Office action, but considera-
tion of some matter or complisnce with some requirement has been
tuadvertently omitted, opportunity to explain and supply the omis-
mmy be given before the question of sbandonment is consid-

Situstions in

Under 37 CFR 1.135(c), the missing matter or lack
of compliance must be considered by the examiner as
being “inadvertently omitted”. Once an inadvertent
omission is brought to the attention of the applicant,
the question of inadvertance no longer exists, There-
fore, any further time to complete the response would
not be appropriste under 37 CFR 1.135(c). Accord-

ingly, no extension of time will be granted in these sit-
uations and -§1.136(a) is  mot applicable. ' See
§710.02(e). ‘

See § 714.03. S

(d) Applicant is given one month or thc remainder
of the period for response, whichever is longer, to
remit any additional fees required for the submission
of an amendment in response to an Office action.

See §§ 607 and 714.03.

(e) To correct an unsigned amendment, applicant is
given the remainder of the period for response.

If a signed copy is filed after the period for re-
sponse, an extension of time wnth fee under § 1.136(a)
is required.

See § 714.01(a).

(f) Where an apphcatlon is otherwnse allowable but
contains a traverse of a requirement to restrict, one
month is given to cancel claims to the nonelected in-
vention or species or take other appropriate action.
See 37 CFR 1.141 and 1.144, and §§ 809.02(c) and
821.01.

710 02(&) Diﬂerenee Between Shortened Stltn-
terymd'l‘ime-umit Pa‘iods L

The distinction between & hmlted time. for reply
and a shortened statutory period under 37 CFR 1.136
should not be lost sight of. The penalty attaching to
failure to reply with the time limit (from the sugges-
tion of claims or the rejection of copied patent.claims)
is loss of the subject matter involved on the doctrine
of disclaimer. A rejection on the ground of disclaimer
is appealable. On the other hand, a complete failure to
respond within the set statutory period results in
abandonment of the entire apphcatlon This is not ap-
pealable, but a petition to revive may be granted if
the delay was unavoidable. Further, where applicant
responds a day or two after the time limit, this may
be excused by the examiner if satisfactorily explained;
but a response one day late in a case carrying a short-
ened statutory period under section 1.136, no matter
what the excuse, results in abandonment; however,
any extension of the period may be obtained under 37
CFR 1.136 provided the extension does not go
beyond the six months’ period from the date of the
Office action. See also § 1101.02(f).

710.02(e) Extension of Time

37 CFR 1,136 Filing of timely responses with petition and fee for
extension of time and extensions of time for cause.

(a) If an applicant is required to respond within a non-statutory
or shortened statutory time period, applicant may respond up to
four months after the time period set if a petition for an extension
of time and the fee set in § 1.17 are filed prior to or with the re-
sponse, unless (1) applicant is notified otherwise in an Office action
or (2) the application is involved in an interference declared pursu-
ant to § 1.207. The date on which the response, the petition, and
the fee have been filed is the dete of the response and also the date
for purposes of determining the period of extension and the corre-

ing amount of the fee. The expiration of the time period is
determined by the amount of the fee paid. In no case may an appli-
cant respond later than the maximum time period set by statute, or
be grented an entension of time under parsgraph (b) of this section
when the provisions of this paragraph ere available.
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710.83(e)

{b)} When & response with petitioa sad fee for exteasion. of time
cangol be filed pursuant to paragraph (a) of this section, the time
for response will be extended only for sufficient ceuse, smd for &
reasonable time specified. Any request for such entemsion maet be
filed on or before the day on which action by the spplicast ie due,
but in mo case will the mere filing of the request effect say exten-
sion. In 0o case can any, extension carry the date’ on which response
to en Office action is due beyond the maximum time period set by
slatute or be granted when the provisions of paragreph (a) of this
section are availsble. See § 1.245 for extension of time e intesfer-
ence proceedings.

Section 1.136 provides for two distinct procedures
to extend the period for action or response in particu-
lar situations. The procedures which is available for
use in a particular situation will depend upon the cir-
cumstances. Paragraph 1.136(a) permlts an apphcant
to file a petition for extension of time and a fee as in
§ 1.17 (a), ®), (c), or (d) up to four months after the
end of the time period set to take action except (1)
where prohibited by statute, (2) in interference pro-
ceedmgs, or (3) where applicant has been notified oth-
erwise in an Office action. The petition and fee can be
filed prior to or with the response The filing of the
petition and fee will extend the time period to take
action up to. fousr months dependent on:the amount of
the fee paid except in those :circumstances: noted
above. Paragraph 1.136(a) will effectively reduce the
amount of paperwork requlred by applicants and the
Office since the extension will be effective upon filing
of the petition and payment of the. appropriate fee and
without acknowledgment or action by the Office and
since the petition and fee can be filed with the re-
sponse. Paragraph (b) provides for requests for exten-
sions of time upon a showing of sufficient cause when
the procedure of paragraph (a) is not available. Al-
though the petition and fee procedure of § 1.136{a)
will normally be available within 4 months after a set
period for response has expired, an extension request
for cause under § 1.136(t) must be filed during the set
period for response. Extensions of time in interference
proceedings are governed by § 1.245.

It should be very carefully rioted that neither the
primary examiner nor the commissioner has authority
to extend the shortened statutory period unless a peti-
tion for the extension if filed. While the shortened
period may be extended within the limits of the statu-
tory six months’ period, no extension can operate to
extend the time beyond the six months.

Compare, however, 37 CFR 1.135(c) and § 714.03.

Any request under 37 CFR 1.136(b) for extension
of time for reply must state a reason in support there-
of. Such extensions will only be granted for sufficient
cause and must be filed prior to the end of the set
period for response.

Extensions of time with the payment of a fee pursu-
ant to § 1.136 are possible in response to most Office
actions of the examiner. The noted exceptions include
1) all extensions in a reexamination proceeding (see
§ 1.550(c) and § 2265), 2) all extensions during an in-
terference proceeding (but not preparatory to an in-
terference such as where a claim is suggested for in-
terference), 3) those specific situations where an Office
action states that the provisions of § 1.136{(a) are not
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appliceble, e.g., in reissue applications sssociated with
litigation, or where an application in allowable condi-
tion has non-elected claims and time is set to cancel
such claims, and 4) those limited instances where ap-
plicant ‘is given time to comlete sn incomplete re-
sponse pursuant to § 1.135(c).

The fees for extensions of time are set forth in
§ 1.17(a)~(d) and are subject to a 50 per cent reduc-
tion for persons or concerns qualifying as a small enti-
ties. The fees itemized at § 1.17(a)~(d) are cumulative.
Thus, if an applicant has paid a $50 extension fee for a
one month extension of time and thereafter decides
that additional one month (§ 1.17(b)) is needed, a fee
of $100 would be the appropriate and proper . fee
($150 less the amount paid ($50) for the fi