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1801 Basic PCT Prmcnples [R 5]
MAJOR CONCEPT.:;

.- The Patent Cooperation Treaty (PCT) is an mtemauonal
agreement to which the United States of America is a party,
which provides for the filing of patent applications on the same
invention in a number of countnes The PCT enables the U.S.
apphcant tofileone apphcauon, an international application”,
in a standardized format in English in the >US.< Recemng
Office (*he U.S. Patent and Trademark Office), and have that
application acknowledged as aregular national filing in as many
member countries to the PCT as the applicant “designates™ that
is, names, as countries in which patent protection is desired. In
the same manner, >the< PCT enables foreign applicants to file
a PCT application designating the United States of America in
their home language in their home pa:.ent office and have the
application acknowledged as aregular U.S. national filing. The
PCT also provides that the application will be subjected to a
search for published disclosures which are capable of assisting
in the determination of whether the invention disclosed in the
application is new and unobvious, Upon payment of national
fees and the furnishing of a wanslation, usually some twenty
months after the filing of *>any priority< application for the
invention >or the international filing datc if no priority is
claimedx, the application will be subjected to national proce-
dures in each of the designated countries. >If a Demand for an
International Preliminary Examination is filed within 19
months of the priority date, the period for entering the national
stage is extended to thirty months from the priority date.<

The PCT offers an alternative route to filing patent applica-
tions directly in those countries which are members of the PCT.
It does not preclude taking advantage of the priority rights and
other advantages provided under the Paris Convention (PCT
Ariicle 1). The PCT provides an additional and optional foreign
filing route to United States and foreign applicants.

PCT Anicle 1
Establishment of a Union

(1) The States pasty to this Treaty (hereinafter called “the Contracting
States™) conntitute 8 Union for cooperation in the filing, searching, and exami-
nation, of applicstions for the protection of inventions, and for rendering special
technical services. The Union shall be known. as the Intemational Patent
Cooperation Union.

(2) No provision of this Treaty shall be interpreted as dimninishing the
rights underthe Paris Convention forthe Protection of Indusirial Property of any
national or resident of any countsy party to thet Convention.

The PCT has also substantially harmonized the formal re-
quirements of applications for the member countries and the
Euvropean Patent Convention (EPC).

The PCT alsoprovides new filing and searching procedures
whereby much of the processing and transmittal of papers is
done for the applicant by the various national patent offices
which act as international authorities and the International
Bureau (IB) of the World Intellectual Property Organization
(WIPO) in Geneva, Switzerland, which administers the Treaty.

The filing and search procedures are set forth in Chapter I
of the PCT. Additional procedures for a preliminary examina-
tion of PCT international applications are set forth in PCT
Chapter I1.%*
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To understamlmePCT itis unportanttoknow the basic

fiow ofan mtemmmmlapphcauon under the PCT. Thns ﬂow is

; page.
_Inmost mstames'm U.S. national application (NA) is filed

ﬁrst. An international application for the same subject matter

will then be filed subsequently within mepnontyyearprovxded

by the Paris Convention and claim the priority beneﬁt of the .

1.s. natlonal apphcauun fihng date
RECEIVING OFFICE (RO)

The international application (IA) must be filed in a
Receiving Oftice (RO), (PCT Article 10). The United States
Patent and Trademark Office will act as a Receiving Office for
United States residents and nationals (35 U.S.C. 361(a)). Thie
Receiving Office functions as the filing and formalities review
orgamzauon for international applications. International appli-
cations must contain upon ﬁlmg the designation of those coun-
tries in which patent protection is desired and must meet certain
standards for completeness and formahty (PCT Arucles 11(1)
and 14(1)). -

Where a priority claim is made, the date of the earher filed
national application is used as the date for determining the
timing of international processing, including the various trans-
mittals, the payment of certain international and national fees,
and publication of the application. Where no priority claim is
made, the international filing date will be considered to be the
“priority date” for timing purposes (PCT Article 2(xi)).

The intemnational application is subject to the payment of
certain fees upon filing >or within one month thereafter< and at
the expiration of 12 months from the priority date >or within one
month thereafter< (PCT Article 11(3) and 35 U.S.C. 361). The
Receiving Office will grant an international filing date to the
application, collect fees, handle informalities by direct commu-
nication with the applicant, and monitor all corrections (35
U.S.C. 361(d)). By 13 months from the priority date, the
Receiving Office should prepare and transmit a copy of the
international application, called the Search Copy (8C), to the
International Searching Authority (ISA); and > forward the
original <* copy, called the Record Copy (RC), to the Interna-
tional Bureau (PCT Rules 22.1 and 23). A >second<* copy of
the international application, the Home Copy (HC), remains in
the Receiving Office (PCT Article 12(1)). Once the Receiving
Office has transmitted copies of the application, the Interna-
tional Searching Authority becomes the focus of international
processing,

INTERNATIONAL SEARCHING AUTHORITY (ISA)

Thebasic function of the International Searching Authority
(1SA) is to conduct a prior art search of inventions claimed in
international applications; it does thisby searching inatleast the
minimum documentation defined by the Treaty (PCT Articles
15and 16and PCT Rule 34). Atthe option of the U.S. applicant,
either the U.S. Pateni and Trademark Office or the European
Patent Office acts as an International Searching Authority for
U.S. residents and nationals. The International Searching Au-
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thority naalsorespnnmblc forcheckmg the contentof thetideand ...
. abstract (PCT Rules 37.2 and 38.2). An International Search ™

Report (SR) will normally be issued by the International Search-
ing Authority within three months from the receipt of the Search
Copy (usually about 16 months afier the priority datc)('PCTRme
pies of the International Search Report and prior art cited
will be sent 1o the Adpplicant and the I tesnational Bureau (°CT
Rules 43 and44 1). The Search Reptmwxll containa listing of
thosé docushents found tobe relevant and will identify the claims
in the apphcauon to-which they are pertinent; however, no
jadgments or statements as to patentability will be made (PCT
- Rule43.9). The applicant will alsoreceive withoutcharge acopy
of the cited prior art from the U. S. Patent and Trademark Office
as an International Searching Authority. Once the International
Search Report hasbeen completed and transmitted, international
processing continues before the International Bureau.

INTERNATIONAL BUREAU (IB)

The basic functions of the International Bureau (IB) are to
maintain the master file of all international applications and to
act as the publisher and central coordinating body under the
Treaty. The World Intellectual Property Organization
>(WIPO)< in Geneva, Switzerland performs the duties of the
International Bureau.,

Tthe applwant has not filed a certified copy of the priority
document in the Receiving Office with the international applica-
tion, orrequ%ted upon filing that the Receiving Office prepare
and transmit to the International Bureau a copy of the prior U. S.
national application, the priority of which is claimed, the appli-
cant must submit such a document directly to the International
Bureau or the Receiving Office not later than 16 months after the

1801

..;pnonty date (PCT Rule 17). .

“The applicant has normally two months from the date of
transmittal of the International Search Report to amend the
claims by filing an amendment directly with the International
Bureau (PCT Article 19 and PCT Rule 46). The International
Bureau will then normaily publish (P) the international appli-
cation along with” the Search Report and any- amendment
(Amdt) at the expiration of 18 months from the pnomy date
(PCT Article 21). The international publication is in pamphlet
form with a front page containing bibliographical data, the
‘abstract, and a figure of the drawing (PCT Rule. 48). The
pampbhlet also contains the search report and any amendments
to the claims submitted by the applicant. If the application is
published in a language other than English, the search report
and abstract are also published in English. The Internationai
Burezu also publishes a > PCT< Gazette in the French and
English languages which contains information similar to that
on the front pages of international applications, as well as
various indexes, and announcements (PCT Rule 86). The
International Bureau also transmits copies of the international
application to all the Designated Offices (PCT Article 2G and
PCT Rule 47).

DESIGNATED OFFICE (DO)

>If no Demand for International Preliminary Examination
has been filed within 19 months of the priority date ,<** ihe
applicant must send to each Designated Office any required
transiations and the appropriate national or regional filing fees
>within twenty months from the priority date of the interna-
tional application,< unless the individual Designated Office
grants additional time (PCT Article 22). The applicant also has

Basic Flow under PLCT Chapter |
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the right to amend the application within one month from the
fulfillment of the requirements under Article 22. After this
month has expired (PCT Article 28 and PCT Rule 52), each
Designated Office will make its own determination as to the
patentability of the application based upon its own specific
national or regional laws (PCT Article 27(5)).

s>Basic Flow of PCT Chapter II

PCT Anicle 33
The Intemational Preliminary Examination

(1) The objective of the intemational preliminary examination is to
formulate a preliminary and non-binding opinion on the questions whetherthe
claimed invention appears to be novel, to involve inventive step (10 be non-
obvious), and to be industrially applicable.

GHBRl

The basic flow of PCT Chapter Il is illustrated in the above
diagram, If the applicant desires to obtain the benefit of delay-
ing the entry irto the national stage until the 30th month, a
demand for international preliminary examination must be
filed with an appropriate International Preliminary Examining
Authority within 19 months of the priority date. Those States in
which the Chapter IT procedure is desired must be “elected” in
the demand.

A copy of the demand is forwarded to the International
Bureau by the International Preliminary Examining Authority.
The International Bureau then notifies the various elected
Offices that the applicant has entered Chapter 11 and that the
application should not be considered withdrawn for failurc to
enter the national stage within 20 months of the priority date.

The examiner of the International Preliminary Examining
Authority may comment on lack of unity of invention, note
errors, and issue a writtcn “opinion” as to whether each claim is
“novel”, involves an “inventive swep”, and is “industrially
applicable”. If a written “opinion” is issued by the cxaminer, the
applicant may respond (o the opinicn by arguments and amend-
ments within the time period set for response. The examiner will

Rev. §, July 1987

then issue the “International Prehmmaxy Exammanon Report”
which presents the examiner’ s final posmon as to whether each
claim is “novel”, involves an “inventive step”, and is “industri-
ally applicable™ by the 27th month after the priority date. A copy
of the “International Preliminary Examination Report” is sent to
the applicant and to the International Bureau. The International
Bureau then communicates a copy of the “International Prelimi-
nary Examination Renort” to each “Elected Office”.

The applicant must complete the requirements for entering
the national stage by the expiration of the 30th month from the
priority date in order to avoid any question of withdrawal of the
application as to that elected Office.

In accordance with the agreement between the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Bureau (PCT Article 34), the USPTO will act as an Inter-
national Preliminary Examining Authority (IPEA) for interna-
tional applications filed by residents and nationals of the United
States and for those applications of other western hemisphere
countries which have been searched by the USPTO as an
International Searching Authority.

Upon filing of a proper demand and the payment of the
necessary fees, the international application shall be the subject
of an internaticnal preliminary examination,

An international preliminary examination will be carried
out only on those inventions for which an International Search
Report has been established since the International Preliminary
Examining Authority must take into consideration the docu-
ments cited in the International Search Report. (PCT Article
33(6)).

The International Searching Authority has the responsibil-
ity of initially determining whether or not urity of invention
exists in an international application. However, since searching
authorities may differ on the quesiion of unity of invention and
since an applicant has the right to amend the application subse-
quent to the receipt of the International Search Report, the
international applicationis againreviewed by the examiner with
respect to the question of unity of invention at the onset of the
international preliminary examination,

1800-4
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nnmsﬁorenderanonbmdmgopmmnonthequcs&mofwhcther
the subject matter of the international application meets the
criteria set-out in PCT Article 33(1), i.e., whether the claimed
invention-appears to-be novel, o 1nvolve inventive step (to be
ron-obvious) ‘and to be industrially apphcable ‘Form -PCT/
IPEA/408 is provided for use by the examiner to notify applicant
of any negativeaspectsof the apphcauon in the formof awmten

opinion.

Afteran opportumty to repond final results of the i mtema-
tional preliminary examination are set forth in an International
Preliminary Examination Report on Form PCT/IPEA/409. This
report takes into consideration any amendments that may have
been filed by the applicant in response to the written opinion.<

1802 PCT Definitions [R-5]

PCT Article 2
Definitlons
For the purpoees of this Treaty and the Regulstions and unless expressly
stated otherwise:

() “application” means en epplication for the protecticn of an invention;
references 1o an “applicetion” shall be construed ss references to spplications for
pateats for inventions, inventors® centificates, utility centificates, niility models,
petents or centificates of addition, inventors” centificates of addition, and ntlity
cestificates of addition;

(ii} references 1o a “patent” shall be construed as references 1o patents for
inventions, inventors' cenificates, utility cenificates, utility models, patents or
cenificates of addition, inventors’ cenificaies of addition, and wility cestificates
of addition;

(iif) “national patent” means & patent granted by a national ambority;

(iv) “regional patent” means & patent granted by a netionel or za intergov-
emenensal authority having the power 1o grant patents effective in more than one
State;

(v) “regional application” means an epplication for a regional patent;

(vi) references to & “national application” shall be construed as references
1o applications for national patents and regional patents, other than applications
filed under this Treaty;

(vii) * ‘intemational application” means an spplication filed under this
Treaty;

(viii) references to an “spplication” shall be construed as references to
international applications and national spplications;

(ix) references to 2 “patem” shall be construed as references to national
patents and regional patents;

(x) references to “national law"” shall be construed as references to the
national law of a Contracting State or, where a regional application or & regional
patent is involved, to the treaty providing for the filing of regional applications
or the granting of regional patents;

(xi) “pricrity date,” for the purpose of computing time limits, means

(a) where the international application contzing e priority claim under
Anicle 8, the filing date of the application whose priority is so claimed;

(b} where the intemational application containg several priority claims
under Anicle 8, the filing date of the earliest application whose priority is so
claimed;

(c) whese the intemational application does not contain any priority
claim under Anicle &, the intemational filing date of such application;

(niiy “nstional Office” means the govemment authority of & Contracting
Suste entsusted with the granting of patents; references 1o 8 “national Office”
shall be construed e referring also to any intergovemnmentsl authority which
several States have entrusted with the task of granting regional patents, provided
that at least one of those States is 8 Contracting State, and provided thst the said
States have suthorized that suthority to assume the obligations and exercige the
powers which this Treaty and the Regulations provide for in respect of national
Offices;

(xiii) “designated Office” means the national Office of or acting for the
State designated by the applicant under Chapter I of this Treaty;

(ziv) “elected Office” means the national Office of or acting for the State
elecied by the applicant under Chapter I of this Treaty;

1800-5

VL ) receiving Office™ miéins the national Oﬁ"ee or the mmgm
menulorgunwwnwnhwhndnhemte stionial epplicition hias _

_ (xvi) “Union™ means the Intemiational Pttcnt Coopemuon Umon. kS

" (Vi) “Assembly" meins the Assembly of the Union; ©

(xvm) "Orgamzauon" means !he World lntellecmnl Pmpeny Orgnmu-

ti'oh;
(xlx) “Inwm:uoml Bumu" mesns lhe Imemumml Bureau of the Ot
ganization and’; 8¢ Jong ayit subsists, the Umted Tnitérnations) Bureau: for !hc
Protection of Intelléctual Property (BIRPI); '
(xx) “Director General” means the Director Gcneﬂl of the Organizstion
and, a8 long ag BIRPI subsxsts the Dlrector of B!RPI.

, PC’I‘ Rule 2
Interpretation of Cértaln Words

2.1 ‘Apphcalu

' Wheneverthe word “applicant”is used, it shall be construed as meaning’
also the agent or other representative of the applicant, except where the contrary
clearly follows from the wording or the nature of the provision; or the context
in which the word is used, such as, in particular, where the provision refers to
the residence or nationality of the applicant.

2.2 "Agemt”

Whenever the word “agent” is used, it shall be construed as meaning any
person who has the right to practice before intemational authorities a3 defined
in Article 49 and, unless the contrary clearly follows from the wording or the
nature of the provision, or the context in which the word is used, also the
common representative referred to in Rule 4.8,

2.3 “Signature” ‘

Whenever the word “signalure is used, it shall be understood that, if the
nationzl law applied by the receiving Office or the competent Internaticnal
Searching or Preliminary Examining Authority requires the use of & zeal instead
of a signature, the word, for the purposes of that Office or Authority, shell mean
seal.

35 U.S.C. 351 Definitions.

When used in this part unless the context otherwise indicates—

(a) The tenn “ireaty”™ means the Patent Cooperation Treaty done st
Washington, on June 19, 1970 **,

(b) The term “Regulations”, when capitalized, means the Regulations
underthe treaty **, done at Washington on the same date ss the treaty. The term
“regulations”, when not capitalized, means the regulations established by the
Commissioner under this title.

(c) The term “international application” means an spplication filed under
the treaty.

(d) The term “intemational spplication originating in the United States”
means an international application filed in the Patent and Trademark Office
when it is acting as a Receiving Office under the treaty, irrespective of whether
or not the United States has been designated in that intemational application.

(e) The term “international spplication designating the United States™
means an international application specifying the United States as & country in
which a patent is sought, regardless where such intemational application is
filed.

(f) The temm "Receiving Office” means a national patent office or inter-
govemmental organization which receives and processes intemational applice-
tions as prescribed by the treaty and the Regulations.

(g} The terms “International Searching Authority” >and"Intemational
Preliminary Examining Authority "mean<® a national patent office or intergov-
emmental organization as appointed under the treaty which processes intema-
tional applications as prescribed by the treaty and the Regulations.

(h) The term “Intemational Bureau” meens the intemational intergovern-
mental organization which is recognized as the coordinzting body vnder the
treaty and the Regulations.

(i) Terms and expressions not defined ir: this part are to be taken in the
senge indicated by the treaty and the Reguiations.

37 CFR 1.401 Definitions of terms under the Patent Cooperation

Treaty.

(a) The abbreviation “PCT” and the term “Treaty” mean the Patent
Cooperation Treaty.

(b} “Intemational Burcau™ means the World Intellectual Propeny Or-
ganization located in Geneva, Switzerland,

(c) “Administrative Instructions” means that body of instructions for
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Imc auonal rchmmaryExammmg Amhomy which tequuts & mmmmal
" (h)“Annexes” means unmdmmxs madc to the clums.desmm orthe
drawings before the International Preliminary Examining Authority.
(i)} Other tenms and expressicns in this Subpart C not defined in this
section are to be taken in the sense indicated in PCT An. 2 and 35 U.S.C. 351.

1803 Reservations Under the PCT Taken by the
United States of America [R-5]

PCT Article 64
Resgervations

(1)) Any State may declase that it shell not be bound by the provisions
of Chaprer I1.

(b) Suates meking & declaration under subperagreph (a) shall not be bound
by the provisions of Cligpter II and the corresponding provisions of the
Regulations. ’

(2)(a) Any Statenot having made & declaration under paragraph(1}(z) may
declare that:

. (i)t shall not be bound by the provisions of Article 39(1) with respect to
the famishing of a copy of the international application and a translation thereof
(as prescribed),

(ii) the obligation 1o delay national pmceumg, as provided for under
firticle 40, shall not prevent publication, by or through its national Office, of the
intemational application or a translation thereof, it being undestood, however,
that it is not exempted from the lirnitations provided for in Articles 30 and 38.

(b) States making such a declarmion shall be bound sccordingly.

(3)() Any State may declare that, as far as it is concemed, intemational
publication of international applications is not required.

() Where, at the explmmolwmondufmmepmmy date, the
intemational spplicati-n conteins the designation only of such States as have
made declarations under subparagreph (g), the intemational application shall
not be published by virtue of Anticle 21(2).

(c) Where the provisions of subparagraph (b) apply, the intemational
application shall nevertheless be published by the Intemationsl Burean:

{i) & the request of th spplicant, &s provided in the Regulations,

(ii) when & nationsl application or & patent based on the intemational
application is published by or on behalf of the national Office of any designated
Stste having made a declaration under subparagraph (u), prompily after such
publication but not before the expiration of 18 months from the priority date.

(4)(z) Any State whose national law provides for prior art effect of its
patents as from a date before publication, but does not equate for prior an
purposes the priority date clasimed under the Paris Convention forthe Protection
of Industrial Propesty to the actual filing date in that State, may declare that the
filing outside that State of an intemational application designating that Stste is
not equated to an actual filing in that State for prior ant purposes.

(b) Any State making & declaration under subparagraph (e} shall 1o that
extent not be bound by the provisions of Anicle 11(3).

(¢) Any State making & declasation under subparagraph (s) shall, & the
sametime, state in writing the date from which, and the conditions under which,
the prior ant effect of any intemational spplication designating that State
becomes effective in that State. This ststement may be modified st saytime by
notification eddressed to the Director General.

(53 Each State may declare that it doeg not conside itself bound by Article
59. With regard to any dispute between any Contracting Stste having made such
a declaration and any other Contracting State, the provisions of Article 59 shall

ot apply.
(6)(a) Any declaiaticn made under this Article shall be made in writing.

- It may be made at the time of signing this Treaty, at the time of depositing the

instrument of satification or accession, or, excegpt in the case referred to in
paragraph (5),at any latertime by notification addressed tothe Director General,
In the cage of the said notification, the declaration shall take effect six monihs
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by notification sddiessed to the Director Gensial. Such withdrawal shiall iske
effect three months after the day o vwhich the Director Genesal hay received the
nouﬁcauon end, ini the case of the withdrawal .of -a.declarstion made under
paragnph (3). shall not affect. mtemmonal -applications filed pnor 1o the
expiration of the & d' thrée»momh penod. y

) Ko reservations to this “Tieaty” other than the :eservauons under
pamgmphs (l) to (5) are permmed

The Umted States of Amenca >had ongmally<* declared
that it>was<* not bound by Chapter I (Asticle 64 (1)}, >buthas
row withdrawn that reservation effective July 1,1987<..

It -has also declared that, as far'as the United States of
America is concerned, international pubhcauon is not required
(Article 64 (3)).

The ** United States of America >also< made >areserva-
tion<** under Article 64(4) which relates to the prior art
effective date of a U.S. patent issuing from an infernational
application. See 35 U.S.C. 102(e).

>1804 USPTO - WIPO Agreement [R-5]

Agreement between the UNITED STATES PATENT AND TRADE-
MARK OFFICE and THE INTERNATIONAL BUREAU QF THE WORLD
INTELLECTUAL PROPERTY ORGANIZATION conceming the functions
of the United States Patent and Trademark Office in the capacity of an
International Searching and Preliminary Examining Authority appointed under
the Patent Cooperation Treaty.

Preamble
The United States Patent and Trademark Office and the International
Bureau of the World Intellectual Propernty Osganization agree to conclude the
following Agreement under Articles 16(3)(b) and 32(3) of the Patent Coopera-
tion Treaty:

Article 1

Terminology Used in the Agreement

(1) For the purpose of this Agreement:

(a) “Treaty” means the Patent Cooperation Treaty;

(b) “Regulations" mean the Regulations under the Treaty;

(c) “Administrative Instructions’ means the Administrative Instructions
under the Treaty;

(d) “Anticle” (except where a specific reference is made to an Article of
this Agreement) means an Article of the Treaty;

(&) “Rule” means a Rule of the Regulations;

(f) “Authority” refers 10 the United States Patent and Trademark Office
acting in the capacity of an International Searching and Preliminary Examining
Authority pursusnt to this Agreement and appointed under the Treaty;

() “Internstional Bureau” means the Intemations! Buresu as defined in
Anticle 2(xix); and

(h) “Gazeue" means the publication referred to in Article 55(4).

Anicle 2
Basic Obligations

(1) The Authority will, except in respect to subject matier which pursuant
10 Anticle 6 of this Agreement the Authority is nct required to search or 1o
exernine, carry out intemational searches and international preliminary exami-
nations and perform such other functions ag are specifically provided for by the
Treaty, the Regulations, this Agreement, and the Administrative Instructions. In
carrying out an iniemational search and an international preliminary exeming-
tion, the Authority shall be guided by the Guidelines for Intemnationsl Sesech
and for International Preliminary Examination o be Carried Out under the
Patent Cooperation Treaty. The Authority undertakes to apply and observe all
the common rules of iniernational search and of intemational preliminery ex-
amination,
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ate by both the Authority. mdlhclntemam_oml Burean, aummcetoth:ahmm,

relation to the performance; by the olhfcr'of m funcums t!xemmde:

Amcle 3
) Competence of the Authority

(1) Subject to Article 6 of this Agmemem. the Authority undertakes to act

as sn Intemnstional Searching Authority for all international applicstions (i) filed

with the receiving Office of, or acting for, the States specified in Annex. A of this

Agreement, ind (ii) filed in o translated into the langusges speu&d in Annex
A of this Agreement, .-

a)SubjeawAdeG oflhu Agreement t.heAmbomymdenaku toact

as an Interational PrehmmuyEnmmmgAmhm!y for all insernational appli-

cations (i) filed with the receiving Office of, onumgfor.me&mweuﬁedm

Anmex A of this Agmment.md(u)fﬂadmormhwdmotbz]mmw

specified in Annex A of this Agreement.

Article 4
Minimum Personnel Requirernents

(1) The Authority shall, for the purposes of camying out international
search and intematicnal preliminary exesninstion, meke available the staff s its
disposal, to the extent required by the workload, having sufficient technical
qualifications 1o carry ot such search and examination in all technical fields
except those referred to in Article 6 of this Agreement. The saff of the Authority
thall be maintained at a level exceeding the minimum requirement as set out in
Rules 36.1(i) and 63.1().

(2) The Authority shall maineain, or otherwise secure agsistance by, a staff
which has the lengusge facilities to understand at least those langusges in which
the minimum documentation referred to in Rule 34 is written or is translated.

-

Arsicle 5
Documentation Facilities
The Authority shall maintain end use gll documentation facilities crdiner-
ily et the disposal of the staff referred to in Anicle 4(1) of this Agreement for
search snd examination purposes, and thall meinisin and use for the said
purposes at least the minimum documentation fecilities prescribed by Rules
36.1(ii) and 63.1(ii).

Article 6
Subject Matter not required to be Searched
In sccordance with Anicles 17(2)i) and 34(4)}(s)(i), the Authority will not
be obligated 1o search orexamine any of the subject matter specified in Rule 36.1
or Rule 67.1 except for subject matter specified in Annex B of this Agreement.

Article 7
Fees
(1} A schedule of all fees charged by the Authority in relztion to its
functions as an Intemational Searching end Preliminary Examining Authority is
set out in Annex C of this Agreement.
(2) The Auvitiority shall, to the extent snd vader the conditions set out in
Amnex, C of this Agreement, refund the paid seerch fees in whole or in past.

Article 8
Review of Protest
The Commissioner of Patents end Trademarks or his designee ehall
examine protests in respect of additionsl fees where such edditional fees are paid
under protest pursuant 1o Rule 40.2(c) or Rule 68.3(c).

Article 9
{Deleted)

Article 10
Classification
The Authority, in eddition 1o applying the Intemational Patens Classifica-
tion to a panticular subject mater, may slso apply the United States Patent
Clagsification.

Article 11

1800-7
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SRR Amclclz S
Pacm Infonnauon Services and Technicel Amstance
The Authority shall cooperate 'with the Intemational Bureau in providing
patent inforination” services ‘and such other: contributions to the technical
assistance program under Chaptér TV ‘of the Treaty as are both pramcable
within the facilities of the Authority and &g may be agreed

Article 13 .
~ Entry into Force of the. Agreement
This Agreement shall enterinto force, after spprowal by the Assembly, on
the date of signature thereof, The Agreement together with an indication of the
date of its entry into force shell be publuhed inthe Gauﬂcby the Intemnational
Buresu.

Anicle 14
Duration and Renewability of the Agreement
Subject to Anicle 16 of this Agreement, this Agreement shall remain in
force for a period of 10 years. It shall be rensweble for & period of 10 years
subject tothe approval of, and the extension of the appointment of the Authority
for that period by, the Assembly.

Article 15
Amendment

(1) Without prejudice to paragraphs (2) and (4) below, amendments may
be made to this Agreement by ags : mnent between the Authority and the
Intemnational Bureau and shall take effect on the date on which those amend-
menis are epproved by the Assembly, or, if a later date is specified in the
smendments, on that leter date.

(2) Annex A may be amended by the Authority at sny time. Any
amendment adding a State or language will be made by notification from the
Authority to the Imemational Buresu and shall teke effect one month from the
date of publication in the Gazeite, Any amendment deleting a State or language
will be made by notification from the Authority to the Intemational Bureau and
shall tske effect nine months from the date of publication in the Gazeue,

(3) Annex B may be amended by the Authority at any time. Any
smendment adding subject maiter to that Annex will be made by notification
from the Authority to the Intemational Bureau end shall take effect one month
from the date of publication in the Gazette. Any amendment deleting subject
maetter from the Annex will be made by notification from the Authority to the
Intemational Bureau and shall take effect nine months from the date of
publication in the Gazeue.

(4) Annex C may be amended by the Authority at any time. Any
amendment may be made by notification: from the A :thority to the Intemational
Bureau and shall take effect on a date specified by the Authority butnot earlier
than one month after the publication of the notification in the Gazette. Normally
Annex C ghall not be emended during the first year afier the entry into force of
this Agreement or thereafier at an interval of less than one year from a previous
smendment of the schedule.

(5) The Intemational Bureau shall publish prosszuy in the Gazette any
amendment of this Agreement agreed to by the Authority and the Intemational
Bureau end approved by the Assembly under paragraph (1) and any notifica-
tions received by the Intemational Bureau under paragraphs (2) to (4).

Article 16
Termination of the Agreement

(1) This Agresment ghall terminate:

(a) if the Authority gives the Director General of the World Intellectusl
Property Organization writien notice to terminate this Agreement; or

(b) if the Director General of the World Intellectual Property Organizs-
tion, with the approval of the Assembly, gives the Authority written notice to
terminate thig Agreement.

(2) The termination of this Agreement under paragraph (1) shall ke
effect one year after receipt of the notice by the other panty, unless a longer
period is specified in such notice.

(3) Notwithstanding paragraph (2), if:

(a) notice to terminate this Agreement is given by the Authority
under paragraph (1); and
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denounced the Treaty previously, made the desunciation nades Articls 66;:
the notice i terminate this Agreement shall tzke effect at such time a5 !he
denunciation of the Trcuy becomes effecnve for alt such Swes

CQUNTRIES AND LANGUAGES UNDER AR’IICLE 3 OF THIS
(1) The Auv.homy wdl oond.ua mtmuonal scarches lm:l pfcpare
international gearch reports -
(i) for the follzwing countries:
United States of America, Brazil, Barbados
(u) in the following Imguageu
English :
(2) The Authority will conduct uuenuumal ptehmmuy exzminations
and prepare international preliminary examnination reports
(i) for the following countries:
United States of Araerica,
and where the Authority has prepared the international
search report, for Brazil and Barbados
(ii) in the following languages:
English

ANNEXB
SUBJECT MATTER SPECIFIED UNDER ARTICLE 6 OF THIS
AGREEMENT

Subject matter which is searched or examined in United $1ates national
applicstions

ANNEX C
SCHEDULE OF FEES AND EXTENT AND CONDITIONS OF REDUC-
TIONS OR REFUNDS OF THE SEARCH AND EXAMINATION FEES
FOR THE PURPOSES OF ARTICLE 7 OF THE AGREEMENT

(a) Fees
Search fee
(i) where no corresponding pricr United States national application
withbasic filing fee has been filed $520.00
(ii) where 2 corresponding prior United States national application
with basicfiling fee has beenfiled ........ $350.00
Supplemental Search Fee (per additional invention)..........$140.00

Preparation of an international-iype search report in a United States
national application $28.00

Preliminary examination fee

(i) where a5 international search fee has been paid on the intema-
tional application for the benefit of the United States Patent and Trademark
Office 2 an Intesnational Searching Authority $370.00

(ii) where the Intemnational Searching Authority for the intemational
application was an authority other then the United States Patent and Trademark
Office. $570.00

(2) sdditional preliminary exemination fee (per additional inven-

tion)
(i) Where a supplemental seagch fee has been paid oni the
international application 1o the United States Patent and Trademark Office as an
Intemational Searching Authosity $125.00

(if) Where the Internationsl Searching Authority forthe
international application was an authority other than the United States Patent

and Trademark Office $190.00

(by Extent and Conditions of Refunds of the Search and Examination Fees

(i) Money paid for search and preliminary examination fees, where
paid by actual mistake o in excess will be refunded.

(iiy Refund of the supplemental search fee and additional prelimi-
nary examination fee will be made if such refund is determined to be warranted
by the Commissioner of Patents and Trademarks or his designee acting under

Rule 40.2(c) or Rule 68.3(c).
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(1) Any resident ot naumnl of a Conmcung Sme rnay file sn m!ema- ’

tional application.

) The Assembly may decide to allow the residents and the nationals of -

any country pmy to the Paris Convention for the Protection of Tndustrial
Property which is niot paity te this Treaty 1o file international applications.
G)hewncep!s of rendmce and nationality, ndikie applxcauono‘f those
concepts in cases where there are several applicints or where'the applicants are
not the same for all the designated States, are defi