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INTRODUCTION

This chapter is designed to be a guide for patent ex-
aminers in searching and examining applications filed
under the Patent Cooperation Treaty (PCT). Appli-
cants desiring additional information for filing interna-
tional applications should obtain a copy of the PCT
Applicant’s Guide from the World Intellectual Property
Organization (WIPO) in Geneva, Switzerland.

The Articles and Regulations under the PCT are re-
produced in Annex T of this Manual and the Admin-
istrative Instructions are reproduced in Annex Al
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PCT applications are processed by the International
Division within the Patent and Trademark Office.

1801 Basic Patent Cooperation Treaty (PCT)
Principles

MAJOR CONCEPTS OF THE PCT

The Patent Cooperation Treaty (PCT) enables the
U.S. applicant to file one application, “an international
application”, in a standardized format in English in the
US. Receiving Office (the U.S. Patent and Trademark
Office), and have that application acknowledged as a
regular national filing in as many member countries to
the PCT as the applicant “designates” or “elects,” that
is, names, as countries in which patent protection is de-
sired. In the same manner, the PCT enables foreign ap-
plicants to file a PCT international application, desig-
nating the United States of America, in their home lan-
guage in their home patent office and have the applica-
tion acknowledged as a regular U.S. national filing. The
PCT also provides for a search and publication after 18
months from the priority date. Upon payment of nation-
al fees and the furnishing of any required translation,
usually 20 months after the filing of any priority applica-
tion for the invention, or the international filing date if
no priority is claimed, the application will be subjected to
national procedures for granting of patents in each of the
designated countries. If a demand for an international
preliminary examination is filed within 19 months from
the priority date, the period for entering the national
stage is extended to 30 months from the priority date.

The PCT offers an alternative route to filing patent
applications directly in the patent offices of those coun-
tries which are members of the PCT, It does not preclude
taking advantage of the priority rights and other advan-
tages provided under the Paris Convention, The PCT
provides an additional and optional foreign filing route
to patent applicants. »

The filing, search and publication procedures are pro-
vided for in Chapter 1 of the PCT. Additional procedures
for a preliminary examination of PCT international ap-
plications are provided for in optional PCT Chapter IL.

In most instances a national U.S. application (NA) is
filed first. An international application for the same sub-
ject matter will then be filed subsequently within the
priority year provided by the Paris Convention and the
priority benefit of the U.S. national application filing
date will be claimed.
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RECEIVING OFFICE (RO)

The mtematlonal apphcatmn (IA) must be filedina
receiving Office (ROYPCT Article 10). The United
States Patent and Trademark Office will act as a receiv-
_ing Ofﬁce for United States residents and nationals (35

US.C. 361(a)) Under PCT Rule 19. 1(a)(iii), the Inter-
national Bureau of the World Intellectual Property Or-
ganization will also act as a Receiving Office for U.S. res-
idents and nationals. The receiving Office functions as
the filing and formalities review organization for inter-
national apphmnons Intematlonal applications must
contain upon filing the designation of at least one coun-
try in which patent protection is desired and must meet
certain standards for completeness and formahty (PCT
Atticles 11(1) and 14(1)).

‘Where a priority claim is made, the date of the earlier
filed national application is used as the date for deter-
mining the timing of international processing, including
the various transmittals, the payment of certain in-
ternational and national fees, and publication of the
application. Where no priority claim is made, the inter-
national filing date will be considered to be the “priority
date” for timing purposes (PCT Article 2(xi)).

The international application is subject to the pay-
ment of certain fees upon filing, or within 1 month there-
after, and at the expiration of 12 months from the prior-
ity date or within 1 month thereafter. The receiving Of-
fice will grant an international filing date to the applica-
tion, collect fees, handle informalities by direct commu-
nication with the applicant, and monitor all corrections
(35 U.S.C. 361(d)). By 13 months from the priority date,
the receiving Office should prepare and transmit a copy
of the international application, called the search copy
(SC), to the International Searching Authority (ISA);
and forward the original, called the record copy (RC), to
the International Bureau (IB) (PCT Rules 22.1 and 23).
A second copy of the international application, the home
copy (HC), remains in the receiving Office (PCT Article
12(1)). Once the receiving Office has transmitted copies
of the application, the International Searching Author-
ity becomes the focus of international processing.

INTERNATIONAL SEARCHING
AUTHORITY (ISA)

The basic function of the International Searching Au-
thority (ISA) is to conduct a prior art search of inven-
tions claimed in international applications; it does this by
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searching in at least the minimum documentation de-
fined by the Treaty (PCT Articles 15 and 16 and PCT
Rule 34). At the option of the applicant, either the U.S.
Patent and Trademark Office or the European Patent
Office will act as an International Searching Authority
for international applications filed in the United States
Receiving Office. The International Searching Author-
ity is also responsible for checking the content of the title

- and abstract (PCT Rules 37.2 and 38.2). Aninternation-

al search report (SR) will normally be issued by the Inter- -

* national Searching Authority within 3 months from the

receipt of the search copy (usually about 16 months after *
the priority date)(PCT Rule 42). Copies of the Interna-
tional Search Report and prior art cited will be seat to
the applicant by the ISA/US (PCT Rules 43 and 44.1).
The search report will contain a listing of documents

_found to be relevant and will identify the claims in the ap-

plication to which they are pertinent; however, no judg-
ments or statements as to patentability will be made
(PCT Rule 43.9). Once the international search report
has been completed and transmitted, international proc-

- essing continues before the International Bureau.

INTERNATIONAL BUREAU (IB)

The basic functions of the International Bureau (IB)
are to maintain the master file of all international ap-
plications and to act as the publisher and central coordi-
nating body under the Treaty. The World Intellectual
Property Organization (WIPO) in Geneva, Switzeriand
performs the duties of the International Bureau.

If the applicant has not filed a certified copy of the
priority document in the receiving Office with the inter-
national application, or requested upon filing that the
receiving Office prepare and transmit to the Interna-
tional Burecau a copy of the prior U.S. national applica-
tion, the priority of which is claimed, the applicant must
submit such a document directly to the International Bu-
reau or the receiving Office not later than 16 months af-
ter the priority date (PCT Rule 17). The Request form
contains a box which can be checked requesting that the
receiving Office prepare the certified copy. This is only
possible, of course, if the receiving Office is a part of the
same national Office where the priority application was
filed.

‘The applicant has normally 2 months from the date of
transmittal of the International Search Report to amend
the claims by filing an amendment directly with the Inter-
national Burean (PCT Article 19 end PCT Rule 46).
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The International Bureau will then normally publish the
international application along with the search report

and any amended clains (Amdt) at the expiration of 18

months from the priority date (PCT Asticle 21).The in-
ternational publication is in pamphlet form with a front
page containing bibliographical data, the abstract, and a
figure of the drawing (PCT Rule 48). The pamphiet also
contains the search report and any amendments to the

claims submitted by the applicant. If the application is

published in a language other than English, the search
report and abstract are also published in English. The In-

ternational Bureau publishes a PCT Gazette in the -

French and English languages which contains informa-
tion similar to that on the front pages of published inter-
national applications, as well as various indexes, and an-
nouncements (PCT Rule 86). The International Bureau
also transmits copies of the international application to
all the designated Offices (PCT Article 20 and PCT
Rule 47).

DESIGNATED OFFICE (DO) and
ELECTED OFFICE (EO)

The designated Office is the national Office (for ex-
ample, the USPTO) acting for the state or region desig-
nated under Chapter I. Similarly, the elected Office is
the national Office acting for the state or region elected
under Chapter II.

If no “Demand” for international preliminary ex-
amination has been filed within 19 months of the priority
date, the applicant must complete the requirements for
entering the national stage within 20 months from the
priority date of the international application, unless the
individual designated Office grants additional time. The
applicant also has the right to amend the application
within 1 month from the fulfillment of the requirements
under PCT Article 22. After this month has expired
(PCT Article 28 and PCT Rule 52), each designated Of-
fice will make its own determination as to the patentabil-
ity of the application based upon its own specific national
or regional laws (PCT Axticle 27(5)).

If the applicant desires to obtain the benefit of delay-
ing the entry into the national stage until 30 months from
the priority date, a Demand for international prelimi-
nary examination must be filed with an appropriate In-
ternational Preliminary Examining Authority within 19
months of the priority date. Those states in which the
Chapter II procedure is desired must be “clected” in the
Demand.
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The original Demand is forwarded to the Internation-
al Bureau by the International Preliminary Examining
Authority. The International Bureau then notifies the
various elected Offices that the applicant has entered
Chapter II and that the application should not be consid-
ered withdrawn for failure to enter the national stage
within 20 months from the priority date.

The examiner of the International Preliminary Ex-
amining Authority may comment on lack of unity of in-
vention, note eriors, and issue a written “opinion” as to
whether each claim is “novel”, involves “inventive step”,
and is “industrially applicable.” If a written “opinion” is
issued by the examiner, the applicant may respond to the
opinion by arguments and amendments within the time
period set for response. The examiner will then issue the -
international preliminary examination report which
presents the examiner’s final position as to whether each
claim is “novel”, involves “inventive step”, and is “indus-
trially applicable” by 28 months from the priority date.
A copy of the international preliminary examination re-
port is sent to the applicant and to the International Bu-
reau. The International Bureau then communicates a
copy of the international preliminary examination re-
port to each elected Office.

The applicant must complete the requirements for en-
tering the national stage by the expiration of 30 months
from the priority date to avoid any question of withdraw-
al of the application as to that elected Office.

1802 PCT Definitions

The PCT contains definitions in PCT Article 2 and in
PCT Rule 2, which are found in MPEP Annex'T. Addi-
tional definitions are found in 35 U.S.C. 351, MPEP An-
nex L, 37 CFR 1.401, MPEP Annex R, Section 101 of the
PCT Administrative Instructions and MPEP Annex AL

1803 Reservations Under the PCT Taken by
the United States of America

The United States of America had originally declared
that it was not bound by Chapter II (PCT Article 64 (1)),
but withdrew that reservation on July 1, 1987.

It has also declared that, as far as the United States of
America is concerned, international publication is not
required (PCT Article 64 (3)). The United States of
America also made a reservation under PCT Asticle
64(4) which relates to the prior art effective date of a
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U.S. patent issuing from an international application.
See 35 US.C. 102(c) and 363. These reservations are
still in effect.

1808 Wher’e‘ to File An International
Application

35US.C. 361 Receiving Office.

(a) The Patentand Trademark Office shall act as a Receiving Office
for international applications filed by nationals or residents of the
United States. In accordance with any agreement made between the
United States and another country, the Patent and Trademark Office
may also act as a Receiving Office for international applications filed by
residentsor nationalsof such country who are entitied tofile internation-
al applications.

See 37 CFR 1.421 ~ 1.425 as to who can file an inter-
national application.

Only if at least one of the applicants is a resident or na-
tional of the United States of America may an interna-
tional application be filed in the United States Receiving
Oftice (PCT Article 9(1) and (3), PCT Rules 19.1 and
19.2,35 US.C. 361(a) and 37 CFR 1.412(a), 1.421). The
concepts of residence and nationality are defined in PCT
Rules 18.1 and 18.2. For the purpose of filing an interna-
tional application, the applicant may be either the inven-
tor or the successor in title of the inventor (assignee or
owner). However, the laws of the various designated
States regarding the requirements for applicants must
also be considered when filing an international applica-
tion. For example, the patent law of the United States of
America requires that, for the nurposes of designating
the United States of America. .:t¢ applicant(s) must be
the inventor(s) (35 U.S.C. 373, PCT Article 27(3)).

The United States Receiving Office is located in Crys-
tal Plaza, Building 2, 8th floor, 2011 Jefferson Davis
Highway, Arlington, Virginia. International applications
and related papers may be deposited directly with the
United States Receiving Office or be mailed to: Commis-
sioner of Patents and Trademarks, Box PCT, Washing-
ton, D.C. 20231. It shoukd be noted that the “Express
Mail” Certificate of Mailing or Transmission provisions
of 37 CFR 1.10 apply to the filing of all applications and
papers filed in the U.S. Patent and Trademark Office, in-
cluding PCT international applications and related pa-
pers and fees. It should be further noted, however, that
PCT international applications and papers relating to in-
ternational applications are specifically excluded from
the Certificate of Mailing or Transmission procedures
under 37 CFR 1.8. This means, for example, that a De-
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mand for international preliminary examination mmt
be filed using the Certificate of Mailing or Transmissi
pracueeunder37CFR18nfﬂwdateofmmhngnsthe
date needed for official purposes. If 37 CFR 1.8 is im-
properly used, the date to be accorded the paper will be
the date of actual receipt in the Office. ‘

Irrespective of  the Certification practice under
37 CFR 1.8, facsimile transmission may be used to sub-
mit certain papers in international applications. Howev-
er, facsimile transmission may not be used for the filing
of an international application, the filing of drawings un-
der 37 CFR 1.437, or the filing of a copy of the interna-
tional application, and the basic national fee to enter the
U.S. national stage under 35 U.S.C. 371. See 37 CFR
1.6{(d)(3) and {4), 1.8(a)(2){)D, and 1.8(a)(2)({)E The
Demand for international preliminary examination may
be filed by facsimile transmission.

The United States Receiving Office staff is avallable
to offer guidance on PCT requirements and procedures.
In person, telephone or written inquiries are welcome.
Rlephone inquiries should be directed to (703)
305-3257. Written inquiries should be addressed to:
Commissioner of Patents and Trademarks, Box PCT,
Washington, D.C. 20231.

Warning — although the United States patent law at
35 U.S.C. 21(a) authorizes the Commissioner to pre-
scribe by rule that any paper or fee required to be filed in
the Patent and Trademark Office will be considered filed
in the Office on the date on which it was deposited with
the United States Postal Service, PCT Rule 20.1(a) pro-
vides for marking the “date of actual receipt on the re-
quest.” Although the “Express Mail” provisions under
37 CFR 1.10 have not been contested to date regarding
PCT applications, applicants should be aware of a pos-
sible different interpretation by foreign authorities.

PCT Rule 19.4 provides for transmittal of an interna-
tional application to the International Bureau as Receiv-
ing Office in certain instances. For example, applications
filed in the United states Receiving Office by applicants
who are not residents or nationals of the United states,
but who are residents or nationals of a PCT Contracting
state, will, upon timely payment of the proper fee, have
their application forwarded to the International Bureau

for processing in its capacity as a Receiving Office. The
fee is an amount equalto &e transmittal fee. The R@-
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date accorded by the United States Receiving Office.
This practice will avoid the loss of a filing date in those
instances where the United States Receiving Office is

not competent to act, but where the international ap-

plication indicates an applicant to be a national or resi-
dent of a PCT Contracting state. Of course, where ques-
tions arise regarding residence or nationality; i.., the
U.S. is not clearly competent, the application will be for-
warded to the International Bureau as Receiving Office.
Note, where no residence or nationality is indicated, the
U.S. is not competent, and the application will be for-
warded to the International Bureau as Receiving Office
so long as the necessary fee is paid.

If all of the applicants are indicated to be residents or
nationals of non—PCT Contracting States, PCT Rule
194 does not apply, and the application is denied an in-
ternational filing date.

1807 Agent or Common Representative and
General Power of Attorney

37 CFR 1.455. Representation in intermational applications.

(2) Applicants of international applications may be represented by
attorneys or agenis registered to practice before the Patent and
Trademark Office or by anapplicant appointed asa commonrepresenta-
tive (PCT Art. 49, Rules 4.8 and 90 and § 10.10). If applicants have not
appeinted an attorney or agent or one of the applicants to represent
them, and there is more than one applicant, the applicant first namedin
therequestandwhoisentitledtofilein the U.S. Receiving Office shallbe
considered to be the common representative of all the applicants. An
attorneyor agenthaving the right to practice before anational office with
which an international application is filed ard for which the United
States is an International Searching Authority or International Prelimi-
nary Examining Authority may be appointed to represent the applicants
in the international application before that authority. An attorney or
agent may appoint an associate attorney or agent who shall also then be
of record (PCT Rule 99.1(d)). The appointmentof ap attorney oragent,
or of a common representative, revokes any earlier appointment uniess
otherwise indicated (PCT Rule 90.6(b) and (c)).

(b) Appointment of an agent, attorney or common representative
(PCT Rule 4. 8)mustbe effected cither in the Request form, signedbyall
applicants, or in a separate power of attorney submitted either to the
United States Receiving Office or to the International Bureau,

(c) Pawersof attorney and revocations thereof should be submitted
to the United States Receiving Office until the issuance of the
international search report.

(d) Theaddressee for correspondence will be asindicated insection
108 of the Administrative Instructions.

Where an appointment of an agent or common repre-
sentative is effected by a separate power of attorney, that
power of attorney must be submitted to either the receiv-
ing Office or the International Bureau. However, a pow-
er of attorney appointing an agent or sub—agent to rep-
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resent the applicant specifically before the International
Searching Authority or the International Preliminary -
Examining Authority must be submitted directly to that
Authority. : ~

“General” Power of Attomey

“General” powers of attorney are recognized for the
purpose of filing and prosecuting an international ap-
plication before the international authorities. The origi-
nal general power of attorney should be deposited with
the International Division which is the central focus for
PCT matters throughout the Office. Any applications re-
lying thereon must include a copy thereof. A general
power of attorney form is provided in the annex to the
PCT Applicant’s Guide.

Any general power of attorney must be filed with the
receiving Office if the appointment was for the purposes
of the international phase generally, or with the Interna-
tional Searching Authority or International Preliminary
Examining Authority if the appointment was specifically

- to represent the applicant before that Authority. The ap-

pointment will then be effective in relation to any partic-
uvlar application filed by that applicant provided that the
general power of attorney is referred to in the request,
the Demand or a separate notice, and that a copy of the
general power of attorney is attached to that request,
Demand or separate notice. That copy of the signed orig-
inal need not, itself, be separately signed. Sce Annex Z
of the PCT Applicant’s Guide for a suitable model form
for a general power of attorney. The PCT Applicant’s
Guide is available from the International Bureau in Ge-
neva, Switzerland.

1808 Change in or Revocation of the
Appointment of an Agent or a
Common Representative

PCT Rule 90
Agenis and Conumon Representatives

L2 1)

90.6. Revocation and Renunciation
(2) Anyappointmentofan agentor common representative maybe
revoked by the personswhomade thesppointment orby their successors
in title, in which case any appointment of a sub—agent ender Rale
90.1(d) by thet agent shall alwo be considered as revoked. Any
apoointoent nfamb—agmtmderRu!e%l(d)maymbembdhy
the applicant concerned.
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(b) The appointment of an sgent under Rule 90.1(a) shall, unlcsa
otherwise indicated, have the effect of revokinganyearlmappomtmm
of an agent made under that Rule.

(c) The appointment of a common representative shall, unless
otherwise indicated, have the effectof revohnganyeaﬂxerappomtment
of a common representative.

(d) An agent or & common representative may renounce his
appointment by a notification signed by him,

(e) Rule90.4(b)and(c)shallapply, mutatismutandis, toadocument
containing a revocation or renunciation under this Rule.

37 CFR 1.455. Representation in intemational applications.

{a) Applicants of international applications may be represented by
attorneys or agents registered to practice before the Patent and
Trademark Office orbyanapplicant appointed asacommon representa-
tive (PCT Art. 49, Rules 4.8 and 90 and § 10.10). If applicants have not
appointed an attorney or agent or one of the applicants to represent
them, and there is tnore than one applicant, the applicant first namedin
therequestandwhois entitled tofilein the U.S. Receiving Officeshalibe
considered to be the common representative of all the applicants. An
attorneyor agenthavingthe right topractice before anational office with
which an international application is filed and for which the United

States is an International Searching Authority or International Prelimi-

nary Examining Authority may be appointed to represent the applicants
in the international application before that authority. An attorney or
agent may appoint an associate attorney or agent who shall also thenbe
of record (PCT Rule 90.1(d)). The appointment of an attorney or agent,
or of a commion representative, revokes any earlier appointment unless
otherwise indicated (PCT Rule 90.6(b) and (c)).

(b) Appointment of an agent, attorney or commion representative
(PCT Rule 4.8) must be effected either in the Request form, signedby all
applicants, or in a separate power of attorney submitted either to the
United States Receiving Office or to the International Bureau.

{c) Powersof attorney and revocations thereof should be submitted
to the United States Recciving Office until the issuance of the
international search report.

(d) Theaddressee for correspondence will be asindicated insection
108 of the Administrative Instructions.

The appointment of an agent or a common represen-
tative can be revoked. The document containing the re-
vocation must be signed by the persons who made the ap-
pointment or by their successors in title. The appoint-
ment of a sub—agent may also be revoked by the appli-
cant concerned. If the appointment of an agent is re-
voked, any appointment of a sub—agent by that agent is
also considered revoked.

The appointment of an agent for the international
phase in general automatically has the effect, unless
othcrwise indicated, of revoking any earlier appoint-
ment of an agent. The appointment of a common repre-
sentative similarly has the effect, unless otherwise indi-
cated, of revoking any earlier appointment of a common
representative.

The rules for signing and submission of a power of at-
torney also apply to a revocation of an appointment.
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Renunciation of an appointment may be made by
means of a notification signed by the agent or common
representative. The rules for signing and submission of a
power of attorney apply also to a renunciation. The ap-
plicant is informed of the renunciation by the Interna-
tional Burcau.

U.S. attorneys or agents wishing to withdraw from
representation in international applications may request
to do so. To expedite the handling of requests for permis-
sion to withdraw as attorney, the request should be sub-
mitted in triplicate (original and two copies) to Box PCT
and should indicate the present mailing addresses of the
attorney who is withdrawing and of the applicant. Be-
cause the Patent and Trademark Office (PTO) does not
recognize law firms, each attorney of record must sign
the notice of withdrawal, or the notice of withdrawal
must contain a clear indication of one attorney signing
on behalf of another.

The PTO usually requires that there be at least 30 days
between approval of withdrawal and the expiration date
of a time response period so that the applicant will have
sufficient time to obtain other representation or take
other action. If less than 30 days remains in a running
response period, a request to withdraw is normally dis-
approved.

For withdrawal of attorney or agent in the national
stage, see MPEP § 402.06.

1810 Filing Date Requirements

PCT Article 11
Filing Date and Effects of the International Application

(1) The receiving Office shall acoord as the international filing date
the date of receipt of the international application, provided that that
Office has found that, at the time of receipt:

(i) theapplicantdoesnotobviouslylack, forreasonsofresidenceor
nationality, the right to file an international spplication with the
receiving Office,

(ii) the international application is in the prescribed language,

(iii) the international application contains at least the following
clements:

(2) snindicationthatitisintended asaninternational application,
(b) the designation of at least one Contracting State,

{0) the name of the applicant, 2s prescribed,

{d) a past which on the face of it appears to be a description,
(e} apartwhich on the face of it appears to be a daim or claims,

wtional filing date under article 11 of the treaty,
mwwgmym in the Patent end
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’n‘ademark_()fﬁcecmptasoﬂxmiaoprmidedinwcﬁon 102(e)0f

: thlstltle

3SUSC 373 ImpmperAppIzcaut e '
AnmwmumalapplwmoudeagnatmgtheUmtedSuws,sh&llnot

beacceptedbythel’atentandTl’ademtkOfficeforﬂwmuomlsmgetf :
: |twasﬁledbyanyonenotquahﬁedunderchapterllofthumlembean‘
applicant for the purpose of filing a national application in the Usited
States. Suchinternational applications shall notserve asthe basisforthe

benefit of an' earlier filing date under section 120 of this title in a
- subsequently filed application, but may serve as the basis for a claim of
the rightof priority under section ll9ofthlstlt!e,tftheUmwdStateswas
not the sole country des:gnated in such mtemauonal applmtlon

37 CFR 1431 Intemaaonal applzcatzon reguirements.

(a) Anmmmalappmumdmﬂemmn,asspea&dmﬂle'ﬂemy
and the Regulations, a Request, a description, one or more claims, an
abstract, and one or more drawings (where required). (PCK‘An.S(Z)and
Section 207 of the Administrative Instructions.)

()] Anmtematxonalﬁhngdatewi]lbeaccotdedbytheUmtedStates

Receiving Offfice, at the time of receipt of the international applncahon, ;

provided that:

(1) At least one applicant (§ 1 421) isa Umted States resident or

nafional and the papers filed at the time of receipt of the international
application so indicate (35 U.S.C. 361(a), PCT Art. 11(1)(i)).
(2) The international application is in the Englich language (35
U.S.C. 361(c), PCT Art. 11(1)(ii)).
(3) The international application contains at least the followmg
clements (PCT Art. 11(1)(iii)):
(i) Anindicationthatitisintendedasaninternationalapplication
(PCT Rule 4.2);
(ii) The designation of at least one Contracting State of the
International Patent Cooperation Union (§ 1.432);
(iiiy The neme of the applicant, as prescribed (note §§
1.421-1.424);
(iv) A part which on the face of it appears to be a description; and
(v) A part which on the face of it appears to be a claim.

(c) Payment of the basic portion of the international fee (PCT Rule
15.2) and the transmittal and search fees (§ 1.445) may be made in full at
the time the international application papers required by paregraph (b)
of this section are deposited or within one month thereafter. If the basic,
transmittal and search fees are not paid within one month from the date
of receipt of the international application, applicant will be notified and
given one month within which to pay the deficient fees plus a late
payment fee equal to the greater of:

(1) 56% of the amount of the deficient fees up to 2 maximum
amount equal to the basic fee, or
(2) an amount equal to the transmittal fee (PCT Rule 16bis).

The one—-month time limit set in the notice to pay deficient fecs may
not be extended.

(d) If the payment needed to cover the transmittal fee, the basic fee,
the search fee, one designation fee and the late payment fee pursuant to
paragraph (c) of this sectionis not timely made, the Receiving Office will
declare the international application withdrawn under PCT Article
14(3)}(a).

THE “INTERNATIONAL FILING DATE”

An international filing date is accorded on the date on
which the international application was received by the

Rev. 1, Sege. 1995
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receiving Office or pmmmmdwwﬂecﬁonofdefccts
on a later date (PCT Articles 11(1) and 11(2)(b) and
PCT Rules 20.1, 20.3, 20.4(a), 20.5, and 20.6): in the for-
mer case, the intemational ﬁlmgdatevullbethedateon

~ which the international application was received by the

receiving Office; in the latter case, the mtematwnal fil- -
ing date will be the date on which the correction was re-

, eewedbytherecemngOfﬁce.Anyeoﬂecuonmustbe
* submitted by the applicant within certain time limits.

Whereallthe shcetspertammgtothcsamemtemauonal

‘ apphcatxon are not received on the same day by the re-

ceiving Office, in most instances, the date of receipt of
the application will be amended to reflect the date on
which the last missing sheets ‘were recewed As an
amended date of receipt may cause the pnonty claim to
be forfeited, -applicants should assure that all sheets of
the application are deposnted with the recelvmg Office
on the same day. For partlculars seePCT Rule 202.

An all too common occurrence is that applicants will
file an international application in the U.S. Receiving
Office and no applicant has a U.S. residence or na-
tionality. Applicants are cautioned to be sure that at
least one applicant is a resident or national of the U.S.
before filing in the U.S. Receiving Office. Where no
applicant indicated on the request papers is a resident
or national of the United States, the application is not
entitled to a filing date since the applicant(s) cbvious-
Iy lacks the right to file in the U.S. receiving Office.
Such applicant is notified pursuant to PCT Article
11(2)(a) that, at the time of receipt, the applicant ob-
viously lacked under Article 11(1)(i) the right to file
based upon residence or nationality. A timely response
to such notice results in applicant being accorded a fil-
ing date under Article 11(2)(b) as of the date of the
response if applicant establishes residence or national-
ity in the United States. See 35 U.S.C. 373.

1812 Elements of the International
Application

PCT Article 3
The International Application

() Appkmmmmmmeﬁmvm- :myoftbe
Contracting Stetes may be filed as internstions]
Treaty.

(2) An interns
Mymdthe
mmme&wm(whuemmeﬂ),mdmm

1800 - 8



1800 -9




MANUAL OF PATENT EXAMINING PROCEDURE
1817 . '

1817 PCT Member States [R—1}

The followmglsahst ofPCI‘MemberStates Dok

%

State ‘Ratification, | = Dateof Ratification, | “Date From
R _ Accession | ~ Accession | WhichState
-orDeclaration | - orDeclaration | MayBe . -
(l) Central Afnca Repubhc : Accession ‘September1971 | 0lJune1978
(2)Semegal® . * - Ratification.” -} ~ 08March1972 01 June1978
~_(3) Madagascar . Ratification | = 27March1972 "01 June 1978
(4)Malawi - ~ Accession 16 May 1972 -0t June 1978 -
= (5) Cameroon® - Accession -  15March1973 - | 01June1978 .-
(6) Chad® Accession ~ 12February1974 | 01 June 1978
- (NTogo” Ratification .. 28 January 1975 - 01June1978
- (8) Gabon® Accession - 06March1975 - | 01June1978
(9) United States of America Ratification © 26 November 1975 01 June 1978
(10) Germany, Federal Republic of°*° Ratification S 19July1976 < | 01June 1978
*(11) Congo*® _ Accession - 08 August 1977 01 June 1978
" (12) Switzerland® ® # Ratification 14 Sépt’ember 1977 | 01Junc1978
(13) United Kingdom®*® Ratification 24 October 1977 01 June 1978
(14) France®® Ratification 25 November 1977 01 June 1978
(15) Russian Federation Ratification 29 December 1977 01 June 1978
(16) Brazil ‘Ratification - 09 January 1978 01 June 1978
(17) Luxembourg® ° Ratification 31 January 1978 01 June 1978
(18) Sweden’° Ratification 17 February 1978 01 June 1978
(19) Japan Ratification 01 July 1978 01 October 1978
(20) Denmark®® Ratification 01 September 1978 01 December 1978
(21) Austria®® Ratification 23 January 1979 23 April 1979
(22) Monaco Ratification 22 March 1979 22 June 1979
(23) Netherlands®® Ratification 10 April 1979 10 July 1979
(24) Romania Accession 23 April 1979 23 July 1979
(25) Norway Ratification 01 Qctober 1979 01 January 1980
(26) Liechtenstein®® # Accession 19 December 1979 19 March 1980
(27) Australia Accession 31 December 1979 31 March 1980
_(28) Hungary Ratification 27 March 1980 27 June 1980
(29) Democratic People’s Republic
of Korea (North Korea ) Accession 08 April 1980 08 July 1980
(30) Finland Ratification 01 July 1980 01 October 1980
(31) Belgium*°°® Ratification 14 September 1981 14 February 1981
(32) Sri Lanka Ratification 26 November 1981 26 February 1982
(33) Mauritania Accession 13 January 1983 13 April 1983
(34) Sudan Accession 16 January 1984 16 April 1984
(35) Bulgaria Accession 21 February 1984 21 May 1984
(36) Republic of Korea (South Korea) Accession 10 May 1984 19 October 1984
Rev. 1, Sept. 1995 1806 - 10
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."H . Bfm i

o ~‘State | 'f o :

’;mD%laraucm S

(3N Mali®
- (38) Barbados -

77(39)1ta1y°- S AR

(40) Bemn

“(48)Guinea
(49 Mongolia
'(so)lmlan ‘.‘. -
(51) New Zealand
(52) Portugal

(53) Ukraine

(54) Slovak Republic

(55) Viet Nam
(56) Niger

(57) Kazakhstan
(58) Belarus
(59) Latvia

(60) Uzbekistan
(61) China

(62) Slovenia

(63) Trinidad and Tobago

(64) Georgia
(65) Kyrgyzstan

(66) Republic of Moldova

(67) Tjikistan
(68) Kenya
(69) Lithuania
(70) Armenia
(71) Estoria
(72) Liberia
(73) Swaziland
(74) Mexico
(75) Uganda
(76) Singapore
>(77) Iceland

= (46) Céte‘d’lvone
_ (47) Czech Republic | -

SRR "“Ratxﬁcatwn
K g Am&ﬁlﬂn
- «;»“:!Accemn o
~§ - Ratification -
-} Accession -
Acoessmn
.| Declaration " .
§ Accession
~ Accession
“ Ratification
- Accession
~ Accession

Accession -

Declaration
- Accession

Accession

" Declaration

Declaration
Accession

Declaration

Accession
Accession
Accession
Declaration
Declaration
Declaration
Declaration
Accession
Accession
Declaration

1800 - 11

s September 1990
-} 30 January 1991
* 18 December 1992
;_'_27February1991
| 27 February 1991 e
] o1May1992
01 September 1992.
| AAugust1992
21 September 1992
| 30 December 1992
10 December 1992
21 December 1992
- 16 February 1993

1 ‘193u1y1934,, S
1 28 December 1984
co '26November1986'f{
© -} 21 December 1988 R
16 August 1988
.02 October 1989
09 July 1990

14 April 1993 :
07 June 1993

18 August 1993

01 October 1993
01 December 1993
10 December 1993
18 January 1994
14 February 1994
14 February 1994
14 February 1994
08 March 1994

05 April 1994

17 May 1994

24 May 1994

27 May 1994

20 June 1994

01 October 1994
09 November 1994
23 November 1994
23 December 1994

12 March 1985
28 March 1985
2 February 1987
21 March 1989

’021anuary1990
;090ca:ober1990

'01January1993

27May 1991 .
27 May 1991 °

.-Olembel‘lm S

24 November 1992 -

|21 September 1992
~} 01 January 1993 -
{10 March 1993

21 March 1993
25 December 1991
25 December 1991
07 September 1993 .
25 December 1991
01 January 1994

01 March 1994

10 March 1994
25 December 1991
25 December 1991
25 December 1991
25 December 1991
(8 June 1994

05 July 1994

25 December 1991

24 August 1994
27 August 1994
20 September 1994
01 January 1995
09 February 1995
23 February 1995
23 March 1995<
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been elected pnor to 19 months from the pnonty date ; o
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1817.01 Designation of States and Precaution-
ary Designations

37 CER 1.432. Designation of States and payment of designation
fees.

(a) The designation of States including an indication that applicant
wishes to obtain a regional patent, where applicable, shall appear in the
Regquest upon filing and must be indicated as set forth in PCT Rule 4.9
and section 115 of the Administrative Instructions. Applicant must
specify at least one national or regional designation on filing of the
international application for a filing date to be granted.

(b) ¥f the fees necessary to cover all the national and regional
designationsspecified in the Request are not paid by the applicantwithin
one year from the priority date or within one month from the date of
receipt of the international application if that month expires after the
expiration of one year from the priority date, applicant will be notified
and given one month within which to pay the deficient designation fees
plus alate payment fee equal to the greater of 50% of the amount of the
deficient fees up to a maximum amount equal to the basic fee, or an
amount equal to the transmittal fee (PCT Rule 16bis). The one—month
time limit set in the notification of deficient designation fees may notbe
extended. Failure to timely pay at least onie designation fee will resuitin
the withdrawal of the international application. The one designation fee
may be paid: ‘

(1) within one year from the priority date,

(2) within one month from the date of reczipt of the international
application ifthatmonth expiresafter the expiration of one year from the
priority date, or

(3) with the late payment fee defined in this paragraph within the
time set in the notification of the deficient designation fees. If after 2
notification of deficient designation fees the applicant makes timely
payment, but the amount paid is not sufficient to cover the late payment
fee and all designation fees, the Receiving Office will, after allocating
payment for the basic, search, transmittal and late paymentfees, allocate
the amount paid in accordance with PCT Rule 16bis.1(c) and withdraw
the unpaid designations. The notification of deficient designation fees
pursvant to this paragraph may be made simultaneously with any
notification pursuant to § 1.431(c).

(c) Onfiling the international application, in addition tospecifyingat
least one national or regional designation under PCT Rule 4.9(a),
applicant may also indicate under PCT Rule 4.9(b) that all other
designations permitted uader the Treaty are made. The latter indication
under PCT Rule 4.9(b) must be made in a statement on the Request that
any designation made under this paragraph is subject to confirmation
(PCT Rule 4.9(c)) not later than the expiratic:: of 15 months from the
ptiority date by:

(1) Filing a written notice with the United States Receiving Office
specifying the national and/or regional designations being confirmed;

(2) Paying the designation fee for each designation being con-
firmed; and

(3) Paying the confirmation fee specified in § 1.445(a)(4).

Unconfirmed designations will be considered withdrawn. If the
amount submitted is not sufficient to cover the designation fee and the
confirmation fee for each designation being confirmed, the Receiving
Office will allocate the amount peid in accordance with any peiosity of
designations specified by applicant. If applicent does not specify any
priority of designations, the allocationofthe amountpaidwillbemadein
acoordance with PCT Rule 16bis.1(c).

1800 - 13
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The designation of States is the indication, in
Box No. V ofthe request (except in the last sub—box of
that Box), of specific Contracting States in or for which
the applicant is seeking protection for his invention.
Such a designation is called a “specific” designation, as
distinct from the “precautionary” designations. Desig-
nations for the purpose of obtaining national patents are
effected by indicating each Contracting State concerned.
On the printed form, this is accomplished by marking the
appropriate check—boxes next to the names of the
States. Where the applicant is secking a European pat-

ent (for the States party to the Evropean Patent Conven-

tion) or an QAPI patent, the checkbox “European Pat-
ent” or the checkbox “OAPI Patent” must be marked.
Switzerland and Liechtenstein cannot be designated in-
dependently of each other.

Belgium, France, Greece, Italy, Monaco, and Ireland
can be designated only for a European Patent since only
a European patent (and not a national patent) can be ob-
tained via the PCT route for those countries. Where any
of the other States for which both a national and a Euro-
pean patent are available is designated twice in the same
application, namely for national protection and for a
European patent, the application is treated in the inter-
national phase as an application for a national patent in
that State and also as an application for a European pat-
ent with effect for that State.

All designations must be made in the international ap-
plication on filing; none may be added later. However,
there is a safety net designed to protect applicants who
make mistakes or omissions among the specific designa-
tions, by way of making a precautionary designation of
all other States which have not been specifically desig-
nated in the Request whose designation would be per-
mitted under the Treaty.

In addition to specific designations described above,
the applicant may, under PCT Rule 4.9(b), indicate in
the request that all designations which would be per-
mitted under the PCT are also made, provided that at
least one specific designation is made and that the re-
quest also contains a statement relating to the confirma-
tion of any precautionary designations so made. That
statement must declare that any such designation is subject
to confirmation (as provided in Rule 4.9(c)), and that any
such designation which is not so confirmed before theex-
piration of 15 months from the priority date is to be

Rev. 1, Sept. 1995



1817.02

regarded as withdrawn by the applicant at the expiration
of that time limit. o ,
Precautionary designations are effected in practice by

-including the necessary statement in the last sub—box of
Box No. V of the request (the statement is set out in the
printed request form). Since the precautionary designa- .

tions are designed particularly to enable applicants to

correct omissions and mistakes in the original list of spe-
cific designations, it is strongly recommended that appli-
cants make the precautionary designations indication
(by leaving the pre—printed statement in the printed
form, if that form is used) uniess there is a particular rea-
son for doing otherwise. The request form makes provi-
sion for the applicant to omit designations if that is de-
sired. It should be noted that no fees are payabie in re-
spect of precautionary designtions except where the ap-
plicant later decides to confirm them.

Precautionary designations will be regarded as with-
drawn by the applicant unless they are confirmed, but the
applicant is not obliged to confirm them. The precau-
tionary designation procedure enables the applicant to
make, in the request, all designations permitted by the
PCT in addition to those made specifically. For this pur-
pose, the request must also contain a statement that any
precautionary designations so made are subject to con-
firmation as provided in Rule 4.9(c) and that any desig-
nation which is not so confirmed before the expiration of
15 months from the pricrity date is to be regarded as
withdrawn by the applicant at the expiration of that time
limit. Noting that the confirmation of designationsis en-
tirely at the applicant’s discretion, no notification is sent
to the applicant reminding him or her that the time limit
for confirming precautionary designations is about to ex-
pire. Applicants are cautioned that in order for the con-
firmation of a designation of the U.S. to be valid, the in-
ventor must have been named in the application papers
as filed, 37 CFR 1.421(b).

APPLICANT FOR PURPOSES OF EACH
DESIGNATION

Where there is but a single applicant, the right to file
an international application and to designate contract-
ing states or regions (EP or OAPI) exists if the applicant
isa resident or national of a contracting state. The appli-
cant can be an individual, corporate entity or other con-
cern. If the United States is to be designated, it is partic-
ularly important to note that the applicant must also be
the inventor.

Rev. 1, Sept. 1995
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Inthewsewheretlwremmalapphmtsmm
different for different designated states, the right to file
an international application and to designate contract-

ingstates or regions (EP or OAPI) exists if at least one of

them is a resident or national of a contracting state. If the
United States is to be designated, it is important to note

 that the applicant must also be the inventor. If the inven-

tor is not also the applicant, the dwgnauon of the

_ United States is invalid.
1817.02 Continuationor Continuation—in—

Part Indication in the Request

PCTRuled
The Request (Contents)

B

4.14. Continuation or Continuation—in—PFart

If the applicant wishes his international application to be treated, in
any designated State, as an application for a continuation or a
continuation--in—part of an earlier application, he shall so indicate in
the request and shall identify the parent application involved.

L2 12

Box No. V and the Supplemental Box of the Request
form should be used where the applicant has an earlier
application in a country designated in the international
application and where special title or treatment of the in-
ternational application is desired. For example, if the ap-
plicant has a pending United States application, the in-
ternational application could contain additional subject
matter and be treated as a continuation—in—part in the
United States, if the United States is designated in the
international application (PCT Rule 4.14). In this exam-
ple, the entries to be placed in Box No. V would be as fol-
lows: “United States of America; continuation-—in—
part; and in the Supplemental Box, an entry such as
“Continuation of Box No. V, Parent application for U.S.
designation: United States of America, 20 May 1981,
222,222” identifying the ecarlier pending application
should be inserted.

1819 Earlier International or
Intematimal—'lype Search

PCT Rule 4
Request (Contents)

BB

4.1 Refemwe&oEmha’Swwdz
If an internntionsl or internationsl —type search bes been requested
o an application ender Article 15(3) or #f the applicant wishes the
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Inwmﬁoud&mmgmmkymbmmeimmwm

report wholly or in part on the results of a search, other than an

international or international ~type search, made by the national Office
or intergovernmental organization which is the International Searching
Authority competent for the international application, the request shall
contain a reference to that fact. Such reference shall either ideatify the
application (orits translation, as the case may be) inrespect of which the
earlier search wes made by indicating country, date and number, or the
said search by indicating, where applicable, date and number of the
request for such search.

L1221 3

Certain International Searching Authorities refund
part or all of the international search fee or reduce the
amount of the international search fee where the in-
ternational search can be based wholly or partly on an
earlier search (whether an international, international—
type, or other search) made by them. The United States
provides for a reduced search fee where there is a corre-
sponding prior U.S. national application. '

Where the earlier scarch by the International Searching
Authority was made in relation to a national, regional (for
instance, European) or intemational application, that ap-
plication must be identified in Box No. VII of the request by
an indication of the country of filing (or the European Patent
Office), and the number and filing date of that application.
Note that, if the catlier search was made on the basis of a
translation of that application into a language other than that
in which the application was filed, that translation must also
be identified in Box No. VII. Where the earlier search
was made independently of a patent granting procedure
(for instance, a standard search by the European Patent
Office), a reference must be made to the date of the re-
quest for that scarch and the number given to the request
by the International Searching Authority.

The United States Patent and Trademark Office per-
forms an international—type search on all U.S. national
applications filed on and after 01 Junie 1978. No specific
request by the applicant is required and no number iden-
tifying the international—type search is assigned by the
Office. All earlier U.S. applications referred to in Box
No. VI and Box No. VII as well as all U.S. applications
referred to in separate transmittal letters will be consid-
ered by the Office. See 37 CFR 1.104(c) and (d). The
forms to be used for recording an international—type
search can be obtained from the International Division.

Box No. VII should be used to identify related inter-
national applications whether or not priority of that ap-
plication is claimed.

1800 - 15
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1820 Signature of Applicant

PCT Rule 4
Request (Contents)

$aE

4.15. Signature

(a) Subject to paragraph (b), the request shall be signed by the
applicant or, if there is moge then one applicant, by all of them.

(b) Where two or more applicants file an international application
which designates a State whose national law requires that nations!
applications be filed by the inventor and where an applicant for that
designated State who is an inventor refused to sign the request or could
not be found or reached after diligent effort, the request need not be
signed by that applicant if it is signed by at least one applicant and a
statement is furnished explaining, to the satisfaction of the receiving
Office, the lack of the signature concerned.

R20uE

SIGNATURE OF APPLICANT OR AGENT

The international application must be signed in Box
No. IX of the request by the applicant, or, where there
are two or more applicants, by all of them. Subject to cer-
tain conditions, the request may be signed by the agent
instead of the applicant(s). Pursuant to 37 CFR 1.4(d),
the request filed may be either an original, or a copy
thereof. Certain papers may be filed by facsimile trans-
mission. See 37 CFR 1.6(d) and the discussion in
MPEP § 1805.

The international application may be signed by an
agent, but in that case the agent must be appointed as
such by the applicant in a separate power of attorney
signed by the applicant. If there are two or more appli-
cants, the request may be signed by an agent on behalf of
all or only some of them; in that case the agent must be
appointed as such in one or more powers of attorney
signed by the applicants on whose behalf the agent signs
the application. Where a power of attoraey appointing
an agent who signs an international application is miss-
ing, the signature is treated as missing until the power of
attorney is submitted.

The signature should be executed in black indelible
ink. The name of each person signing the international
application should be indicated (preferably typewritten)
next to the signature. Where the person signs on behalf
of alegal entity, the capacity in which he signs should also
be indicated.

Where an applicant is temporarily unavailable, the in-
ternational application can be filed without his or her
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signature. The lack of an applicant’s signature or of a
signed power of attorney is a correctable defect under

Article’ 14(1)(a)(i) and (b), and can be remedied by fil- -

-ing a copy of the request (or, where the request has been
signed by an agent, of a power of attorney) duly signed by
the applicant within the time limit fixed by the reoelvmg
Office for the correctlon of this defect.

APPLICANT INVENTOR UNAVAILABLE OR
UNWILLING TO SIGN THE INTERNATIONAL
APPLICATION OR OTHER DOCUMENTS

The PCT pmvidés a special procedure, where two or

more applicants file an international application desig-

nating the United States of America, which enables the
international application to proceed if an applicant in-
ventor for the United States of America refuses tosign or
cannot be found or reached after diligent effort. This
procedure makes an exception to the general rule that all
applicants must sign the request (or a separate power of
attorney appointing an agent who then signs the re-
quest). Its operation is limited to signature of the request
by applicants for the purposes of the designation of a
State whose national law requires that national applica-
tions be filed by the inventor (the United States of Amer-
ica is the only Contracting State to have such a require-
ment in its national law).

Itis provided by Rule 4.15(b) that, where an applicant
inventor for the designation of the United States of
America refused to sign the request or could not be
found or reached after diligent effort, the request need
not be signed by that applicant inventor if it is signed by
at least one applicant and a statement is furnished ex-
plaining, to the satisfaction of the recciving Office, the
lack of the signature concerned. If such a statement is
furnished to the satisfaction of the receiving Office, the
international application complies with the require-
mentsof Article 14(1)(a)(i) for the purposes of all desig-
nated States (including the United States of America)
without adverse consequences in the international
phase. However, additional proofs may be required by
the United States Patent and Trademark Office after
entry into the national phase if the required oath or dec-
laration by the inventor is not signed by all the applicant
inventors.

The lack of a signature constitutes a defect under Ar-
ticle 14(1)(a)(i), and the statement must thus be filed
within the time limit set by the receiving Office for
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correction of such defects in accordance with As-
ticle 14(1)(b) and Rule 26.2. That time limit is fixed, in
each case, in the invitation by the receiving Office to cor-
rect any defects under Article 14(1)(a); the time limit
must be reasonable under the circumstances, must be not
less than 1 month from the date of the invitation, and
may be extended by the receiving Office at any time be-
fore a decision is taken under Rule 26. _

If the request lacks the signature of an applicant in-
ventor for the United States of America and a satisfacto-
1y statement cannot be furnished for the purposes of
Rule 4.15(b), the international application will be con-
sidered withdrawn. The Receiving Office wnll issue a dec-
laration of withdrawal.

Provisions similar to Rule 4.15(b) apply to excuse a
lack of signature by an applicant inventor for the United
States of America of certain other documents connected
with the international application, provided that a simi-
lar statement is furnished explaining the lack of signa-
ture to the Office or Authority concerned. These docu-
ments are the Demand, any notice of a later election, and
a notice of withdrawal of the international application, a
designation, a priority claim, or an election. Note, how-
ever, that the signatures of all the applicants are not re-
quired for all of those documents for example, the De-
mand may be signed by the common representative (in-
cluding an applicant who is considered to be the common
representative,

PCT Rule 4.15(b) is implemented in the United States
through 37 CFR 1.425, which provides:

37 CFR 1.425. Filing by other than inventor

(=) ¥fajoint inventor refuses to join in an international application
which designates the United States of America or cannot be found or
reached after diligent effort, the international application which desig-
nates the United States of America may be filed by the other inventoron
behalf of himself or herself and the omitted inventor. Such an
international application which designatesthe United Statesof America
must be accompenied by proof of the pertinent facts and must state the
last known address of the omitted inventor. The Patent and Tredemark
Officeshall forward notice of thefiling of the internationul spplicationto
the omitted inventor at seid address.

(&) Whenever an inventor refuses to execute an international
applicationwhich designates the United Stztesof America, or cannothe
foundorreached sfterdilizenteffort, a person to whom the inventor has
asstgnedmagmed mwrmgmmsa@memhmmwhom

MaMMMmeWmemgmwm
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address of the inventor. The assignment, written agreement to assign or
otherevidence of proprictaryinterest, ot averified copy thereof, must be

filedin the Patentand Trademark Office. The Office shall forward notice
ofﬂwﬁhngoftheapplmmntothemventorattheaddtmmtedmt!w~ )

application.

Where there are joint inventors other than the non—
signing mventor—apphcant the available joint inventors
should sign the request form on behalf of themselves and

the non—signing inventor. Where asolei inventor or all of
the joint inventors refuse to sign the request or cannot be
located, a person* 'who demonstrates a sufficient propri-

etary mterest in the subject matter may make the ap-

plication on behalf of the: non-signing inventor(s). In

both instances, the application must be accompanied by-

sufficient proof that the non—signing inventor(s) either
refuse to sign or.cannot be located after diligent effort.
Such proof should take the form of verified statements
by persons with first hand knowledge of the pertinent
facts. The last known address of the non—signing inven-
tor must be given. Under 37 CFR 1.425(b), proof of the
requisite proprietary interest must be filed and a show-
ing must be made that such action is necessary to preseive
the rights of the parties.
APPLICANT-INVENTOR DECEASED

37 CFR 1.422. When the inventor is dead.

In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may file an
international applicationwhich designatesthe United Statesof America.

Proof of the authority of the legal representative must
be filed. Such proof normatly takes the form of a certifi-
cate of the clerk of a competent court or the register of
wills that the legal representative’s appointment is still in
full force and effect. Such certificate should be signed by
an officer and authenticated by the seal of the court by
which the same was issued. If the certificate is not in the
English language, an English translation is also required.
In the case of foreign executors or administrators, a con-
sular officer of the United States or a notary public from
a member country to the Hague Convention Abolishing
the Requirement of Legalization for Foreign Public
Documents must authenticate the signature of the for-
cign officer attesting to the papers submitted as proof of
authority. See MPEP § 409.01(b) and § 602.04.

1821 The Request

A general overview of certain aspects of the re-
quest follows.
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37 CFR 1.434. The request.

(a) The request shell be made on @ sandadized form (PCT Rules 3 and
4). Copies of printed Request forens ure avallable from G Patent and
"Bademask Ofice. Letters requosting printed forms should be maried “Box

(b) TheCheckListportion ofthe Request formshouldindicateeach
; , ing the international application oa filing,

(c) Al information, for example, addresscs, names of States and
dates, shall be indicated in the Request a8 required by PCT Rule 4 and

" Administrative Instructions 110 and 201.

(d) lmmwmmmmmummma

Amenmshallmdude

(1) The name, addremandsxglmmmofﬂncmwmr,mpt
provided by §§ 1.421(d), 1422, 1.423 and 1.455;

2 Areferenoemanywpendmgnamnalappmuonormm
tional application designating the United States of America, if the

, beneﬁtoftheﬁlmgdateforthepmreopendmgapplmﬂm:stobe

clalmed. -

The request must either be made on a prmted form to
be filled in with the required indications or be presented
as a computer print—out complying with the Adminis-
trative Instructions. Any prospective applicant may cb-
tain copies of the printed request form, frec of charge,
from the receiving Office with which he/she plans to file
his/her international application, or from the Interna-
tional Bureau. Details of the requirements for the re-
quest if presented as a computer print~—out are set out in
Administrative Instructions Section 102(h).

The request contains a petition for the international
application to be processed according to the PCT and
must also contain certain indications. It must contain the
title of the invention. It must identify the applicant, (nor-
mally) the inventor, and the agent (if any), and must con-
tain the designation of at least one Contracting State.
The request must contain an indication of any wish of the
applicant’s to obtain a European patent rather than, or
in addition to, a national patent in respect of a desig-
nated State.

DATES

Each date appearing in the international application
or in any correspondence must be indicated by the Ara-
bicnumber of the day, the name of the month and the Ar-
abic number of the year, in that order. In the request, af-
ter, below or above that indication, the date should be re-
peated in parentheses with a two—digit Arabic numeral
each for the number of the day, the number of the month
and the last two figures of the year, in that order and sep-

arated by periods, slashes or hyphens for example
10 June 1986 (10.06.86); (10/06/86) or (10—06—86).
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Any prospective applicant may obtain English lan-
guage Request forms free of charge from the United
States Patent and Trademark Office, Box PCT, Washing-
ton, D.C. 20231, The Request may not contain any mat-
ter that is not specified in PCT Rule 4. Any addition-
al material will be deleted ex officio (Administrative
Instruction Section 303).

SUPPLEMENTAL BOX

This box is used for any material which cannot be
placed in one of the previous boxes because of space lim-
itations. The supplemental information placed in this
box should be clearly entitled with the Box number from
which it is continued, e.g., “Continuation of Box No. IV.”

FILE REFERENCE

The applicant or his/her agent may indicate a file
reference in the box provided for the purpose on the
first sheet of the request form, on each page of the oth-
er clements of the international application, on the
first sheet of the demand form, and in any other corre-
spondence relating to the international applica-
tion.The file reference may be composed either of let-
ters of the Latin alphabet or Arabic numerals, or both.
It may not exceed 12 characters. The receiving Office,
the International Bureau, the International Searching
Authority and the International Preliminary Examin-
ing Authority will use the file reference in correspon-
dence with the applicant.

TITLE OF THE INVENTION

The Request must contain the title of the invention;
the title must be short (preferably 2 to 7 words) and pre-
cise (PCT Rule 4.3). The titie in Box No. I of the Request
is considered to be the title of the application. The title
appearing on the first page of the description (PCT Rule
5.1(a)) and on the page containing the abstract should be

consistent with the title indicated in Box No. I of the

Request form.

A title should not be changed by the examiner merely
because it contains words which are not considered de-
scriptive of the invention. Words, for example, such as
“improved” or “improvement of” are acceptable. If the
title is otherwise not descriptive of the invention, a
change to a more descriptive title should be made and
the applicant informed thereof in the Search report.
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Where the title is missing or is inconsistent with the
title in the description, the Receiving Office invites the
applicant to correct the missing or inconsistent title.

APPLICANT

Any resident or national of a Contracting State may
file an international application. Where there are two or
more applicants, at least one of them must be a national
or a resident of a PCT Contracting State.

The question whether an applicant is a resident or na-
tional of a Contracting State depends on the national law
of that State and is decided by the receiving Office. Also,
possession of a real and effective industrial or commer-
cial establishment in a Contracting State may be consid-
ered residence in that State, and a legal entity consti-
tuted according to the national law of a Contracting
State is considered a national of that State.

The applicant must be identified by the indication of
his/her name and address and by marking next to that in-
dication, the check—box “This person is also inventor”
in Box No. II, or “applicant and inventor” in Box No. III,
where the applicant is also the inventor or one of the in-
ventors, or the check—box “applicant only” where the
applicant is not the inventor or one of the imventors.
Where the applicant is a corporation or other legal entity
(that is, not a natural person), the check—box “applicant
only” must be marked. The applicant’s nationality and
residence must also be indicated.

NAMES

The names of a natural person must be indicated by
the family name followed by the given name(s). Academ-
ic degrees or titles or other indications which are not part
of the person’s name must be omitted. The family name
should preferably be written in capital letters.

The name of a legal entity must be indicated by its full
official designation (preferably in capital letters).

ADDRESSES

Addresses must be indicated in such a way as to satisfy
the requirements for prompt postal delivery at the ad-
dress indicated and must consist of all the relevant ad-
ministrative units up to and including the house number
(if any). The address must also include the country.
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1823 'l11e Description

PCTAmcIe 5
TheDescnpaon ; -

 The description shall disclose the invention in a manner sufficiently
clearandcomplcteforthe invention tobecarmdoutbyapemnshﬂed
inthe art.

PCT Rule 5
The Description

5.1. Manner of the Description

(a) The description shall first state the title of the invention as
appearing in the request and shall:

(i) specify the technical field to which the invention relates;

(ii) indicate the background art which, as far as known to the
applicant, canberegarded as usefulfor the understanding, searchingand
examipation of the invention, and, preferably, cite the documents
reflecting such art;

(ili) disclose the invention, as claimed, in such terms that the
technical problem (even if not expressly stated as such) and its solution
czn be understood, and state the advantageous effects, if any, of the
invention with reference to the background art;

(iv) briefly describe the figures in the drawings, if any;

(v) setforth atleastthebestmode contemplatedby the applicantfor
carrying out the invention ciaimed; this shall be done in terms of
examples, where appropriate, and with reference to the drawings, if any;
where the national law of the designated State does not require the
description of the best mode but is satisfied with the description of any
mode (whether itis the best contemplated or not), feilure to describe the
best mode contemplated shall have no effect in that State;

(vi) indicate explicitly, whenitis not cbvious from the description or
nature of the invention, the way in which the invention is capable of
exploitation in industry and the wayin which it canbe made and used, or,
ifitcan onlybe used, the way in which it canbe used; the term industry is
to be understood in its brozdest sense as in the Paris Convention for the
Protection of Industriai Preperty.

(b) The manner and order specified in paragraph (a) shall be
followed exceptwhen, because of the nature of the invention, a different
manner oradifferentorder would result in abetter understanding and 2
more economic presentation.

(c) Subject to the provisions of paragearh (b), each of the parts
referred to in paragraph (a) shall preferably be preceded by an
appropriate heading as suggested in the Administrative Instructions.

SEER R

PCT Administrative Instruction Section 204
Headings of the Parts of the Description

The headings refetred to in Rule 5.1(c) should be as follows:
(i) for matter referred toin Rule §.1(a){i), “Fechnical Field”;
(i) for matter referred to in Rule 5.1(2)(ii), “Background Art™;
(iii)for matter referred to in Rule S.1(a){ifl), “Disclosure of
Invention”
() for matter referred o in Rule S.1(a)(W), "Brief Description of
Dravdings™;
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(v} for matier referred to in Rule 5.1(a)(v), “Best Mode for
Carrying Out the Inveation,” os,wbmeappmpﬁam,‘%ode(s)m
Carrying Out the Invention”;

(vi)formattenefmdmmknb S, l(a)(vi),“lndmdApphcabﬁ-
ity.”

PCT Adsinistrative Instruction Sem’on 209
Indications as to Deposited Microoiganisms on a Separate Sheet

(2) Tb the extent that any indication with respect to a deposited
microorganism is not contained in the description, it maybe givenona
separate sheet. Where anysuchindication isso given, itshall preferably
be onForm PCT/RQ/134and, if furnished at the time of filing, the said

Form shall, subject to paragraph (b), preferably be attached to the
request and referred to in the check list referred to in Rule 3.3(a)(ii).

(b) For the purposes of the Japanese Patent Office when Japan is
designated, paragraph (2)applies only to the extent that the said Form
ordxeet:smcludedasoneofthesheetsofthe&scnpﬂonofﬂne
mtematlonal application atthetlmeof ﬁlmg :

37 CER 1.435 The description.

(a) Requirements ag to the content and form of the description are
setforthin PCT RulesS, 9 10and 11 and Administrative Instruction 204,
and shall be adbered to. ;

(b) In international applications desngmung the United States the
description must contain upon filing an indication of the best mode
contemplated by the inventor for carrying cut the claimed invention.

The description must disclose the invention in a man-
ner sufficiently clear and complete for it to be carried out
by a pers on skilled in the ast. It must start with the title of
the invention as appearing in Box No. I of the request.
Rule 5 contains detailed requirements as to the man-
ner and order of the description, which, generally,
should be in six parts. Those parts should have the fol-
lowing headings: “Technical Field,” “Background Art,”
“Disclosure of Invention,” “Brief Description of Draw-
ings,” “Best Mode for Carrying Out the Invention” or,
where appropriate, “Mode(s) for Carrying Out the
Invention,” and “Industrial Applicability.”

The details required for the disclosure of the inven-
tion so that it can be carried out by a person skilled in the
art depend on the practice of the national Offices. It is
therefore recommended that due account be taken of
national practice in the United States of America when
the description is drafted.

The need to amend the description during the nation-
al phase may thus be avoided.

'Ihxsapplmhkewxsetotheneedtomdacatethe“bwt
mode for carrying out the invention.” If at least one of
the designated Offices requires the indication of the
best mode (for instance, the United States Pawnt and
“Trademark Office), that best mode must be indicated
the description.
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A description drafted with due regard to what is said
in these provisions will be accepted by all the designated
Offices. It might require more care than the drafting of a
national patent application, but certainly much less ef-
fort than the drafting of multiple applications, which is
necessary where the PCT route is not used for filing in
several countries.

1823.01 Reference to Deposited
Microorganism

PCT Rule 1355
Microbiological inventions

13%.1 Definition

For the purposes of this Rule, “reference to a depaosited microorgan-
ism” meansparticulars given in an international application withrespect
to the deposit of a microorganism with a depositary institution or to the
microorganism so deposited,

13%2. References (General)

Any reference to a deposited microorganism shali be made in
accordance with this Rule and, if so made, shail be considered as
satisfying the requirements of the national law of each designated State.

13Y53, References: Contents; Failure to Include Reference or
Indication

(a) A reference to a deposited microorganism shall indicate,

(i) the name and address of the depositary institution with which
the deposit was made;

(ii) the date of deposit of the microorganism with that institution;

(iii)the accession number given to the deposit by that institution;
and

(iv)any additional matter of which the International Bureau has
been notified pursuant to Rule 13%8:7(a)(i), provided that the require-
ment to indicate that matter was published in the Gazette in accordance
with Rule 13Y57(c) at least two months before the filing of the
international application.

(b) Failure to include a reference to a deposited microorganism or
failure to include, in a reference to a deposited microorganism, an
indication in accordance with paragraph (a), shail have no consequence
in any designated State whose national law does not require such
reference or such indication in a national application.

13%4.  References: Time of Fumnishing Indications

Ifanyof the indications referred to in Rule13¥8:3(a) isnotincludedin
a reference to a deposited microorganism in the international applica-
tion as filed but is furnished by the applicant to the International Bureau
within 16 months after the priority date, the indication shall be
considered by any designated Office to have been furnished in time
unlessitsnational law requires the indication tobe furnished atan earlier
time in the case of a national application and the International Bureau
has been notified of such requirement pursuant to Rule 13%57(a)(i),
provided thatthe International Bureau has published such requirement
in the Gazette in accordance with Rule 13%5-7(c) at least two months
before the filing of the international application. In the event thet the
applicant makes a request for early publication under Article 21(2)(b),
however, any designated Office may counsider any indication vot
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furnished by the time wech request is made a3 pot having been furaished
in time. Irrespective of whether the applicable time Emit under the
preceding sentences has been obeerved, the International Bureau shall
notify the applicant and the designated Offices of thedateonwhichithas
received any indication not included in the international application as
filed. The International Bureau shall indicate that date in the interna-
tional publication of the international application if the indication has
been furnished to it before the completion of technical preparations
internationsl publication,
13555, References and Indications for the Purposes of One or
More Designated States; Different Deposits for Different Desig-
nated States; Deposits with Depositary Institutions Other Than
Those Notified

(a) Areferencetoadeposiied microorganism sballbeconsnderedto
be made for the purposes of all designated States, unless it is expressly
made for the purposes of certain of the designated States only; the same
applies to the indications included in the reference.

(b) References to different deposits of the microorganism may be
made for different designated States.

{c) Any designated Office shall be entitled to disregard a deposit
made with a depositary institution other than one notified by it under
Rule 13%s7(b).

13Y56,  Fumnishing of Samples

(a) Where the international application coutains a reference to a
deposited microorganism, the applicant shall, upon the request of the
International Searching Aunthority or the International Preliminary
Examining Authority, authorize and assure the furnishing of asample of
that microorganism by the depositary institution to the said Authority,
provided that the said Authority has notified the International Bureau
that it may require the furnishing of samples and that such samples will
be used solely for the purposes of international search or international
preliminary examination, as the case may be, and such notification has
been published in the Gazette.

(b) Pursuant to Articles 23 and 40, no furnishing of samples of the
deposited microorganism towhich areferenceismadeinaninternation-
al application shall, except with the authorization of the applicant, take
plece before the expiration of the applicable time limits after which
national processing may start under the said Articles. However, where
the applicant performs the acts referred to in Articles 22 or 39 after
international publication but before the expiration of the said time
limits, the furnishing of samples of the deposited microorganism may
take place, once the said acts have been performed. Notwithstanding the
previous provision, the furnishing of samples of the deposited microor-
ganism may take place under the naticnsl law applicable for any
designated Office as soon as, under that law, the international publica-
tion has the effects of the compulsory national publication of an
unexamined national application.

137, National Requirements: Notification and Publication
(a) Any naticnal Office may notify the International Bureau of any
requirement of the naticnal law,

(i) thatanymatterspecified in the notification, in addition to those
referred toin Rule 13%%3(a){i), (i) and (i), isrequired tobe inclededin
a reference to a deposited microorganism in a nations] epplication;

(i) thatone ormore ofthe indicationsreferred to in Rule 13%83(a)
are required to be included in a nationel application s filed or are
reguired to be furniched at 2 time specified in the notification which is
earlier than 16 months after the priority date.
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(b) Eachnational Offics shall notify the International Bureau of the
depositary institutions with which the national law permits deposits of
microorganisms to be made for the purposes of patent procedure before
thatOfﬁccor,nfthenanonallawdownotpmvidefotorpemutmh
deposits, of that fact.

() The International Bureau shall promptly publish in the Gazette

requirements notified fo it under paragraph (a) and mformauon noti-

fied toit under paragtaph ().

PCT Administrative Instruction Section 209

Indications as to Deposited Microorganisms on a Separate Sheet

(a) To the extent that any indication with respect to a deposited
microorganism is not contained in the description, it may be givenon a
separate sheet. Where any such indication is so given, it shall preferably
beon Form PCI/RO/1343nd, if furnished at the time of filing, the said
Form shall, subject to paragraph (b), preferably be attached to the
request and referred to in the check list referred to in Rule 3.3(2)(ii).

(b) For the purposes of the Japanese Patent Office when Japan is
designated, paragraph (a) applies only to the extent that the said Form
or sheet is included as one of the sheets of the description of the
international application at the time of filing.

REFERENCES TO DEPOSITED
MICROORGANISMS IN THE CASE OF
MICRO-BIOLOGICAL INVENTIONS

The PCT does not require the inclusion of a reference
to a microorganism and/or to its deposit with a deposita-
1y institution in an international application; it merely
prescribes the contents of any “reference to a deposited
microorganism” (defined as “particulars given ... with
respect to the deposit of a microorganism ... or to the mi-
croorganism so deposited”) which is included in an inter-
national application, and when such a reference must be
furnished. It follows that the applicant may see a need to
make such a reference only when it is required for the
purpose of disclosing the invention claimed in the inter-
national application in 2 manner sufficient for the inven-
tion to be carried out by a person skilled in the art that is,
when the law of at least one of the designated States pro-
vides for the making, for this purpose, of a reference to a
depaosited microorganism if the invention involves the
use of a microorganism that is not available to the public.
Any reference to a deposited microorganism furnished
separately from the description will be included in the
pamphlet containing the published international ap-
plication.

A reference to a deposited microorganism made in ac-
cordance with the requirements of the PCT must be re-
garded by each of the designated Offices as satisfying the
requirements of the national law applicable in that Of-
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ﬁeewnthrcgardtotbewmentsofm references and
the time for furnishing them.

Areferencemaybemadcforthepurpowwfalldesag
nated States or for one or only some of the designated
States. A reference is considered to be made for the pur-
pose of all designated States unless it is expressly made
for certain designated States only. References to differ-
ent deposits may be made for the purpom of different
designated States. ,

'Ilwrearetwokmcbofmdwatnonvdu&nmylmetobe :
given with rega:d to the depoat of the mmoorgamsm,
namely:

(a) indications specified in the PCI‘ Regulations
themselves; and ;

(b) additional indications by the national (or re-
gional) Office of (or acting for) a State designated in the
international application and which have been published
in the PCT Gazette; these additional indications may re-
late not only to the deposit of the microorganism but also
to the microorganism itself. : ‘

The indications in the first category are;

(i) the name and address of the depositary institution
with which the deposit was made;

(ii) the date of the deposit with that institution; and

(iii) the accession number given to the deposit by that
institution.

U.S. requirements include the name and address of
the depository institution at the time of filing, the date of
the deposit or a statement that the deposit was made on
or before the priority date of the international applica-
tion and, to the extent possible, a taxonomic description
of the microorganism. See Annex L of the PCT Appli-
cants Guide.

The national laws of some of the national (or regional)
Offices require that, besides indications concerning the
deposit of a microorganism, an indication be given con-
cerning the microorganism itself, such as, for example, a
short description of its characteristics, at least to the ex-
tent that this information is available to the applicant.
These requirements must be met in the case of interna-
tional applications for which any such Oiffice is a desig-
nated Office, provided that the requirements have been
published in the PCT Gazette. Annex L of the PCT
Applicant’s Guide indicates, for each of the national (or
regional) Offices, the requirements (if any) of this kind
which have been published.
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If any indication is not included in a reference to a de-
posited microorganism contained in the international

application as filed, it may be furnished to the Interna-

tional Bureau within 16 months after the priority date
unless the International Bureau has been notified (and,
at least 2 months prior to the filing of the international

application, it has published in the PCT Gazette) that -
the national law requires the indication to be furnished

carlier. However, if the applicant makes a request for
early publication, all indications should be furnished by

the time the request is made, since any designated Office

may regard any indication not furnished when the re-
quest is made as not having been furnished in time.

No check is made in the international phase to deter-
mine whether a reference has been furnished within the
prescribed time limit. However, the International Bu-
reau notifies the designated Offices of the date(s) on
which indications, not included in the international ap-
plication as filed were furnished to it. Those dates are
also mentioned in the pamphlet containing the pub-
lished international application. Failure to include a ref-
erence to a deposited microorganism (or any indication
required in such a reference) in the international ap-
plication as filed, or failure to furnish it (or the indica-
tion) within the prescribed time fimit, has no conse-
quence if the national law does not require the reference
(or indication) to be furnished in a national application.
Where there is a consequence, it is the same as that
which applies under the national law.

To the extent that indications relating to the deposit of
a microorganism are not given in the description, be-
cause they are furnished later, they may be given in the
“optional sheet” provided for that purpose. If the sheet
is submitted when the international application is filed, a
reference to it should be made in the check list contained
on the last sheet of the request form. Should Japan be
designated, such a sheet must, if used, be included as one
of the sheets of the description at the time of filing;
otherwise the indications given in it will not be taken into
account by the Japancse Patent Office in the national
phase. If the sheet is furnished to the International Bu-
reau later, it must be enclosed with a letter.

Each national (or regional) Office whose national law
provides for deposits of micrcorganisms for the pur-
poses of patent procedure notifies the International Bu-
reau of the depositary institutions with which the nation-
al law permits such depacsits to be made. Information on

Rev. 1, Sept. 1995

the institutions notified by each of those Offices is pub-
lished by the International Bureau in the PCT Gazette.

A reference to a deposit cannot be disregarded by a
designated Office for reasons pertaining to the institu-
tion with which the microorganism was deposited if the
deposit referred to is one made with a depositary institu-
tion notified by that Office. Thus, by consulting the PCT
Gazette or Annex L of the PCT Applicant’s Guide, the
applicant can be sure that he has deposited the microor-
ganism with an institution which will be accepted by the
designated Office.

International Searching Authorities and Internation-
al Preliminary Examining Authorities are not expected
to request access to deposited microorganisms. Howev-
er, in order to retain the possibility of access to a depos-
ited microorganism referred to in an international ap-
plication which is being searched or examined by such an
Anthority, the PCT provides that the Authorities may, if
they fulfill certain conditions, ask for samples. Thus, an
Authority may only ask for samples if it has notified the
International Bureau (in a general notification) that it
may require samples and the International Bureau has
published the notification in the PCT Gazette. The only
Authority which has made such a notification (and thus
the only Authority which may request samples) is the
Japanese Patent Office. If a sample is asked for, the re-
quest is directed to the applicant, who then becomes re-
sponsible for making the necessary arrangements for the
sample to be provided.

The furnishing of samples of a deposit of a microor-
ganism to third persons is governed by the national laws
applicable in the designated Offices. Rule 13bis.6(b),
however, provides for the delaying of any furnishing of
samples under the national law applicable in each of the
designated (or elected) Offices until the start of the na-
tional phase, subject to the ending of this “delaying ef-
fect” brought about by the occurrence of either of the fol-
lowing two events:

(i) the applicant has, after international publication
of the international application, taken the steps neces-
sary to enter the national phase befere the designated
Office.

(ii) international publication of the international ap-
plication has been effected, and that puhhcatmm has the
same eﬁ'@cts, vnder the national SUNNL e
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designated Office, as the compulsory national publica-
tion of an unexamined national application (in other

words, the international application has quahﬁed forthe

grantof “provnsmnal protcctlon”)

1823.02 Nucledti’de and/or Amino Acid
Sequence Llstings (R-1]
Rules5
TheDempu_on

L1

PCT 5. 2 Nucleotide and|or Amino Acid Sequence Disclosure

Where the international application contains disclosure of anucleo- -

tide and/or amino acidsequence, the description shallcontain alisting of
thesequence complying with thestandard prescribed by the Administra-
tive Instructions. N

7 PCT Rule 13%7
Nucleotide andfor Amino Acid Sequenice Listings

13%].  Sequence Listing for International Authorities ‘
(2) If the International Searching Authority finds that a nucleotide

and/or amino acid sequence listing does not comply with the standard
prescribed in the Administrative Instructions under Rule 5.2, and/or is
notin amachinereadable form provided forin those Instructions, it may
invite the applicant, within a time limit fized in the invitation, as the case
may be:

(i) to furnish to it a listing of the sequence complying with the
prescribed standard, and/or

(ii) to furnish to it a listing of the sequence in a machine readable
form provided for in the Administrative Instructions or, if that Authority
is prepared to transcribe the sequence listing into such a form, to pay for
the cost of such transcription.

(b) Any sequence listing furnished under paragraph (a) shall be
accompaniedbyastatement tothe effect that the listing doesnotinclude
matterwhich goes beyond the disclosurein the international application
as filed.

(c) If the applicant does not comply with the invitation within the
time }imit fixed in the invitation, the International Searching Authority
shallnotbe required tosearch the international application tothe extent
that such non-compliance has the result that 2 meaningful search
cannot be carried out.

(d) If the International Searching Authority chooses, under para-
graph (a)(ii), to transcribe the sequence listing into a machine readable
form, it shall send a copy of such transcription in machine readable form
to the applicant.

(e) ThelnternationalSearching Anthorityshall, uponrequest, make
availabletothe International Preliminary Examining Authorityacopy of
any sequence listing furnished to it, or as transcribed by it, under
paragraph (a).

() A sequence listing furnished to the Internationel Searching
Authority,orastranscribedbyit, under paragraph (2) shafl not formpast
of the international application.

13%12  Sequence Listing for Designated Office

(2) Once the processing of the international application has started
before a designated Office, that Office may require the applicant to
furnish to it a copy of any sequence listing furnished to the International
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SomWAuthmity mumwmmmm
13e8,1(a).

()] Hadeamwdomeﬁndsthatanudmdeandlmmmmmd
sequence listing does not comply with the standard prescribed in the
Administrative Instructions under Rule 5.2, and/or is not in a machine
readal»lcfmprwuiedﬁormthmelm&ucums,andlmmhﬁmgoﬂhe
gequence wes fuenished to the Internationsl Searching Authosity, or
transcribed by that Authority, underRulel&erl(a),thatOfﬁeemay
require the applicant: =~

(@ toﬁnmnshtoxtahshngoftheseqwnoecomplymgthhthe
prescribed standard, andfor

(u)mﬁnmshtoltahsungofmesequmoemamachmereadab!e
form provided for in the Administrative Instructions or, if that Offfce is
prepmdtotranscn’bethesequemehsungmtomchaform,topayfor
the cost of such transcription.

PCT Administrative Instruction Section 208
se> Sequence Listings -

(a) Any nucleotide and/or amino acid sequence listing (“sequence
listing™) shall be presented in a format complying with WIPO Standard
ST.23 (Recommendation for the Presentation of Nucleotide and Amino
Agid Sequence Listings in Patent Applications and in Published Patent
Documents).

{b) Any machine readable formofa sequence hsungshall comply
with the required format in accordance with Annex C.

(c) Any sequence listing not forming part of the international
application shall, when furnished, be accompanied by a statement to the
effect that the listing does not include matter which goes beyond the
disclosure in the international application as filed.

(d) Sheets of a sequence listing in printed form not forming part of
the international application shall be sequentially numbered in a series
separate from that used in numbering the sheets of the international
application; the number of each sheet shall preferably consist of two
Arabic numerals separated by a slant, the first being the sheet number
and the second being the total number of such sheets (for example, 1/3,
2/3,313).<

ANNEX C to the PCT Administrative Instructions

FORMAT FOR NUCLEOTIDE ANDJOR AMINO ACID
SEQUENCE LISTINGS IN MACHINE READABLE FORM

(1 1

United States Patent and Trademark Office (USPTO)

A sequence listing is required for all disclosures of sequence
informationinwhich the sequence hasfour ormore aminoacidsortenor
more nucleotides. Branched sequences and those including D—amino
acids are excluded from the rules.

‘Thie USPTO has not adopted the use of an OCR format and itis not
expected that such a format will be adopted by the USPTO.

Sections 1.821 to 1.825 of title 37, Code of Federal Regulations
(37 CFR) relate to sequence listings wbmitted to the USPTO.
Sections 1.824 and 1.825 set forth the requirements for sequence
listings in machine (computer) readeble form.

L2 2

REQUIREMENTS FOR SEQUENCE LISTINGS

Where an mtemahmai application dmdoses a




184
must contain a listing of the sequence complying with a
standard specified in the Administrative Instructions.

- The International Searchmg Authonty and the Interna- |

o tional Prchmmary Exammmg Authority may, in some

" cases, invite the applicant to furnish a listing complying

with that standard "The appllcant may also be invited to
- furnish a listing in a machine readable form provided for

" in the PCT Administrative Instructions or to pay for the

- Authonty to transcribe the listing into such a form.
Where the international appllcatlon oontams disclo-

sureofa nucleotxde and/or amino acid sequence, the de-

scription must contain a llstmg of the sequence comply-
~ ing with WIPO Standard ST.23 (Recommendation for
the Presentation of Nucleotide and Amino Acid Se-
quences in Patent Apphcatlons and in Published Patent
Documen_ts) which is published in the WIPO Handbook
on Industrial Property Information and Documentation.
Copies of the Handbook, or of the Standard may be ob-
tained from the International Bureau, and the Standard
has also been reproduced in the PCT Gazette. It is advis-
able for the applicant to submit a listing of the sequence
in machine readable form, if such a listing is required by
the competent International Searching Authority, to-
gether with the international application rather than to
wait for an mvxtatlon by the International Searching
Authority.

The machine readable form is not mandatory in inter-
national applications filed in the U.S. Receiving Office.
However, if a machine readable form of a sequence list-
ing is not provided, a search or examination will be per-
formed only to the extent possible in the absence of
the machine readable form. The U.S. sequence rules
(37 CFR 1.821 — 1.825) and the PCT sequence require-
ments are substantively consistent. In this regard, full
compliance with the requirements of the U.S. rules
will ensure compliance with the applicable PCT require-
ments. The European Patent Office (EPQO), since
01 January 1993, requires nucleotide and amino acid se-
quences to be in machine readable form (computer read-
able form). Applicants should be cognizant of this re-
quirement and ensure compliance with EPO require-
ments if the EPO is to be the search or examination au-
thority. For specific information, a review of Annex Cof
the Administrative Instructions or consultation with the
EPO is suggested.
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1824 The Claims
o PCT Anticle 6
The Claims

; Theclmmméhmshaﬂdeﬁmtbemamrfmwhwhmmm
'soughh(lmms&mﬂbec!e&rmdmmeyshaﬂbcfwywpmdby .

thedwcnptm

-PCTRule6
IheClaims

6.1. NumberandNumbmngofClmm ;
" (a) Thenumberofthedmmsshaﬂbeream&blemcomdemuonof
the nature of the invention claimed.

()] lftherearesevemlclamm,theyshaﬂbenumberedwmcuuvely )
in Arabic numerals.
(©) %emetbodofnumbenngmthecaseoftheamendmentofelmms

: shallbegovenwdbytheAdmmlstramlnstmcuons

6.2. References to Other Parts of the International Application

(a) Claims shall pot, except where absolutely necessary, rely, in
respect of the technical features of the invention, on references to the
description or- drawings. In' particular, they shall not rely on such
references as: “as described in past ... of the de‘scﬁpﬁon,” or “as’
illustrated in figure ... of the drawings.”

(b) Where the international applicstion contains drawings, the
technical features mentioned in the claims shall preferably be followed
bythereference signsrelating tosuch features. Whenused, thereference
signs shall preferably be placed between parentheses. If inclusion of
referencesignsdoesnotparticularlyfacilitate quickerunderstandingofa
claim, it should not be made. Reference signs may be removed by a
designated Office for the purposes of publication by such Office.

6.3. Manner of Claiming

{2} The definition of the matter for which protection is sought shall
be in terms of the technical features of the invention,

(b) Whenever appropriate, clzims shall contain:

(i) astatement indicating those technical features of the invention
which are necessary for the definition of the claimed subject matter but
which, in combination, are part of the prior art,

(if) a characterizing portion — preceded by the words “character-
izedinthat,”“characterizedby,” whereintheimprovementcomprises,”
or any other words to the same effect — stating concisely the technical
features which, in combination with the features stated under (i), it is
desired to protect.

{c) Where the national law of the designated State does not require
the manner of claiming provided for in paragraph (b), failure to use that
mannerofclaimingshalthave noeffectinthatState providedthemanner
of claiming actually used satisfies the naticnsl law of that State.

6.4 Dependent Claims

(=) Anyclaim which includes afl the features of one or more other
claims (clzim in dependent form, hereinafter referred o as“dependent
claim”)shall dosobyareference, fpomible st thebeginning, tothe other
claim orclaims and shall then state the edditionsl festures claimed. Any
dependent claim which refers to more then oze other claim (“multiple
dependent claim™) vhall refer to gach daizns in the slternative only.
Multiple dependent claims shall not serve a8 u basis for any other
M@emmmwmmmwmm national Office
Iminres to be Srelied in s wanner Siferent from thel provided

(5
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forin the preceding two sentences, failuse touse that manner of claiming
may result in an indication under Article 17(2)(b) in the international
* search repost. Failure to use the said manner of claiming shall have no
effect in a designated State if the manner of claiming actually used
satisfies the national law of that State, -

) Any depeudent claim shall be construed as mdudmg all the
limitations containied in the claim to which it refers or, if the depeadent
claim is 2 multiple dependent claim, all the limitations contained in the
particular claim in relation to which it is considered.

() All dependent claims refernng back to a single previous claim,
and all dependent claims referring back to several previous claims, shall
be grouped together to the extentand in the most practical way possible.

6.5. Utility Models

Anydesignated State in which the grant of a utility modelis soughton
the basis of an international application may, instead of Rules 6.1 to 6.4,
apply inrespect of the matters regulated in those Rules the provisions of
its national law concerning utility models once the processing of the
international application has started in that State, provided that the
applicant shall be allowed at least two months from the expiration of the

time limit applicable under Article 22 to adapt his application to the

requirements of the said provisions of the national law.

PCT Administrative Instructions Section 205
Numbering and Hdentification of Claims Upon Amendment

(a) Amendmentstotheclaimsunder Article 19or Asticle 34(2)(b)
may be made either by cancelling one or more entire claims, by adding
one or more new claims or by amending the text of one or more of the
claims as filed. All the claims appearingon a replacement sheet shall be
numbered in Arabicnumerals. Where aclaimiscancelled, norenumber-
ing of the other claims shall be required. In all cases where claims are
renumbered, they shall be renumbered consecutively.

(b) The applicant shall, in the letter referred to in the second and
third sentences of Rule 46.5(a)orin the second and fourth sentences of
Rule 66.8(a),indicatethedifferencesbetweentheclaimsasfiledandthe
claims as amended. He shall, in particular, indicate in the said letter, in
connectionwith eachclaimappearingin the international application (it
being understood that identical indications concerning several claims
may be grouped), whether:

(i) the claim is unchanged;

(ii) the claim is cancelled;

(iii)the claim is new;

(iv)the claim replaces one or more claims as filed;

(v) the claim is the result of the division of a claim as filed.

37 CFR 1.436. The claims.

Therequirementsastothecontentand format of claimsaresetforth
in PCT Art. 6 and PCT Rules 6,9, 10and 11 and shall be adhered to. The
number of the claims shail be reasonable, considering the nature of the
invention claimed.

The claim or claims must “define the matter for which
protection is sought.” Claims must be clear and congcise.
They must be fully supported by the description. PCT
Rule 6 contains detailed requirements as to the number
and numbering of claims, the extent to which any claim
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- may refer to other parts of the international application,

the manner of claiming, and dependent claims. Asto the
manner of claiming, the claims must, whenever ap-
propriate, be in two distinct parts; namely, the statement
of the prior art and the statement of the features for
which protection is sought (“the characterizing por-
tion”).

The physical requnrements for the claims are the same
as those for the description. Note that the-claims must
commence on a new sheet. ’

The procedure for rectification of obvious errors is €x-
plained in MPEP § 1836.The omqssnon of an entire sheet
of the claims cannot be rectified without affecting the in-
ternational filing date. It is recommended that a request
for rectification of obvious errors in the claims be made
only if the error is liable to affect the international
search; otherwise, the rectification should be made by
amending the claims. '

The claims can be amended during the international
phase under PCT Article 19 on receipt of the interna-
tional search report, during international preliminary
examination if the applicant has filed a Demand, and
during the national phase.

Multiple dependent claims are permltted in interna-
tional applications before the United States Patent and
Trademark Office as an International Searching and In-
ternational Preliminary Examining Authority or as a
Designated or Elected Office, if they are in the alterna-
tive only and do not serve as a basis for any other multiple
dependent claim (PCT Rule 6.4(a), 35 U.S.C. 112). The
claims, being an element of the application, should start
on a new page (PCT Rule 11.4). Page numbers and line
numbers must not be placed in the margins (PCT
Rule 11.6(¢)).

The number of claims shall be reasonable, considering
the nature of the invention claimed (37 CFR 1.436 ).

1825 The Drawings

PCT Article 7
The Drawings

1)) Subgeﬁtothcptmmomefpwapb&)(n),dxmmabaﬂ!be
required when they sre necessary for the understanding

with ummmmm

Rew. 1, Sepr. 1985
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 PCT Rule 7
TheDrawings
71 FlowSheetsandDzagmm /
Flowslwetsanddmgramsa:econsldereddrawmgs
72 Time Limit -

The time limit referred to in Article 7(2)(ii) shall be reasonable .

' undetthecxrcumstancesofthecaseandshall,mnome,beshorterthan
- twomonths from the date of the written invitation requiring the filing of
drawmgs or additional drawings under the said provxsxon

. PCT Rule u
Physical Requzremems of the International Applu:anon

11.5. Size ofSheem

The size of the sheets shall be A4 (297emx21 cm). However, any
recemngOfﬁcemayawept international applicationson sheefsof other
sizes provided that the record copy, as transmitted to the International
Bureau, and, if the competent International Searching Authority so
desires, the search copy, shall be of A4 size.

11.6(c)

On sheets containing drawings, the surface usable shall not exceed
26.2cmx 17.0 cm. The sheets shall not contain frames around the usable
or used surface. The minimum margins shall be as follows:

- top: 2.5 cm

~ left side: 2.5 cm
— rightside: 1.5cm
- bottom: 1.0 cm

£33

11.11. Words in Drawings

(a) The drawings shall not contain text matter, except asingle word
or words, when absolutely indispensable, such as “water,” * steam,”
“open,” “closed,” “sectionon AB,” and, inthecaseofelectriccircuitsand
block schematic or flow sheet diagrams, a few short catchwords
indispensable for understanding.

(b) Anywords usedshall be so placedthat, if transiated, they maybe
pasted over without interfering with any lines of the drawings.

sk

11.13.  Special Requirements for Drawings

(a) Drawings shall be executed in durable, black, sufficiently dense
and dark, uniformly thick and well—defined, lines and strokes without
colorings.

(b) Cross—sections shall be indicated by oblique hatching which
should not impede the clear reading of the reference signs and leading
lines,

{c) Thescale of the drawings and the distinctness of their graphical
execution shall be such that a photographic reproduction with a linear
reduction in size to two—thirds would enable all details to be distin-
guished without difficulty.

(d) When,inexceptionalcases, thescaleisgivenonadrawing, itshall
be represented graphically.

Rev. I, Sept. 1995
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{e) All pumbers, letters and reference Vines, appessing on the
deawings, shall beslmple and clear, Brackets, circles or inverted commas
shall siot be used in association with numbers and letters. )
B {7] Allbnesmthedmwmgshm,mdmtﬂy be drawnwith the aidof
drafunginstmments.

(e) Eachelemmtofead:ﬁgumsha!lbempmpetpmpommwewh
oftheothere!emmtsmtheﬁgme,emptwhaethemeofnkffetem
propmuonumdaspensablemrthedanqoftheﬁgum

(h) Thehclghtofﬂ;enumbersandlctﬁerssha!lnmbemmanmz
cm. Forthelettermgofdtmngs,tbehﬂnand,wherecusﬁom:y the
Greek alphabets shall be used. -

@ Thesameslwetofckawmgsmaymmmmal ﬁgures.Where
ﬁguresontwoormreshee&formmeffectamgeeompleteﬁguw,the
ﬁguresonthesevemlsheetsshallbesoarmmdthattbecomplmﬁgure
canbeassembledmthoutcoueealmganypartofanyoftheﬁgmes

' appearing on the various sheets.

()] 'Ihedlﬁerentﬁgumshallbeammedonashectorsheets

without wasting space, prefembly in an upright position, clearly sepa-

ratedfromoneanother Wheretheﬁguresarenctarrangedmanupnght
posmon,theyshall be presented sideways with the top of the figures at
the lefit side of the sheet. '

(k) The different figures shall be numbered in Arabic numerals
eonsecutwely and independently of the numbering of the sheets.

(1) - Reference signs not mentioned in the description shall not
appear in the drawings, and vice versa.

(m) The same features, when denoted by reference signs, shall,
throughout the international application, be denoted by the same signs.

(n) If the drawings contain a large number of reference signs, it is
strongly recommended to attach a separate sheet listing all reference
signs and the features denoted by them.

L2221

37 CER 1.437. The drawings.

(a) Subject to paragraph (b) of this section, when drawings are
necessary fortheunderstanding of the invention, or are mentionedinthe
description, they must be part of an internationsl application as
originally filedinthe United States Receiving Office inorder tomaintain
the international filing date during the national stage (PCT Art. 7).

(b) Drawings missing from the spplication upon filing will be
accepted if such drawings are received within 30 days of the date of first
receipt of the incomplete papers. If the missing drawings are received
within the 30-day period, the internationsl filing date shall be the date
on which such drawings are received. If such drawings are not timely
received, all references todrawingsin the international application shall
be considered non—cxistent (PCT Art. 14(2), Administrative Instruc-
tion 310).

(c) The physical requirements for drawings are set forth in PCT

Rule 11 and shall be adhered to.

The international application must ccmtmn drawmgs
whentheymnecmsmyfmthe' erstanding
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nature admits of illustration by drawings, the applicant
may include such drawings and any designated Office
may require the applicant to file such drawings during
the national phase. Flow sheets and diagrams are consid-
ered drawings. “Guidelines for Drawings Under the Pat-
ent Cooperation Treaty,” published in the PCT Gazette
(No. 7/1978), may be obtained, in English and French,
from the International Bureau.

Drawings must be presented on one or more separate
sheets. They may not be included in the description, the
claims or the abstract. They may not contain text matter,
except a single word or words when absolutely indispens-
able. All lines in the drawings must, ordinarily, be drawn
with the aid of a drafting instrument and must be execut-
ed in black, uniformly thick and well—defined lines.

Rules 11.10 to 11.13 contain detailed requirements as

to further physical requirements of drawings. Drawings
newly executed according to national standards may not
be required during the national phase if the drawings
filed with the international application comply with
Rule 11.The examiner may require new drawings where
the drawings which were accepted during the interna-
tional phase did not comply with PCT Rule 11. A file ref-
erence may be indicated in the upper left corner on cach
sheet of the drawings as for the description.

All the figures constituting the drawings must be
grouped together on a sheet or sheets without waste of
space, preferably in an upright position and clearly sepa-
rated from each other. Where the drawings or tables can-
not be presented satisfactorily in an upright position,
they may be placed sideways, with the tops of the draw-
ings or tables on the left—hand side of the sheet.

The usable surface of sheets (which must be of A4
size) must not exceed 26.2 cm x 17.0 cm. The sheets
must not contain frames around the usable surface. The
minimum margins which must be observed are: top and
left side: 2.5 cm; right side: 1.5 cm; bottom: 1.0 cm.

All sheets of drawings must be numbered in the center
of either the top or the bottom of cach sheet but not in
the margin in numbers larger than those used as refer-
ence signs in order to avoid confusion with the latter. For
drawings, a separate series of page numbers is to be used.
The number of cach sheet of the drawings must consist of
two Arabic numerals separated by an cbligue stroke, the
first being the sheet number and the second being the to-
tal number of sheets of drawings. For example, “2/5”
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would be used for the second sheet of drawings where
there are five in all.

Different figures on the sheets of drawings must be
numbered in Arabic numerals consecutively and inde-
pendently of the numbering of the sheets and, if possible,
in the order in which they appear. This numbering
should be preceded by the expression “Fig.”

The PCT makes no provision for photographs. Never-
theless, they are allowed by the International Bureau
where it is impossible to present in a drawing what is to
be shown (for instance, crystaliine structures). Where,
exceptionally, photographs are submitted, they must be
on sheets of A4 size, they must be black and white, and
they must respect the minimum margins and admit of di-
rect reproduction. Color photographs are not accepted.

The procedure for rectification of obvious errors in
the drawings is explained in MPEP § 1836. The omission
of an entire sheet of drawings cannot be rectified without
affecting the international filing date. Changes other
than the rectification of obvious errors are considered
amendments.

The drawings can be amended during the internation-
al phase only if the applicant files a Demand for interna-
tional preliminary examination. The drawings can also
be amended during the national phase.

If drawings are referred to in an international applica-
tion and are not found in the search copy file, the ex-
aminer should refer the case to the Group Special Pro-
gram Examiner. See PCT Administrative Instruction
Section 310.

1826 The Abstract

PCT Rule 8 The Abstract

8.1. Contents and Form of the Abstract
(a) The abstract shall consist of the following:

(i) asummary ofthe disclosure as contained in the description, the
claims, and any drawings; the summary shall indicate the techaical field
towhich the invention pertains andshall be draftedin awaywhichallows
the clear understanding of the technical problem, the gist of the solutien
of that problem through the invention, and the principal use or uses of
the invention;

(i) where applicable, the chemical formula which, among ail the
formulae contained in the internations] application, best characterizes
the invention.

@)mmm&mmmmmm
English).
{c) mmmmmﬂwmwmmmmemmm«n
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(d) Each main technical feature mentioned in the abstract and
fllustrated by a drawingin the international applicationshall be foliowed
by a reference sign, placed between parenthescs.

8.2. Figure ,

(a) If the applicant fails to make the indication refesred to in Rule
3.3(a)(iii), orif the International Searching Authority finds thata figure
or figures other than that figure or those figures supgested by the
applicant would, among all the figures of all the drawings, better
characterize the inven- tion, it shall, subjectto paragraph (b), indicate the
figure or figures which should accompany the abstract when the latter is
published by the International Bureau. In such case, the abstractshallbe
accompanied by the figure or figures so indicated by the International
Searching Authority. Otherwise, the abstract shall, subject to paragraph
(b), be accompanied by the figure or figures suggested by the applicant.

(b) If the International Searching Authority finds that none of the
figures of the drawings is useful for the understanding of the abstract, it
shal notify the International Bureau accordingly. In such case, the
absiract, when published by the International Bureau, shall not be
accompanied by any figure of the drawings even where the applicant has
made a suggestion under Rule 3.3(a)(iii).

8.3. Guiding Principles in Drafting

The abstract shall be so drafted that it can efficiently serve as a
scanningtool for puzposes of searching in the particolar art, especially by
assisting the scientist, engineer of researcher in formulating an opinion
on whether there is a need for consulting the international application
itself.

37 CFR 1.438. The abstract.

(a) Requirements as to the content and form of the abstract are set
forth in PCT. Rule 8, and shall be adhered to.

(b) Lackofanabstractuponfilingofaninternational applicationwill
not affect the granting of a filing date. However, failure to furnish an
abstract within one month from the date of the notification by the
Receiving Office will resuit in the international application being
declared withdrawn.

The abstract must consist of a summary of the disclo-
sure as contained in the description, the claims and any
drawings. Where applicable, it must also contain the
most characteristic chemical formula. The abstract must
be as concise as the disclosure permits (preferably 50
to 150 words if it is in English or when translated into
English). National practice (sce MPEP § 608.01(b})) pro-
vides a range of 50 — 250 words for the abstract. The PCT
range of 50 — 150 is not absolute but publication prob-
lems could result when the PCT limit is increased beyond
the 150 word limit. Maintaining the PCT upper limit is
encouraged. As a rule of thumb, it can be said that the
volume of the text of the abstract, including one of the
figures from the drawings (if any), should not exceed
what can be accommodated on an A4 sheet of typewrit-
ten matter, 1 1/2 spaced. The abstract must beginon a
new shest following the claims (PCT Administrative In-
struction Secticn 207). The other physical requirements
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must correspond to those for the description. The ab-
stract must be so drafted that it can cfficiently serve as a
scanning tool for the purposes of searching in the partic-
ular art. These and other requirements concerning the
abstract are spelled out in detail in Rule 8. Useful guid-
ance can be obtained from the “Guidelines for the Prep-
aration of Abstracts Under the Patent Cooperation
Treaty,” published in the PCT Gazette (No. 5/1978).
Those Guidelines may be obtained, in English and
French, from the International Bureau.

The abstract should be primarily related to what is
new in the art to which the invention pertains. Phrases
should not be used whici: are tnplicit, (for instance, “the
invention relates to ...”), and statements on the aileged
merits or value of the invention are not allowed.

Where the receiving Office finds that the abstract is
missing, it invites the applicant to furnish it within a time
limit fixed in the invitation. The international applica-
tion is considered withdrawn if no abstract is furnished to
the receiving Office within the time limit fixed. Where
the receiving Office has not invited the applicant to fur-
nish an abstract, the International Searching Authority
establishes one. The same applies where the abstract
does not comply with the requirements outlined in the
preceding paragraphs. Where the abstract is established
by the International Searching Authority, the applicant
may submit comments on it within 1 month from the date
of mailing of the international search report, (PCT Rule

38.2(b)).
SUMMARY OF ABSTRACT REQUIREMENTS

Preferably S0-150 words. Should contain
1. Indication of field of invention.
2. Clear indication of the technical problem.
3. Gist of invention’s solution of the problem.
4. Principal use or uses of the invention.
5. Reference numbers of the main technical features
placed between parentheses.
6. Where applicable, chemical formula which best
characterizes the invention.

Should not contain
1. Superfluous language.
2. Legal phraseology such as “said” and “means.”
3. Statements of alleged merit or speculative
appmm‘ i ‘-
4. Prohibited items as defined in PCT Rule 9.
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1827 Fees

A complete list of Patent Cooperation Treaty fee
amounts which are to be paid to the United States Patent
and Trademark Office, for both the national and interna-
tional stages, can be found at the beginning of each
weekly issue of the Official Gazette of the United States
Patent and Trademark Office. Applicants are urged to
refer to this list before submitting any fees to the PTO.

1828 Priority Claim and Document

An applicant who claims the priority of one or more
earlier national or international applications for the
same invention must indicate on the Request, at the time
of filing, the country in or for which it was filed, the date
of filing, and the application number. See PCT Article 8
and Rule 4.10 for priority claim particulars and Rule 90
bis.3 for withdrawal of priority claims. ‘

Under the PCT procedure, the applicant may file the
certified copy of the earlier filed national application to-
gether with the international application in the receiving
Office for transmittal with the record copy, or alterna-
tively the certified copy may be submitied by the appli-
cant to the International Burecau or the receiving Office
not later than 16 months from the priority date or, if the
applicant has requested early processing in any desig-
nated Office, not later than the time such processing or
examination is requested. The International Bureau will
normally furnish copies of the certified copy to the vari-
ous designated Offices so that the applicant will not nor-
mally be required to submit certified copies to each des-
ignated Office.

For use of the priority document in national stage
applications filed under 35 US.C. 371, seec MPEP

§ 1893.03(c).

1830 International Application
Transmittal Letter

A PCT international application transmittal let-
ter, Form PTO—1382, is available free of charge for
applicants to use when filing PCT international ap-
plications with the United States Receiving Office.
The form is intended to simplify the filing of PCT in-
ternational applications by providing a one—page
letter which covers the most common requests and
concerns of applicants. Specifically covered are:

1832

(1) Requests under 37 CFR 1451 for preparation
and transmittal to the International Bureau of certified
copies of the U.S. national applications, the priority of
which is claimed in international application;

(2) Choice of Searching Authority to conduct the in-
ternational search. Applicants may choose either the
U.S. Patent and Trademark Office or the European Pat-
ent Office as the International Searching Authority.

~ (3) Authorizations for any required additional
search fees requested by the United States International
Searching Authority to be charged to a Deposit Account
subject to oral confirmation of the authorization. It
should be noted that if the Furopean Patent Office is
chosen as the Searching Authority, any supplemental
search fees requested by that Office are payable directly
to the European Patent Office.

(4) Indications of information concerning differ-
ences in disclosure, if any, between the international ap-
plication and related applications to assist in determin-
ing any foreign transmittal licensing requirements as
well as for other purposes; and

(5) Requests for foreign transmittal license.

1832 License Request for Foreign Filing
Under the PCT

Alicense for foreign filing is not required to file an in-
ternational application in the United States Receiving
Office but may be required before the applicant or the
U.S. Receiving Office can forward a copy of the interna-
tional application to a foreign patent office, the Interna-
tional Bureau or other foreign authority (35 U.S.C. 368,
37 CFR 5.1 and 5.11). A foreign filing license to permit
transmittal to a foreign office or international authority
is not required if the international application does not
disclose subject matter in addition to that disclosed in a
prior U.S. national application filed more than 6 months
prior to the filing of the international application
(37 CFR 5.11(a)). In all other instances (direct foreign
filings outside the PCT or filings in a foreign receiving
Office), the applicant should petition for a license for
foreign filing (transmittal) (37 CFR 5.12) and if ap-
propriate, identify any additional subject matter in the
international application which was not in the carlier
UsS. nammal appbcaam (37 CFRS 14 (c)) This request
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1834

into national application  fransmittal letter, Form
PTO-1382.

If no petition or request for a foreign ﬁlmg license is
included in the international application, and it is clear
that a license is required because of the designation of
foreign countries and the time at which the Record Copy
must be transmitted, it is current Office practice to
construe the filing of such an international application to
include a request for a foreign filing license. If the license
can be granted, it will be issued without further corre-
spondence. If no license can be issued, or further infor-
mation is required, applicant will be contacted. The au-
tomatic request for a foreign ﬂlmg license does not apply
to the filing of a foreign application outside the PCT.

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an international

application, the application will not be forwarded to the’

Internationa! Bureau as long as the secrecy order re-
mains in effect (PCT Article 27(8) and 35 U.S.C. 368). If
the secrecy order remains in effect, the international ap-
plication will be declared withdrawn (abandoned) be-
cause the Record Copy of the international application
was not received in time by the International Bureau
(37 CFR 5.3(d), PCT Aurticle 12(3), and PCT Rule 22.3).
It is, however, possible to prevent abanndonment as to the
United States of America if it has been designated, by
fulfilling the requirements of 35 U.S.C. 371(c).

1834 Correspondence

PCT Rule 92 Correspondence

92.1. Need for Letter and for Signature

{a) Any paper submitted by the applicant in the course of the
international procedure provided for in the Treaty and these Regula-
tions, other than the international application itself, shall, if not itselfin
the form of a letter, be accompanied by a letter identifying the
international application towhichitrelates. The letter shall be signed by
the applicant.

(b) If the requirements provided for in paragraph (a) are not
complied with, the applicantshallbeinformed astothenon—compliance
and invited to remedy the omission within a time limit fired in the
invitation. The time limit so fixed shall be reasonable in the circum-
stances; even where the time limit so fixed expires later than the time
Timit applying to the furnishing of the paper (or even if the latter time
limit has already expired), it shall not be kess than 10 days and not more
than one month from the meiling of the invitation. If the omission is
remedied within the time limit fived in the invitation, the omission shall
be disregarded; otherwise, theapplicantshall be informed that the paper
has been disregarded.
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theinternational procedure, the non—-compliance shall be disregarded.

92.2. Languages

(a) Subjectto Rules 55.1 and 66.9 and to paragraph (b) of this Rule,
any letter or document submitted by the applicant to the International
Searching Authority or the International Preliminary Examining Au-
thority shall be in the same language as the internstional application to
which it relates. However, where a transiation of the intemational
application has been transmitted under Rule 12.1(c) oz furnished under
Rule 55.2 (a) or (c), the language of such translation shall be used.

(b) Any letter from the applicant to the International Searching
Authority or the International Preliminary Examining Authority maybe
in alanguage other than that of the international application, provided
the said Authority authorizes the use of such language

(©) Meleted]

@ AnyletterfromtheapphcanttothelntemauonalBureaushallbe
in English or French.

(e} Any letter or notification from the lntematmnal Bureau to the
applicant or to any national Office shall be in English or French.

RERBB

PCT Administrative Instruction Section 105
Identification of International Application, With
Tiwo or More Applicants

Where any international application indicates two or more appli-
cants, itshallbesufficient, for the purpose ofidentifying that application,
to indicate, in any Form or correspondence relating to such application,
the name of the applicant first named in the request. The provisions of
thefirstsentence of this Section do notapply to the demand or to a notice
effecting later elections.

NOTIFICATION UNDER PCT RULE 92.1(b)
OF DEFECTS WITH REGARD TO
CORRESPONDENCE

If the Office finds that papers, other than the interna-
tional application itself, are not accompanied by a letter
identifying the international application to which they
relate, or are accompanied by an unsigned letter, or are
furnished in the form of an unsigned letter, it notifies the
applicant and invites him to remedy the omission. The
Office disregards the said papers or ketter if the omission
is not remedied within the time limit fixed in the invita-
tion (PCT Rule 92.1(b)). If the omission has been over-
locked and the papertakenmm account, the omission
disregarded.
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CORRESPONDENCE ADDRESS

Where there is a sole applicant without an agent in an
international application, correspondence will be sent to
the applicant at his indicated address; or, if he has ap-
pointed one or.more agents, to that agent or the first—-
mentioned of those agents; or, if he has not appointed an
agent but has indicated a special address for notifica-
tions, at that special address.

Where there are two or more applicants who have ap-
pointed one or more common agents, correspondence
will be addressed to that agent or the first—mentioned of
those agents. Where no common agent has been ap-
pointed, correspondence will be addressed to the com-
mon representative (either the appointed common rep-
resentative or the applicant who is considered to be the
common representative (PCT Rule 90.2) at the indi-
cated address; or, if the common representative has
appointed one or more agents, to that agent or the first—
mentioned of those agents; or, if the common represen-
tative has not appointed an agent but has indicated a
special address for notifications, at that address.

CERTIFICATE OF EXPRESS MAIL

The certificate of Express Mail procedure set forth at
37 CFR 1.10 applies to “Any paper or fee to be filed in
the Patent and Trademark Office.” Accordingly, papers
filed with the PTO in international applications will be
accorded the date of deposit with the United States Post-
al Service as the date of filing in the PTO if the provisions
of 37 CFR 1.10 are complied with. See MPEP § 513.

The Express Mail provisions of 37 CFR 1.10 require,
in addition to using the “Express Mail Post Office to Ad-
dressee” service, an indication of the “Express Mail”
mailing label number on each paper or fee, and a certifi-
cate of mailing by “Express Mail” which states the date
of mailing by “Express Mail” and is signed by the person
depositing the paper or fee in or with the postal service
facility. Failure to comply with these requirements will
result in the paper or fee being accorded the date of re-
ceipt in the USPTO and not the date of deposit by
“Express Mail™.

The certificate of mailing by first class mail procedure
set forth at 37 CFR 1.8 differs from the 37 CFR 1.10 Ex-
press Mail procedure. See 37 CFR 1.8(a}{(2)(i)}(D) and
(E). Itis important to understand that the 37 CFR 1.8
practice CANNOT be used for filing any papers during
the international stage if the date of deposit is desired. If
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used, the paper and/or fee will be accorded the date of
receipt in the USPTO. Accordingly, the certificate of
mailing procedures of 37 CFR 1.8 are not available to
have a submission during the international stage consid-
ered as timely filed if the submission is not physically re-
ceived at the PTO on or before the due date.

1834.01 Use of Telegraph, Teleprinter,
Facsimile Machine

4

PCT Rule 92.4 provides that a national Office may re-
ceive documents by telegraph, teleprinter, or facsimile
machine. However, the United States Patent and Trade-
mark Office has not informed the International Bureau
that it accepts such submissions other than facsimile
transmissions. Accordingly, applicants may not cusrently
file papers in international applications with the United
States Patent and Trademark Office via telegraph or
teleprinter.

Generally, any paper may be filed by facsimile trans-
mission with certain exceptions which are identified in
37 CFR 1.6(d). Itshould be noted that a document filed
by facsimile transmission will not be accorded a date of
receipt if it is:

(1) required by statute to be certified;

(2) a drawing submitted under 37 CFR 1.437;

(3) an international application for patent; or

(4) a copy of the international application and the ba-
sic national fee necessary to enter the national stage, as
specified in 37 CFR 1.494(b) or 37 CFR 1.495(b).

A Certificate of Transmission may be used as provided
in 37 CFR 1.8(a)(1) except in the instances specifically
excluded in 37 CFR 1.8(a)(2). Note particularly that the
Certificate of Transmission cannot be used for the filing
of an international application for patent or correspon-
dence in an international application before the U.S. Re-
ceiving Office, the U.S. International Searching Author-
ity, or the U.S. International Preliminary Examining Au-
thority. Guidelines for facsimile transmission are clearly
set forth in 37 CFR 1.6(d) and should be read before
transmitting by facsimile machine.

A signature on a document received via facsimile ina
permitted situation is acceptable as a proper signature.
See PCT Rule 92.4(b) and 37 CFR 1.4(d).
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1834.02

The receipt date of a document transmitted via fac-
simile is the date in the USPTO on which the transmis-
sion is completed. See 37 CFR 1.6(d). Where a docu-
ment is illegible or part of the document is not received,
the document will be treated as not received to the extent
that it is illegible or the transmission failed. See PCT
Rule 92.4(c).

1834.02 Irregularities in the Mail Service

PCT Rule 82
Trregularities in the Mail Service

82.1. Delay or Loss in Mail

(a) Any interested party may offer evidence that he has mailed the
docament or letter five days prior to the expiration of the time fimit.
Except in cases where surfece mail normally arrives at its destination
within two days of mailing, or where no airmail service is available, such
evidence may be offered only if the mailing was by airmail. In any case,
evidernice may be offered only if the mailing was by mail registered by the
postal authorities.

(b) Ifthemailing,inaccordancewithparagraph (a),ofadecumentor

letter is proven to the satisfaction of the national Office or intergevern- -

mental organization which is the addressee, delay in arrival shall be
excused, or, if the document or letter is lost ins the mail, substitution for it
of a new copy shall be permitted, provided that the interested party
proves to the satisfaction of the said Office or organization that the
document or letter offered in substitution is identical with the document
or letter lost.

{c) In the cases provided for in paragraph (b), evidence of mailing
within the prescribed time limit, and, where the document or letter was
lost, the substitute document or letter as well as the evidence concerning
itsidentitywiththe documentor letter lost shall be submitted withinone
mionth after the date on which the interested party noticed orwith due
diligence should have noticed the delay or the loss, and in no case later
than six months after the expiration of the time limit applicable in the
given case.

(d) Any national Qffice or intergovernmental organization which
has notified the International Bureau that it will do so shall, where a
delivery secvice other than the postal authorities is used to mail a
document or letter, apply the provisions of paragraphs (a) to (c) asifthe
deliveryservicewasa postal authority. Insuchacase, thelastsentenceof
paragraph () shall not apply but evidence may be offered only if details
of the mailing were recorded by the delivery service at the time of
mailing. The notification may containan indication thatitappliesonly to
mailings using specified delivery services or delivery services which
satisfy specified criteria. The International Bureau shall publish the
information so notified in the Gazette.

{e) Any national Office or intergovernmental organization may
proceed under paragraph (d):

(i) evenif,whereapplicable, thedeliveryserviceusedwasnotoneof
those specified, or did not satisfy the criteria specified, in the relevant
notification under paragraph (d), oz

(ii) even if that Office or organization has not sent to the Interna-
tional Bureau a notification under paragraph (d).

82.2. Interruption in the Mail Service
() Any interested party may offer evidence that on any of the 10
days preceding the day of expiratioa of the time Emit the postal service
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was integrupted oa account of war, sevolution, civil disorder, steike,
naturalcalamity, orothes Kke reason, ia the locality where tho interested
party resides or has his place of business or is staying.

(b) i such circumstances are proven to the satisfaction of the
national Office orintergovernmental organization whichis the addreas-
ee, delay in arrival shall be excused, provided that the interested party
proves to the satisfaction of the said Office or organization that he
effected the mailing within five days after the mail service was regumed,
The provisions of Rule §2.1(c) shall apply mutatis mutandis,

Delay or Loss in Mail. Delay or lossin the mail shalibe
excused when it is proven to the satisfaction of the re-
ceiving Office that the concerned letter or document was
mailed at least five days before the expiration of the time
limit. The mailing must have been by registered air mail
or, where surface mail would normally arrive at the des-
tination concerned within two days of mailing, by regis-
tered surface mail (PCT Rule 82.1(a) to (¢)). PCT
Rule 82 contains detailed provisions governing the situ-
ation where a letter arrives late or gets lost due to irregu-
larities in the mail service, for example, because the mail
service was interrupted due to a strike. The provisions
operate to excuse failure to meet a time limit for filing a
document for up to six months after the expiration of the
time limit concerned, provided that the document was
mailed at least five days before the expiration of the time
limit. In order to take advantage of these provisions, the
mailing must have been by registered airmail or, where
surface mail would normally arrive at the destination
concerned within two days of mailing, by registered sur-
face mail. Evidence is required to satisfy the Office, and
a substitute document must be filed promptly—see PCT
Rule 82.1(b) and (c) for details.

Interruption in the Mail Service. 'The provisions of PCT
Rule 82.1(c) apply mutatis mutandis for interruptions in
the mail service cansed by war, revolution, civil disorder,
strike, natural calamity or other like reasons (PCT Rule
82.2).

Special provisions also apply to mail interruptions
caused by war, revolution, civil disorder, strike, natural
calamity or other like reasons—see PCT Rule 82.2 for
details.

See PCT Rule 80.5 for guidance on periods which ex-
pire on a non—working day.
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1836 Rectiﬁcahon of Obvious Errors

PCTRuk 91
Obwous Enm in Docunumzs

911 Recnﬁcauon

(a) Subject to-paragraphs (b) to (g‘l'“‘“‘), obwious errors in the
mtemamnalapphcanonorother papers wbmttedbytbeapphcantmay
berectified: . - -

(%) Ervorswhich are due to the fact that something other than what
was obviously intended was written in the international application or
other paper shall be regarded as obvious errors. The rectification itself
shall be obvious in the sense that anyone would immediately realize that
nothing else could bave been mtended than what s offered as rectifica-
tion.

(¢) Omissions of entire elements or sbeets of the international
application, even if clearly resulting from inattention, at the stage, for
example, of copying or assembling sheets, shall not be rectifisble.

(d) Rectification may be made on the request of the applicant. The
authority having discovered what appears to be an obvious error may
invite the applicant to present a request for rectification as provided in
paragtaphs (€) to (gTuakr), Rule 26.4(a) shall apply mutatis mutandisto
the manner in which rectifications shail be requested.

(e) Norectificationshall be made except with the expressauthoriza-
tion:

(i) of the receiving Office if the error is in the request,

(ii) of the International Searching Authority if the ervor is in any
pazt of the international application other than the request or in any
paper submitted to that Authority,

(iid)of the International Preliminary Examining Authority if the
errorisinauypartof theinternational applicationother than the request
or in any paper submitted to that Authority, and

(iv)of the International Bureau if the error is in any paper, other
than the international application or amendments or corrections to that
application, submitted to the International Bureau,

(f) Anyauthority which authorizes or refuses any rectification shall
promptly notify the applicant of the authorization or refusal and, in the
case of refusal, of the reasons therefor. The suthority which authorizesa
rectificationshall promptly notifythe International Bureau accordingly.
Where the authorization of the rectification was refused, the Interna-
tional Bureau shall, upon request made by the applicant priorto the time
relevant under paragraph (gb%), (g%f) or (g9U%*r) and subject to the
payment of a special fee whoss amount shall be fixed in the Administra-
tive Instructions, publish the request for vectification together with the
international application. A copy of the request for rectification shail be
included in the communication under Article 20 where a copy of the
pamphletis not used for that communication or where the international
application is not published by virtue of Article 64(3).

(g) The authorization for rectification referred to in paragraph (g)
shall, subject to paragraphs (gb¥), (g%7) and (gRater), be effective:

(i) where itis given by the receiving Office or by the International
Searching Authority, if its notification to the International Bureau
reaches that Bureau before the expiration of 17 months from the priority
date;

(ii) where it is given by the Intemational Preliminary Examining
Authority, if it is given before the establishment of the international
preliminary examination teport;

(iii)where itis given by the International Bureay, if itis given before
the expiration of 17 months from the pricrity date.
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(g‘“") ¥ the notification made under paragraph (g)(i) reaches the
International Buresy, or if the rectification made uader peragraph
@X&)um&mwmmmdm;m&emof
17 months from the priority date but before the technical
for international publication have been completed, the suthorization
shall be effecuveandtherecuﬁcaumshallbemcorpomwdmﬂwsmd
publication. -

(g %) Wheretheapphcantlmaskedﬂxelnmmdmrcwto
publish hisinternational application before the expiration of 18 months
from the priority date, any notification made under paragraph (g)(i)
mustreach, and any rectification made under paragraph (g)(iil) must be
authorizedby, the Interoational Buresy, inorder for the suthorizationto
be effective, not laterthanatthetmeoﬂhecompletmnofthetechnm
preparations for international publication.

(gater) Where the internationsl application is not published by
virtue of Article 64(3), any notification made under paragraph (g)(i)
mustreach, and anyrectification made under paragraph (g)(iii) must be
authorized by, the International Bureau, inorderfor the authorizationto
be effective, not later than at the time of the communication of the
international application under Article 20.

Obvious errors in the international application or oth-
er papers submitied by the applicant may generally be
rectified under PCT Rule 91, if the rectification is autho-
rized, as required, within the applicable time limit. Any
such rectification is free of charge. The omission of en-
tire sheets of the description cannot be rectified, even if
resulting from inattention at the stage of copying or as-
sembling sheets.

Applicants often attempt to rely upon the priority ap-
plication to establish a basis for cbvious error. The prior-
ity document (application) cannot be used to support cb-
vious error corrections. The rectification is obvious only
in the sense that anyone would immediately realize that
nothing else could have been intended than what is of-
fered as rectification. For example, a misspelled word
could be considered an obvious error subject to rectifica-
tion. A missing chemical formula or missing line of text
would not be considered obvious error subject to
rectification.

Rectifications must be authorized:

(D)if the error is in the request by the Receiving
Office;

(ii)if the error is in the description, the claims, the
drawings or the abstract by the International Searching
Authority, or by the International Preliminary Examin-
ing Authority where the international application is
pending before the latter Authority;

(iii)if the error is in any paper other than the inter-
national application or amendments or corrections to
it by the International Bureau.
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The request for rectification must be addressed to
the authority competent to authorize the rectification.
It must be filed in time for the rectification to be autho-
rized and for notification of the authorization to reach
the International Bureau before the expiration of the
applicable time limit, namely:

(i) where the authorization is given by the Receiving
Office or the International Searching Authority its noti-
fication must reach the International Bureau before the
expiration of 17 months from the priority date (or later,
before the technical preparations for international pub-
lication have been completed);

(ii)where the authorization is given by the Interna-
tional Preliminary Examining Authority it must be giv-
en before the establishment of the international pre-
liminary examination report;

(iii)where the authorization is given by the Inter-

national Bureau it must be given before the expiration’

of 17 months from the priority date (or later, before
the technical preparations for international publica-
tion have been completed).

The patent examiner, in his capacity as an officer of
either the International Searching Authority or Interna-
tional Preliminary Examining Authority, informs the
applicant of the authorization or refusal to authorize
the rectification of obvious errors. The International
Searching Authority informs the applicant of the deci-
sion by use of Form PCT/ISA/217, while the Internation-
al Preliminary Examining Authority informs the appli-
cant of the decision by use of Form PCT/IPEA/412.

Where the examiner discovers what might be consid-
ered an obvious error, an invitation to request rectifica-
tion (Form PCT/ISA/216 or PCT/IPEA/411) should be
mailed to applicant.

1840 Thelnternational Searching Authority

35 U.S.C. 362, International Searching Authorityand Interna-
tional Preliminary Examining Authority.

(a) ThePatentand Trademark Office mayactasan International
Searching Authority and International Preliminary Examining Au-
thority with respect to international applications in accordance with
the terms and conditions of an agreement which may be concluded
with the International Bureau, and may discharge all dutiesrequired
of such Authorities, including the collection of handling fees and
their transmittal to the International Bureau.

(b) The handling fee, preliminary examination fee, and any
additional fees due for international preliminary examination shall
be paid within sech time as may be fixed by the Commissioner.
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37CFR 1.413. The United States International Searching

Authority.

(a) Pursuart’s appointment by the Assembly, the United States
Patent and Trademark Office will act a¢ 2n International Segrching
Authority for international applications filed in the United States
Receiving Office and in other Receiving Offices aa may be agreed
upon by the Commissioner, in accordance with agreement between
the Patentand Trademark Office and the International Bureau (PCT

Art. 16(3)(b)).
(b) The Patent and Trademark Office, when acting as an

International Searching Authority, will be identified by the full title
“United States International Searching Authority® or by the
abbreviation “ISA/US.”

(c) Themajorfunctionsofthe International Searching Avtherity
include: ‘

(1) Approving or establishing the title and abstract;

(2) Considering the matter of unity of invention;

(3) Conducting international and international —-type scarches
and preparing interaational and international—type search reports
(PCT Art. 15, 17 and 18, and PCT Rules 25, 33 to 45 and 47); and

(4) Transmitting the international searchreporttothe applicant
and the International Bureau.

The United States Patent and Trademark Office
agreed to and was appointed by the PCT Assembly, to act
as an International Searching Authority. As such an au-
thority, a primary function is to establish documentary
search reports on prior art with respect to inventions
which are the subject of applications. See PCT Article
16.

Pursuant to an agreement concluded with the Interna-
tional Bureau, the USPTQ, as an International Search-
ing Authority, agreed to conduct international searches
and prepare international search reports, for, in addi-
tion to the United States of America, Mexico, Trinidad
and Tobago, Brazil and Barbados. The agreement stipu-
lated the English language and specified that the subject
matter to be searched is that which is searched or ex-
amined in United States national applications.

TRANSMITTAL OF THE SEARCH COPY
TO THE INTERNATIONAL SEARCHING
AUTHORITY

The “search copy” is transmitted by the Receiving Of-
fice to the International Searching Authority (PCT
Article 12(1)), the details of the transmittal are provided
in PCT Rule 23.

1800 — 34



PATENT COOPERATION TREATY

~ THE MAIN PROCEDURAL STEPS IN THE
INTERNATIONAL SEARCHING AUTHORITY

The marn"procedural steps that any international

application goes through in the Internatlonal Search-
ing Authority ase the following: .~

(i)the making of the internationat search (PCT Ar-

ticle 15), and
(ii)the preparing of the mtematlonal search report
(PCT Asrticle 18 and PCT Ru_le 43).
' COMPETENT INTERNATIONAL
SEARCHING AUTHORITY

In respect of international applications filed with the
U.S. Receiving Office, the United States International
Searching Authority, which is the Examining Corps of
the United States Patent and Trademark Office, and the
European Patent Office are competent to carry out the
international search (PCT Article 16, PCT Rules 35 and
36,35 U.S.C. 362 and 37 CFR 1.413).

The United States Patent and Trademark Office has
informed the International Bureau that in addition to

the United States Patent and Trademark Office, the Eu-

ropean Patent Office is competent as an International
Searching Authority for searching all kinds of interna-
tional applications filed in the United States Receiving
Office on and after QOctober. 1, 1982. (PCT Article 16(2)
and PCT Rule 35.2(a)(i).

MATTERS TO BE CONSIDERED WHEN
CHOOSING AN INTERNATIONAL
SEARCHING AUTHORITY

Choosing The European Patent Office (EPO) as an
International Searching Authority conld be advanta-
geous to United States applicants who designate coun-
tries for European Regional patent protection in PCT
International applications for the following reasons:

(1) Claims may be amended according to EPO search
results before entering the European Office as a desig-
nated Office.

(2) The EPO search fee need not be paid upon enter-
ing the European Office as a designated Office.

(3) The EPO search results may be available for use
in a U.S. priority application.

(4) The EPO international search may be obtained
without the need for a Evropean professional represen-
tative.

1800 - 35
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(5) The Buropean Patent Office search could provide
the U.S. applicant with the benefit of a European art
search (which may be different from applicant’s own or
the USPTO’s search) before it is necessary to enter the
European Patent Office or other designated Offices.

Some of the disadvantages that may occur due to the
European Patent Office making the international search
are the following: ‘

- (1) Additional mailmg trme to and from the EPO
Searching Authority may shorten the time for applicants
to respond to various invitations from the EPO such as

for comments on abstracts and payments of additional -

search fees as well as for PCT Article 19 amendments to
the claims after issuance of the Internatlonal Search Re-
port. '
(2) There may be more drfﬁculty in solvmg any proce-
dural problems between the applicant and the EPO than
with the USPTO due to physrcal distance and time dif-
ferences. :

The PCT Applrcant’s Guide prov;des helpful informa-
tion for communications with the European Patent Of-
fice.

1840.01 The European Patent Office as an
International Searching Authority

Since October 1, 1982, the European Patent Office
(EPQ) has been available as a Searching Authority for
PCT applications filed in the United States Receiving
Office. The choice of Searching Authority, either the
EPO or the United States Patent and Trademark Office,
must be made by the applicant on filing the international
application. The choice of Searching Authority may also
be indicated on Form PTO—1382 Transmittal Letter.

It should be noted that the European Patent Office
will not search, by virtue of PCT Article 17(2)(a)(i), any
international application to the extent that it considers
that the internation-al application relates to subject mat-
ter set forth in PCT Rule 39.1. Furthermore, the Buro-
pean Patent Office is not equipped to search computer
programs.

The international search fee for the European Patent
Office must be paid to the United States Patent and
Trademark Office (USPTO) as a Receiving Office at the
time of filing the international application. The search
fee for the European Patent Office is announced weekly
in the Official Gazette in United States dollars. The
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1843 The Internationa) Search

: PCTAmcIe 17
Pmcedum before the Intemational SeamhmgAuthonty

Q) PmoedurebeforethelntemauonalScarchmgAutlmntysballbe
governed by the provisions of this ‘Treaty, the Regulations, and the

agreementwhxchﬂxelntemauonalBureaushallconclude,subjecttothts B

Treaty and the Regulations, with the said Authority. K
(2)(a) If the International Searching Anthority considers: -

(i) that the international application relates to a subject matter

which the International Searching Authority is not required, under the
Regulations, tosearch, andinthe particular case decides not tosearch, or

(ii) that the description, the clanms, or the drawings, fail to comply
with the prescn'bed requirements 1o such an extent that a meaningful
search could not be carried out, the said Authonty shall so declare and
shall notify the applicant and the International Bureau that no interna-
tional search report will be established.

.(b) Ifanyofthe sltuatlons‘referted toin subparagraph (a) isfoundto
exist in connection with certain claims only, the international search
report shall so indicate in respect of such claims, whereas, for the other
claims, the said report shall be established as provided in Article 18. :

(3)(a) If the International Searching Authority considers that the
international application does not comply with the requirement of unity
of invention as set forth in the Regulations, itshall invite the applicant to
pay additional fees. The International Searching Authority shall estab-
lish the international search report on those parts of the international
application which relate to the invention first mentioned in the claims
(main invention) and, provided the required additionat fees have been
paid within the prescribed time limit, on those partsof the international
application which relate to inventions in respect of which the said fees
were paid.

(b) Thenationallaw of anydesignated State may provide that, where
the national Office of the State finds the invitation, referred to in
subparagraph (a), of the Internationat Searching Authority justifiedand
where the applicant has not paid all additional fees, those parts of the
international application which consequertly have not been searched
shall, as far as effects in the State are concerned, be considered
withdrawn unless a special fee is paid by the applicant to the national
Office of that State.

PCT Rule 33
Relevant Prior Art for the International Search

33.1. Relevant Prior Art for the International Search

(a) Forthe purposes of Article 15(2), relevant prior art shali consist
of everything which has been made available to the public anywhere in
the world by means of written disclosure (including drawings and other
illustrations) and which is capable of being of assistance in determining
that the claimed invention is or is not new and that it does or does not
involve an inventive step (i.e., that it is or is not cbvious), provided that
the making available to the public accurred prior to the international
filing date.

(b) When any written disclosure refers to an orel disclosure, use,
exhibition, or other meanswhereby thecontentsof the writtendisclosure
were made available to the public, and such maling available to the
public occurred on a date prior to the internationsl filing date, the
international search repost shall separately mention that fect and the
date on which it occurred if the making available to the public of the

1843

written disclosure occurred on a dete which is the same as, o later than,
the international filing date.

() mw&mmmwmmmwmmmm
is the same as, or later than, but whose filing date, oz, where applicable,
claimed peiority date, is carlier than the international filing date of the
international application searched, and which would constitute relevant
prior art for the purposes of Article 15(2) bad it been published prioe to
the international filing date, shall be specially mentioned in the -
mtematmnalsearchrcport. :

332.erldsroBeCowredbytheImnmuomlSeamh ‘

(a) Theinternationslsearchshall coverallthosetechnicalficlds,and
shall be carried out on the basis of all those search files, which may
contain material pertinent to the invention. '

'(b) Consequently, not only shall the art in which the mventmn is
classifiable be searched but also analogous agls tegardlms of where
classified. .

() The question what arts are, in any given case, to be regarded as
analogous shall be considered in the light of what appears 1o be the
necessary essential function or use'of the invention and not only the
specific functions expressly indicated in the international application.

(d) The international search shall embrace all subject matter thatis
generally recognized as equivalent to the subject matter of the claimed
inventionfor afl or certain of itsfeatures, even though, initsspecifics, the
invention as described in the international application is different.

33.3 Orientation of the Intemational Search

(a) Internationalsearchshallbe madeon thebasisof theclaims, with
due regard io the description and the drawings (if any) and with
particular emphasis on the inventive concept towards which the claims
are directed.

(b) Insofaraspossiblcandreasonable, theinternational searchshall-
cover the entire subject matter to which the claims are directed or to
which they might reasonably be expected to be directed after they have
been amended.

PCT Rule 39
Subject Matter under Article 17(2)(a) (i)

39.1. Definition

No International Searching Authority sheil be required to search an
international application if, and to the extent towhich, its subject matter
is any of the following:

(i) scientific and mathematical theories,

(i) plant or animal varicties or essentially biological processes for
the production of planis and animals, other than microbiological
processes and the products of such processes,

(iii) schemes, rules or methods of doing business, performing purely
mental acts or playing games,

(i) methods for treatment of the human or animal body by surgery
or therapy, as well as diagnostic methods,

{v) mere presentations of information,

(vi) computer programs to the extent that the International Scarch-
ing Authority is rot equipped to seerch prior 2ot concerning sach
DrOgramS.

PCT Article 15 describes the objective of the intema-
tional search, i.c., to uncover relevant prior art, and also
dcwibesﬂmemtemahmmi—typemmb Itshwldbe
noted generally that an international
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- performed on all UsS. natlonal apphcatxons filed after
June1,1978. -

There are several benefits to apphcants who use the

PCT. One of the three most commonly mentioned bene-

fits is the mtematlonal search (and consequently the in-

ternational search report). The others are the time delay
gained before havmg to enter the nationa! phase and the
monetary savmgs since ﬁlmg and translat:on fees are

also deferred or indeed, may not be necessary depending

upon the search results.. The international search gives
applicants the benefit of knowmg the status of the prior
art with respect to their invention before time for entry

into the national stage. This affords applicants the time

to make economic decisions whether to perfect their na-
tional stage filings. - |
The objective of the international search is to discover
relevant prior art (PCT Article 15(2)). “Prior art” con-
sists of everything which has been made available to the
public anywhere in the world by means of written disclo-
sure (including drawings and other illustrations); it is
relevant in respect of the international application if it is
capable of being of assistance in determining that the
claimed invention is or is not new and that the claimed
invention does or does not involve an inventive step (i .c.,
that it is or is not obvious), and if the making available to
the public occurred prior to the international filing date.
For further details, see PCT Rule 33. The international
search is made on the basis of the claims, with due regard
to the description and the drawings (if any) contained in
the international application (PCT Article 15(3)). Cate-
gories of relevant prior art as described in PCT Rule 33.1
are indicated in the search report under the section
“Documents Considered To Be Relevant.” The various
letter designations are defined on the search report form
(see PCT/ISA/210).
It is pointed out, for example, that:

(1) a category X reference defeats novelty or defeats
inventive step when the reference is considered alone;

(2) a category Y reference is said to defeat or refute
inventive step when combined with one or more other
such references — the combination being obvious to a
person skilled in the art;

(3) a category A reference is one showing the general
state of the art but would not be considered to be of par-
ticular relevance;

Rev. 1, Sept. 1995
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(4)a category E reference is an carlier document
which is published on or after the mtematmnal ﬁlmg

- date;

(5)a category P tet‘erenoe isa document published
prior to the international filing date but later than the

‘claimed priority date (commonly called an intervening

reference).

These are the most commonly used categones of ref-
erences.

The examiner should not vxew these mtegones stnctly ;
in the sense that they have a direct comparison to U.S.
application of prior art references, for example, a cate-
gory X reference defeats novelty and in that sense, it is -
closely analogous to U.S. consideration of 35 US.C. 102
prior art. However, a category X reference can also de-
feat inventive step which is analogous to U.S. consider-
ation of 35 U.S.C. 103 prior art.

DOCUMENTS SEARCHED BY THE
INTERNATIONAL SEARCHING
AUTHORITY

The International Searching Authority must endeav-
or to discover as much of the relevant prior art as its facil-
ities permit (PCT Article 15(4)), and, in any case, must
consult the so—called “minimum documentation” (PCT
Rule 34).

CERTAIN SUBJECT MATTER NEED NOT
BE SEARCHED

No International Searching Authority is required to
perform an international search where the international
application relates to any of the following subject mat-
ters:

(i) scientific and mathematical theories,

(i) plant or animal varicties or essentially biological
processes for the production of plants and animals, other
than microbiological processes and the products of such
processes,

(iii) schemes, rules or methods of doing business,
performing purely mental acts or playing games,

(iv) methods for ireatment of the human or animal
body by surgery or therapy, as well as diagnostic meth-
ods,

(v) mere presentation of information, and

(vi) computer programs to the extent that it, the said
Authority is not equipped to search prior art (PCT
Article 17(2)(a)(i) and PCT Rule 39).

1800 - 38



PATENT COOPERATION TREATY

The applicant considering the filing of an internation-
al application may be well advised not to file one if the
subject matter of the application falls into one of the
above mentioned areas. If he or she still does file, the In-

ternational Searching Authority may declare that it will

not establish an international search report. It is to be
noted, nevertheless, that the lack of the international
search report in such case will not have, in itself, any in-
fluence on the validity of the international application
and the latter’s processing will continue, including its
communication to the designated Offices.

The USPTO has declared that it will search and ex-
amine, in international applications, all subject matter
searched and examined in U.S. national applications.

NO SEARCH REQUIRED IF CLAIMS
ARE UNCLEAR

If the International Searching Authority considers
that the description, the claims, or the drawings fail to
comply with the prescribed requirements to such an ex-
tent that a meaningful search could not be carried out, it
may declare that it will not establish a search report
(PCT Article 17(2)(a) (ii) and (b)). Such declaration may
also be made in respect of some of the claims only. The
lack of the international search report will not, in itself,
have any influence on the validity of the international
application and the latter’s processing will continue, in-
chuding its communication to the designated Offices.
Where only some of the claims are found to be unsearch-
able, the International Searching Authority will not
search them, but will search the rest of the international
application. Any unsearched claims will be indicated in
the Search Report.

1844 The International Search Report [R—1}

PCT Article 18
The International Search Report

(1) The international search report shall be established within the
prescribed time limit and in the prescribed form.

{2) The international search report shall, as soon as it has been
established, be transmitted by the International Searching Authority to
the applicant and the International Bureau.

(3) The international search repost ot the declaration referred toin
Agticle 17(2)(a) shall be translated as provided in the Regulaticns. The
translations shall be prepared by or under the responsibility of the
Internationel Bureau.

The results of the international search will be re-
corded in the international search report (Form PCT/

1800 - 39
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ISA/210), which is transmitted with Form PCT/ISA/220
to the applicant and with Form PCT/ISA/219 to the
International Bureau. The search report will be pub-

~ lished by the International Bureau and will serve as a

basis for examination of the international application by
the designated Offices and the International Preliminary
Examination Authority. '

The time limit for establishing the international
search report or the declaration under Article 17(2)(a)
that no search report will be established is 3 months from
receipt of the search copy by the searching authority or 9
months from the priority date, whichever time limit ex-
pires later. To ensure timeliness, Office policy is to set a
shorter period for the search by the examiner so that any
corrections to the report can be made timely and also to
allow for review and mailing to the International Bu-
reau. The Office strives to get all search reports to the In-
ternational Bureau by 16 months from the priority date
or, where there is no priority date, 9 months from the
international filing date. See PCT Rule 42.1.

The search report should not contain any expressions
of opinion, reasoning, argument or explanation as to any
cited prior art. Any such comments would be inappropri-
ate and shouid be used only if preliminary examination is
or becomes a part of the international proceeding. The
search report is only for the purpose of identifying prior
art and not for commenting thereupon.

The printed international search report form (Form
PCT/ISA/210) to be transmitted to the applicant and to
the International Bureaw contains two main sheets
(“first sheet” and “second sheet”) to be used for all
searches. These two main sheets are intended for record-
ing the important features of the search such as the ficlds
searched and for citing documents revealed by the
search. The printed international search report form
also contains four optional continuation sheets for use
where necessary. There are two continuation sheets for
each of the “first sheet” and the “second sheet™: “contin-
uation of first sheet (1)” and “continuation of first sheet
(2)”, and “continuation of second sheet” and “patent
family annex”, respectively. The patent family annex
sheet is not currently used since patent family informa-
tion is not readily available to the examiner. The “contin-
uation of first sheet (1) is to be used only where an
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IRTERNATIONAL SEARCH REPORT

IFC(S)

A, CLASSIFICATION OF SUBJECT MATTER

‘B63H 29/02, 29104

US CL <~114/044C; 3405987
According to Intermational Pateat Classification (IPC) or to both naticas! classification sad [PC

Minimum documenintion seerchod (classiflcstion syslem mwmm
U.s. :

134/1144C, 104R, 39; 3401987

Documeristion searched cther than minimum documentaiion o the exlens thes euch decuments ere included ia Yis Gelds searchad

Efestronio data bese congulled Jduring the international senrch (same of dula base and, where prastisshle, seareh terme used)
USPTO APS “self-atecring®, “wind vese®, “seilboes”

C. DOCUMENTS CORSIDERED T0 BE RELEVANT

Category®|  Cltation of document, with indication, where sppropeiate, of the relevant passages

Relevant o clalm No.

w4 B4

AP

A

US, A, 3,880,104 (SAYE) 29 April 1975
(29.04.75)
figure 1
column 4, lines 3—-27,

GB, A, 392,415 (JONES) 18 May 1933
(18.05.33) page 3, lines 57, figure 5
support 36.

H. Water, “Sailboat Construction”, Volume 2,
published 1974, Sweet and Maxwell (London)
pages 138 to 192, especially pages 146—148.

IBM Technical Disclosure Builetin,

Volime 17, No. 6, October 1992 (Armonk,
New York), LP. Green, “Integrated Circuit
and Electronic Compass”, pages 1344—1345.

JB A, 60-166,591 (MITSUBISHI)
29, August 1985 (29.08.85), figure 4
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PATENT COOPERATION TREATY

B Authenncanon and Da&es
The ldentnﬁcatlon of the Intematlonal Searchmg An-

" thority which established the mtcmatmnal search report -

and the dateon which the report was drawn up should be

indicated in the search report. This date should be thatof
the drafting of the report by the search examiner who -

carried out the search. In addition to the date of actual
‘completion of the international search, the international
search report shall also indicate the date on which it was
mailed to the appllcant which is important for the com-
putation of the time limit for filing amendments to the
claims under Atticle 19. See PCT Rules 43.1 and 43.2.

. The international search report shall indicate the
name of an authorized officer of the International
Searchmg Authority which means the person who actual-
ly performed the search work and prepared the search
report. See PCT Rule 43.8. Note that the name is re-
quired but not the signature.

CONTENTS OF THE INTERNATIONAL
SEARCH REPORT

The international search report (PCT Rule 43) con-
tains, among cther things, the citations of the documents
considered to be relevant (PCT Rule 43.5 and Adminis-
trative Instruction Section 503), the classification of the
subject matter of the invention (PCT Rule 43.3 and Ad-
ministrative Instruction Section 504) and an indication
of the fields searched (PCT Rule 43.6). Citations of par-
ticular relevance must be specially indicated (Adminis-
trative Instruction Section 505); citations of certain spe-
cific categories of documents are also indicated (Admin-
istrative Instruction Section 507); citations which are not
relevant to all the claims must be cited in relation to the
claim or claims to which they are relevant (Administra-
tive Instruction Section 508); if only certain passages of
the cited document are particularly relevant, they must
be identified, for example, by indicating the page, the
column or the lines, where the passage appears.

1844.01 Time for the International Search
Report

Publication of the international application occurs at
18 months from the earliest priority date or, where there
is no priority date, 18 months from the international ap-
plication filing date. The Office goal is to have the search
report mailed in sufficient time to reach the Internation-
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al Bureau by the end of 16 months from the priosity date
or 9 months from the filing date if no priority claim is

- made. This is necessaty since the technical preparations

for publication are completed by 17.5 months from the
earliest priority date. In view of the treaty mandated
publication and the time needed for technical prepara-
tion, the Office sets time periods for completion of the
search report which wili ensure sufficient time to com-
plete internal processing and review and achicve receipt of
search report at the International Bureau by the 16th month. -
fromthepnomydate.SeePCI‘Rulc42.1fortm1ehnntfor
the search, ,

Thus, as a matter of practice, each exammmg Group

tends to set its internal time period for completion of the

search report to meet the time limits set by the Interna-
tional Division. The International Division sets its time
for completion to emsure adequate time for review,
corrections (wWhere necessary) and mailing.

The date of transmittal of the search report becomes
critical for applicants since it starts the 2 month period
for submission of amendments to the claims under Ar-
ticle 19. See PCT Rule 46.1.

The Patent Cooperation Treaty is exiremely date sen-
sitive and for that reason, examiners are encouraged to
complete the international search and prepare the
search report promptly after receipt. Monitoring and
tracking procedures have been devised to minimize the
risk of late search reports and/or date tramnsmission
thereof.

1846 Sections of the Articles, Regulations,
and Administrative Instructions Under
the PCT Relevant to the International
Search

Articles of the Treaty, Articles 15 — 20 (Annex T).
Regulations under the Treaty, Rules 33 — 47
(Annex T).

Administrative Instruction Sections 501 - 515
(Annex Al).

1847 Refund of International Search Fee
37 CFR 1.446. Refund of international application filing and

processing fees.

(8) Momypmd for international application fees, where m by
actus] misteke or in excess, uch as a payment not vequired by law ot
Treaty avd its Regulations, will be refunded.

®) [Reserved]
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(c) Refund of the supplemental search fees will be made if such
refund is determined to be warranted by the Commissioner or the
Commissioner’s designee acting urider PCT Rule 40.2(c). .

(d) The international and search fees will be refunded if no inter-

national ﬁlmgdatexsaworded orif the application is withdrawn before

transmittal of the récord copy to the International Bureau (PCT Rules
15.6 and 16.2). ‘The search fee will be refunded if the application is
withdrawn before transmittal of the search copy to the International
Searching Authority. The transmittal fee will not be refunded.

(e) The handling fee (§ 1.482(b)) wnll be refunded (PCT Rule
57.6) onlyif:

(1) The Demand is withdrawn before theDemandhasbeensentby
the International Prehmmary Exmnmmg Authority to the International
Bureau, or

(2) The Demand is consxdered not to have been submitted (PCT
Rule 54.4()).

Refund of the supplemental search fee will be made if
the applicant is successful in a protest (filed pursuant to
37 CFR 1.477) to a holding of lack of unity of invention.
The supplemental search fee must be paid and be accom-
panied by (1) a protest and (2) a request for refund of the
supplemental search fee.

The search fee will be refunded if no international fil-
ing date is accorded or if the application is withdrawn be-
fore the search copy is transmitted to the International
Searching Authority. The transmittal fee will not be re-
funded.

Any request for refund of the search fee made after
the search copy has been transmitted to the Internation-
al Searching Authority must be directed to the Interna-
tional Searching Authority and not to the Receiving Of-
fice. This is clearly necessary where applicant has chosen
the European Patent Office as the search authority.

1848 Sequence Listings [R--1]

PCT Administrative Instructions
Section 513 Sequence Listings

(a) Where the International Searching Authority finds that an
international application contains a disclosure of a aucleotide and/or
amino acidsequencebuttheinternationalapplicationdoesnotcontaina
listingofthatsequence, that Authoritymayinvite the applicanttofurnish
it with a sequence listing which is in compliance with Section 208.

(b) Whereasequence listing hasbeen furnished separately from the
international application to the International Searching Authority or
transcribed by that Authority, the intemational search repost shall so
indicate.

L1

>(c) Where a meaningful international search cannotbe carried out
because asequence listing isnotavaileble to the International Searching
Autherity in the required form, that Anthority shall so state in the
international search report.

Rev. 1, Sept. 1995

(d) The International Searching Authority shall indelibly mark, in
the upper right-~hand corner of the first sheet, and preferably of all

. sheets, of any sequence listing in printed form not forming past of the

international application, the words “SEPARATELY FURNISHED -
SEQUENCE LISTING.”< - .

Where an international application contains disclo-
sure of a nucleotide and/or amino acid sequence, the de-
scription must contain a listing of the sequence comply-
ing with WIPO Standard ST, 23 (Recommendation for
the Presentation of Nucleotide and Amino Acid Se-
quences in Patent Applications and in Published Patent
Documents). If the International Searching Authority
finds that an international application contains such a
disclosure but that the description does not include such
a listing or that the listing included does not comply with
that Standard, the International Searching Authority
may invite the applicant to furnish a listing complying
with that Standard.

If the International Searching Authority finds that a
sequence listing is not in a2 machine readable form pro-
vided for in the Administrative Instructions, it may invite
the applicant to furnish a listing to it in such a form.
Again, the International Searching Authority would in-
vite the applicant to supply. the machine readable
diskette.

Different requirements apply, as set out in Annex Cto
the Administrative Instructions, for the various Interna-
tional Searching Authorities. Certain Authorities re-
quire listings in a specified format on a computer dis-
kette. The requirements, if any, of each International
Searching Authority as to machine readable form are set
outor summarized in Annex C to the Administrative In-
structions. In some cases, that Annex indicated that a
machine readable form for sequence listings is not re-
quired but is acceptable.

An invitation from the International Searchmg Au-
thority to furnish a sequence listing complying with
WIPO Standard ST. 23 or Annex C to the Administrative
Instructions, will specify a time limit for response to the
invitation. Any sequence listing furnished by the appli-
cant must be accompanied by a statement to the effect
that the listing does not include matter which goes be-
yond the disclosure in the international application as
filed. If the applicant does not comply within that time
limit, the secarch underiaken by the International
Searching Aunthority may be restricted.

If the applicant wishes to include such a listing in the
text of the decription itself, appropriate amendments
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may be made later under Article 34, provided that the
applicant files a Demand for mtematlonal prehmmary
exammatlon "‘

1849 Subject Matter Excluded From
~International Search

The examiner is not required to perform an interna-
tional search on claims which relate to any of the follow-
ing subject matter: (i) scientific and mathematical theo-
ries, (ii) plant or animal varieties or essentially biological
processes for the production of plants and animals, other

than microbiological processes and the products of such.

processes, (iii) schemes, rules or methods of doing busi-
ness, performing purely mental acts or playing games,

(iv) methods for treatment of the human or animalbody -

by surgery or therapy, as well as diagnostic methods, (v)
mere presentation of information, and (vi) computer
programs to the extent that the Authority is not
equipped to search prior art concerning such programs.
See PCT Rule 39. In addition, the examiner is not re-
quired to search the international application, to the ex-
tent that a meaningful search cannot be carried out, in
certain cases where a nucleotide and/or amino acid se-
quence listing is not furnished in accordance with the
prescribed standard or in a machine readable form. See
Administrative Instruction 513(c). However, the U.S.
Patent & Trademark Office has declared that it will
search and examine all subject matter searched and ex-
amined in U.S. national applications. If none of the
claims are required to be searched, the examiner will de-
clare that no search report will be established using form
PCT/ISA/203. It should, nevertheless, be noted that the
lack of an international search report in such a case does
not, in itself, have any influence on the validity of the in-
ternational application, the processing of which, includ-
ing its communication to the designated Offices,
continues.

1850 Unity of Invention Before the
International Searching Authority

PCT Rule 40
Lack of Unity of Invention (International Search)

40.1. Invitation to Pay

The invitation to pay additional fees provided for in Article 17(3)(a)
shall specify the reasons for which the international application is not
considered as complying with the requirement of unity of invention and
shall indicate the amount to be paid.

1800 - 47
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40.2. Additional Fees

() Theamountofthe additionalfeedusforscarchingunderAsticle
17(3xa)mm&wmmwmmpmmmmww ‘
Authority.

) memnonalfeedueﬁorseardungmdermdel7(3)(a)shaﬂ
be payable direct to the International Searching Authority. ,

(©) Anyapphcantmaypayﬁead&tionaifeeunderprmthatm,

* accompanied by arcasoned statementtotheeffect thatthe international

application complies with the requirement of unity of invention or that
the amount of the required additional foe is excessive, Such protest shall

'be examined by a three —member board or other special instance of the

International Searching Authority or any competent higher authority,
which, to the extent that it finds the protestjustified, shall order the total
or partial reimbursement to the applicant of the additional fee. On the
request of the applicant, the text of both the protest and the decigion
thereon shall be notified to the designated Offices together with the
international search report. The applicant shall submit any translation

thereof with the furnishing of the u'anslatmn of the mtemauonal

application required under Article 22,

@) 'l‘hethree—memberbomd,specmhmmneeorcompetenthlgher
authority, referred to in paragraph (c), shall not comprise any person
who made the decision which is the subject of the protest. :

L2 212

403, Time Limit

The time limit provided forin Amele 17(3)(a) chall be fixed, in cach
case, according to the circumstances of the case, by the International
Searching Authority; it shall not be shorter than 15 or 30 days,
respectively, depending onwhether the applicant’saddressisinthesame
countsy as or in a different country from that in which the International
Searching Authority is located, and it shall not be longer than 45 days,
from the date of the invitation.

PCT Adminisirative Instructions Section 502
Transmittal of Protest Against Payment of Additional
Fee and Decision Thereon Where International
Application Is Considered to Lack Unity of Invention

The International Searching Anthority shall transmit to the appli-
cant, preferably at the latest together with the international sesrch
report, any decision which it has taken under Rute 40.2{c) on the protest
of the applicant against payment of an additional fee where the
international application is considered to lack unity of invention. At the
same time, itshalltransmit to the International Bureau acopyofboth the
protest and the decision thereon, as well as any request by the applicant
to forward the texts of both the protest and the decision thereon to the
designated Offices.

37CFR 1.475. Unity of invention before the International
Searching Authority, the Intemational Preliminary Examining
Authority and duving the national stage.

(a) Aninternational and a nationsl stage application shall relate to
oneinventiononlyor toagroup ofinventionssolinkedasto formasingle
general inventive concept (“requirement of unity of invention™), Where
a group of inventions is claimed in an application, the requircment of
unity of invention shell be fulfilled only when there is 2 techuical
relationship among those inventions involving one or more of the sume

Rew. 1, Sept. 1995
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or corresponding special technical features, The expression “special
technical features” shall mean those technical features that define a
conm'butmnwhxcheadnoftheclaimdmvenﬂom,emxdcwdasawbo!&
makes over the prior art. . -

(b) An international or a natlonal stage apphcatmn comammg
claims to different’ categories of invention will be considered to have

umtyofuwentlonlftheclmmsaredrawnonlytooneofthefollcwmg '

combinations of categories:

(1) Apmductandaprowssspecmllyadapmdforthemanufmm

ofsaldproduct, ,
(2)Apmductandaprocessofuseofsazdpwduct or

3 Aptoduct,aproeessspeuaﬁyadaptedfortbemanufacmreof ’

thesmdproduct,andauseofthesaldpmduct or -

{(4) A process and an apparatus or meansspec:ﬁml!y designed for
carrying out the said process; or .

(5) A product, a process speclally adapted for the manufacture of
the said product, and an apparatus or means speclﬁcally designed for
carrying out the said process. ,

(c) Hanapplication contains claims to more or less than one of the
combinationsof categoriesof invention set forth in paragraph (b) of this
section, unity of invention might not be present. »

(d) If multiple products, processes of manufacture or uses are
claimed, the first invention of the category first mentioned in the claims
of the application and the first recited invention of each of the other
categories related theretowillbe considered as the main invention in the
claims, see PCT Article 17(3)(2) and § 1.476(c).

(e)The determination whether a group of inventions is so linked as
to form a single general inventive concept shall be made without regard
to whether the inventions are claimed in separate claims or as
alternatives within a single claim.

37 CFR 1.477. Protest to lack of unity of invention before the
International Searching Authority.

(a) If the applicant disagrees with the holding of lack of unity of
invention by the International Searching Authority, additional fees may
be paid under protest, accompanied by a request for refund and a
statement setting forth reasons for disagreement or why the required
additional fees are considered excessive, or both (PCT Rule 40.2(c)).

(b) Protest under paragraph () of this section will be examined by
the Commissioner or the Commissioner’s designee. Inthe event thatthe
applicant’s protest is determined to be justified, the additional fees or a
portion thereof will be refunded.

(c) An applicant who desires that a copy of the protest and the
decision thereon accompany the international search report when
forwarded to the Designated Offices, may notify the Iniernational
Searching Authority to that cffect any time prior to the issuance of the
international search report. Thereafter, such notification should be
directed to the International Bureau (PCT Rule 40.2(c)).

THE REQUIREMENT FOR “UNITY OF
INVENTION”

Any international application must relate to one in-
vention only or to a group of inventions so linked as to
form a single general inventive concept (PCT Article
3(4)(iii) and 17(3)(a), PCT Rule 3.1, and 37 CFR 1.475).
Observance of this requirement is checked by the Inter-

Rev. 1, Sept. 1995
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national Searching Authority and may be relevant in the
nauonal(orregwnal)phwe , :
- 'The decision in Caterpillar ZiuctorCompany v. Com

" missioner of Patents and Trademarks, 231 USPQ 590
~ (E.D. Va. 1986) held that the Patent and Trademark Of-

fice mterpretatlon of 37 CFR 1. 141(b)(2) as applied to
unity of invention determinations in international ap-
plications was not in accordance with the Patent Coop-

eration Treaty and its implementing regulations. In the
-Caterpillar ihte.mational application, the USPTO acting
~ asan International Searching Authority, had held lack of

unity of invention between a set of claims directed toa. -
process for forming a sprocket and a set of claims drawn
to an apparatus (die) for forging a sprocket. The court .
stated that it was an unreasonable interpretation to say
that the expression “specifically designed” as found in
former PCT Rule 13.2(ji) means that the process and ap-
paratus have unity of invention if they can only be used

* with each other, as set forth in MPEP § 806.05(¢).

Therefore, when the Office considers international
applications as an International Searching Authority, as
an International Preliminary Examining Authority, and
during the national stage as a Designated or Elected
Office under 35 U.S.C. 371, PCT Rule 13.1 and 13.2 will
be followed when considering unity of invention of
claims of different categories without regard to the prac-
tice in national applications filed under 35 U.S.C. 111.
No change was made in restriction practice in United
States national applications filed under 35 US.C. 111
outside the PCT.

In applying PCT Rule 13.2 to international applica-
tions as an International Searching Authority, an Inter-
national Preliminary Examining Authority and to na-
tional stage applications under 35 U.S.C. 371, examiners
should consider for unity of invention all the claims to
different categories of invention in the application and
permit retention in the same application for searching
and/or preliminary examination, claims to the categories
which meet the requirements of PCT Rule 13.2.

PCT Rule 13.2, as it was modified effective 01 July
1992, no longer specifics the combinations of categories
of invention which are considered to have unity of inven-
tion. Those categories, which now appear as a part of An-
nex B to the Administrative Instructions, has been sub-
stituted with a statement describing the method for de-
termining whether the requirement of unity of inveation
is satisfied. Unity of invention exists only when there isa
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technical relationship among the claimed inventions in-
volving one or more special technical features. The term
“special technical features” is defined as meaning those
technical features that define a contribution which each
of the inventions considered as a whole, makes over the
prior art. The determination is made based on the con-
tents of the claims as interpreted in light of the descrip-
tion and drawings. Annex B also contains examples con-
cerning unity of invention.

Independent and Dependent Claims

Unity of invention has to be considered in the first
place only in relation to the independent claims in an in-
ternational application and not the dependent claims.
By “dependent” claim is meant a claim which contains all
the features of another claim and is in the same category
of claim as that other claim (the expression “category of
claim” referring to the classification of claims according
to the subject matter of the invention claimed for exam-
ple, product, process, use or apparatus or means, etc.).

If the independent claims avoid the prior art and satis-
fy the requirement of unity of invention, no problem of
lack of unity arises in respect of any claims that depend
on the independent claims. In particular, it does not
matter if a dependent claim itself contains a further in-
vention. Equally, no problem arises in the case of a ge-
nus/species situation where the genus claim avoids the
prior art. Moreover, no problem arises in the case of a
combination/subcombination situation where the sub-
combination claim avoids the prior art and the combina-
tion claim includes all the features of the subcombina-
tion.

If, however, an independent claim does not avoid the
prior art, then the question whether there is still an in-
ventive link between all the claims dependent on that
claim needs to be carefully considered. If there is no link
remaining, an objection of lack of unity (that is, arising
only after assessment of the prior art) may be raised.
Similar considerations apply in the case of a genus/spe-
cies or combination/subcombination situation.

This method for determining whether unity of inven-
tion exists is intended to be applied even before the com-
mencement of the international search. Where a search
of the prior art is made, an initial determination of unity
of invention, based on the assumption that the claims
avoid the prior art, may be reconsidered on the basis of
the results of the search of the prior art.

1800 — 49
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luestrations of Particular Situations

There are three particular situations for which the
method for determining unity of invention contained in
PCT Rule 13.2 is explained in greater detail:

(i) combinations of different categories of claims;
(i) so—called “Markush practice™; and
(iii) intermediate and final products.

Principles for the interpretation of the method con-
tained in PCT Rule 13.2, in the context of each of those
situations are set out below. It is understood that the
principles set out below are, in all instances, interpreta-
tions of and not exceptions to the requirements of PCT
Rule 13.2.

Examples to assist in understanding the interpreta-
tion on the three areas of special concern referred to in
the preceding paragraph are set out below.

Combinations of Different Categories of Claims

The method for determining unity of invention under
Rule 13 shall be construed as permitting, in particular,
the inclusion of any one of the following combinations of
claims of different categories in the same international
application:

(i)in addition to an independent claim for a given
product, an independent claim for a process specially
adapted for the manufacture of the said product, and an
independent claim for a use of the said product, or

(ii) in addition to an independent claim for a given
process, an independent claim for an apparatus or means
specifically designed for carrying out the said process, or

(i) in addition to an independent claim for a given
product, an independent claim for a process specially
adapted for the manufacture of the said product and an
independent claim for an apparatus or means specifical-
ly designed for carrying out the said process, it being un-
derstood that a process is specially adapted for the
manufacture of a product if it inherently results in the
product and that an apparatus or means is specifically
designed for carrying out a process if the contribution
over the prior art of the apparatus or means corresponds
to the contribution the process makes over the prior art.

Thus, a process shall be considered to be specially
adapted for the manufacture of a product if the claimed
pnmmherenﬂyremltsmwedwmdmdﬂamm
the technical relationshin beid
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cially adapted” are not intended to imply that the prod-
uct could not also be manufactured by a different pro-
Also an apparatus or means shall be considered to be
specifically designed for carrying out a claimed process if
the contribution over the prior art of the apparatus or
means corresponds to the contribution the process
makes over the prior art. Consequently, it would not be
sufficient that the apparatus or means is merely capable
of being used in carrying out the claimed process. How-
ever, the expression specificaily designed does not imply
that the apparatus or means could not be used for carry-
ing out another process, nor that the process could notbe
carried out using an alternative apparatus or means.

“Markush Practice”

The situation involving the so—called Markush prac-
tice wherein a single claim defines alternatives (chemi-
cal or non—chemical) is also governed by Rule 13.2. In
this special situation, the requirement of a technical in-
terrelationship and the same or corresponding special
technical features as defined in Rule 13.2, shall be con-
sidered to be met when the alternatives are of a similar
nature.

When the Markush grouping is for alternatives of
chemical compounds, they shall be regarded asbeing of a
similar nature where the following criteria are fulfilled:

(A) all alternatives have a common property or activ-
ity, and

(B)(1)a common structure is present, i.e., a signifi-
cant structural element is shared by all of the alterna-
tives, or

(B)(2)in cases where the common structure cannot
be the unifying criteria, all alternatives belong to a recog-
nized class of chemical compounds in the art to which the
invention pertains.

In paragraph (B)(1), above, the words significant
structural element is shared by all of the alternatives re-
fer to cases where the compounds share a common
chemical structure which occupies a large portion of
their structures, or in case the compounds have in com-
mon only a small portion of their structures, the com-
monly shared structure constitutes a structurally distine-
tive portion in view of existing prior art. The structural
element may be a single component or a combination of
individual components linked together.

Rev. 1, Sept. 1995
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In paragraph (BX2), above, the words recognized
class of chemical compounds mean that there is an ex-
pectation from the knowledge in the art that members of |
the class will behave in the same way in the context of the
claimed invention. In other words, each member could
be substltuted one for the other, with the expectation
that the same intended result would be achieved.

The fact that the alternatives of a Markush grouping

can be differently classified shall not, taken alone, be
considered to be justification for a ﬁndmg of a lack of
unity of invention.
- When dealing with alternatwes, ifitcanbe shown that
at least one Markush alternative is not novel over the
prior art, the question of unity of invention shall be re-
considered by the examiner. Reconsideration does not
necessarily imply that an objection of lack of unity shall
be raised.

Intermediate and Final Products

The situation involving intermediate and final prod-
ucts is also governed by Rule 13.2.

The term intermediate is intended to mean inter-
mediate or starting products. Such products have the
ability to be used to produce final products through a
physical or chemical change in which the intermediate
loses its identity.

Unity of invention shall be considered to be present in
the context of intermediate and final products where the
following two conditions are fulfilled:

(A) the intermediate and final products have the
same essential structural element, in that:
(1) the basic chemical structures of the intermedi-
ate and the final products are the same, or
(2) the chemical structures of the two products are
technically closely interrelated, the intermediate incor-
porating an essential structural element into the final
product, and
(B) the intermediate and final products are techni-
cally interrelated, this meaning that the final product is
manufactured directly from the intermediate or is sepa-
rated from it by a small number of intermediates all con-
taining the same essential structural element.

Unity of invention may also be considered o be pres-
ent between intermediate and final products of which
the structures are not known, for example, as between an
intermediate having a known structure and a final prod-
uct the structure of which is not known, or as between an
intermediate of unknown structure and a final product

1800 - S0
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of unknown structure. In order to satisfy unity in such
 cases, there shall be sufficient evidence to lead one to
conclude that the intermediate and final products are
technically closely intesrelated as, for example, when the
intermediate contains the same essential element as the

final product or incorporates an essentlal clement into

the final product. :

It is possible to aocept ina smgle mternatlonal ap-
plication different intermediate products used in differ-
ent processes for the preparation of the final product,

provided that they have the same essentlal structural ele-

ment.

The intermediate and ﬁnal products shall not be sepa-
rated, in the process leading from one to the other, by an
intermediate which is not new. ‘

If the same international application claims different
intermediates for different structural parts of the final
product, unity shall not be regarded as being present be-
tween the intermediates.

If the intermediate and final products are families of

compounds, each intermediate compound shall corre-
spond to a compound claimed in the family of the final
products. However, some of the final products may have
no corresponding compound in the family of the inter-
mediate products so that the two families need not be ab-
solutely congruent.

As long as unity of invention can be recognized apply-
ing the above interpretations, the fact that, besides the
ability to be used to produce final products, the inter-
mediates also exhibit other possible effects or activities
shall not affect the decision on unity of invention.

Rule 13.3 requires that the determination of the exis-
tence of unity of invention be made without regard to
whether the inventions are claimed in separate claims or
as alternatives within a single claim.

Rule 13.3 is not intended to constitute an encourage-
ment to the use of alternatives within a single claim, but
isintended to clarify that the criterion for the determina-
tion of unity of invention (namely, the method contained
inRule 13.2) remains the same regardless of the form of
claim used.

Rule 13.3 does not prevent an International Search-
ing or Preliminary Examining Authority or an Office
from objecting to alternatives being contained within a
single claim on the basis of considerations such as clarity,
the conciseness of claims or the claims fee system appli-
cable in that Authority or Office.

1860 - 51

1850
LACK OF UNITY OF INVBNTION

See Annex B of the Admxmstrauve Instructlons for
examples of unity of invention. .

The search fee which the applicant is required to pay is
intended to compensate the International Searching Au-
thority for carrying out an international search on the in-
ternational application, but only where the international
application meets the “requirement of unity of inven-
tion”. That means that the international application
must relate to only one invention or must relate to a
group of inventions which are so linked as to form a
single general inventive concept (PCT Articles 3(4)(iii)
and 17(3)(a)).

If the International Searching Authority finds that the
international application does not comply with the re-
quirement of unity of invention, the applicant will be in-
vited to pay additional search fees. The International
Searching Authority will specify the reasons for its find-
ings and indicate the number of additional fees to be
paid (PCT Rules 40.1, 40.2(a) and (b)). Such additional
fees are payable directly to the International Searching
Authority which is conducting the search, ecither the
United States Patent and Trademark Office or Euro-
pean Patent Office, within the time limit fixed, which
must not be shorter than 15 days, if the applicant’s ad-
dress is in the same country as the International Search-
ing Authority; or 30 days, if applicant’s address is in a
country different than the country of the International
Searching Authority; and not longer than 45 days from
the date of the invitation (PCT Rule 40.3)). The search
fee amounits for the U.S. and the European Patent Office
are found in each weekly edition of the Official Gazette.

The International Searching Authority will establish
the international search report on those parts of interna-
tional application which relate to the “main invention,”
that is, the invention or the group of inventions so linked
as to form a single general inventive concept first men-
tioned in the claims (PCT Article 17 (3)(2)). Moreover,
the international search report will be established also
on those parts of the international application which re-
late to any invention (or any group of inventions so
linked as to form a single general inventive concept) in
respect of which the applicant has paid any additional
fee within the prescribed time limits.

Any applicant may pay the additional fee under pro-
test, that is, accompanied by a reasoned statement to the
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effect that the international application complies with
the requirement of unity of invention or that the amount
of the required additional fee is excessive (PCT Rule
40.2(c)). Any such protest filed with the U.S. Interna-
tional Searching Authority will be examined and decided
by the Group Director (37 CFR 1.477). To the extent that
the applicant’s protest is found to be justified, total or
partial reimbursement of the additional fee will be made.
On the request of the applicant, the text of both the pro-
test and the decision thereon is sent to the designated
Offices together with the international search report (37
CFR 1477).

Where, within the prescribed txme llmxt, the applicant
does not pay any additional fees or only pays some of the
additional fees indicated, certain parts of the interna-
tional application will consequently not be searched.
The lack of an international search report in respect of

such parts of the international application will, in itself,.

have no influence on the validity of the international ap-
plication and processing of the international application
will continue, both in the international and in the nation-
al (regional) phases. The unsearched claims, upon entry
into the national stage, will be considered by the examin-
er and may be the subject of a holding of lack of unity of
invention.

See MPEP § 1875.01 for telephone unity practice. It
applies in the same manner under Chapter 1.

1851 Identification of Patent Documents

The examiner, in completing the international search
report as well as the Chapter II written opinion and final
report, is required to cite the references in accordance
with the provisions of Administrative Instructions 503
and 611. These sections of the Administrative Instruc-
tions require reference citations to include, in addition
to other information which is apparent from the forms
which the examiner fills out, sections 503 and 611 require
anindication of the two—Iletter country code of the coun-
try or entity issuing or publishing the document, and the
standard code for identifying the kind of patent docu-
ment. The discussion which follows is limited to the iden-
tification of patent documents (and non—patent publi-
cations) and a listing of the two—Iletter country codes for
countries or other entities which issue or publish indus-
trial property information.

The standard codes for identifying different kinds of
patent documents are found in the “Handbook On In-
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dustrial Property Information And Documentation” —
Standard 16 which is published by the World Intellectual

- Property Organization. ’Ihehstmglsextenswe The Spe-

cnalProgramExammersmeachexammmgGmuphasa
complete copy of Standard 16. Provided herein is an ab-
breviated version representing the countries and codes
commonly used by the examiner in drawing up search re-
ports. - -
U.S. patent documents, for example, are Code A doc-
uments generally. Reexamination certificates are Code
B documents. All non—patent literature documents are
Code N. Numerical designations which are sometimes
found on published documents along with the letter code
designation should be used by the examiner only if such
numerical designation is on the document. Numerical
codes along with letter codes can be found, for example,
on certain published patent documents such as the Ger-
man Offenlegungsschrift and published international
applications. If numerical designations are not provided,
the examiner should use only the letter code designation.

The most commonly cited documents are patents. A
guideline for the citation of such documents is listed be-
low. The listing is indicated in the order in which the ele-
ments should be listed.

In the case of a patent document:

(1) the Office that issued the document, by the two
letter code (WIPO Standard ST.3);

(2) the kind of document, by the appropriate symbols
as indicated on the original document or as given in Ap-
pendix IT to WIPQ Standard ST.16;

(3) the number of the document as given to it by the
Office that issued it (for Japanese patent documents the
indication of the year of the reign of the Emperor must
precede the serial number of the patent document);

(4) the name of the patentee or applicant (in capital
letters, where appropriate, abbreviated);

(5) the date of publication of the cited patent docu-
ment indicated thereon;

(6)where applicable, the pages, columns or lines
where the relevant passages appear, or the relevant fig-
ures of the drawings.

(The following example illustrates the citation of a
patent document as indicated above:

JB, B, 5014535, NCR CORPORATION, 28 May
1975 (28.05.75), see Column 4, lines 3 to 27.)
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STANDARD CODB POR IDENTIFICATION OF
DIFFERENT KINDS OF PATENT DOCUMEN'I‘S

The Code is: subdmdcd into emclusxve groups of letters. The

_ rgroupscharactenzepatentdocmnentsandnonpatenthterature,
- documents . (N) and restricted documents (X). Groups 1-5 -
_ eompnse one or several letters enablmg 1dent|ﬁcat19n ofdocu-

ments pertammg to different pubhcatlon levels.

Bl Eommgnw> E

szN-«: Eng

; .Useforpnmaryormnjorserxesofpamnt :
R Fir_stpubhcahonlevgl.
"~ Second publication level

Third publication level

“'Use for secondary series of pétent documents

First publication level
Second publication fevel -

Third publication level

Use for further series of patent documents, as
thie special requirements of each Office may be

 Publication, formformauon or other purposes,

of the translation of the whole or partof apatent
documentalreadypubhshedbyanotherofﬁceor
organization

Use for major special typesof patent documents
Medicament patent documents

Plant patent documents

Design patent documents

Use for utility model documents having a num-
bering series other than the documents of
Group 1

First publications level

Second publication level

Third publication level

Other

Nonpatent literature documents

Documents restricted to the internal use of
offices

LIST OF PATENT DOCUMENTS, PAST AND
CURRENTLY PUBLISHED, AND INTENDED
TO BE PUBLISHED IN THE FUTURE

CODE: A

EXAMPLES:
Australia
Austria
Belgium
Beigium

Brazil

Bulgaria
Canada

Cuba
Crechosiovakia
Crechastovakia

Patent Documents Numbered in Primary or
Major—Series Fiest Publication Level

Standard of petty patent application
Patent Application

Brevet d'invention/Uitvindingsoctrooi
Brevet de perfectionnement/Verbeteringsoc
trooi

Pedido de privilegio (Unexamined patent
application for invention)

T ryisanie na izobretenie po patent

L lem

Patent application

Patent application

Inventor’s certificate application

*Ftance'

'France

Denmark

European =
Patent Office

.Patentcmee‘

Patent Office

© Finland

Fréhce

‘Sepamwpubhcuwnofthcwamhwpm
: Brevetd’mvmtxon,pmmereetumque
publication -

o ,Cemficatd'&dchuonaunbrevctd'mvenuoﬁ,
_ premiese et unigue publication s

Cemﬁmtd’nnme,ptemxereetumque' o

' - publication-

France
France

France

France

Germany

Germany
(document pub—
fished by the
Patent Office
of the former
GDR)

Germany
(document pub—

- lished by the

Patent Office
of the former
GDR)

Hungary

India

Treland

Italy

Japan

Japan

- Cegtificat d’addmon a un cem&cat d’uﬁhte,

- -'premlereetumquepuwmhm
'Demndedcbrevetd’mvenﬂon,pumlere

publication’ - -

Demande de certificat d’adthtxon aun brevet -
d'invention, premiere publicaion =
Demande de certificat d’utihte, premxere
publication
Demandedecemﬁeatd’addmonauneemﬁcat

_ dutilite, premiere publication
Offenlegungsschrift .~

Patentschrift (Ausschliessungspatent), patent
granted in accordance with peragraph 17.1

' of the Patent Law of the former German

Democratic Republic of 27/10/1983

Patentschrift (Wirtschaftspatent), patent
granted in accordance with paragraph 17.1 of
the Patent Law of the former German
Democratic Republic of 27/10/1983

Patent application

Patent specification

Patent specification

Domanda di brevetto publicata

Kokai tokkyo koho

Kohyo tokkyo kobo

Brevet d'invention

Cemﬁmt d’w&m aun breet d‘mvmtmn
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Soviet Union
Spain

Sweden
Switzerland -

Switzeriand

United Kingdom

United Kingdom
United States-
Yugoslavia

CODE: B

EXAMPLES:
Australia
Austria

Brazil
Canada

Cuba
Czechoslovakia
Czechoslovakia
Denmark
Finland

France

France

Germany
Germany

(document pub—

lished by the

Patent Office of
the former GDR)

Germany

MANUALOF PATENT EXAMINING PROCEDURE

' Opmwimbmeniyakammkomy

svidetelstvu

Patentcdemvencnon ; :
" Allmant ullgnnghg patentamokan : .
, Auslcgeschnmmle de la demande/Fasci-

colo della domanda (Patent Application

o ’pubhshedandpertammgtothetechnmlﬁelds
: forwhlchsearchandenmmamutonovelty
“aremade) o
Patentschnﬁ/FascnculedubrmtiFasmo!o del
. brevetto (Patent published and pertainingto
the technical fields forwhich neithersearchnor

examination as to novelty are made)

Patent: specnﬁeatlon (old Law; not prmted on

documents)

. Patent applleat:én (new Law)

Patent.

- Patenta prijava koja se moze razgledatl

Patent Documents Numbered in anary or’
Mszjor Series —Second Publication Level

Accepted standard or petty patent

Patentschrift

Patente (granted patent of invention

Reissue patent

Patente de invencion

Popis vynalezu k patente

Popis vynalezu k autorskemu osvedceni
Fremlaeggelsesskrift -

Kuulutusjulkaisu — Utlaggningsskrift

Brevet d’invention, deuxieme publication

de Pinvention

Certificat d’addition a un brevet ¢’ invention,
deuxieme publication de Pinvention
Certificat d'utilite, deuxieme publication
del’invention

Certificat d’addition a un certificat d'utilite,
deuxieme publication de Pinvention
Auslegeschrift

Patentschrift (Ausschliessungspatent), patent
granted in accordance with paragraph 18.1 of
the Patent Law of the former German Demo-
cratic Republic of 27/10/1983

Patentschrift (Wirtschafispatent), patent

(document pub— granted in accordance with peragraph 18.1 of

lished by the

the Patent Law of the former German Demo-

Patent Office of  cratic Republic of 27/10/1983

the former GDR)

Hungary
Japan
Netherlands
Norway
Poland

Repubtic of Korea

Sweden

Rev. 1, Sept. 1995

Szabadalmi leiras

Tokkyo koho

Openbaar gemazakte octrooizanvrage
Utlegningsskrift

Opis patentowy

Tukho kongbo

Utlsesningsskri

Switzertand

 United Kingdom
United Kingdom

United States
CODE: C
Argentina -

. Amstralia

- Denmark
Finland

. Germany
Germany

{document pub—
" lished by the
Patent Office of
" the former GDR)

. Netherlands
Norway
Sweden

United Kingdom
CODE: E

EXAMPLES:
- France
United States

CODE: H

EXAMPLE:
United States

CODE: M
EXAMPLES:
France
France

CODE: P
EXAMPLE:
United States

CODE: S
EXAMPLES:
Brazil
United States

CODE: U

bcemm(l’awmmwml)eﬂmﬁngw .
,thewcbnwdﬁemtotwhkhmmhandex
‘ ammonmwnoveltymumde)
3Amendedpamtspeaﬁmon(o!dl.aw)

Patent specification (new Law)
Reeumnauon wnﬁcatc

PatentDocumen:sNumbetedenmatyor
MaymSerws—mdeubheanmLevel

Patentedemveuaon(?mut)
Smndardorpeuypamamendedaﬁer
acceptance - o .

_ Patentskrift -

Patentmeddelat -
Patenuclmft

Patentschsift (Ausschllesmngspatent), patent

grantedinaccordance with paragraph 19of the

Patent Law of the former German Democratic

Republic of 27.10.1983

Octrooi
Patent
Patentskrift

Amended patent specification (pew Law)
Patent Documents Numb_ered in Secondary
Series—First Publication Level

daddition a brevet dinvention (old Law)
Reissue patent

Patent Documents Numbered in Forther
Series

Defensive publication

Medicament Patent Documents

Brevet special de medicament
Addition a un brevet special de medicament

Plant Patent Documents

Plant patent
Design Patent Documents

Pedido de privilegio (unexamined patent
application for industrial model)

Design patent

Utility Model DocumentsNumberedin Series

other then the Documents of Group First
Pablication Level

t

ﬁ’vw amined m
mpkeﬂmmrmdmwamdd)




PATENI’ COOPERA‘I’ION TRBATY .

a -‘-]fjmdemdemmmm
g UﬁluyMcdchowm&Numbcmde«iw‘_;
oﬁeﬂhmthcbnwmmtsof(‘:mnpl Secoud i Cz

09909828009953908

) -cludes oountries no longer m exlstenoe and new coun-‘?' ‘ :
tnes or repubhcs R e :
e ‘ AnnexA,Sectlonl :
Listof Countnes, and of Other Entities Issuing or Reglstenng '

Industnal Property Titles (in the order corresponding to the Equatorial Gmﬂea =

Afghanistan
Albania
Algeria
Angola
Anguilla
Antigua and Barbuda
Argentina

Armenia

Australia

Austria

Azerbaijan

Bahamas

Bahrain

Bangladesh
Barbados

Belatrus

Belgium

Belize

Benin

Bermuda

Bhutan

Bolivia

Botswana

Brazil

British Virgin Islands
Brunei Darvssalam
Bulgazia

Burkina Faso

Burma (see Myanmar)
Burundi

. current UN and WIPO practlce) ‘ R gﬂomﬂ
T thwpla
' Falkland Islands (Malvmas) '

AF
AL

DZ

- AO

ZERBR

2 HBEZ3

Fiji - -

.leand'

France
Gabon .
Gambia
Georgia
Germany
Ghana
Gibraltar
Greace
Grenada
Guatemala
Guinea
Guinea—Bissau
Guyana
Haiti

Holy See
Honduras
Hong Kong
Hungary
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. Jamaica

* Japan
‘Jordan- -
Kazahstan

. Kenya
) Kmlmtl
";Kuwmt

Kyrgymtan

M Semos

ol San Marino
0. RN Sﬂﬁ)%memdl’riw:pc
Ki
KW

oKW Semlese
MMMa;3N~+~=f,. IS SoubAfieZA
Y
LI

Liberla Soviet Union "
RO leya . . .Spain: ..
i 'L““‘“b"“-'g oo o Sudan.
Madagascar N MG .. R e
Maldives MV Switzerland -
Mal‘ : © ' . ML ‘ 'Syria . . ‘
Malta - . Mr 'mwan,vamceofChma
. MR ) Lo
MU
MX
MD

LR PPELEPEETY

“RABRED

e

Mavuritania - Thjikistan

Mauritius - ‘Thailand

Moldove, Republic of . Tonga

Mouaco _ MC Trinided and 'Ibbago -
Mongolia : ' MN . ’ Tunisia . :
Montserrat MS Turkey

Morocco Turkmenistan

Mozambigue ‘Tuvalu '

Myanmar Uganda

Nauru Ukraine

Nepal United Arab Emirates
Netherlands United Kingdom
Netherlands Antilles United Republic of Tanzania
New Zealand United States of America
Nicaragua Uruguay

Niger Uzbekistan

Nigeria NG Vanuvatu

Norway NO Venezuela

Oman OM Viet Nam

Pakistan PR Yemen )

Panama PA Yu.goslawa

Papua New Guinea PG Zaire ]

Paraguay PY Zambia

Philippines PH

Poland PL

Portugal PT Annex A, Section 3

Qatar QA International Organizations Issuing or chnstenng
Republic of Korea KR Industrial Property Titles

Romania RO :

Russian Federation RU
Rwanda BW
Saint Helena SH
Saint Kitts and Nevis KN
Saint Lucia Lc
Saint Vincent end the Grenadines vC
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1852 Intemational—'lype Search

. PCTRule4i -
Earlier Search Other man Intemauorml Search

41.1. Obligation to Use Resulzs, Reﬁmd of Fee -
]freferenwhasbeenmademthemquwt,mtbefotmp«mdedfotm
_Rule 4.11, to an international—type search carried out under the
conditions set out in Article 15(5) or to a search other than an
mternauonalormtemauonal-typesearch,tbeIntematlomlSearchmg
Authority shall, to the extent possible, use the resultsof the said searchin
establishing theinternational search report ontheinternational applica-
tion. The International Searching Authority shall refund the search fee,
to the extent and under the conditions provided for in the agreement
under Atticle ‘16(3)(b) ‘or in a communication addressed to and
publlshedmtheGazettebythelntemauonalBureau,lfthemtematlonal
search report could whollyor partly be based on the results of the said
search.’

37 CFR 1.104. Nature of examination; examiner's action.
RRERRE

(c) An international—type search will be made in all national
applications filed on and after June 1, 1978.

(d) Any national application may also have an international—type
search report prepared thereon at the time of the national examination
onthe meriis, upon specific written request therefor and paymentofthe
international—type search report fee. See §1.21(e) foramount of fee for
preparation of international —type search report.

NOTE: The Patent and Trademark Office does not require that a
formal report of an international ~type search be prepared in order to
obtain a seasch fee refund in a later filed international application.

paRkE

PCT Rule 41 provides that the applicant may request
in a later filed international application that the report
of the resulis of the international—type search, ie., a
search similar to an international search, but carried out
on a NATIONAL application (37 CFR 1.104 (c) and
(d)), be used in establishing an international search re-
port on such international application. An internation-
al—-type search is conducted on all U.S. national applica-
tions filed after June 1, 1978. Upon specific request, at
the time of the examination of a U.S. national applica-
tion and provided that the payment of the appropriate
international —type search report fee has been made (37
CFR 1.21(e)) an international—type search report Form

(PCT/ISA/201) will also be prepared.
1853 Amendment Under PCT Article 19
PCT Article 19

Amendment of the Claims before the International Bureau

(1) The applicant shall, after having received the international
search report, be entitled to one opportunity to amend the claims of the
internationel application by filing emendments with the Enternational

1800 - 57
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Mmﬁﬁnmwmmﬁmmmy.umemm%a '
brief statement, as provided in the Regulations, explaining the amend-
mmﬂhﬁmﬁmw@aﬁﬁat%am@w@u@th&wm

the description and the drawings.
(Z)ﬂwamndmtsslmunotgobeyondﬁwdmlosmmtbe

- international application as filed, -

(3) Ifthenauomllawofany@gnawdmaepmumndnwnm
togobcyondthesanddsxchsure,fulumtocomplywnhpnagtaph@)
shall have no congequence in that State.

PCTRu!e 46
" Amendment of Claims before the Inramuonal Bureau

46.1. - Time Limit
The time limit referred to in Article 19shallbetwonmnths£romthe

k  dateof transmittal of the international searchreport tothe International

Buresau and to the applicant by the Internationsl Searching Authorityor
16 months from the priority date, whichever time expires later, provided
that any amendment made under Asticle 19 which is received by the
International Bureau after the expiration of the applicable time limit
shall be considered to have been received by that Burean on the last day
of that time limit if it reaches it before the technical preparations for
international publication have been completed.

46.2. Whereto file
Amendments made under Article 19 shall be filed directly with the
International Bureau,

46.3. Language of Amendments

Iftheinternational application hasbeenfiledinalanguage otherthan
thelanguageinwhichitis published, any amendmentmadeunder Article
19 shall be in the language of publication.

46.4. Statement

(2) The statement referred to in Article 19(1) shall be in the
language inwhichtheinternational applicationispublishedand shall not
exceed 500 words if in the English language or if translated into that
language. The statement shall be identificd as such by a heading,
preferably by using the words Statement under Article 19(1) or their
equivaient in the language of the statement.

(b) The statement shall contain no disparaging comments on the
international search reportor therelevance ofcitationscontained inthat
report. Reference tocitations, relevant to a given claim, contained in the
international search report may be made only in connection with an
amendment of that claim.

46.5. Form of Amendmenis

(2) Theapplicantshallberequiredtosubmitareplacementsheetfor
every sheet of the clzims which, on scoount of an amendment or
amendmenisunder Article 19, differsfromthe sheetoriginally filed. The
letier sccompanying the replacement sheets shall draw attention to the
differences between the replaced sheets and the replacement sheets. To
the extent that any amendment rezults in the cancellation of an entire
sheet, that amendment shall be comampicated in a letter.

(b) and (c) [Deleted]

37CFR 1.415. The Inmu?onal Burean.
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‘ undertheMtyandtthzmlaﬁom(PCPMZ(ﬂx)lnd”U&C.

g 351(h))
- (B) Tbemorfunctnonsoﬂhclntenmuomlawmimhde

,Gazette, 5 N
(7)) ’ll'a:mmmn 3O
Ofﬁces, : )
) Stonng and mmntainmg reeord ooples. and

m of mtemauonal applmhons to Desxgnated

@ 'Ihmmltung information to authonues penment t6 the ptoc- a

‘ essmg of specnﬁc mwtnatmnal apphcatlons.

PCTAdmmm;utme Inmuctwns Secaon 205 :
Numbenng and Idmnﬁcatwn of Chums Upon Amendment

' (a) Amendments to the claims under Article 19orAmcle34(2)(b) ‘
maybemadeeltherbycanceﬂmgoneormoreenmeclalms,byaddmg .
oneormorenewclmmsorbynmendmgtbc text of one or more of the

claims as filed. Alltheclamappearmgonarepmementsheetshallbe

numberedmAmbucnumerals.Whereaclmmnscancelled,norenumber—_ :
, mgoftheotherclmmsshallberequued lnallmseswhereclmmsare .

renumbered, they shail be renumbered consecutwely

(b) The apphcant shall, in the letter referred to in the second and:‘
third sentences of Rule 46. 5(8) or in the second and fourth sentences of L
Rule66. 8(a),mdwatethed1ﬁ'erencesbetweentheclmasﬁledandthe,

claims as amended. He shall, in particular, indicaté in the said letter, in
connectionwith each claim appearingin the international application (it
being understood that identical indications concerning several claims
may be grouped), whether:

(i) the claim is unchanged;

(if) the claim is cancelled; |

(iii)the claim is new; )

(iv) the claim replaces one or more claims as filed;

(v) the claim is the result of the division of a claim as filed.

The applicant has one opportunity to amend the claims
only of the international application after issuance of the
Search Report. The amendments to the claims must be
filed directly with the International Bureau, usually within
2 months of the date of mailing of the Search Report. If the
amendments to the claims are timely received by the Inter-
national Bureau, such amendments will be published as
part of the pamphlet directly following the claims as filed.
Article 19 offers applicants the opportunity to generally
amend the claims before entering the designated Offices.
The national laws of some designated Offices may grant
provisional protection on the invention from the date of
publication of the claims. Therefore, some applicants take
advantage of the opportunity under Article 19 to polish
the claims anticipating provisional protection. See PCT
Rule 46.5.

1857 International Publication

PCT Aprticle 21
International Publication
(1) The International Bureaw shall publish international applica-
tions.

Rev. 1, Sept. 1995
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(2)(2) WMMWWWEWWQ)W
in Article 64(3), the interaational publication of the international

‘. ‘mmmmmmmmmawm o
@)mwpﬁammymmemmmmmmm_ o
international application any time before the expiration of the time limit
" referredtoinsubparagraph (a). mmmmmnmmupsm SR
= mckngly as provided in the Regulations. ‘ ‘

Q) mmmmmmmmmededmrdmodmm

~‘Amdel7(2)(a)sha!lbepubhshedupresaﬂ)ed-mmgulmm A
(4) memWaMMmofﬂwmwmﬂmMaﬁonmdm e

-~ {5) mmshaﬂbenommMpﬂﬂmuomfmc mmmmal e

'applmuonmmthdtawnormcomderedwxﬁxdtawnbeforethetedlmcal :

. preparatmnshrpublm&ouhambecnmpie&ed :

6) lfthemtemauonalapplmuoneonmmsewmnsmdmwmgs -

whxch,mtheopnmonofthelntemma!Bureau,uewnm:yto -

, moralltyorpubllcorder mzf,mltsopmaon,themtermuunalappheamn S
 contains disparaging statements as defined in the Regulations, itmay -~
fonntsuchexprmons,dmwmgs,andmwmenm,fmmﬁspublmmm, " S
- indicating theplaceandnumberofwmdsmdmvmgsomlmd,and“ s

furnishing, upon requcst, mdmdual comm ot‘ the passages omtted.

PCTAnicle29
Eﬁ‘ecm ofthe Intemational Publication

® Asfarastheprotecﬁonof;anyﬁghtsoftheapplicantixia‘
designated State is concerned, the effects, in that State, of the interna-
tional publication of an international application shall, subject to the
provisions of paragraphs (2) to (4), be the same as those which the
namnallawofthedemgnatedSmeproMaforﬂleeompulsorynauonal
publication of unexamined national applications as such.

(2) If the language in which the international publmtlon has been
effected is different from the language in which publications under the
national law are effected in the designated State, the said national law
may provide that the effects provided for in paragraph (1) shall be
applicable only from such time as:

(i) 2 translation into the latter language has been published as
provided by the national law, or

(ii) atranslation into the latter language hasbeen made available to
the public, by laying open for public inspection as provided by the
national law, or

(iid)a translation into the latter language hasbeen transmitted by the
applicanttothe actual or progpective unauthorized user of the invention
claimed in the international application, or

(iv) both the acts described in {f) and (i), or both the acts described
in (i) and (fif), heve taken place. ,

(3) Thenationellawofanydesignated State may provide that,wheze
the international publication has been effected, on the request of the
applicant, before the expiration of 18 months from the priority datr, e
effects provided for in parsgraph (1) shell be applicable only from the
expiration of 18 months from the priority date.

(4) The national law of any Jdesignated State may provide that the
emmmmunm(l)mmwmmm
date onwhichacopy of the internationsl application as published under
Arxticle 21 bas been received in the nations] Office of or acting for sach
State. The szid Office shell publish the date of receipt in #s gusetic a3
soon as poasible.
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; PCT Administrative Instructions Section, 404
Intemational Publication Number of International Application

The International Bureaushallassignio each publishedinternational
application aninternational publication number which shall be different
from the international application number. The international publica-
tion number shall be used on the pamphlet and in the Gazette entry. It
shall consist of the two-letter code WO followed by a two—digit
designationofthe lasttwonumbersoftheyearof publication, astant, and
a serial number consisting of five digits (e.g., WOT78/1 2345).

35 U.S.C. 374. - Publication of interational application: Effect.

The publication under the treatyof. g international application shall
confer norightsandshall havenoeffeetundertlusutle other than that of
a printed publication.

37 CFR 1.318. Notification of national publication of a patent
based on an intemational application.

The Office will notify the International Bureau when a patent is
issuedon anapplication filed under 35U.S.C. 371, and there hasbeenno
previous international publication.

The publication of international applications current-
ly occurs every other Thursday. Under Article 20 the In-
ternational Bureau sends copies of published applica-
tions to each of the designated Offices on the day of pub-
lication. As a PCT member country, the U.S. Patent and
Trademark Office also receives copies of all published
International applications for inclusion in the examiner
search files. Also a complete set of published interna-
tional applications in numeric order by publication num-
ber is available on microfilm in the Scientific and Techni-
cal Information Center (STIC).

1859 Withdrawal of International Application
or Designations

PCT Administrative Instructions Section 326
Withdrawal by Applicant under Rule 96%%.1, 90%.2 or 90Y5.3

(a) Thereceiving Office shali promptly transmit to the International
Bureau any notice from the applicant effecting withdrawal of the
international application under Rule 90Y1, of a designation under
Rule 90%%2 or of a priority claim under Rule 90%3 which has been
filedwithittogetherwithanindication of the date ofreceipt of the notice.
If the record copy has notyet been sent to the Internaticnal Bureau, the
receiving Office shall transmit the said notice together with the record
copy.

(b) If the search copy has already been sent to the International
Searching Authority and the international application is withdrawn
under Rule 90Y-1 or a priority claim is withdrawn under Rule 90b%83,
the receiving Office shall promptly transmita copy of the notice effecting
withdrawal to the International Searching Authority.

(c) If the search copy has not yet been sent to the International
Searching Authority and the international application is withdrawn
under Rule 90%-1, the receiving Office shallnot send the searchcopyto
the International Seurching Authority and shall, subject toSection 322,
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refund the seasch fee to the applicant unless i has slready been
transferred to the International Searching Authority. If the search fee
has already been transferred to the Internationsl Searching Authority,
the receiving Office shall send a copy of the request and of the notice
effecting withdrawal to that Authority.

(d) If the search copy has not vet been seat to the International
Searching  Anthority and a priority claim is withdrawn under
Rule 90%83, the receiving Office shall transmit a copy of the notice
effecting withdraws! to the International Searching Authority together
with the search copy.

PCT Administrative Instructions Section 414
Notification to the International Preliminary Examining
Authority Where the International Application or the
Designations of All Elected States Are Considered Withdrawn

¥f a demand has been submitted and the international application or
the designations of all desipnated States which have been elected are
considered withdrawn under Asticle 14(1),(3)or (4),theInternational
Bureau shall promptly notify the International Preliminary Examining
Anthority, unless the interaational preliminary examination report has
already issued.

The applicant may withdraw the international applica-
tion by a notice addressed to the International Bureau or to
the receiving Office and received before the expiration of
20 months from the priority date. Where a Demand for
international preliminary examination has been filed be-
fore the expiration of 19 months from the priority date,
the international application may be withdrawn by a notice
addressed to the International Bureau or to the Intemna-
tional Preliminary Examining Authority and received be-
fore the expiration of 30 months from the priority date.
Any such withdrawal is free of charge. A notice of with-
drawal must be signed by all the applicants. An appointed
agent or appointed common representative may sign such
a notice on behalf of the applicant or applicants who ap-
pointed him, but an applicant who is considered to be the
common representative may not sign such a notice on be-
half of the other applicants. As to the case where an appli-
cant inventor for the United States of America refuses to
sign or cannot be found or reached see PCT Rule
90bis.5(b).

The applicant may prevent international publication
by withdrawing the international application, provided
that the notice of withdrawal reaches the International
Bureau before the completion of technical preparations
for that publication. The notice of withdrawal may state
that the withdrawal is to be effective only on the condi-
tion that international publication can still be prevented.
In such a casc the withdrawal is not effective if the condi-
tion on which it was made cannot be met that is, if
the technical preparations for international publication
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have already been completed. International publication
may be postponed by withdrawing the priority claim.

The applicant may withdraw the- designation of any
State by a notice addressed to the International Bureau
or to the receiving Office and received before the expira-
tion of 20 months from the priority date. Where a De-
mand for international preliminary examination has
been filed before the expiration of 19 months from the
priority date, the designation of any elected State may be
withdrawn by a notice addressed to the International
Preliminary Examining Authority and received before
the expiration of 30 months from the priority date. Any
such withdrawal is free of charge. A notice of withdrawal
must be signed by all the applicants. An appointed agent
or appointed common representative may sign such a
notice on behalf of the applicant or applicants who ap-
pointed him, but an applicant who is considered to be the
common representative may not sign such a notice on be-
half of the other applicants. If all designations are with-
drawn, the international application will be treated as
withdrawn.

The applicant may withdraw a priority claim made in
the international application by a notice addressed to
the International Bureau or to the receiving Office and
received before the expiration of 20 months from the
priority date. Where a Demand for international prelim-
inary examination has been filed before the expiration of
19 months from the priority date, the notice must be re-
ceived before the expiration of 30 months from the
priority date. In the latter case, the notice may also be
addressed to the International Preliminary Examining
Authority. Any or all of the priority claims may be so
withdrawn. Any such withdrawal is free of charge. A no-
tice of withdrawal must be signed by all the applicanis.
An appointed agent or appointed common representa-
tive may sign such a notice on behalf of the applicant or
applicants who appointed him, but an applicant who is
considered to be the common representative may not
sign such a notice on behalf of the other applicants.

Where the withdrawal of a priority claim causes a
change in the priority date of the international applica-
tion, any time limit which is computed from the original
priority date and which has not yet expired—for exam-
ple, the time limit before which processing in the nation-
al phase cannot start—is computed from the priority
date resulting from the change. (It is not possible to ex-
tend the time limit concerned if it has already expired
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when the priority claim is withdrawn.) However, if the
notice of withdrawal reaches the International Burean
after the completion of the technical preparations for in-
ternational publication, the International Bureau may
proceed with the international publication on the basis
of the time limit for international publication as com-
puted from the original priority date.

1860 International Preliminary Examination
EXAMINATION PROCEDURE

The International Preliminary Examination is to be
carried out in accordance with PCT Article 34 and PCT
Rule 66. After the Demand is checked for compliance
with PCT Rules 53 — 55, 57 and 58, the first step of the
examiner is to study the description; the drawings (if
any), and the claims of the international application and
the documents describing the prior art as cited in the In-
ternational Search Report.

A Written Opinion must be prepared if the examin-
er:

1. considers that the international application has
any of the defects described in PCT Article 34(4) con-
cerning subject matter which is not required to be ex-
amined or which is unclear or inadequately supported,

2. considers that the report should be negative with
respect to any of the claims because of a lack of novelty,
inventive step (non-obviousness) or industrial applica-
bility as described in PCT Article 33(2) — (4),

3. notices any defects in the form or contents of the
international application.,

4. considers that any amendment goes beyond the
disclosure in the international application as originally
filed;

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to the question
whether the claims are fully supported by the description
(PCT Rule 66.2);

6. decides not to carry out the international prelimi-
nary examination on a claim for which no International
Search Report was issued; or

7. considers that no acceptable amino acid sequence
listing is available in a form that would allow a meaning-
ful international preliminary examination to be carried
out.

The Written Opinion is prepared on form PCT/
IPEA/408 to notify applicant of the defects found in the
international application. The examiner is further re-
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e quiredwﬁﬂlyuatethcmmmforhmmm@cr,_‘ _

- Rule 66.(b)) and invite a written reply, with amend- ¢

e el e Rule 66, i :]':-]orwherealatermnm«tmm' ication i - -
. better condition for examination, thc am@ndm may "

e «;Ifﬁwapplmdoesmtmspmdmﬂm Wmﬁwﬂm—-
"- r‘jmmmwmmmwm !
;_jofﬂ:emhnmmsmutmwmwm

- one n issued. Any: response‘fe--"
o cewed aft the expu'atxon of thekset time limit will not . amir 01
nonnauy‘_r ; .p panngthelnunnau having been issued.
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1862

1862 Agreemént with the International
Bureau to Serve as an International

Preliminary Examination Authority

- PCT Article 32
The International Preliminary Examining Authoriy

(1) Internationslpreliminaryexaminationshallbecarriedoutbythe
International Preliminary Examining Authority.

(2) In the case of demands referred to in Article 31(2)(a), the
receiving Office, and, in the case of demands referred to in Article
31(2)(b), the Assembly, shall, in accordance with the applicable
agreementbetween the interested International Preliminary Examiniong
Authority or Authorities and - the International Bureau, specify the
International Preliminary Examiniog Authority or Authontles compe-
tent for the preliminary examination.

(3) The provisions of Article 16(3) shall apply, mutatis mutandis, in
respect of the International Preliminary Examining Aunthorities.

PCT Article 34
Procedure before the Intemational Preliminary
Examining Authority

(1) Procedure before the International Preliminary Examining
Authority shall be governed by the provisions of this Treaty, the
Regulations, and the agreement which the International Bureau shall
conclude, subject to this Treaty and the Regulations, with the said
Anthority.

EBBGR

37 CFR 1.416. The United States Intemational Preliminary
Examining Authority

(2) Pursuant to appointment by the Assembly, the United States
Patent and Trademark Office will act as an International Preliminary
Examining Authority for international applications filed in the United
States Receiving Office and in other Receiving Offices as maybe agreed
upon by the Commissioner, in accordance with agreement between the
Patent and Trademark Office and the International Bureau.

(b) The United States Patent and Trademark Office, when acting as
an International Preliminary Examining Authority, will be identified by
the full title United States Internationzi Preliminary Examining
Authority or by the abbreviation IPEA/US.

(¢) Themajorfunctionsofthe International Preliminary Examining
Authority include:

(1) Receiving and checking for defects in the Demand;

{2) Collectingthe handlingfee for the Internationat Bureau andthe
preliminaryexamination fee for the United States International Prelimi-
nary Examining Authority;

(3) Informing applicant of receipt of the Demand;

(4) Considering the matter of unity of invention;

(5) Providing an international preliminary examination report
which is a nonbinding opinion on the questions whether the claimed
invention appears to be novel, to involve inventive step (to be non—ob-
vious), and to be industrially applicable; and

(6) Transmitting the international preliminary examination repost
to applicant and the International Burcau.

An agrecment was concluded between the United
States Patent and Trademark Office (USPTO) and the
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International Bureau under which the USPTO agreed to
serve as an International Preliminary Examining Au-
thority for those applications filed in the USPTO as a
Receiving Office and for those international applica-
tions filed in other receiving Offices for which the USP-
TO has served as an International Searching Authority.
The agreement is provided for in PCT Articles 32(2)
& (3) and 34(1), and in PCT Rules 59.1, 63.1, 72.1, and
77.1(a). Authority is given in 35 U.S.C. 361(c), 362(a)

- & (b) and in 364(a). 37 CFR 1.416(a) and PCT Adminis-

trative Instruction Section 103(c) are also relevant.

1864 The Demand and Preparatmn for Filing
of Demand

37 CFR 1.480. Demand for international preliminary examina-
tion. o

(a) On the filing of a Demand and payment of the fees for
international preliminary examination (§1.482), the international ap-
plication shall be the subject of an international preliminary examina-
tion. The preliminary examination fee (§1.482(a)(1)) and the bandling
fee (§1.482(b)) shall be due at the time of filing of the Demand.

(b) The Demand shall be made on a standardized form. Copiles of
printed Demand forms are available from the Patent and Trademark
Office. Lettersrequesting printed Demand formsshould be marked Box
PCT.

(c) Ifthe Demand is made prior to the expiration of the 19th month
from the priority date and the United States of America is elected, the
provisions of §1.495 shall apply rather than §1.494.

(d) Withdrawal of a proper Demand prior to the start of the
international preliminary examination will entitle applicant to a refund
of the preliminary examination fee minus the amount of the transmittal
fee set forth in § 1.445(2)(1).

Once applicant has requested the filing of an interna-
tional application under Chapter I which affords appli-
cants the benefit of an international search, applicant
has the right to file a Demand for preliminary examina-
tion. The use of the term “Demand” distinguishes Chap-
ter I from the “Request” under Chapter I. Applicants
who timely and properly file a Demand for preliminary
examination are able to defer or delay the time for entry
into the national stage from 20 months (under Chapter I)
to 30 months from the carliest priority date. It is not pos-
sible to file a Demand unless a proper Chapter I “Re-
quest” for an international application has been filed.

The Demand should be filed on PCT Form PCT/
IPEA/401 along with the fee transmittal sheet. These
formmaybeohiamedﬁeeofchargelwwque&tmgtbm
by writing to the United States Patent and Tradema
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Office, Box PCT, Washington D.C. 20231 or by tcle- -

phone by callmg (703) 305-3257..
1864.01 Amendments Filed with Demand

R PCTRuIe 6
Pracedure before the Intemational Preliminary Emmuung
Authomy f

t#t‘l"

66.8. Fonn ofAmendmmm

(2) Theapplicant shall be required to submit areplacement sheet for -

every sheet of the international application which, on account of an

amendment, differs from the sheet previously filed. The letter

accompanying -the replacement sheets shall draw attention to the
differences between the replaced sheets and the replacement sheets.
Where the amendment consists in the deletion of passages or in miner
alterations ot additions, it may be made ona copyof the relevantsheetof
the international application, provided that the clarity and direct
reproduciblhtyofthatsheetare notadversely affected. Tothe extent that
any amendment results in the cancellation of an entire sheet, that
amendment shall be communicated in a letter. .
(b) [Deleted]-
v L2211
37 CFR 1.485. Amendments by applicant during international
preliminary examination.

(a) The applicant may make amendments at the time of filing of the
Demand and within the time limit set by the International Preliminary
Examining Authority for response to any notification under § 1.484(b)
or to any written opinion. Any such amendments must:

(1) Be made by submitting a replacement sheet for every sheet of
the application which differs from the sheet it replaces unless an entire
sheet is cancelled, and

(2) Include a description of how the replacement sheet differs from
the replaced sheet.

(b) If an amendment cancels an entire sheet of the international
application, that amendment shall be communicated in a letter.

Amendments may be filed with the Demand (PCT Ar-
ticle 34) if desired to place the application claims in bet-
ter condition for international preliminary examination.
Such amendments, however, may not include new mat-
ter and must be accompanied by a description of how the
replacement sheet differs from the replaced sheet.

Amendments filed after the Demand cannot be as-
sured of consideration since the examiner will be taking
up the application to draft the written opinion rather
promptly because of the short examination period.

1864.02 Applicant’s Right to File a Demand

PCT Article 31
Demand for International Preliminary Examination

L1212

(2)(2) Any applicant who is 2 resident or nations], as defined in the
Regulations, of a Contracting State bound by Chapter I, and wheose
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international application has been filed with the receiving Offics of or
mwmmwmawmmm

ezamination.
t.tot B

PCTRu!e 54
meApprantEnmled toMake a Demand

- 54.1. R&udence and Nationality

Theresidenceornationality of the applmtshall,fotthepurpoaesof
Asticle 31(2), be determined according to Rules 18. 1and 18.2. -

' 542, Two or More Applicants

Iftherearetwoormoreappheants,ﬂ)enghttomkeademmdunder
Article 31(2) shall exist if at least one of the apphcmts makmg the
demandis = .

@ am:dentornatnonalofaContmctmgStateboundbyChapteﬂl
and
themternatmnalapphcatlonhasbecnﬁledmthatecemngOEﬁceofor .
acting for a Contracting State bound by Chapter II, or

(ii) a person entitled to make a demand under Article 31(2)(b) and
themtemauonalapphcalxonhasbeenﬁledmpmdedmthedeaslonof
the Assembly.

543. [Deleted]

544. Applicant Not Entitled to Make a Demand ,

(a) If the applicant does not have the right to make a demand or, in
thecase of two or mere applicants, if none of them has the right tomakea
demand under Rule 54.2, the demand shafl be considered not to have
been submitted.

(b) [Deleted]

If there is a sole applicant, he must be a resident or na-
tional of a Contracting State bound by Chapter II of the
PCT. If there are two or more applicants, it is sufficient
that one of them be a resident or national of a Contract-
ing State bound by Chapter I, regardless of the elected
State(s) for which each applicant is indicated. Only ap-
plicants for the elected States are required to be indi-
cated in the Demand. The detailed requirements for the
various indications required in connection with each ap-
plicant (name and address, telephone number, facsimile
machine number or teleprinter address, nationality and
residence) are the same as those required under Rule 4
in connection with the Request. Note that any inventor
who is not also an applicant is not indicated in the De-
mand.

If the recording of a change in the name or person has
been requested under PCT Rule 92bis.1 before the De-
mand wes filed, it is the applicant(s) of record at the time
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when the Demand is filed who must be mdxcated in the
Demand.

1864 03 States Whieh May Be Elected

_ PCT Article 31
Demand for International Preliminary Examination

(4)(a) The demand shall indicate the Contracting State or States in
which the applicant intends to use the results of the international
preliminary examination ( elected States ). Additional Contracting
States may be elected later. Election may relate only to Contmcting
States already designated under Article 4.

(b) Applicants referred to in paragraph (2)(a) may elect any
Contracting State bound by Chapter II. Applicants referred to in
paragraph (2)(b) may elect only such Contracting States bound by
Chapter I as have declared that they are prepared to be elected by such
applicants.

L2t

Only PCT member states which have ratified or acced-
ed to Chapter II and which were designated in the Re-
quest may be elected under Chapter I1. The Assembly
has taken no action to allow persons who are residents or
nationals of a State not party to the PCT or not bound by
Chapter I1 to make a Demand under Article 31(2)(b).

1864.04 Agent’s Right to Act

Any agent entitled to practice before the receiving Of-
fice where the international application was filed may
represent the applicant before the international authori-
ties (PCT Article 49).

If for any reason, the examiner needs to question the
right of an attorney or agent to practice before the Inter-
national Preliminary Examining Authority, the USPTO
roster of registered attorneys and agents should be con-
sulted. If the international application was filed with a
receiving Office other than the United States, Form
PCT/IPEA/410 may be used by the requesting IPEA to
ask the receiving Office with which the international ap-
plication was filed, whether the agent named in the inter-
national application has the right to practice before that
Office.

The PCT Article and Regulations governing the right
to practice are Article 49 and Rule 83.
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1868 Filing of Demand [R—1]
PCT Article 31
Demand for International Preliminary Examination

(1) On the demand of the applicant, his internationsl application
shall be the subject of an international preliminary examination as
provided in the following provisions and the Regulations. =~ ‘

BEYRR

(3) The demand for international preliminary examination shall be

" made separately from the international application. The demand shall

oontmntheprescnbedparhcularsandshallbemtheprmibedlmguage
and form.

BRGEE
(6)(a) The demandshalibesubmitted to the competent International
Preliminary Examining Authority referred to in Article 32.

sRRGR

Applicants should mail the Demand and appropriate
fees directly to the International Preliminary Examining
Authority they desire to prepare the International Pre-
liminary Examination Report. U.S. applicants who have
had the international search prepared by the European
Patent Office may also request the Evuropean Patent Of-
fice to act as the International Preliminary Examining
Authority.

Demands filed in the European Patent Office should
be addressed to:

European Patent Office
Erhardstrasse 27

8000 Munich 2,

Federal Republic of Germany.

Demands directed to the United States Patent and
Trademark Office should be addressed to:

United States Patent and Trademark Office
Box PCT
Washington, D.C. 20231.

The Express Mail™ provisions of 37 CFR 1.10 may
be used to file a Demand under Chapter II in the
USPTO. Applicants arc advised that failure to comply
with the provisions of 37 CFR 1.10 will result in the paper
or fee being accorded the date of receipt and not the date
of deposit.

A Demand for international preliminary examination
may be submitted to the USPTO via facsimile. The Cer-
tificate of Mailing or Transmission practice under
37 CFR 1.8 CANNOT be used to file a Demand if the
date of deposit is desired. If used, the date of the De-
mand will be the date of receipt in the USPTO. See
MPEP § 513, § 1834, and § 1834.01.
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The desmend st uﬁummmmlmmmmm fmw-uAMum
w«luhcon clnmbylkamau. MMMUWMJMAMW&MQ*WM*MW

IFEAS

.P;CTA | | CHAPTERII
DEMAND '

. uader Asticle 31 of the Patent Coo?emm 'l‘ml 5
‘TBe undomigned requests thet the international appl uunwmuigggkﬂlnkwvhelleluhﬁuﬁo(
internations! prelimivary exsmination aceordmg to the Coopemion ‘l'm!y.

For International Preliminary Examising Authority use only

Identification of IPEA ' Date of receipt of DEMAND

BoxNo.I ' IDENTIFICATION OF THE INTERNATIONAL APPLICATION | APPlicao’s or agent’s file reference

] - CMC-123-PCT :
Intesnations! application No. lnternational Giling date (deyimonthiyear) (Eacliest) Pricsity date (daylmemthiyear)
PCT/US93/99999 11 May 1993 (11.05.93) - 11 Msy 1992 {11.05.92)
Tite of invesntion

Self-Steering Gear for Sailboats
Bozx Ne. Il APPLICART(S)
Name sad addreas: ﬁ-m‘:n'f:.ﬁpdbp nase f-a ., hfl-ﬁaddum Telephons No.:

. 305-555-1122

Columbia Marine Corporation Facaimile fio:

100 Front Street

Annapolis, Maryland 20726

Telopoiatne Mo.:

Siate (i.e. coxntry) of natioaslity: State {i.e. country) of cesidence:

Us Us

Name sad address: (Faudy nane followed by givenname; for @ legel autity, foll official dasignation. The eddress wust inchade postal cade and acna of conntry )

Jones, John Paul

200 Shady Grove Road
Davidsonville, Maryland 20720
United States of America

Stata (i.e. country) of nationality: State (ie couatsy) of vesidence:
s U s

Name and address: (Faniy naue followed by given name; for & legel entity, fll officiel designation, The elivess must inclede posial code and nome of canste §

State (i.e. coundry) of eaticaslity: State .o countey) of residonce:

D Fusther applicants are ladicated on 3 continvation sheet.
Farm PCTAPEA/DL (first sheet) {Januscy 1994) See Hotes b the demand form
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Internationsl epplivetion MNo.

— ‘ PCT/US93/99999
Box No. I AGENT OR COMMON REPRESENTATIVE; OR ADDRESS FOR CORRESPONDENCE

SheetNo. 2

mfonom”mh . agent D COMMOn TepEeItHisTive
and m mmmmmwmwnunfcmmmmm
D hmmmdeocﬁnlppomoﬁm)wmwbwm
is hereby sppointed, specifically for mmmmmmmm hm
El- umws)hmmmmm ‘ppoMoulhr

Neme and addrose: umhuavd aamn; for alsgal eatity, fill officiel degignation. Tmm:
% m ik "“'# 301-577-7777

John Adams
345 State Street Feceismils No.:
Boston, MA 02110

Telegeimtee Na.:

Mask thischeck-box where no egent mwummwmmwwani-mw
D bmdicmamﬂw wmgmmmu

Box Ne.IV STATEMENT CONCERNING AMENDMENTS

Tha spplicant wishes the International Preliminary Bxamining Authority®
® [] ® stars the intemasional preliminasy examination on the besis of the intemnational spplication as csiginally filed.
@ [x] ® tskeintw sccount the smendments under Asticls 34 of

[[] the description (smendments atsched).

] the claims (enendments amschedy.

[7] e drawings (amendments snached).
Gis) D m&;‘mmmymducmmmwmmummm«mh

@iv) D o disregerd eny smendments of the cleims rads vader Artcle 19 end w consider thes es revarsed,

() D o postpone the start of the Sniernations] preliminary exsminstion vniil the explzetion of 20 monthy froan the priority date
unless thet Authorisy veceives a copy of eny enendments mads under Azticle 19 oz a notice from the epplicae thet ke
does not wish to make such emendments (Ruls 69.1(8)). (This chech-boxeuny be wunrbod cnly where the tivee it undor
Artiche 19 has rot yes axpived.)

@ Whmm“&kaﬂ&ﬂm&ulm&ﬂuymhnﬁmﬁlmu”h&dhmwu
criginaily filel oz, where a copy of eznendments to e claims vander Azdcle 19 sndfor emsndments of G intermations) spplication
under Anticls 34 are vecsived by U Internations] Preliminery Exemining Awiweity balore i hes begen o drew up @ wiien
opinion o¢ ths nternations] exuminaiion report, @ 80 emendad.

Boz Ne.V ELECTION OF STATES

K| The spplicunt hereby elocts el eligible States (chat is, all States whick have bosn designated and which are bound &y
Chapter I of the PCT) encepr

{f che applicant doss not wish to elect certain oligible States, the newals) ov cosntry code{s) of thooe Stutes wmu be
indicated above.)

Foron BCTIPEAMD] (sacond shuet) (Jemomy 1994) Sas Notes b the domarnl foros
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o < Evernaional epplicetion No.
TR Sheot No. 3 - “ PCT/US93/99999 -
‘ 'm h o .‘wwvﬁ e i o e mmmﬂm
demnand is sccompenied following documents Exemining Auvthority use
1. smendments under Asticle 34 o i
© descrigtion ) : cheets . .
 clelms - | s 2 slhwests :
- drawings s shaets
2. lauer sconmpenying ansndments . : :
under Asticle 34 - . 1 sheets &3
3. eqyof-auﬁhnnnuuhuAnibl9': sheets .
4. copy of statement under Article 19 sheets ‘
5. other (specify): | : shests ' o

The demsnd is also sccompenied by dw item(e) mazked balow: ,

1. [T] seperate signed powar of stomey 4. [X] soo cotoulasion shees
‘2. D copy of gemevel power of stomey S. D other (gpecify):

3. [} statement expleining tack of signoture

Box Ne. VIE SIGNATURE OF APPLICANT, AGENT OR COMMON REPRESENTATIVE .
| Next &0 earh signattre, indicate i name of the Peraon Ngring end the capacity in wiick the Peras Sighs (i tich capacity i kol obvisws rem reading Yie demiand).

John Adams

Foe intemational Preliminey Exsmining Auliority vee only
1. Date of actusl meceipe of DEMAND:

2. Adjusted date of veceipt of desnsnd dus
w CORRECTIONS wnder Rule 60.1(b):

3 [:J The dus of receipt of Gn demand 1s AFTER the enplration of 19 wmoniha “Ths wpplicens lus been
) from the priority date end item 4 or S, below, doss vot epply. infronnd escordingly.

4. [:]'nndunaﬁuabu#@ndnundh“ﬂTﬂﬂWwnpuhddn9nund-&undupﬁumvdun-nwumhdhrﬁmumﬂmﬂ-NHL

e date of of the demend is aftar the of 19 mouihs Gora the dabe, e #n eerivel is
. [] fiemgh e dun v o s e ——

Foz Internaiionsd Buress wes only

IDummdunﬁndﬁunﬂEAcm

Porma PCT/IPB AL (last sheet) (Junnary 1994) to the desnmmnd,
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PCT
FEE CAWULA’I‘IONSHEE’I‘

: mmmwwmmm .
- : mmmmmum -

CHAPTER IT

W N° PC'I‘/ US93/ 99999

ggﬂmmw' ‘ ‘ D-fnmp of e PEA
reforsnce CMC—123-PCT . 3

Columbia Harine Corpofation'

Caleulation of prescribed fees

1. Preliminasy examinstion fee [ : m
2. Handling fee | m_
> wﬁw&upmn

and enter wial in the TOTAL BOR .counmimmemimsssanss

TOTAL

Mods of Pryment

[0 SEvasimeztio [ o=

[X] choque [ sovemestasops
(] rostamoney order ] coupons
] vtekan [ omertaecis:

Depasit Account Anthoriztion (dismuods of paymms may vt be evailable o ol BFEAR)
TheIPBA/ _IIS... m is harelsy esthorized w churge the wtal Goss indicessd ehowe b way deposia A0COEE.

mm be marked um duporls apcountn
99-1111 06 December 1993
Deposit Account Nembe Date {daylmaaliyear) Signuere
Forn PCT/APEAMDY (Auman) Jeramy 1994) Son Notes so the for coleulpion shest
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1866 Filling in of Headings on Chapter II
Forms

The examiner will encounter several different forms
for use in the Chapter II preliminary examination phase
and most of the forms will have the same “header” infor-
mation to be provided.

The notes below list the common identifying informa-
tion requested on the top of the first page of most of the
forms:

Applmﬁs.m.mlmz.addm - this is usually the attor-
ney’s address taken from the file wrapper.

Applicant’s or Agent’s File Reference ~ this is the ap-
plicant’s or agent’s application reference (or docket
number) which is composed of either letters or numbers,
or both, provided this reference does not exceed twelve
characters. This reference may be found in the upper
right hand box on the first sheet of the Demand, Form
PCT/IPEA/401. See Administrative Instruction Section
109.

International Application Number — this is the 14 dig-
it PCT application serial number as stamped and typed
on the international application file wrapper and may
also be found on the first page of the Demand, Form
PCT/IPEA/401.

International Filing Date — this is the filing date
printed on the international application file wrapper and
may also be found on the first page of the Demand, Form
PCT/IPEA/40L.

Applicant (Name) — the first named applicant as set
forth on the international application file wrapper and
may also be found in box Il of the Demand, Form PCT/
IPEA/401.

1867 Preliminary Examination Fees

A preliminary examination fee is due on filing of the
Demand. This fee is for the benefit of the International
Preliminary Examining Authority and the amount for
the U.S. doing the preliminary examination is specified
in 37 CFR 1.482. The fee is somewhat higher if the inter-
national search was performed by an authority other
than the USPTO.

The handling fee is a fee for the benefit of the Interna-
tional Burcau and is collected by the International Pre-
liminary Examining Authority. The amount of the han-
dling fee is set out in the PCT schedule of fees which is
annexed to the PCT Regulations.

Rev. 1, Sept. 1995

The current amount of both the preliminary examina-
tion fee and the handling fee can be found in each weekly
issue of the Official Gazetie. Since supplements to the
handling fee were deleted, no additional Chapter I fees
are required other than any additional preliminary ex-
amination fec where additional inventions are deter-
mined to be present. The amount of this fee is also speci-
fied in 37 CFR 1.482 and in the weekly issues of the Offi-
cial Gazette. See also PCT Rules 57 and 58.

1868 Correction of Defects in the Demand

PCT Rule 60
Certain Defects in the Demand or Elections

60.1. Defects in the Demand

() Ifthedemanddoesnotcomplymththereqmrementsspecnﬁedm
Rules 53.1, 53.2(a)(i) to (iv), 53.2(b), 533 to 53.8 and 55.1, the
International Preliminary Examining Authorityshaliinvite the applicant
tocorrect the defects within a time limit which shall be reasonable under
the circumstances. That time limit shall not beless than one month from
the date of the invitation. It may be extended by the International
Preliminary Examining Authority at any time before a decision is taken.

(b) Ifthe applicant complies with the invitation within the time limit
under paragraph (2), the demand shall be considered as if it had been
received ontheactual filing date, provided thatthe demand assubmitted
contained at least one efection and permitted the intemational applica-
tion to be identified; otherwise, the demand shall be considered as ifit
had been received on the date on which the International Preliminary
Examiniog Authority receives the correction.

(c) Subject to paragraph (d), if the applicant does not comply with
theinvitationwithinthe timelimitunder paragraph(a), the demandshall
be considered as if it had not been submitted.

(d) Where,after the expirationofthe timelimitunder paragraph (a),
asignaturerequired under Rule 53.8 or a prescribed indication islacking
inrespect of an applicant for a certain elected State, the election of that
State shall be considered as if it had not been made.

(e) Ifthe defectis noticed by the International Bureau, it shall bring
the defect to the attention of the International Peeliminary Examining
Anthority, which shall then proceed as provided inparagraphs (a) to (d).

(f) Ifthe demand does notcontain a statement concerning amend-
ments, the International Preliminary Examining Autherity shallproceed
as provided for in Rules 66.1 and 69.1(a) or (b).

(g) Where the statement concerning amendments contains an
indication that amendments under Article 34 are submitted with the
demand (Rule $3.9{(c)) but no such amendments are, in fact, submitted,
the International Preliminery Examining Authority shall invite the
applicant to submit the amendments within a time Hmit fized in the
invitation and shall proceed as provided for in Rule 69.1(¢).

60.2. Defects in Later Elections
(a) Efthe notice effecting a later election does not comply with the
requirements of Rule 56, the International Bureau shall invite the
am!mtmmmﬁade&dxwﬁlmammmwbe
BIOSIanies thmmmbem
mmmmmmmmamem hmaybeentendedbythe
Interpationz] Burean ut any time before a decision s teken,
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(b) Iftheapplicant complies with the invitation within the time limit
under paragraph (a), the notice shall be considered as if it ‘had been
" languages of the lntemauonal Prehmmary Exnmmmg Authonty, that
* Authority may invite the appllcant to furnish a translation in the said
- languageor one ofthesaldlanguagesmtluntwomonthsfromthedateof

received on the actual filing date, provided that the notice as submitted

_contained atleast one election and permittedthe international applica-

 tion to be identified; otherwise, the nottceshallbeconsnderedaslf ithad

beenrecewedonthedateonwhlchthelnternatlonalBureaureeewesthe o

~ correction.

() Subject to paragraph (d), if the appllcant does not eomply with ;
the invitation within the time limit under paragraph (a), the notice shall

be considered as if it had not been submitted. -

(d) Where, in respect of an applicant for a certain elected State, the
signature required under Rule 56.1(b) and (c) or the name or address is
lacking after the expiration of the time limit under paragraph (a), the
laterelection of that State shall be considered asifit had not been made.

Defects in the Demand may be corrected. The type of
correction determines whether the filing date of the De-
mand must be changed. The most common defects which
result in the mailing of an invitation to correct are found
in PCT Rules 53, 55 and 57.4. If the applicant complies
with the invitation, the Demand is considered as if it had
been received on the actual filing date, i.e., the original
date of receipt. See PCT Rule 60.1(b).

1869 Netification to International Bureau of
Demand

PCT Article 31
Demand for International Preliminary Examination

EE2 L2 ]

(7) Each elected Office shall be notified of its election.

The International Preliminary Examining Authority, pursuant to
PCT Rule 61, promptly notifics the International Bureau and the
applicant of the filing of any Demand. The International Bureau in turn
notifies each elected Office of their election and also notifies the
applicant that such notification has been made.

1870 Priority Document and Translation

Thereof
PCT Rule 66
Procedure before the International Preliminary Examining
Authority

Ghdkg

66.7. Priority Document

(a) If the International Preliminary Examining Authority needs a
copy of the application whose priority is claimed in the international
application, the International Bureau shall, onrequest, promptly furnish
such copy. If that cepy is not furnished to the International Preliminary
Examining Authority because the applicant failed to comply with the
requirements of Rule 17.1, the international preliminary examination
report may be established as if the priority had not been claimed.

1800 - 71
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(b) lf the apphcatlon whose pnonty is claimed in the mtemnuonal
apphcatlon is'in a language other than the language or one of the -

themvntatlon Ifthetransiation lsnotfumlshedwnthmthattlmehnut,the :

international prelunmary examination report may be estabhsbed asif =

the pnonty had not been claimed.

g 111

A copy of the pnonty document may bc required by

“the examiner if necessary because of an intervening ref-

erence, and a translatlon thereof if the priority docu-
ment is not in English.

1871 ProceSsing Amendments Filed Under

Article 19 and Artlcle 34 Prior to or at
the Start of Intematmnal Prehmmary
Examination

 PCT Rule 62
Copy of Amendments under Article 19 for the International
Preliminary Examining Authority

62.1. Amendments Made before the Demand is Filed

Upon receipt of a demand from the International Preliminary
Examining Authority, the Internationat Bureau shall promptly transmit
acopy of anyamendments under Article 19 to that Authority, unless that
Anthority has indicated that it has already received such a copy.

62.2. Amendments Made after the Demand is Filed

(a) K, at the time of filing any amendments under Article 19, a
demandhasalreadybeen submitted, the applicant shall preferably, atthe
sametimeashefilestheamendmentswith the Inteepational Bureau, also
file a copy of such amendments with the International Preliminary
Examining Authority. In any case, the International Bureau shall
promptly transmit a copy of such amendments to that Anthority.

(b) [Deleted]

The documents making up the international applica-
tion may include amendments of the claims filed by the
applicant under Article 19. Article 19 amendments are
exclusively amendments to the claims and these amend-
ments can only bc made after the search report has been
established. Article 19 amendments will be transmitted
to the International Preliminary Examining Authority by
the International Bureau. If a Demand for international
preliminary examination has already been submitted,
the applicant should preferably, at the time he files the
Article 19 amendments, also file a copy of the' amend-
ments with the International Preliminary Examining Au-
thority. In the event that the time limit for filing amend-
ments under Article 19, as provided in Rule 46.1, has not
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expired and the Demand includes a statement that the
start of the international preliminary examination is to
be postponed under Rule 53.9(b), the international pre-
liminary examination should not start before the ex-
aminer receives a copy of any amendments made under
Atrticle 19 or a notice from the applicant that he does not
wish to make amendments under Article 19, or before
the expiration of 20 months from the priority date,
whichever occurs first.

The applicant has the right to amend the claims, the
description, and the drawings, in the prescribed manner
and before the start of international preliminary ex-
amination. The amendment must not go beyond the dis-
closure in the international application as filed. These
amendments are referred to as Article 34(2)(b) amend-
ments. It should be noted that Article 19 amendments
are strictly amendments to the claims made during the

Chapter I search phase while Article 34(2)(b) amend-

ments to the description, claims, and drawings are made
during the Chapter II examination phase.

When amendments to the description, claims, or
drawings are made under Rule 66.8, they may be accom-
panied by an explanation. These amendments may have
been submitted to avoid possible objections as to lack of
novelty or lack of inventive step in view of the citations
listed in the international search report; to meet any ob-
jections noted by the International Searching Authority
under Article 17(2)(a)(ii) (i.e., that all or at least some
claims do not permit a meaningful search) or under Rule
13 (i.e., that there is a lack of unity of invention); or to
meet objections that may be raised for some other rea-
son; €.g., to remedy some obscurity which the applicant
himself/herself has noted in the original documents.

The amendments are made by the applicant of his/her
own volition. This means that the applicant is not re-
stricted to amendments necessary to remedy a defect in
his/her international application. It does not, however,
mean that the applicant should be regarded as free to
amend in any way he/she chooses. Any amendment must
not add subject matter which goes beyond the disclosure
of the international application as originally filed. Fur-
thermore, it should not itself cause the international ap-
plication as amended to be objectionable under the PCT,
e.g., the amendment should not introduce obscurity.

As a matter of policy and to ensure consistency in han-
dling amendments filed under Articles 19 and 34 of the

Rev. 1, Sept. 1995
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PCT, the following guidelines for processing these
amendments have been established:

(1) Any amendment which complies with 37 CFR
1.485(a) will be considered;

(2) Amendments filed after the Demand

(a) will be considered if filed before the application
is docketed to the examiner,

(b) may be considered if filed after docketing. The
examiner has discretion to consider such amendments if
the examiner determines that the amendment places the
application in better condition for examination or the
examiner determines that the amendment should other-
wise be entered,; 7

(3) Amendments filed after expiration of the period
for response to the written opinion

(a) will be considered if the amendment was re-
quested by the examiner,

(b) may be considered if the examiner determines
that the amendment places the application in better con-
dition for examination or the examiner determines that
the amendment should otherwise be entered.

It is expected, due to the relatively short time period
for completion of preliminary examination, that the
Chapter II application will be taken up for preparation
of the written opinion promptly after docketing to the
examiner and taken up for preparation of the final re-
port promptly after the time expires for response to the
written opinion (i.e., after allowing for mail processing).
The examiner is not obliged to consider amendments or
arguments which are filed after he/she has taken up the
case for preparation of the written opinion or the final
report.

Amendments timely filed but misdirected or are
otherwise late reaching the examiner will be considered
as in the case of regular domestic applications and may
require a supplemental written opinion and/or final re-
port.

Clearly, these guidelines offer the examiner flexibil-
ity. The examiner should be guided by the over—riding
principle that the final report (the PCU/IPEA/409)
should be established with as few written opinions as
possible and resolution of as many issues as possible con-
sistent with the goal of a timely and quality report.

See also Administrative Instruction Section 602 re-
garding processing of amendments by the International
Preliminary Examining Authority.
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1872 Transmittal of Demand to the
Examining Corps

PCT Administrative Instructions Section 605
File to be used for International Preliminary Examination

Where the International Preliminary Examining Authority is part of
the same national Office or intergovernmental organization as the
International Searching Authority, the same file shallserve the purposes
of international search and international preliminary examination.

\thx the PCT International Division has finished
processing of the papers and fees filed with a complete
Demand, a copy of the Demand and other papers are
forwarded to the appropriate examining group for ex-
amination. The documents will be placed in the Search
Copy file wrapper when forwarded to the examining
COTpS.

1873 Later Election of States

PCT Article 31
Demand for International Preliminary Examination

R L L]

(6)(b) Any later election shall be submitted to the International
Burean.

BEABRR

PCT Rule 56
Later Elections

56.1. Elections Submiited Later Than the Demand

(a) The election of States subsequent to the submission of the
demand (later election ) shall be effected by a notice submitted to the
International Bureau. The notice shallidentify the international applica-
tion and the demand, and shall include an indication as referred to in
Rule 53.7(b)(ii).

(b) Subject to paragraph (c), the notice referred to in paragraph (a)
shall be signed by the applicant for the elected States concerned or, if
there is more than one applicant for those States, by all of them.

(c) Where two or more applicants file a notice effecting a later
clection of a Statc whose national law requires that national applications
be filed by the inventor and where an applicant for thatelected State who
is an inventor refused tosign the notice or could not be found or reached
after diligent effort, the notice need notbe signed by that applicant (the
applicant concerned ) if it is signed by at least one applicant and

(i) a statement is furnished explaining, to the satisfaction of the
International Bureau, thelack of signature of the applicantconcerned, or

(i) the applicant concerned did not sign the request but the
requirements of Rule 4.15(b) were complied with, or did not sign the
demand but the requirements of Rule 53.8(b) were complied with.

(d) AnapplicantforaState clectedbyalaterelection need nothave
been indicated as an applicant in the demand.

(e) if a notice effecting a later election is submitted after the
expiration of 19 months from the priority date, the International Bureau
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shall notify the applicant that the clection does not have the effect
provided for under Article 32(1){a) and that the acts refezred to in
Article 22 must be performed in respect of the elected Office concerned
within the time limit applicable under Article 22,

(® If notwithstanding paragraph (a), a notice effecting a later
election is submitted by the applicant to the International Preliminary
Eramining Authorityrather thanthe Intemational Bureau, that Author-
ity shall mark the date of receipt on the notice and transmit it promptly to
the Internationat Bureau. The notice shall be considered to have been
submitted to the International Bureau on the date marked.

56.2. Hentification of the International Application
The international application shall be identified as provided in
Rule 53.6.

56.3. [IHdemnification of the Demand

The demand shall be identified by the date on which it was submitted
and by the name of the International Preliminary Examining Authority
to which it was submitted.

56.4. Form of Later Elections

The notice effecting the later election shall preferably be worded as
follows: Inrelation to the international application filed with ... on ...
under No. ... by ...(applicant) (and the demand for international
preliminary examination submitted on ... to ...), the vrdersigned elects
the following additional State(s) under Asticle 31 of the Patent
Cooperation Treaty: ...

56.5. Language of Later Elections
The later election shail be in the language of the demand.

Applicants may, after filing of the Demand, later, but
still within 19 months of the priority date, elect addition-
al States which have been previously designated and ob-
tain the benefit of delaying the national stage until 30
months after the priority date in the additional elected
States. All such later elections must be filed directly with
the International Bureau and not the International Pre-
liminary Examining Authority. Elections received after
19 months will not delay the time for entry into the na-
tional stage from 20 to 30 months.

1874 Determination if International
Preliminary Examination is
Reguired and Possible [R—1]

PCT Article 34
Procedure before the International Preliminary Examining
Authority
L2 L]
{é}(a) IftheInternational Preliminary Examining Authority consid-
ers
(@) thattheinternationsl spplicationrelalestoasubject maticron
which the International Preliminary Examining Mﬂwmy is not re-

qmmd.under&eRegulmom,thmtymtam national preliminary
cramination andmthewhuﬂm-medmdesm&mmrymm
examination, or
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exauunauon is nbt requu'ed because of the nature of the

' subject matter clalmed and alsd because the clauns afeso -

indefinite ‘that: _
instances should seldom occur, _especlally since- most

ered and mdncated at the tlme of the mternatlonal
search. ’ '
Ifitis found that certam clmms of an mternatlonal ap-

plication relate to subject,matter for_whl_ch no interna- -
tional preliminary -examination is required, on Form
PCT/IPEA/408, check the appropriate box. It shouldbe -~

noted that subject matter which is normally examined
under U.S. national procedure should also be examined
as an International Preliminary Examining Authority.

The examiner should check the appropriate box if it is -

found that the description, claims or drawings are so un-
clear, or the claims are so inadequately supported by the
description that no opinion could be formed as to the
novelty, inventive step (nonobviousness) and industrial
applicability of the claimed invention.

Subject matter not searched under Chapter 1 will not
be the subject of a preliminary examination under Chap-
ter 11, This is so even if claims which were not searched
under Chapter 1 are modified to be acceptable for ex-
amination.

%

1875 Unity of Invention Before the
International Preliminary Examining
Authority [R-—1]

PCT Article 34

Procedure before the International Preliminary Examining
Authority

(2232
(3)(a) If the International Preliminary Examining Authority consid-

ers that the international application does not comply with the require-
mentofunity ofinvention asset forthinthe Regulations, itmayinvitethe

Rev. 1, Sept. 1995

. Intenmuonal Prehmumry ExammmgAuthonty . - L
(a) Before estabhshmg any written -opinion or the mtematlonal g

! prehnunaryemmmatlon report, the ]ntematlonal PrehmmatyExumm

ing- Authority will ‘determine whether the international application .
“complies with the requn'ement of umty of mventlon as set forth in § T

'exammauou is’ poss1ble Such
ofﬁce _
problems of this nature would have already been discov- . _'_ :

'37 CFR L 488 Detennmatmn of umty,of mventwn_ befom the .'

1.475.

(b) lf the Intematlonal Prehmma:yExammmgAuthonty eonsxdels
thatthemtematxonal appllcanon doesnot complythh the requu'emelt
of unity of i invention, it may: o

(1) Issue a written opinfon and/or an mternauonal prehmmary
examination report, inrespectofthe entire mtemanoual applicationand
indicate thatumtyofmvennomslachngandlpeclfythereasonstherefor
without extending an invitation to restrict or pay additional fees, No -
international preliminary examination will be conducted on inventions
not previously searched by an International Seaiching Anthority. -

(2) Invite the applicant to restrict the claims or pay additional fees, =~

pointing out the categories of the invention found, within aset time limit-
which will not be extended. No international preliminary examination
will be conducted on inventions not previously searched by an Interna-
tional **>Searching< Authority, or

-(3) If applicant fails to vestrict the claims or pay additional fees
within the time limit set for response, the International Preliminary
Examining Authority will issue a written opinion and/or establish an -
international preliminary examination report on the main invention and
shall indicate the relevant factsin the said repost. Incase of any doubt as
towhichinvention is the main invention, the invention firstmentionedin
the claims and previously searched by an International Searchmg
Authority shall be considered the main invention.

(c) Lack of uaity of invention may be directly evident before
considering the claimsin relationtoany priorart, or after taking the prior
art into consideration,, as where a document discovered during the
search shows the invention claimed in a generic or linking claim lacks
novelty or is clearly obvious, leaving two or more claims joined thereby
without a common inventive concept. In such a case the Internationsl
PrehmmaryExammmgAuthuntymaymmetheob;ecuonoflnckofumty
of invention.

The examiner will usually begin the preliminary ex-
amination by checking the international application for
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unity of invention. The international préhnlinaty ex-
-amination will only be dlrccted to mventlons which have
been searched by the: Internatlonal Searchmg Authornty S
All claims directed to inventions which have not been -
searched by the International Searching Authorlty will
not be considered by the International Preliminary Ex-

amining Authority. If the examiner in the International

Preliminary Examining Authority finds lack of unity of -

invention in the claims to be examined, an invitation is
normally prepared and sent to the applicant requesting
the payment of additional fees or the restriction of the
claims on Form PCT/IPEA/405. Such an invitation will
include the identification of what the examiner consid-
ers to be the “main invention” which will be examined if
no additional fees are paid or restriction is made by the
applicant.

The procedure before the International Preliminary
Examining Authority regarding lack of unity of invention
is governed by PCT Article 34(3)(a) through (c), PCT
Rule 68 (see also PCT Rule 70.13), and 37 CFR 1.475 and
1.488. It should be noted that in most instances lack of
unity of invention will have been noted and reported
upon by the International Searching Authority which will
have drawn up an International Search Report based on
those parts of the international application relating to
the invention, or unified linked group of inventions, first
mentioned in the claims ( main invention ). If the appli-
cant has paid additional search fees, additional inven-
tions would also have been searched. No international
preliminary examination will be conducted on inven-
tions not previously searched by an International
Searching Authority (37 CFR 1.488(b)(2)).

Unity of invention must be addressed within 7 days
from the date the PCT application is charged to the ex-
amining group from PCT International Division. This
simply means that a determinatior. must be made as to
whether or not the international application relates to
one invention or to a group of inventions so linked as to
form a single general inventive concept.

If it is determined that the international application
does meet the requirements for unity of invention and
no additional fees will be requested, the international
application must be returned to the Paralegal Specialist
in the examining group so that an indication to that af-
fect may be made on the PALM System which monitors
deadlines such as the deadline for checking unity of in-
vention.

1800 -

I thc exanuner determmes that unity of mventlon is -

- lacking, there are two optlons

1. The examiner may conduct an mternatlonal pre-’
liminary exmmnatlon covermg all the clalmed and pre-

viously searched inventions and mdlcate that unity of in- -
~ vention is lacking and speclfy the reasons therefor with-

out extending an mv1tat|on to restnct or pay additional

fees (PCT Rule 68. 1), or

2. The examiner may invite the appllcant to testnctb
the claims, so as to comply with the requirement, or pay
additional fees, pointing out the categories of invention

~ found. The invitation to restnct or pay additional fees

shall state the reasons for which the international ap-
plication is considered as not complying with the re-
quirement of unity of invention. (PCT Rule 68.2). Inven-
tions not previously searched will not be considered or
included in the invitation. :

The Written Opinion, if any, and the International
Preliminary Examination Report must be established on
all inventions for which examination fees have been
paid.

If the applicant fails to respond to the invitation to re-
strict the claims or pay additional examination fees due
to lack of unity of invention, the Written Opinion and
Report must be established on the claims directed to
what appears to be the main invention, (PCT Article
34(3)(c)). The main invention, in case of doubt, is the
first claimed invention for which an International Search
Report has been issued by the International Searching
Authority. The main invention, as viewed by the ex-
aminer, must be set forth on Form PCT/IPEA/405.

Whether or not the question of unity of invention has
been raised by the International Searching Authority, it
may be considered by the examiner when serving as an
authorized officer of the International Preliminary Ex-
amining Authority. In the examiner’s consideration, all
documents cited by the International Searching Author-
ity should be taken into account and any additional rele-
vant documents considered. However, there are cases of
lack of unity of invention, where, compared with the pro-
cedure of inviting the applicant to restrict the interna-
tional application or pay additional fees (PCT Rule
68.2), little or no additional effort is involved in estab-
lishing the Written Opinion and the International Pre-
liminary Examination Report for the entire internation-
al application. Then reasons-of economy may make it
advisable for the examiner to use the option referred to
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in PCT Rule 68.1 by choosmg not to invite the appllcant .

to restrict the claims or to pay additional fees.

- Unity of invention is deﬁned by 37 CFR 1475 whlch
describes the cucumstances in which the reqmrement of
unity of i mventlon is cons1dered fulfllled

1875.01 Preparation of Invntatmn Concemmg
Umty [R-1]

The Invitation to restrict or pay additional fees Form
PCT/IPEA/405, is used to invite the applicant, at his/her
option, to restrict the claims to comply with the require-
ments of unity of invention or, to pay additional ex-
amination fees. In addition, the examiner must explain

the reasons why the international application is not con-

sidered to comply with the requirement of unity of inven-
tion. The examiner must also specify, on Form PCT/
IPEA/405, at least one group or groups of claims which, if
elected, would comply with the requirement for unity of
invention,

INVITATION

In the space provided on form PCI/IPEA/405, the ex-
aminer should identify the disclosed inventions by claim
numerals and indicate which disclosed inventions are so
linked as to form a single general inventive concept,
thereby complying with the requirement of unity of in-
vention. For example, claims to different categories of
invention such as a product, claims to a process specifi-
cally adapted for the manufacture of the product and a
claim for a use of the product would be considered re-
lated inventions which comply with the unity of inven-
tion requirement, whereas a claim to an apparatus for
making the product in the same application would be
considered a second invention for which additional fees
would be required. The reasons for holding that unity of
invention is lack- ing must be specified. See 37 CFR
1.475 and Annex B of the Administrative Instructions.

Also, the examiner should specify the main invention
and claims directed thereto which will be examined if the
applicant fails to restrict or pay additional fees. The main
invention, in case of doubt, is the first claimed invention
or related invention before the International Prelimi-
nary Examining Authority for which a search fee has
been paid and an International Search Report has been
prepared.

Rev. 1, Sept. 1995

| MANUAL OF-PA’i‘ENT ExAMmNG pRocEDURE .

The examiner should indicate the total amount of

_additional fees requnred for exammatlon of all clalmed
- inventions. .

In the box provided at the top of the form, the time
limit for response is set according to PCT Rule 68. 2, nor-
mally a 1 month time limit. Extensnons of tlme are not
permitted.

Since the space provxded on Form PCT/IPEA/A05 is
limited, supplemental attachment sheets, supplied by
the examiner, with reference back to the specific section,

* should be incorporated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/405 must be signed by an examiner
with at least partial signatory authority.

TELEPHONIC RESTRICTION PRACTICE

“Telephone practice may be used in certain cases to al-
low applicants to elect an invention to be examined or to
pay additional fees. Additional fees may be charged to a
deposit account using the telephone practice only if:

(1) The Demand for International Preliminary Ex-
amination included an authorization to charge addition-
al fees to a deposit account,

(2) Applicant or the legal representative or agent
orally agrees to charge the additional fees to the account,
and

(3) A complete record of the telephone conversation
is included with the Written Opinion including:

(a) Examiner’s name;

(b) Authorizing attorney’s name;

(c) Date of conversation;

(d) Invention elected and/or inventions for which
additional fees paid; and

(e) Deposit account number and amount to be
charged.

If applicant or the legal representative or agent re-
fuses to either restrict the claims to one invention or au-
thorize payment of additional fees, Form PCT/IPEA/405
should be prepared and mailed to applicant.

When the telephone practice is used in making lack of
unity requirements, it is critical that the examiner orally
inform applicant that there is no right to protest the
holding of lack of unity of invention for any group of in-
vention(s) for which no additional examination fee has
been paid.
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: mg no later than on

of lack of umty <

37 CFR 1.475. - Umty of mventran bdore the Intematzonal
Sean:hmg Authority, the International Preliminary Exammmg
Authority and during the national stage.

(a) Aninternational and a national stage apphcauon shall relate to
onemventlononlyortoagroupofmvenuonssolrnkedastoformasmgle
general inventive concept (“requirement of unity of invention”). Where
a group of inventions is claimed in an application, the requirement of
uaity of invention shall be fulfilled only when theré is a technical
relationship among those inventions involving one or more of the same
or corresponding special technical features. The expression “special
technical features” shall mean those technical features that define a

contributionwhicheachof the claimedinventions,consideredasawhole, '

makes over the prior art.

(b) An international or a national stage application containing
claims to different categosies of invention will be considered to have
unity of invention if the claims are drawn only to one of the following
combinations of categories:

(1) A product and a process specially adapted for the manufacture
of said product; or

(2) A product *>and a< process of use of said product; or

(3) A product, a process specially adapted for the manufacture of
the said product, and a use of the said product; or

(4) A process and an apparatus or means specifically designed for
carrying out the said process; or

(5) A product, a process specially adapted for the manufacture of
the said product, and an apparatus or means specifically designed for
carrying out the said process.

(c) Ifan application contains claims to more or less than one of the
combinations of categories of invention set forth in paragraph (b) of this
section, unity of invention might not be present.

(d) If multiple products, processes of manufacture or uses are
claimed, the first invention of the category first mentioned in the claims
of the application and the first recited invention of each of the other
categories related theretowill be considered asthe maininvention in the
claimg, see PCT Article 17(3)(a) and § 1.476(c).

(e) The determination whether a group of inventions is so linked as
to form asingle general inventive concept shall be made without regard
to whether the inventions are claimed in separate claims or as

aiternatives within a single claim,
2]

>9 18.05 Heading for Lack of Unity Action
INVOLVING SPECIES)

This application contains the following inventions or groups of
inventions which are not so linked as to form a single inventive concept

(NOT
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month from the marhng date of the, E :
Written Opinion o the Infernational Prelxmmary Ex- .
amination Report +if the lack of unrty holdmg is* first.
- 'mailed with the. IPER ‘because there was no Wrrtten‘ B
Opinion. >'Ihe exammer should fill in: the mformatron L
on Form 499 “Chapter NNPCT Telephone Memorandum?- '

for Lack of Umty” asa record of the telephomc holdmg '

- 1 18.06 LackofUmty .,f'iThnee Group: ofCIazms L

| ..vExanriner Note- .

 [2] Insert claim no(s). and PRESS F9 -

* Group (1], claim(s) [2]; drawn to [3]..
- Group .[4], claim(s) (5], ‘drawn to [6
o Group [7], clarm(s) [8], drawnto [9.‘

{1] Tnsert Roman number for Group and PRESS F9

[3] Insert name of the grouped mventron and PRESS F9
-[4] Insert Romagn number for Group and PRESS F9

[5] Insert clarm no(s). and PRESS F9 .

{6] Insert name of the grouped mvenuon and PRESS F9

[7] Insert Roman number for Group nnd PRESS F9

(8] Insert claim no(s). and PRESS F9 Vi .

E)] Insert name of the grouped mvenuon and PRESS F9

9 180601 LackofUmty Tivo (Addmanal) Groupsof Claims -
(This Paragraph can be used alone, or beneath Paragraph 18.06)
Group [1), claim(s) [2], drawn to [3]. '

_ Group [4), clalm(s) [5], drawn to [6].

Examiner Nete:
[1] Insert Roman sumber for Group and PRESS F9
[2] Insert claim no(s). and PRESS F2
[3] Insert name of the grouped invention and PRESS F9
[4] Insert Roman number for Group and PRESS F9
[5] Imsert claim no(s). and FPRESS F2
[6} Insert name of the grouped invention and PRESS F9

§ 18.06.02 LackofUnity — One (Additional) Group of Claims
(This Paragraph can be used beneath Paragraph 18.06 and/or
18.06.01)
Group [1), claim(s) [2], drawn to [3].

Examiner Note:
[1] Insert Roman number for Group and PRESS F9
[2] Insert claim no(s). and PRESS F9
[3] Insert name of the grouped invention and PRESS F9

9 18.07 Lack of Unity — Reasons Why Inventions Lack Unity

Theinventionslisted asGroups [1] donotrelateto asingie inventive
concept under PCT Rule 13.1, because, under PCT Rule 13.2, they lack
the same or corresponding special technical features for the following
reasons: [2] .

Examiner Notes
[1] Insert Roman numerals for Groups, the PRESS F9
[2] Insert REASONING, then PRESS F9

§ 18.16 Lack of Unity — Species ~ Heading

This application contains claims directed tomore than one species of
the generic invention. The species identified below are deemed to lack
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1875 02

Unlty of Invention because they are not so lmked asto form a smg!c ‘

inventive concept under PCT Rule 13.1. - In order for more than one
species to be examined, the appropriate additional examination fees
must be paid. The species are as follows: [1] - . -

Examiner Note:
[1] Listeachspecies, asby Figure No. or embodiment, then PRESS
F9

§ 1817 Lackof Unity — Speczes - Conespondenceof Claims

to the Species
(Use this Paragraph immediately followmg Paragraph 18.16)
The claims are deemed to correspond to the species listed above in
the following manner: [1]
The following claims are generic: [2}

Exominer Note:

[1] For each species, list the claims, e.g. Fig. 1 — claims 1, 3 and 6.
Then PRESS F9

[2] List the number of each generic claim, or type NONE, then
PRESSF9

9§ 18.18 Lack of Unity — Species — Reasons Why Unity is
Lacking '

{Use this Paragraph immediately following Paragraph 18.17)

The species listed above do not relate to a single inventive concept
under PCT Rule 13.1 because, under PCT Rule 13.2, the specieslack the
same or cosresponding special technical features for the following
reasons: [1]

Examiner Note:
[1] Insert reasoning and Press F9<

1875.02 Response to Invitation Concerning
Lack of Unity of Invention

PCT Administrative Instructions Section 603
Transmittal of Protest Against Payment of Additional Fee
and Decision Thereon Where International Application
is Considered to Lack Unity of Invention

The International Preliminary Examining Authority shall transmit to
the applicant, at the latest together with the international preliminary
examination report, any decision which it has taken under Rule 68.3(c)
on the protest of the applicant against payment of the additional fee
where the international application is considered to lack unity of
invention. Atthe same time, it shall transmit to the International Bureau
acopy of both the protest and the decision thereon, aswell as anyrequest
by the applicant to forward the texts of both the protest and the decision
thereon to the elected Offices.

37 CFR 1.489. Protest to lack of unity of invention before the
International Preliminary Examining Authority

(a) If the applicant disagrees with the holding of lack of unity of
invention by the International Preliminary Examining Authority, addi-
tional fees may be paid under protest, accompanied by a request for
refund and astatement setting forthreasons for disagreementorwhythe
required additional fees are considered excessive, or both.

(b) Protest under paragraph (a) of this section will be examined by
the Commissioner or the Commissioner’s designee. Inthe event thatthe

Rev. 1, Sept. 1995

applicant’s protest is detenmned tobe jusuﬁed, the addltlonal feesora

-portion thereof will be refunded.

(c) An applicant who desires that a eopy of the protest and the
decision thereon accompany the international preliminary examination
report when forwarded to the Elected Offices, may notify the Interna-
tional Preliminary Examining Authonty to that effect any time prior to
the issuance of the international preliminary examination. report.

" Thereafter, such nouﬁcauon should be directed to the International

Bureau

Appllcant may respond by paying some or all addi-
tional fees or by restricting the claims to one invention. If
applicant makes no reply within the set time limit, the in-
ternational preliminary examination will proceed on the
basis of the main invention only.

If applicant has paid an additional fee or fees, a pro-
test to the holding of lack of unity of invention may be
filed with the International Prellmmary Exammmg Au-
thority.

NOTIFICATION OF DECISION ON PROTEST

Form PCT/IPEA/420 is used by the examining group
to inform the applicant of the decision regarding appli-
cant’s protest on the payment of additional fees concern-
ing unity of invention.

NOTIFICATION

The examining group checks the appropriate box; i.e.,
1or2. Ifbox 2 is checked, a clear and concise explana-
tion as to why the protest concerning the unity of inven-
tion was found to be unjustified must be given.

Since the space is limited, supplemental attachment
sheet(s) should be incorporated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/420 must be signed by a Group Di-
rector.

1876 Notation of Errors and Informalities by
the Examiner [R—1]

PCT Administrative Instructions Section 607
Rectifications of Obvious Errors under Rule 91.1

Where the International Preliminary Examining Authority authoriz-
es a rectification of an obvious error under Rule 91.1, Rule 70.16 and
Section 602 (a) and (b) shall apply mutatis mutandis.

Although the examiner is not responsible for discover-
ing errors in the international application, if any errors
come to the attention of the examiner, they should be
noted and called to the applicant’s attention. **
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>Errors may be called to Apphcant’s

Form PCI‘/IPEAI411 and 423 must be sngned by an ex-

aminer havmg at least partxal sngnatory authonty
T . L e

187601 ’Réqnes:tfofkectifiént‘ion»and’
| 'Notiﬁc’étion:ot Action Thereon

NOTIFICATION OF DECISION CONCERNING
REQUEST FOR RECTIFICATION

The rectification of obvious errors is governed by PCT
Rules 91.1 and 66.5.

NOTIFICATION

If the applicant requests correction of any obvious er-
rors in the international application or in any paper sub-
mitted to the Intemational Preliminary Examining Au-
thority, other than in the request, any acceptable correc-
tion should be authorized by using Form PCT/IPEA/412,

The procedure governing the rectification of obvious
errors are PCT Rules 91.1(d) and 26.4(a) which state
that:

The request for rectification which the applicant is in-
vited to make must be submitted in a letter. The rectifi-
cation may be stated in that letter if it is of such a nature
that it can be transferred from the letter to the interna-
tional application without adversely affecting the clarity
and direct reproducibility of the sheet on to which the
rectification is to be transferred; otherwise, the appli-
cant is required to submit a replacement sheet embody-
ing the rectification and the letter accompanying the re-
placement sheet must draw attention to the differences
between the replaced sheet and the replacement sheet.

The examiner after fully considering applicant’s Re-
quest for Rectification of an obvious error, will notify ap-
plicant of the action taken on Form PCT/IPEA/412.
Since the space provided is limited, supplemental
sheet(s) should be incorporated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/412 must be signed by an examiner
having at least partial signatory authority.
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- machine readable form s not avallable from’thezlntema- s
.~ tional Searching Authority, the International Prelimi-
. nary Examining Authority may request the appllcant to

- furnish such a listing in a computer 1 readable form in ac-

cordance with Annex C of the Admlmstratlve Instruc-
tions and Admlmstratlve Instructlon 610.

1878 Preparation of the Written

Opmmn [R—l]

PCTAmele 34 .
Procedure before the International Preliminary
Examining Authority

ey

(2)(c) The applicant shall receive at least one written opinion from
the International Preliminary Examining Authority unlesssuch Author-
ity considess that a!l of the following conditions are fulfilled:

(i) the invention satisfies the criteria set forth in Article 33(1),

(ii) theinternational application complies with the requirements of
this Treaty and the Regulations in so far as checked by that Authority,

(ifi)no observations are intended to be made under Article 35(2),
last sentence.

LA Ll d

37 CFR 1.484.
tion

" (a) An international preliminary examination will be conducted to
formulate a non—binding opinion as to whether the claimed invention
has novelty, involves an inventive step (is non—obvious) and is
industrially applicable.

(b) International preliminary examination will begin promptiyupon
receipt of a Demand which requests examination based on the applica-
tion asfiled, orasamendedbyanamendment whichhasbeenreceivedby
the United States International Preliminary Examining Authority.
Where a2 Demand requests examination based on a PCT Article 19
amendment which has not been received, examination may begin at 20
months without receipt of a PCT Article 19 amendment. Where a
Demand requests examination based on a PCT Article 34 amendment
which has not been received, applicant will be notified and given a time
period within which to submit the amendment. Examination will begin
after the earliest of:

(1) Receipt of the amendment;

(2) Receipt of applicant’s statement that no amendment will be
made; or

(3) Expiration of the time period set in the notification.

No international preliminary examination report will be established
prior to issuance of an international search report.

Conduct of international preliminary examina-
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g Searclnng Anthonty' .
nal Prehnunary Examrmng Authonty wrll estab-

" (d) The Inter

hshawnttenopmromfanydefeetemtsonftheclarmedmvennonlacks -
novelty, inventive step or. mdusmal apphcabihty and will seta non—ex-
 tendable time limit in the wntten opinion for the apphcant to respond. .
(e) If no written: opmron under. paragraph @ of this section is
necessary, or after any written oprmon and the response thereto orthe”
 expiration of the time limit for response to such written opinion, an -
international prelrmmary cxamination’ report willbe estabhshed by the
International Preliminary Examining Anthority. One copy will be -
submrttedtothelntemauonal Bureau andoneeopywrllbesubnutted to .

the applicant.
® Anapplreantwnllbepermrttedapersonalortelephonemtemew
wrththeexanuner,whrehmustbeeondueteddunngthenon-extendable

time limit for response by the applicant to awritten opinion, Additional

interviews may be conducted where the examiner determines that such
additional interviews may be helpful to advance the international
prehnnnaryrnatlon procedure. A summary of any such personal or
telephone interview must be filed by the applicant as a part of the
responsetomewnttenopmronor,rfapphcantﬁlesnoresponse,bemade
of record i the file by the examiner. :

A Written Opinion must be prepared if the examiner:

1. considers that the international application has
any of the defects described in PCT Article 34(4);

2. considers that the report should be negative with
respect to any of the claims because of a lack of novelty,
inventive step (non—obviousness) or industrial applica-
bility;

3. notices any defects in the form or contents of the
international application under the PCT;

4. considers that any amendment goes beyond the
disclosure in the international application as originally
filed;

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to question
whether the claims are fully supported by the descrip-
tion;

6. decides not to carry out the international prelimi-
nary examination on a claim for which no International
Search Report was issued; or

7. considers that no acceptable amino acid sequence
listing is available in a form that would allow a meaning-
ful international preliminary examination to be carried
out.

The applicant must be notified on Form PCT/
IPEA/408 of the defects found in the application. The
examiner is further required to fully state the reasons for
his/her opinion (PCT Rule 66.2(b)) and invite a written
reply, with amendments where appropriate (PCT Rule
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o (c) No mtematlonal prelumnary exammatron reportwrll ’_:oon-,',, 2
: V,ducted on’ mvennons not prevrously searehed by an ,lntemauonal :

b ond”, as the case may be m th
; -of the Wntten Oplmon

5 ITEM r. BASlS OF OPINION

Applrcant has two opportumtres fo amend the mter- i R
- natlonal appheatron prior to mtematronal prelnmmary N
* examination. Under PCT Article 19, the apphcant isen- =

titled to one opportumty to amend the claims of the in-
ternational application by ﬁlmg amendments wrth the
International Bureau within 2 months of the. marlmg of
the International Search Report ‘See’ PCT Rule 46.1.
Applicant is also permitted to make amendments before
the International Preliminary Exammmg ‘Authority un-
der PCT Article 34(2)(b) and PCT- Rule 66.1. Any
amendment, however, that does not accompany the fil-
ing of the Demand but is filed later may not be consid-
ered unless it reaches the examiner before he/she takes
up the application for exarmnatron

For the purpose of completing Box I, item 1, of Form

PCT/IPEA/408, substitute and/or rectified sheets of the
specification and drawings filed during Chapter I pro-
ceedings are considered to be originally filed pages/
sheets and should be listed as originally filed pages/
sheets. Only those amendments or rectifications to the
specification and drawings filed on the date of Demand
or after the filing of a Demand should be listed as later
filed pages/sheets. Substitute and/or rectified sheets of
claims filed during the Chapter I proceedings are also
considered to be originally filed pages/sheets and should
be listed as originally filed pages/sheets. However,
amended sheets of claims filed under Article 19 in re-
sponse to the international search report are to be indi-
cated as pages/sheets as amended under Article 19. Only
those amendments, or rectifications to the claims filed
on the date of Demand or after the filing of a Demand
should be listed as later filed pages/sheets. If a claim is
made up of sheets filed on different dates, the latest date
is the date that should be used for the claim.

ITEM II. PRIORITY

Item I1 of Form PCT/IPEA/408 is to inform applicant
of non—establishment of a request for priority.

If applicant fails to furnish a copy or translation of the
earlier application, whose priority has been claimed,
within the time limit set by the examiner pursuant to
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- PATENT COOPERATION TREATY
PCT Rule 6.7, check box No. 1 >and then check the f
first box of the subsection if apphcant falled to furnisha
copy of the earlier application whose priority has been

claimed, and ‘check the second box-in the subsectlon if
applicant failed to furnish a translation of the earher ap-

plication whose pnonty has been clauned<

When the claim for priority has been found invalid
(e.g., the claimed priority date is more than one year
prior to the international filing date and the notification
under PCT Rule 4.10(d) has been provided. >or all
claims are directed to inventions which were not de-
scribed and enabled by the earlier application<), check
box No. 2 of Item II >and indicate why the claim for
priority has been found invalid following No. 3 “Addi-
tional observations”. The examiner is reminded that
when some claims in an international application are di-
rected to an invention which was disclosed in the earlier
application, the priority claim is valid provided that a
copy and/or translation of the earlier application have/
has been filed and the filing date of the earlier applica-
tion is one year or less from the filing date of the interna-
tional application<.

ITEM II. NON-ESTABLISHMENT OF OP]NION
ON NOVELTY, INVENTIVE STEP AND INDUSTRIAL
APPLICABILITY

Item 111 of Form PCT/IPEA/408 is intended to cover
** >situations where some or all< claims of an applica-
tion are so *>unclear or inadequately supported by the
description< that the question of novelty, inventive step
(nonobviousness), and industrial applicability cannot be
considered **>, or where the international application
or claims thereof relate to subject matter which does not
require international preliminary examination, or where
no international search report has been established for
the claims.

If some or all of claims of an application relate to sub-
ject matter which does not require international prelimi-
nary examination, check the appropriate box, indicate
which claims relate to that subject matter and specify the
reasons.

If some or all of the claims of an application are so un-
clear that no meaningful opinion could be formed, check
the appropriate box, indicate which claims are unclear
and specify the reasons.

If some or all of the claims are so inadequately sup-
ported by the description that no meaningful opinion
could be formed, check the appropriate box.
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cate the clarm numbers <

ITEMIV LACKOFUNITYOFINVENTION o

Item IV of Form PCI‘IIPEA/408 should be used by the g

examiner to nonfy apphcant that lack of umty of mven- e

tion has been found. - . v |
- If in response to.an mvrtatlon to restnct apphcant re- .

 stricted the claims to a partrcular group, check the first B

box under subsection 1.

If applicant paid additional fees for exammatlon of
additional invention, check the second box under sub-
section 1.

If the additional fees were paid under protest check
the third box under subsection 1. _

- If applicant neither restricted nor paid addmonal fees
in response to the objection of lack of unity of invention,
check the fourth box under subsection 1.

Subsection 2 of Item IV is to be completed if the ex-
aminer determines that unity of invention is lacking but
chooses not to invite the applicant to restrict or pay addi-
tional fees. _ _

Subsection 3 of Item IV is to be completed to indicate
which claims were the subject of international prelimi-
nary examination.

If all claims are to be examined, check the first box un-
der subsection 3.

If only some of the claims were the subject of interna-
tional preliminary examination, check the second box
under subsection 3 and identify the claim numbers.

ITEM V. REASONED STATEMENT WITH REGARD
TO NOVELTY, INVENTIVE STER, AND INDUSTRIAL
APPLICABILITY OF CLAIMS

In Item V, the examiner must list in summary form all
claims with regard to the criteria of novelty (N), inven-
tive step (IS), and industrial applicability (IA).

Item V is the main purpose of the Written Opinion.
All claims without fatal defects are treated on the merits
in Item V as to novelty, inventive step (nonobviousness)
and industrial applicability. -

The treatment of claims in ftem V is similar in format
to an Office action in a U.S. national patent application
except that the words rejection and patentability are
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If no mtematlonal search report has been estabhshed : S
~ for certain claims, check the a ropnate box and mdn-: S



B tests of novelty, mventrve step and mdustnel apphcabrh-,

) tyrs sufficient. If on the otherhand itis the oplmon ofthe Eae

examiner that some or all clarms lack novelty, inventive -
step, andlor industrial apphcablhty, spectfic reasons for

the opinion employmg PCT form paragraphs if ap-

propriate, must be given similar to those used in U.S.na- .
tional apphcatlone mcludmg a statement of motwatron L

to combine references cited regardmg negatrve state-
ments ofi inventive step.

are expected to use the PCT form paragraphs in formu-
lating any negative statements listed in Item V.

Examiners are encouraged to indicate any amend-
ments which applicant could present which would avoid
a negative statement in the International Prelmnnary
Examination Report.

All international applications where an exammatron
has been demanded should be searched by the examiner
atleast to the point of bringing the previous search up to
date. Prior art discovered in a *>search< and applied in
an Item V statement must be made of record in Item V.
Prior art already cited on the International Search Re-
port need not again be cited on the Written Opinion or
International Preliminary Examination Report. The
subsequently discovered prior art is to be cited in com-
pliance with PCT Rule 43.5 and Administrative Instruc-
tion Section 503 using the same citation format used on
the International Search Report.

>% 18.01 Lacks Novelty
Claim [1}novelty under PCT Asticle 33(2) asbeing anticipated by [2).

Examiner Nofe:

[1] Pluralize ‘claim’ if needed~ insert claim no(s). insert the verb
(lack or lacks) as appropriate, then PRESS F9

[2) Insert name of prior art relied on, then PRESS F9
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verb (lack or lacks), then PRESS F9

g Ingert name of PRIMARY art.,then%PRESS By
[3) Insert: name of SECONDARY art, then PRESS F9
[4] Add your REASONING, then PRESS F9 L

18 02. 02 Lacks Inventzve Step ; Add Reference to Art m,f’ e

Paragraph Above S »
. Claim [1] an inventive step under PCT Artlcle 33(3) as belng obvrous

e o karstpyledinth ey rpcoogpaiagpphand -
-~ furthe f[2). [3 . ‘_
Form paragraphs to bé used by the examiners appear er in view of [2]. k. |

in the relevant sections of this Manual. All examiners Exnminer Note:.

(1] Pluralize ‘claim’ if needed - Insert clarm no(s) Insert appropn- :
ate verb (lack or lacks), then PRESS F9

[2] Insertadditional art, then PRESS F9

[3] Add your RBASONING, then PRESS F9

1 18.03 Lacks Indusmal Apphcabduy » T
Claim [1] lack(s) industrial apphcabrhty as defined by PCT Artrcle
33(4)- .2} -

Examiner Note: : T
(1] Pluralize clarm if needed— Insert claim no(s) — then PRESS -
F9
2] Add your REASONING, then PRESS FY.

9 1804 Meets Novelty, Inventive Stepand IndustnaIApplwabd- .

ity
Clarm[l]theentenasetoutm BCT Article 33(2)f33(4),becausethe

~ prior art does not teach-or fairly suggest [2].

Examiner Note:

[1] Pluralize ‘claim’ if needed— Insert claim no(s). Insert appropri-
ate verb (meet or meets), then PRESS F9

[2] Insert patentable subject matter, then PRESS F9<

ITEM VL. CERTAIN DOCUMENTS CITED

Item VI provides a convenient manner of listing two
different types of documents:
(1) published documents — by the applrcatron num-
ber or patent number as well as the publication date, fil-
ing date and priority date; and
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(2) nonwntten dnsclosure = by the lcmd of dlsclosure,:‘; I
date of the dlsclosure and the date of the: wntten dlsclo-" e

sure referrmg to the nonwntten dlsclosure RS

. ITEM VII.CERTAIN DEFECTS INTHE

: INTERNATIONAL APPLICATION

In Item VlI defects m the form and eontent of thein-

ternational apphcatton are identified.

Examples of defects that would be listed in Item VII B

are:
1 Informahtles such as mlsplaced and/or on_ntted
drawing numerals, misspelled words, grammatical er-
rors, etc. ,
2, An amendment to the drawings, description or
claims which was not timely filed.
3. Improper multiple -dependent claims (PCT Rule
6.4) if not indicated under Item III.
>The following form paragraphs are used in Box
VII of PCT/IPEA/408 or PCT/IPEA/409 ”Certain de-
fects in the mternattonal application” for noting techni-
cal defects.

9 18.08 Drawing Objections
The drawings are objected to under PCT Rule 66.2(a)(iii) as
containing the following defect(s) in the form or content thereof: [1).

Examiner Note:
(1] Insert the technical problem, e.g. missing reference numeral,
then PRESS F9

9 18.08.01 Drawing is Required

The subject matter of this application admits of illustration by
drawing to facilitate understanding of the invention. Applicant is
required under PCT Arsticle 7(1) to furnish a drawing.

Y 18.09 Description Defective
The description is objected to as containing the following defect(s)
under PCT Rule 66.2(a)(iii) in the form or contents thereof: [1].

Examiner Note:
[1)Ensert the technical problem, e.g. misspelled word, then PRESS
F9

¥ 18.10 Claims Defective
Claim [1] objected tounder PCT Rule 66.2(a)(jii) as containing the
following defect(s) in the form or contents thereof: [2).

Examiner Note:
[1] Pluralize 'claim’ if needed— Insert claim no(s).
Insert appropriate verb (is or are), then PRESS F9
[2] Insertthe technical problem, e.g. misspelled word, then PRESS
Fo9<
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formed on the questlon of novelty, mventwe ste (1 1

| -obvmusness) or industrial apphcablhty, the app]lcant lsf o

so informed in Item *>IlI< (PCT Article 34(4)(a)(u)) '

" Reasons for the examiner’s opinion ‘that the clanms, de-

scription and drawings, etc., lack. clanty must also be pro- |
vided. '

~ Ifthe above sntuatlon is found to exxst in certam clatms N
only, the provisions of PCI‘ Artlcle 34(4)(11) shall apply

to those claims only. ‘

If the lack of clarity of the clalms, the descnptlon, or
the drawings is of sucha nature that it is possible to form
a meaningful opinion on the claimed subject matter,
then it is required that the examiner consider the claims
and render a Written Opinion on novelty, inventive step,
and industrial applicability in Item V of Form PCT/
IPEA/408.

Since the claims of an international application are -
not subject to a rejection on either art or indefiniteness
consistent with U.S. practice, observations by the ex-
aminer with regard to clarity of the claims, the descrip-
tion and the drawings will be treated in the form of an ob-
jection in the Written Opinion in Item VIIL '

>The following form paragraphs are used in Box VIII
“Certain observations on the international application”
of PCT/IPEA/408 and PCT/IPEA/409 for noting objec-
tions which are substantive rather than merely technical
in nature.

9 18.11 Drawing Objections
The drawings are objected to under PCT Rule 66.(2)(v) as lacking
clarity under PCT Article 7 because: [1].

Examiner Note:
(1] Insert the REASON(S) why the drawings lack clarity, eg
inaccurate showing, then PRESS F9

% 18.12 Description Defective — Lacks Written Description
The description is objected to under PCT Rule 66.2(a){(v) as lack-

ing clarity under PCT Article 5 because it fails to contain an adequate

written description of [1]. The description is insdequate because: [2].
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1 1812 oz ’ c ims Objecnanable — Inadequate Wntten  Descrip- .
tion (USE THIS PARAGRAPH IMMEDIATELY AFTER 18.12) -
Claim {1} objected to as lackmg clarity under PCT Rule 66. 2(a)(v)

because ptactweof the claimedinvention is not adequatelydescn'bed in g
wnung,asrequlredunderPCTRuleS l(a)(m),forthereasonssetforth» SR

in the lmmedxately precedmg paragraph

Examiner Nete: : '
[1] Pluralizeclaimif needed—lnsertclaun no(s) Insertappropnate
verb (isor are), then PRESS F9 ’

1 1813 Descnptwn Defecuve — Not Enabling ’
The description is objected to under PCT Rule 66.2(a)(v) as lacking

clarityunder PCT Article 5 because itfails to adequately enablepracﬂce '

of the clauned mventwn because [1}.

Examiner Note:
[1] Insertyour objection and REASONS, then PRESS F9

Y 18.13.01 Claims Objectionable — Non--enabling Disclosure
(THIS PARAGRAPH IS USED IMMEDIATELY AFTER 18.13)

Claim [1] objected to as lacking clarity under PCT Rule 66.2(a)(v) -

because the practice of the claimed invention is not enabled as required
uader PCT Rule 5.1(2) for the reasons sct forth in the immediately

preceding paragraph.

Examiner Note:s
[1] Plusalize claim if necessary — Insert claim no(s). — Insert
appropriate verb (is or are), then PRESSF9

% 18.14 Description Defective — No Best Mode

The description is objected to under PCT Rule 66.2(a)(v) as lacking
clarity for failing to describe the best mode for practicing the claimed
subject matter as required by PCT Rule 5.1(a)(v). The best mode isnot
described because: {1).

Examiner Note:
[1] Insertyour objection and REASONS, then PRESS F9

9 18.14.01 Claims Objectionable ~ Lack of Best Mode (THIS
PARAGRAPH IS USED IMMEDIATELY AFTER 18.14)

Claims [1] objected to under PCT Rule 66.2(a)(v) as lacking clarity
becauseclaim 2] to describe the bestmode for carrying out theinvention
under PCT Rule 5.1(2)(v) for the reasons set forth in the immediately
preceding paragraph.

Examiner Notes

[1] Pluralize claim if necessary — Insert claim no(s). — Insert
appropriate verb (is or are), then PRESS F9

2] Pluralize claim if necessary — Insert claim no(s). — Insert
appropriate verb (fail or fails), then PRESS F9

Rev. 1, Sept. 1995

o TIMETORESPOND

An invitation. by the Intematnonal»"Prehmmary Ex-

- amining Authonty (IPEA)to apphcant to reply to the ex-
* aminer’s Written Opinion will normally set a 2—month'

time limit to respond ,

The time may be as short as 1 month or as long as 3 -
months dependent upon the time remaining before the
lntematnonal Preliminary Exammatlon Report is due.

AUTHORIZED OFFICER

~ Every Written Oplmon must be sngned by an examiner
having at least partial signatory authority. .

The first document prepared by the examiner in most
international applications during the international pre-
liminary examination proceedings will be the Written
Opinion. Normally only in those international applica-
tions where all the formal matters are proper and the
claims are directed to inventions which have novelty, in-
ventive step and industrial applicability will an Interna-
tional Preliminary Examination Report be established
without a Written Opinion having been issued first.

1878.01(a) Prior Art Under Chapter I

PCT Article 33
The International Preliminary Examination

wHRRE

(6) The international preliminary examination shall take into con-
sideration all the documents cited in the international search report. It
may take into consideration any additional documents considered to be
relevant in the particular case.

PCT Rule 64
Prior Art for Insernational Preliminary Examination

64.1. PriorArt .

(2) For the purposes of Article 33(2) and (3), everything made
available to the public anywhere in the world by means of written
disclosure (including drawings and other illustrations) shall be consid-
ered prior art provided that such making aveilable eccurred prior to the
refevant date.
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(b) For l.he purposes of pamgraph (a), the relevant date mll be

© (i) subject to item (i), the international filing « date of the. mtema- “

tional application under international prehmxnary exammat!on, L
(i) wherethemternatlonalappheatlonundermtematmnalprehmn-

'naryexnmmauonvahdlyclmms the priorityofan eadler apphcatxon, the -

- filing date of such earher apphcatlon

64.2 Nonwntten Drsclosures -

In cases where the: mnhng available to the publlc occurred by nieans
~ of an oral disclosure; use, exhibition or other nonwritten means (
nonwritten disclosure ) before the relevant date as defined in Rule
64.1(b) and the date of such nonwritten disclosure is indicated in a
written disclosure which hasbeen made available to the pubhc onadate

which is the same as, or Iater than the relevant date, the nonwritten
disclosure shall notbe considered partofthe prior artfor the purposesof

Article 33(2) and (3). Nevertheless, the international preliminary
examination report shall call attention to such nonwritten disclosure in
the manner provided for in Rule 70.9.

64.3. Cenain Published Dacuments

In cases whiere any application or any patent which would constitute
prior art for the purposes of Article 33(2) and (3) bad it been published
prior totherelevant date referred toin Rule 64.1 was published on adate
which is the same as, or later than,the relevant date but was filed earlier
than the relevant date or claimed the priority of an earlier application
which had been filed prior to the relevant date, such published
application or patentshall not be considered part of the prior art for the
purposes of Article 33(2) and (3). Nevertheless, the international
preliminary examination report shall call attention tosuch applicationor
patent in the manner provided for in Rule 70.10.

The relevant date for the purpose of considering prior
art is defined in PCT Rule 64.1(b) as the international fil-
ing date or, where the international application contains
a valid claim for priority, that date of priority.

In cases where any application or any patent which
would constitute prior art for the purpose of internation-
al preliminary examination as to novelty and inventive
step (nonobviousness) was published on or after the rele-
vant date of the international application under consid-
eration but was filed earlier than the relevant date or
claimed the priority of an earlier application which was
filed prior to the relevant date, the published application
or patent is not to be considered part of the prior art for
the purpose of international preliminary examination as
to novelty and inventive step. Nevertheless, these docu-
ments are to be listed on Form PCT/IPEA/409 under the
heading “CERTAIN PUBLISHED DOCUMENTS”.

In determining whether there is inventive step, ac-
count should be taken of what the applicant acknowl-
edges in his/her description as known. Such acknowl-
edged prior art should be regarded as correct and used
during preliminary examination where appropriate.

For oral or nonwritten disclosure, see PCT Rules 64.2
and 70.9.

1800 — 85

Novelty ls deﬁned in PCI‘ Artlcle 33(2)

: PCTAmcIe 33 ‘
The Intemanonal PreItmma:y Exammauon

-uu L

(2) For the purposesofthemternatlonal prelxmmaxyexammatlm,a

_ claimed invention shall be considered novelifitisnot antlapated bythe s
~ prior artas defined in the Regulations.

.“.‘

1878.01(a) (2) Inventive Step Under
' Chapter II [R—1]
Inventive step is defined in PCT Article 33(3)

PCT Article 33 |
The International Preliminary Examination

.t‘.i

(3) For purposes of the international preliminary examination, &
claimed invention shall be considered to invoive an inventive step if,
havingregardto the priorartasdefinedin the Regulations, itisnot, at the
prescribed relevant date, obvious to a person skilled in the art.

BEGB

PCT Rule 65
Inventive Step or Non—QObviousness

65.1. Approach to Prior Art

For the purposes of Article 33(3), the international preliminary
examination shall take into consideration the relation of any particular
claim to the prior art as a whole. It shall take into consideration the
claimy’s relation not only to individual documents or parts thereof taken
separately but also its relation to combinations of such documents or
parts of documents, where such combinations are obvious to a person
skilled in the art.

65.2. Relevant Date

For the purposes of Asticle 33(3), the relevant date for the
consideration of inventive step (nonobviousness) is the date prescribed
in Rule 64.1.

b L]

1878.01(a) (3) Industrial Applicability Under
Chapter Il [R—1]
Industrial applicability is defined in PCT Aurticle 33(4).
PCT Ariicle 33
The International Preliminary Examination

LAt 13

(4) Forthe purposesof the international preliminary examination, a
claimed invention shall be considered industriatly applicable if, accord

Rev. 1, Sept. 1995
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1878 02

mgtomnatute,ltcanbemademused (mthetechnologwal sense)m
any kind of industry. Industry : shallbeunderstoodmmbmadestsense,
- . differences between the replaced shee
* " Where the amendment consists in {
B alterat:onsoraddmons,xtmaybemade ' , ¥
 the - international application,” provided that the clam.y and direct -
, repmdumbﬂuyofthatsheetarenotadverselyaffected 'Ibtheextentthat." S
" any amendment results in the' cancellation ‘of an entire sheet, thatv .

“as in the Paris Couventmn for the Protecuon of lndustna! Pmperty

: tttt¢

B8 -

1878.02 Response to the Wntten
Opmion [R—l]

, PCTAmcIe 34 , :
Pmcedure before the International thmmary Examining
Authority

© msaeR

(2)(a) The applicant shall bave a right to communicate oraly and in
writing with the International Preliminary Examining Authority.
(b) The applicant shall have a right to amend the claims, the
description, and the drawings, in the prescribed manner and within the
prescribed time limit, before the international preliminary examination
reportisestablished, Theamendment shall not gobeyond the disclosure
in the international application as filed.

L4410

(d) The applicant may respond to the written opinion.

PCT Rule 66
Procedure before the International Preliminary Examining
Authority

SERES

66.3. Formal Responsetothe International Preliminary Examin-
ing Authority

(2) The applicant may respond to the invitation referred to in Rule
66.2(c) of the International Preliminary Examining Anthority by making
amendments or if he disagrees with the opinion of that Authority by
submitting arguments, as the case may be, or do both.

(b) Any response shall be submitted directly to the International
Preliminary Examining Authority.

L2211

66.5. Amendment

Any change, other than the rectification of obvious errors, in the
claims, the description, or the drawings, including cancellation of claims,
omission of passages in the description, or omission of certain drawings,
shall be considered an amendment.

66.6. Informal Communications with the Applicant

The International Preliminary Examining Authoritymay, atanytime,
communicate informally, over the telephone, in writing, or through
personal interviews, with the applicant. The said Authority shall, at its
discretion, decide whether it wishes to grant more than one personal
interviewif sorequested by the applicant, or whether itwishesto reply to

any informal written communication from the applicant.
(211 1]

66.8. Form of Amendments
(a) Theapplicantshallberequired tosubmitareplacementsheetfor
every sheet of the international application which, on account of an

Rev. 1, Sept. 1995

‘f;,‘:amendmen‘ dnﬁ'ers from.the'shee ptevnous!y ﬁled. The letter‘
" accompanying the: replacementifshee" “shall draw - attemlon tothe .o
d the replacement sheets. S

pyoft ierelevantsheetof -

amendment shall be eommumcated ina letter. =
(b) [Deletedl L e

66.9. Language ofAmendments R v :

" (a) Subjecttoparagraphs(b)and(c),lfthemtematlonalapphcatlon :
has been filed in 2 language other than the langiage in which it is
published, any amendment, as well as any | letter referred to in Rule
66.8(a), shall be submitted in the language of publwauon

(b) If the international prelimmary examination is carried out,
pursuant to Rule 55.2, on the basis of a transiation of the international
application, any amendment, .as well as any letter referred to in
paragraph (2), shall be submitted in the language of that translation,

(c) Subjectto Rule 55.3, if an amendment or letter is not submitted
in alanguage as required under paragraphs (a) or (b), the International
Preliminary Examining Authority shall, if practicable having regard to
the time limit for establishing the international preliminary examination
report, invite the applicant to furnish the amendment or letter in the
reqmredlanguagewnthmanmehmltwhlchshallbereasonableunderthe '
circumstances.

(d) If the applicant fails to comply, within the time limit under
paragraph (c), with the invitation to furnish an amendment in the
required language, the amendment shall not be taken into account for
the purposes of the international preliminary examination. If the
applicantfails to comply, within the time limit under paragraph (c), with
the iavitation to furnish a letter referred to in paragraph (2) in the
required language, the amendment concerned need not be taken into
account for the purposes of the international preliminary examination.

37 CFR 1.485. Awmendments by Applicant During International
Preliminary Examination.

(a) The applicant may make amendmentsat the time of filingof the
Demand and within the time limit set by the International Preliminary
Examining Authority for response to any notification under § 1.484(b)
or to any written opinion. Any such amendments must:

(1) Bemade by submittingareplacementsheetfor eachsheetof the
applicationwhich differs fromthe sheetitreplaces unlessan entire sheet
is cancelled, and

(2) Includeadescription of how the replacement sheet differs from
the replaced sheet.

(b) If an amendment cancels an entire sheet of the international
application, that amendment shall be communicated in a letter.

All amendments in response to a Written Opinion
must be received within the time limit set for response in
order to be assured of consideration in the International
Preliminary Examination Report. Amendments filed at
or before expiration of the period for response will be

1800 - 86




| PATENTCOOPERATIONTREATY

consndered Slnce the exammer w111 begm to draw up the 8

final report rather promptly after the time’ penod ex-

pires, amendments filed after explratlon of the response _—
period may | not be eonsldered In view of the short time -
period for completlon of preliminary exammatlon, ap-
plicants are strongly encouraged to file any amendments '

promptly. 37 CFR 1.484(d) does not allow for extensnons

of time to respond to a Written Opinion. - The policy of

not allowing extensions of time is to ensure that the USP-
TO can meet its treaty deadline for transmission of the
final report.

Any change, other than the rectlﬁcatlon of obvnous er-
rors in the claims, the description, or the drawings, in-
cluding the cancellation of claims, omission of passages
in the description or omission of certain drawings will be
considered an amendment (PCT Rule 66.5). The Patent
and Trademark Office when acting as the International
Preliminary Examining Authority will not accept any
non—English applications or amendments.

Any amendments to the claims, the description, and
the drawings in response to a Written Opinion must (1)
be made by submitting a replacement sheet for every
sheet of the application which differs from the sheet it re-
places unless an entire sheet is cancelled and (2) include
a description of how the replacement sheet differs from
the replaced sheet in accordance with PCT Rule 66.8.

In the particular case where the amendment cancels
claims, passages in the description or certain drawings
resulting in the cancellation of an entire sheet, the
amendment must be submitted in the form of a letter
cancelling the sheet (PCT Rule 66.8(a)).

Replacement sheets must be in typed form.

Any paper submitted by the applicant, if not in the
form of a letter, must be accompanied by a letter signed
by the applicant or agent (PCT Rule 92.1). The letter
must draw attention to the differences between the re-
placed sheet and the replacement sheet.

The examiner should make sure that amendments
filed in accordance with the PCT, which are necessary to
correct any deficiencies notified to the applicant, do not
go beyond the disclosure of the international application
as filed, thus violating PCT Article 34(2)(b). In other
words, no amendment should contain matter that cannot
be substantiated by the application as originally filed. In
a situation where new matter is introduced by amend-
ment in response to a Written Opinion, the International
Preliminary Examination Report will be established as if

1800 — 87

. 2(c))

INTERVIEWS

The exammer or apphcant may, durmg the time hrmt '
for . response to the Written Oplmon, Tequest a ‘tele-

_' phone or personal interview. Only one mtemew isa

matter of right, whether by telephone orin person. Addi-

- tional interviews may be authorized by the examinerin a
 particular international application where such addi-

tional interview may be helpful to advance the interna-
tional preliminary examination procedure

All interviews of substance must be made of record by
using **>PCT/IPEA/428 Notice on Informal Commu-
nication with the Applicant.<

When an interview is arranged, whether by telephone
or in writing, and whether by the examiner or by the ap-
plicant, the matters for discussion should be stated.

The records of interviews or telephone conversations
should indicate, where appropriate, whether a response
is due from the applicant or agent or whether the ex-
aminer wishes to issue an additional written opinion or
establish the International Preliminary Examination Re-
port.

If the applicant desires to respond to the Written
Opinion, such response must be filed within the time lim-
it set for response in order to assure consideration. No
extensions to the time limit will be considered or
granted. If no timely response is received from the appli-
cant, the International Preliminary Examination Report
will be established by the examiner, treating each claim
substantially as it was treated in the Written Opinion.
Responses to the Written Opinion which are not filed
within the time limit set but which reach the examiner
before the examiner takes up the application for prepa-
ration of the final report may be considered. Thus, only
timely responses can be assured of consideration.

The applicant may respond to the invitation referred
to in Rule 66.2(c) by making amendments or, if the appli-
cant disagrees with the opinion of the authority, by sub-
mitting arguments, as the case may be, or both (PCT
Rule 66.3).

The United States rules pertaining to international
preliminary examination of international applications
do not provide for any extension of time to respond to a
first Written Opinion.

Rev. 1, Sept. 1995
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- the amendment goes beyond the dxsclosure (PCT Rule-' .



MANUAL OF PATENT EXAMINING PROCBDURE

1879 S :
If applicant does not respond to the Wntten Opmlon,

the International Prehmmary Examination Report will
be prepared in time for forwardmg to the International

Division in fimshed form by 27 months from the priority
date.

1879 Preparation of the lhtem‘aﬁonal‘
Preliminary Exammation Report
R-1]

PCT Article 35
The International Preliminary Examination Report

(1) The international preliminary examination report shall be
established within the prescribed time limit and in the prescribed form.

(2) The international preliminary examination report shall not
contain any statement oo the question whether the claimed invention is
orseemsto be patentable orunpatentable according to any national law.
It shall state, subject to the provisions of paragraph (3), in relation to
each claim, whether the claim appears to satisfy the criteria of novelty,
inventive step (non—obwiousness), and industrial applicability, as
definedfor the purposesof the international preliminary examination in
Article 33(1) to (4). The statement shall be accompanied by the citation
of the documents believed to support the stated conclusion with such
explanationsasthe circumstancesofthecase mayrequire. Thestatement
shall also be accompanied by such other observations as the Regulations
provide for.

(3)(2) If, at the time of establishing the international preliminary
examination report, the Integnational Preliminary Examining Authority
considers that any of the situations referred to in Article 34(4)(a) exists,
that report shall state this opinion and the reasons therefor, It shall not
confain any statement as provided in paragraph (2).

(b) ¥f a situation under Article 34(4)(b) is found to exist, the
international preliminary examination report shall, in relation to ke
claims in question, contain the statement as provided in subparagraph
(a),whereas, inrelation tothe other claims, it shalf contain the statement
as provided in paragraph (2).

Administrative Instructions Section 604
Guidelines for Explanations Contained in the International
Preliminary Examination Report

(a) Explanationsunder Rule 70.8 shall clearly point out to which of
the three criteria of novelty, inventive step (nonobviousness) and
industrial applicabilityreferredtoin Article 35(2),takenseparately,any
citeddocu-mentisapplicable andshall clearly describe, with referenceto
the cited documents, the reasons supporting the conclusion that any of
the said criteria is or is not satisfied.

(b) Explanations under Asticle 35(2) shali be concise and prefer-
ably in the form of short sentences.

After examination of the international application, if
there are no negative statements and/or negative com-
ments for Form PCT/IPEA/408, then the only statement
that will issue from the International Preliminary Ex-
amining Authority will be the International Preliminaty
Examination Report (IPER).

Rev. 1, Sept. 1995

The lntemat:onal Prehmmary Exammatlon Report is

estabhshed on Form PCT/IPEA/409.

- The. International Prellmmary Examination Report

" must be. estabhshed within 28 months from the priority
. date if the Demand was filed prior to the expiration of

19 months from the pnonty date, otherw1se, the time
limit is 9 months from the start of the mtematxona_l pre-
liminary examination. To meet this 28—~month date for
establishing the report, Office practice is to complete in-
ternal processing by 27 months from the priority date in
order to provide adequate time for reviewing, final proc-
essing and mailing. Thus, under normal circumstances,
the applicant receives the report, at the latest, 2 months
before national processing at the elected Offices may
start. This ensures that he/she has time to consider
whether, and in which elected Offices, he/she wants to
enter the national stage and to take the necessary action.

The International Preliminary Examination Report
contains, among other things, a statement (in the form of
simple “yes” or “no”), in relation to each claim which has
been examined, on whether the claim appears to satisfy
the criteria of novelty, inventive step (nonobviousness)
and industrial applicability. The statement is, where ap-
propriate, accompanied by the citation of relevant docu-
ments together with concise explanations pointing out
the criteria to which the cited documents are applicable
and giving reasons for the International Preliminary Ex-
~mining Authority’s conclusions. Where applicable, the
report also includes remarks relating to the question of
unity of invention.

The International Preliminary Examination Report
identifies the basis on which it is established, that is,
whether, and if so, which amendments have been taken
into account. Replacement sheets containing amend-
ments under Article 19 and/or Article 34 which have
been taken into account are attached as “annexes” to the
International Preliminasy Examination Report. Amend-
ments under Article 19 which have been considered as
reversed by an amendment under Article 34 or which
have been superseded by later replacement sheets are
not annexed to the report; neither are the letters which
accompany replacement sheets.

The International Preliminary Examination Report
may not express a view on the patentability of the inven-
tion. Article 35(2) expressly states that “the internation-
al preliminary examination report shail not contain any
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_ statement on the questlon whether the clmmed inven-
tion is or seems to be patentable or unpatentable accord-
ing to any natlonal law.” :

>CLASSlFICATION OF SUBJECT MA’ITER

The classification of the subject matter shall be either
(1) that given by the International Searching Authority
under PCT Rule 43.3, if the examiner agrees with such
classification, or (2) shall be that which the examiner
considers to be correct, if the examiner does not agree
with that classification. Both the International Patent
Classification (IPC) and the U.S. classification should be
given. This classification is placed on the first sheet of the
report.<

>ITEM 1.< BASIS OF REPORT

The International Preliminary Examination Report
will be established on the basis of any amendments, recti-
fications, priority and/or unity of invention holdings and
shall answer the questions concerning novelty, inventive
step, and industrial applicability for each of the claims
under examination.

In completing Form PCT/IPEA/409, the examiner
should first indicate any amendments and/or rectifica-
tions of obvious errors taken into account in establishing
the International Preliminary Examination Report. The
amendments and/or rectifications should be indicated by
references to the dates on which the amendments and/or
rectifications were filed.

For the purpose of completing Box I, item 1, substitute
and/or rectified sheets of the specification and drawings
filed during Chapter I proceedings are considered to be
originally filed pages/sheets and should be listed as origi-
nally filed pages/sheets. Only those amendments or rec-
tifications to the specification and drawings filed on the
date of Demand or after the filing of a Demand should
be listed as later filed pages/sheets. Substitute and/or
rectified sheets of claims filed during the Chapter I pro-
ceedings are also considered to be originally filed pages/
sheets and should be listed as originally filed pages/
sheets. However, amended sheets of claims filed under
Article 19 in response to the international search report
are to be indicated as pages/sheets as amended under
Article 19. Applicant’s submission of a timely amend-
ment to the claims afleged to be under Article 19 is ac-
cepted under Article 34 (not Article 19) unless the Inter-
national Bureau has indicated the amendments were ac-
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after the ﬁlmg ofa Demand should be listed as later filed
pages/sheets. If a claim is made upof sheets filed on dif-

ferent dates, the latest date is the date that should be -
used for the claim. v :

‘Amendments and/or rectlﬁcatlons filed but not taken
into account in the establlshment of the report (e.g., an
amendment not taken into account because the amend-
ment went beyond the dlsclosure of the international ap-
plication as filed or a rectification that is not considered
to be merely a correction of an obvious error) are then
indicated separately. The replacement sheets (but not
replacement sheets superseded by later replacement
sheets) or letters cancelling sheets under PCT Rule
66.8(a) are included as an annex to the report.

The final report package when sent to the the Interna-
tional Division for mailing must include copies of all
amendments and rectifications entered and any cover
letters to those amendments.

L2

>ITEMII. PRIORITY

Item II of Form PCT/IPEA/409 is to inform applicant
of non—establishment of a request for priority. If the re-
port is established as if the priority claim contained in the
Request of the international application had not been
made, it shall so indicate. This will occur in the event that
the applicant has failed to comply with the invitation to
furnish either (1) a copy of the earlier application whose
priority is claimed, or (2) a translation of the earlier ap-
plication, or (3) where the priority claim is found invalid,
e.g., the claimed priority date is more than one year prior
to the international filing date (PCT Rule 17) or all
claims are directed to inventions which were not de-
scribed and enabled by the eartfier application (PCT Rule
64.1), or (4) where the priority claim has been with-
drawn.

ITEMIII. NON-ESTABLISHMENT OF OPIN-
ION WITH REGARD TO NOVELTY, INVENTIVE
STEP OR INDUSTRIAL APPLICABILITY

Indications that a report has not been established on
the questions of novelty, inventive step or industrial ap-

Rev. 1, Sept. 1995

' cepted under Artlele 19. Only those amendments, orrec-
. tlflcatlons to the’ clalms ﬁled on the date of Demand or



grven rn rtem III on the Report The exammer must ‘spec'k :

| rfy that the report has not been estabhshed because

(a)the application relates to’ subject mitter whrch‘
does not require international preliminary examination;

(b) the description, clanns or drawings are so unclear -

that no meaningful opmlon could be formed; -

- (c)the: clarms are so madequately supported by the
descnptron that no meamngful opinion. could be formed. ,,
Where the report has not been establrshed in relation

to certam clarms only, the clalms affected must be speci-

ITEMIV, LACK OF UNITY OF INVENTION

If the applicant has paid additional fees or has re-
stricted the claims in response to an invitation to do so or
if the applicant has failed to respond to the invitation to
pay additional fees or restrict the claims, the Interna-
tional Preliminary Examination Report shall so indicate.
The examiner should indicate whether:

(a) the claims have been restricted;

(b) additional fees have been paid without protest;

(c)additional fees have been paid by the applicant
under protest;

(d) the applicant has neither restricted the claims nor
paid additional fees;

(¢) the examiner was of the opinion that the interna-
tional application did not comply with the requirement
of unity of invention but decided not to issue an invita-
tion to restrict the claims or pay additional fees.

In addition, if the examiner is examining less than all
the claims, the examiner must indicate which parts of the
international application were, and which parts were
not, the subject of international preliminary examina-
tion.

In the case where additional fees were paid under pro-
test, the text of the protest, together with the decision
thereon, must be annexed to the report by International
Division IPEA personnel if the applicant has so re-
quested.

Where an indication has been given under item (e)
above, the examiner must also specify the reasons for
which the international application was not considered
as complying with the requirement of unity of inven-
tion.<

Rev. 1, Sept. 1995

, I_pears 1o satrsfy the crrterla of ¢ kvelty, mventrve stepf - o
: ‘(nonobwousness), and industrial apphcabrlrty “The de- . n
' termmatron or statement should be made on each of the," Ry

o any criteria should be. negatlve 1f the cnterra' as to the e
partrcular claim is not satisfied.’ The exammer should al- -
ways cite documents belreved to: support any negative

- determination as to novelty and inventive step. Anyneg-.
ative holding as to lack of industrial apphcabrhty must be
fully explained. See the discussion under MPEP § 1878,
Item V. The citation of documents should be in accor- =~
dance with Administrative Instructron Sections 503 and
611. The procedure is the same as the procedure for
search report citations. Explanations should clearly indi-
cate, with reference to the cited documents, the reasons '

supporting the conclusions that any of the sard criteria is
oris not satisfied, unless the statement is positive and the
reason for citing any document is easy to understand
when consulting the document. If only certain passages
of the cited documents are relevant, the examiner should
identify them, for example, by indicating the page, col-
umn, or the lines where such passages appear. Prefer-
ably, a reasoned statement should be provided in all
instances. :

t>TTEM V. CERTAIN 2
>CITED<

DOCUMENTS

If the examiner has discovered or the International
Search Report has cited, a relevant document which re-
fers to a nonwritten disclosure, and the document was
only published on or after the relevant date of the inter-
national application, the examiner must indicate on the
International Preliminary Examination Report:

(i) the date on which the document was made avail-
able to the public;

(ii)the date on which the non—written public disclo-
sure occurred.

The examiner should also identify any published ap-
plication or patent and should provide for each such pub-
lished application or patent the following indications:

(i) its date of publication;
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| , >lTEM V]I. CERI'AIN DEFECTS lN THE‘INTERNA-,,' :
: TIONAL APPLICATION '

 Hin the opmlon of the exammer, defects exlstmg in the‘; :
form or ‘contents of the international apphcatlon have -
not been suitably solved at the prescribed time limit for -
B estabhshmg the. Prehmmaxy Examination Report the > These last o
examiner may include this opinion in the report, and if i
included, must also-indicate the reasons therefor. See . -certnﬁcauon Every In n:
the d:scussmn under MPEP § 1878, Item VII L txon Report must be s:gned ‘by a pnmaxy exammer




) ' MANUAL OF PATENT EXAMINING PROCEDURE
. PATENT COOPERATION TREATY ~
PCT

INTERNATIONAL PRELIMINARY EXAMINATION REPORT

(PCT Article 36 and Rule 70)
Appiciat's of ageot's e refereaco ACTE See Notification of Transmiital of Internationsl
- CMCA23-PCT - FOR FURTHER ACTION Preliminery Examination Repost (Form PCT/APEA/416)
Intemational spplication No. International filing date (ay/monihlyear) | Priority date @ayhmonthiyear)
PCTUS93/89999 ' 11 MAY 1993 11 MAY 1992 -

Internationsl Patest Classification (IPC) or nationsl classification and [PC
IPC(5): B6IH 25002, 25/04 and US Cl.: 114/144C; 340/987

Applicast
COLUMBIA MARINE CORPORATION

1. mlineemtioulptdinu'mryeumiunioampoﬂbnbemmedb thulnmmtwmll‘mlmnmry
Examining Authority and is transmitted to the applicant eccording to Asticls 36.
2. ‘This REPORT consists of 8 total of [0 _ sheets.

D “This srepost is also scoompaenied by ANNEXES, i.e., dheets of the description, claime snd/or drawings which bave
been amsnded end ere the besis for this report snd/or diests conteining vectifications made before this Authority.
(e Rule 70.16 snd Section 607 of the Administrative Instructions vader the PCT).

Thess snneses consist of 8 total of ahests.

3. This fepost contains indications relating to the following items:
i D_'s" Basis of the veport
1] D Priggity
m [x] Non-establishment of repost with regard ¢o novelty, inveative step or industrial applicability
IV [x] Lack of unity of invention

v Ressoned statement under Asticle [i1] R 1
[x] R | staon 35(2)wn Wnin)novelty inventive slep or industrial applicability;

Vi [)3 Centain documents cited
Vi Certuin defects in the intemations] application
vill [x] Cestain observations on the intemational spplication

Date of submission of the demand Date of completion of this report

16 DECEMBER 1993 31 MARCH 1994
Name and msiling addsees of the IPEAJUS Authorized officer

gg.%.'omd Patoats ead Tredemasis
Washisgton, D.C. 20031 PAT BXAMINER

Feceimile No. (703) 305-3230 Telephoue No.  (703) 305-0000

Form PCT/AIPEA/4OD (cover sheet) (January 1994)w
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, Noc.
Kos.
Noe.

,uamundodundethhcbw.
 filed with the demand. TR N A
fledwiththolotterof .

[x] the dmwings, sheots/fig (See Atisched) _ , uoustmllyﬁ!ed- e

: sheetslfig . filed with the demand. R
Jfiledwiththoletterof .. =~ .
» filed with the letter of __ LTI

sheelslfig

2. The amendments have resulted in the cancellation of:
E the description, pages _NONE .
[x] the claims, Nos. 1 .
E the drawings, sheets/fig NONE .

3. D mmmmm-f(mooumuummmmmmmm
prbMuMnMnhWﬂ wmmmmc». :

4. Additionsl cbseevations, if necessary:
NRONE

Foem PCT/IPEASADD (Boxn ) (Jenuwery 1994)w

1800 — 93  Rew. l,Sept; 1998
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Form PCTAPEAILDSS (Box D) (Uanuary 1994)w
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E thouidiollawmgnpplm orthomdehumNos.ﬁ_ mhtotothefollawmgmbjectmamrwhebdouf 3 e
not require international preliminary examination (specif§y). _ R
%GhmwmmmmmdeMnWmm. .

E the description, clsims or dmlvmgﬁ (indicase particular elements below) or said cluims Nes. §. are so
unclear thet no meaningful opinion could be formed (epeclf§). )

Claim 3 is an improper mukiple dependent claim since & depends on another mukiple dependent claim.

D ﬁgqlﬁm.mﬁrbc:mcMmNm._mnMenympprymodmﬁpﬁmemﬁngﬁﬂ

E no intesnationsl search report has been established for said claims Noe. 3.6 .

Form PCTIPEA/LO (Box W) (Januacy 1994)%
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2. mmmmuwdm«yofMummmmmﬂmmm»mmn. B
D u»muw»mamm ‘ R ‘

mmm&nhmoﬁn&ydemmmmmBl 132nd133-  ' '
[ complied wiss
E’ﬂ Mmlwdwﬂnﬁrbﬁlmmgm

Group 1. cumumdls-u.dnwutoaudbonlelfmgmr o

Gmupll cm‘l-lz,duwatoucmnpulwahmlhm!omdmmdevmﬁnm-phnmdoaum

The iavestion of group I describes 8 geer errangement that controls the rudder wbnbﬂnhvuuionofmupll Mi:uohwhfy
which determines devistion from s planned course end activates en alssm dependent on the deviation. The two inventions do

not ghare & comaon epecial tachaicsl feature since group 1 is directed to a mechanics! gear arrangoment and group ¥ is directed
oaly to ciscuilsy.

4. Consequently, the following pests of the internationsl epplication were the subject of interationsl preliminary examinstion
in estsblishing his repoct:

D olf pasts.
[x] tho perts refating o claims Nos. 2:4, 7:14.

Form PCTAPEA/40D (Box IV) (fanvary 1994)%
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1 2. CITATIONS AND BXPLANATIONS

mzmmmmmbsm)umgmwbymmmmoos Snﬂgumlwhwhlhowlm_%
) adjumbhwiudvmuchkued o ‘ g

M3M4Mummmmmh3w)umgobmmeAYﬂ‘(viowofJONEs. SAYB",--
deseribes in column 4, Enes 3-27 the spacific gear arangement clalmed. TommmemramMofSAYBhapolm, i
bmdofﬁobduuudsbylﬂﬂﬂsmmthvolvomiuvmncpcimeJONBSpmlduammummmwiv
mmmmm«wmomormm N - :'

Cllimcl:!uldMhokmhvaﬂvoﬂapmdu”hﬁcb”ﬂ)ubehgobvkumnmhvh\vofROBlNSON. SAYB": i
desecibes ta column 4, Bnes 3-47 the spesific gear serangement to coatrol the forward ruddes, To contsol the forward ruddes
ollAYBwhluudndvmlomduthaoppukeudofﬂwuﬂbouuhROBNSONmuldmthvolvonninvmwnuplimo ;
mmmumheoms.M&lﬁMikmﬂMhmwﬁ:ﬂmhmlehhabmﬁmdd«,

Claimse 3-4 and I&l‘hnmvouymmmmmosambmmmofm mwmmuofmoldmhmomnzﬂwz«r
asrangeement foeward of the keel (claims 3-4)ortewheowolofdw forwerd sudder with awmdvanc(ehhm 13-14).

Clatms 2-4, 1-l4luvohduurk!spplioﬁﬂ&ymndarl’¢‘fMicb33(4) because the lwbjoamwdnimadmbemdeormed
in industey. :

cmv-tzmmoﬁmhofrcraniemas(z-:»m-wmmmmmmﬂm.ﬁmmm -
the doviation from s prescribed course is notl!wumbytlwpmtnn.

NEW CITATIONS oo
US, A, 4,366,767 (KNOOS) 04 January 1983, (04.01.83), Ggure 1.
US, A, 1,846,458 (ROBINSON) 23 Pebruary 1932 (23.02.32) figurcs 2 and 4.

Porm PCT/IPRAJAED (Boxr V) (fenuary 1994)w
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2. Nou-writien disclosures (Rule 70.9)
Rind of nos-wrilten disclosure

Dawef“mwmdwloam :

Mofmn-wnuendudonm 'mbmm 3
@ayfmonshlyear,

]

@ayﬂnoﬂhlym)

Form PCT/IPEAL/409 (Boz VI) (Januvary 1994)%

Rev. 1, Sept. 1995

1800 — 98




Foren PCTAPBA/OD (Box VI (anvary 1994)w
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FPorems PCTAPEASLOD (Box VI (Jenuary 1994)%
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Thisnponmmndnwnonu\obmm‘modmdpﬁon

. pages, 14, 6-20, et criginatly filed.

. Peges, NONE.filodwiththcdomnd

‘and additions! smendments: ‘
Pauos.mmthﬂnmwof 18MMCH 1994..

Th!cuporthumnduwnonﬂubaﬂsofuncmum.
numbers, 3-12, ag originally filed,

rarbers, uom-cmwmmnw
»mmz,mwmmmm i

‘g edditional amendments:

] cmm 13-14, filad whhthemof 18 MARCH 1994.

mmonhnbamdnwnonuwbwsolthodmwmm, :

sheete, 7.3, as odginally filed.

ehaets, MONE, fuodwnhmodmmnd

end edditional emendmaents:
Shutz,modwmlmmmrof 16 MARCH 1994.

Form PCT/IPEA/40S (Supplemental Box) (Jaauary 1994)w
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,1379.01 L o
) ',1879.01 Tnne ant for Preparmg Report'

, PCT Rule 69 PRI
Start of and Tbne Limit for. Intemauonal Prehmmary
Exammaaan o

69.1. Start bf Iﬁténia@nal Preliminary Examination
(a) Subjectto paragxaphs (B) to (e), the International Prehmmary

Eramining Authority shall startthemtematlonal preliminary examina-

tion when it is in possession both of the ‘demand and of either the
international scarch report or a notice of the declaration by the
International Searching Authority under Article 17(2)(3) that no
international search report will be established.

@) IfthecompetentlntematlonalPrellmmaryExammmgAuthonty
is part of the same national Office or intergovernmental organization as
the competent International Searching Authority, the international
preliminary examination may, if the International Preliminary Examin-
ing Authority so wishes and subject to paragraph (d), start at the same
time as the international search.

(c) Where the statement concerning amendments contains an
indication that amendments under Article 19 are to be taken into
account (Rule 53.9(a)(i)), the International Preliminary Examining
Authority shall not start the international preliminaty examination
before it has received a copy of the amendments concerned.

(d) Where the statement concerning amendments contains an
indication that the start of the international preliminary examination is
to be postponed (Rule 53.9(b)), the International Preliminary Examin-
ing Authority shall not start the international preliminary examination
before

(i) ithasreceivedacopyof anyamendmentsmadeunder Article 19,
(i) ithias received a notice from the applicant that he does not wish
to make amendments under Asticle 19, or
(iif)the expiration of 20 months from the priority date,
whichever occurs first.

(e) Where the statement concerning amendments contains an
indication that amendments under Article 34 are submitted with the
demand (Rule 53.9(c)) but no such amendments are, in fact, submitted,
the International Preliminary Examining Authority shall not start the
international preliminary examination before ithas received the amend-
ments or before the time limit fixed in the invitation referred to in Rule
60.1(g) has expired, whichever occurs first.

69.2.  Time Limit for International Preliniinary Examination
The time limit for establishing the international preliminary ex-

amination report shall be:

(i) 28 monthsfrom the priority date if the demand was filed prior to
the expiration of 19 months from the priority date;

(i) nine months from the start of the international preliminary
examination if the demand was filed after the expiration of 19 months
from the priority date.

The time limit for preparing the International Prelim-
inary Examination Report is 28 months from the priority
date if the Demand was timely filed. This time limit is
27 months internally to ensure sufficient time to process,
review and mail the report in sufficient time to reach the

Rev. 1, Sept. 1995

"1879 02 'll'ansmittal of the Internatlonal

Prehminary Examinatlon Report

PCTAmele 36 ‘
'Dansmmal, Ti'anslauon, and. Commumcauon, of the
Intemational Preliminary Exammanon Report

(1) Theinternational preliminary examination teport, together with
the prescribed annexes, shall be transmltted to the applicant and to the
International Bureau.

EE L L2

PCT Rule 71 A
Transmittal of the International Preliminary Examination Repan

7L1. Recipients
The International Preliminasy Exarmnmg Authority shall on the

‘same day, transmit one copy of the international preliminary examina-

tion report and its annexes, if any, to the International Bureau, and one
copy to the applicant.

71.2.  Copies of Cited Documents

(a) The request under Article 36(4) may be presented any time
during sevenyears from the international filing date of the international
application to which the report relates.

(b) Thelntemational Preliminary Examining Authoritymayrequire
that the party (applicant or efected Office) presenting the request pay to
it the cost of preparing and mailing the copies. The level of the cost of
preparing copies shall be provided for in the agreements referred to in
Article 32(2) between the International Preliminary Examining Author-
ities and the International Bureau.

(c) [Deleted)

(d) Any International Preliminary Exanumng Authority may per-
form the obligations referred to in paragraphs (a) and (b) through
another agency responsible to it.

The International Preliminary Examination Report is
transmitted to the International Bureau using a trans-
mittal Form PCT/IPEA/416. Every effort is made to en-
sure that the transmittal is effected in sufficient time to
reach the International Bureau by 28 months from the
carliest priority date.

AUTHORIZED OFFICER

Form PCT/IPEA/416 must be signed by a primary
examiner.
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1879. 03 'll'anslations

: PCTAmde 36
ﬂansmutal, Mnslanon, and Commumcanon, of the
Intematwnal Prelunmary Examination Repon

...#. .

(2)(a)'l‘he'mteruetlonal preliminary examination report and its
annexes shall be transiated into the prescribed languages.

' (b) Any translation of the said report shall be prepared by or underv

the responsibility of the International Bureau, whereas any translation
of the said annexes shall be prepared by the applicant.

L3 2 18

PCT Rule 72

Translation of the International Preliminary Examination Report

721. Languages
(a) Anyelected State may require thatthe international preliminary
examination report, established in any language other than the official
language, or one of the official languages, of its national Office, be
tranglated into English. :
(b) Any such requirement shall be notified to the International
Bureau, which shall promptly publish it in the Gazette.

72.2.  Copy of Translation for the Applicant

The International Bureau shall transmit a copy of the translation
referred toin Rule 72.1(a) of the international preliminary examination
report to the applicant at the same time as it communicates such
translation to the interested elected Office or Offices.

72.3.  Observations on the Translation

The applicant maymake written observations on what, in hisopinion,
are errors of translation in the translation of the international prelimi-
naryexamination report and shallsend a copy of any such observations to
each of the interested elected Offices and a copy to the International
Bureau.

The International Preliminary Examination Report
and any annexes are established in Chinese, English,
French, German, Japanese, Russian or Spanish, if the in-
ternational application was filed in one of those lan-
guages, or in English if the international application was
filed in another language. Each elected State may re-
quire that the report, if it is not in (one of) the official
language(s) of its national Office, be translated into
English. In that case, the translation of the body of the
report is prepared by International Bureau, which trans-
mits copies to the applicant and to each interested
elected Office. If any elected Office requires a transla-
tion of annexes to the report, the preparation and fur-
nishing of that translation is the responsibility of the ap-
plicant.

The U.S. requires the final report and the annexes
thereto to be in English. Translation of the annexes for

1800 - 103

US.C. 371(c)(5):and 37 CFR 1 495(e) Failure to timely

provnde such translatlon results m cancellatlon of the an-
nexes. - R » - .

1879 M Conﬁdential Nature of tlle Report

' PCTAmcIe 38 _ '
Conﬁdenttal Natwe of the International Prelunmary ‘
- Exammauon ‘

1) Nelther the lntemauonal Bureau northe lntemauonal Prelimi- -
nary Examining Authority shall, unless requested or authorized by the
applicant, allow access within the meaning, and with the proviso, of
Article 30(4) to the file of the international preliminary examination by
any person or authority at any time, except by the elecied Offices once
the international preliminary examination report has been established.

(2) Subjecttothe provisionsofparagraph (1) and Articles 36(1) and
(3)and 37(3)(b), neither the International Bureau nor the International
Preliminary Examining Authority shall, unless requested or authorized
by the applicant, give information on the issuance or nen—issuance ofan
international preliminary examination report and on the withdrawal or
non-withdrawal of the demand or of any election.

1880 Withdrawal of Demand or Election

PCT Article 37
Withdrawal of Demand or Election

(1) The applicant may withdraw any or all elections,

(2) Iftheelectionofallclected Statesiswithdrawn, the demand shall
be considered withdrawn.

(3)(a) Anywithdrawal shall be notified to the International Bureau.

(b) Theelected Officesconcernedand the International Preliminary
Examining Authority concerned shall be notified accordingly by the
International Bureau.

(4)(a) Subject to the provisions of subparagraph (b), withdrawal of
the demand or of the election of a Contracting State shall, unless the
national law of that State provides otherwise, be considered to be
withdrawal of the international application as far as that State is
concerned.

(b} Withdrawal of the demand or of the election shall not be
considered to be withdrawal of the international application if such
withdrawal is effected prior to the expiration of the applicable time limit
under Article 22; however, any Contracting State may provide in its
national Jaw that the aforesaid shall apply only if its national Office has
received, within the said time limit, a copy of the international
application, togetherwith a translation (as prescribed), and the national
fee.

PCT Rule 90bis
Withdrawals

..?.‘
90b%s.4, Withdrawal of the Demand, or of Elections

(a) Theapplicantmaywithdraw the demand or anyor all electionsat
any time prior to the expiration of 30 months from the priority date.
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(b)) Wrthdrawal shall be effechve upon receipto of a notrce addressed o

‘bythe applrcant to the International Bureau,

© lfthenouceofmthdrawalrssubmrttedb:}"theapphcaltmthe;'."f“'f : LT
" Intemational Preliminary Examining Authority, that Authority shall = - PCl‘ Internatronal Drvrsron prepares; the approprrate re-
- mark the date of receipt onthe notice and transmrt it promptly to the.

International Bureau. The notice shall be considered. to have been -

subrmtted to the lntematronal Bureau on the date marked

. sseee

Admmrstrauve Instmctzons Section 606
7 Cancellanon of Electums

The Intematronal P'e!.mmary Examining Authonty shall if the

electionisin the demand, cancelexofficiothe election ofanySmmwhreh :
is not a designated State or which is not bound by Chapter IY of the.

Treaty, shall enclose that election within square brackets, shall draw a

line between the square brackets while still leaving the election legible-

andshall enter, in the margin, the words “CANCELLED EX OFFICIO
BY IPEA” or their equivalent in the language of the demand, and shall
notify the applicant accordingly.

Any withdrawal of the Demand or any election must
be sent to the International Bureau. Withdrawal, if time-
ly, is effective upon receipt by the International Bureau.

1881 Receipt of Notice of Election by the
Patent and Trademark Office

PCT Rule 61
Notification of the Demand and Elections

(L2 2]

61.2. Notification to the Elected Offices

(a) Thenotification provided forin Article 31(7)shall beeffected by
the International Bureau.

(b) The notification shall indicate the number and filing date of the
international application, the name of the applicant, the filing date of the
application whosepriorityis claimed (where priority isclaimed), the date
of receipt by the Intemnational Preliminary Examining Authority of the
demand, and in the case of a later election the date of receipt of the
noticeeffecting the later election. Thelatter date shaflbe the actual date
of receipt by the International Bureau or, where applicable, the date
referred to in Rule 56.1(f) or 60.2(b).

(c) The notification shail be sent to the elected Office together with
the communication provided for in Article 20. Elections effected after
such communication shall be notified promptly after they have been
made.

(d) Where the applicant makes an express request to an elected
Office under Article 40{2) before the communication provided for in
Article 20 has taken place, the International Bureau shail, upon request
of the applicant or the elected Office, promptly effect that communica-
tion to that Office.

61.3. Information for the Applicant

The International Bureau shail inform the applicantin writing of the
notification referred to i Rule 61.2 and of the elected Offices notified
under Article 31(7).

L2 11
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o ‘eords of the election and places the | paper in. storage with o
 the communicated copy o the: mternatronal applrcatlon
- 'untrl the natronal stage is entered N

1‘1890 Receipt of Notrce of Designation, .

After publrcatron of the mtematronal applrcatron, be-

_tween about 18 and 19 months from the priority date, the - |
. International Bureau notrfies each national Office that -
- it has been desrgnated and at the same trme forwards to

each designated Office a “copy of the international ap-
plication, a copy of the search report (an English transla-
tion is sent to the U.S. if the search report was not in En-
glish), a copy of any amendment under Article 19, and a
copy of any priority document (PCI' Rule 47). Thus, the
U.S. as a designated Office first becomes aware of the
fact of its designation at about 18 to 19 months from the
priority date and may begin a national stage application
file from the papers forwarded by the International Bu-
reau. See PCT Rule 24.2(b). Contracting States have the
option of being notified of their designation earlier. The
U.S. did not choose to be notified earlier.

The national stage papers sent by the International
Bureau are received in the Designated/Elected Office
(DO/EO) Section of the International Division of the
USPTO. The papers are matched with applicant’s sub-
mission for entry into the national stage in the U.S. and
together make up the U.S. national stage application
file. The DO/EO checks the national stage papers to be
sure all necessary parts have been received from appli-
cant and from the International Bureau. When the ap-
plication is complete, a notice of acceptance is mailed to
applicant and the application is forwarded to the Ap-
plication Processing Division for mailing of a filing re-
ceipt and final processing before forwarding to the ap-
propriate examining group.

1891 Receipt of Notice of Election and
Preliminary Examination Report

If the U.S. is elected in a Demand for preliminary ex-
amination prior to 19 months from the priority date, ap-
plicant may postpone the steps needed for entry into the
national stage from 20 to 30 months from the priority
date. The USPTO will hold the national stage papers
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- sent by the Intematlonal Bureau awartmg apphcant’ :
subrmssnons for. entry mto the national stage The inter-
natronal apphcatlon is exammed and the results’ (the In-
ternatronal Preliminary Exanunatlon Report) are re-
ceived by the USPTO for inclusion into the national

stage file. The examination report is commumeated to .

the elected Offices by the International Bureau.

The notice of election is communicated to the elected

Office along with the Article 20 communication or as
soon thereafter as the International Bureau receives no-
tice of the election. Election of a Contracting State, of
course, is not possible unless that state was designated.

1893 National Stage (U.S. National
Application Filed Under 35 U.S.C. 371)

37 CFR 1.9(a) states,

** >(a)(1) A national application as used in this chapter means a
U.S. application for patent which was either filed in the Office under 35
U.S.C. 111, or which entered the national stage from an international
application after compliance with 35 U.S.C. 371.

(2) A provisional application as used in this chapter means a U.S.
national application for patent filed in the Office under 35 US.C.
111(b).<

Thus, there are *>three< types of U.S. national ap-
plications: a national stage application under the PCT
(filed under 35 U.S.C, 371) *>,< a regular domestic na-
tional application filed under 35 U.S.C. 111 >(a), and a
provisional application filed under 35 U.S.C. 111(b)<.

An applicant who uses the Patent Cooperation Treaty
gains the benefit of

(1) a delay in the time when a national appllcatlon
must actually be filed;

(2) an international search (to judge the level of the
relevant prior art) before having to expend resources for
filing fees, translations and other costs;

(3) a delay in the expenditure of fees;

(4) additional time for research;

(5) additional time to evaluate financial, marketing,
commercial and other considerations.

The time delay is, however, the benefit most often rec-
ognized as primary. Ultimately, applicant might choose
to file the national stage application. The national stage
is unique compared to a domestic national application in
that

- it is filed later (i.e., normally 20 or 30 months or
more from a claimed priority date as compared to
12 months for a domestic application claiming priority).

1800 - 105

- the national stage
-domestxc natronal apphcatmn S S
L any patent issuing on the basis of the nahonal stage e
apphcatnon may be usedasa reference from its 35USC.
- 102(e) date, i.e., it hasapnor art effectfrom its35US.C. - -
102(e) date. '

Smce the 'Ii'eaty does not preclude establlshmg a date

~ for prior art purposes whrch is or.can be as early as the

mtematlonal filing date (ie., by paymg the baslc fee,

provrdmg a copy of the appllcatlon, any. translation -

thereof, and an oath or declaration at time of filing the
international application), the natlonal stage seems to
offer benefits that make its use desirable, ~

IDENTIFICATION OF THE NATIONAL
- STAGE APPLICATION

Once the national stage application has been ac-
corded a serial number (the two digit series code fol-
lowed by a six digit serial number), that number as well as
the international application serial number should be
used whenever papers or other communications are di-
rected to the PTO regarding the national stage applica-
tion. The national stage application is tracked through
the PALM locator system by the eight digit U.S. applica-
tion number. Therefore, processing is expedited if the
U.S. application number is indicated. The international
application number is helpful for identification purposes
and can be used to cross~check a possibly erroneous
U.S. serial number. Of course, the international filing
date and the national stage entry date under 35 U.S.C.
371 should also be provided. See 37 CFR 1.5(a).

1893.01 Commencement and Entry

35 U.S.C. 371. National stage: Commencement

(a) Receiptfromthe International Bureau of copies ofinternational
applications with any amendments to the claims, international search
reports, and international preliminary examination reports including
any annexes thereto may be required in the case of international
applications designating or electing the United States.

(b) Subject to subsection (f) of this section, the national stage shail
commence with the expiration of the applicable time limit under article
22 (1) or (2), or under article 39(1)(a) of the treaty.

(c) The applicant shall file in the Patent and Trademark Qffice

(1) the national fee provided in section 41() of this title;

(2) a copy of the international application, unless not required
under subsection {a) of this section or already communicated by the
International Bureau, and a translation into the English language of the
international application, if it was filed in another language;

(3) amendments, if any, to the claims in the international applica-
tion, made under article 19 of the treaty, unless such amendments have
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,1893 Ol(a) - _
been commumcated to me Patent and 'lrademark Ofﬁce by the_

" Internationial Bureau,andatranslauonmtotheEnghshlanguagerf such._"

_amendments were made in‘another language,

. (4) an -oath ‘or declaration of . the inventor - (or’ .other person -
authorized under chapter 11 of this title) eomplymg with the 1 requrre-/;_
mentsofsecuon1150fthrst1t|eandwrthregulanonsprescnbedforoaths o

or declarations of applicants; -

(5) a translation into the English language of any annexes to the
mtematronalprelmunaryemmmatronreport, rfsuchannexesweremade
in another language.

(d) The requirements with respect tothe national fee referred toin
subsection (c)(1), the translation referred toinsubsection (c)(2),and the
oathor declaration referred toinsubsection (c)(4) of thissection shailbe
compliedwith by the date of the commencement of the national stage or
by such later time as may be fixed by the Commissioner. The copy of the
international application referred to in subsection (c)(2) shall be
submitted by the date of the commencement of the national stage.
Failure to comply with these requirements shall be regarded as
abandonment of the application by the parties thereof, unless it be
shown to the satisfaction of the Commissioner that such failure to
complywas unavoidable. The payment of a surcharge mayberequiredas
acondition of accepting the national fee referred to in subsection (c)(1)
ortheoath or declaration referredto in subsection (c)(4) of thissectionif
these requirements are not met by the date of the commencement of the
nationalstage. The requirements of subsection (c)(3) of thissection shall
be complied with by the date of the commencement of the national stage,
and failure to do so shall be regarded as a cancellation of the
amendments to the claims in the international application made under
article 19 of the treaty. The requirement of subsection (c)(5) shall be
complied with at such time as may be fixed by the Commissioner and
failure to do so shall be regarded as cancellation of the amendments
made under asticle 34(2)(b) of the treaty,

(e) Afteraninternationalapplicationhasentered the nationalstage,
nopatentmaybe granted orrefused thereon before the expiration of the
applicable time limit under article 28 or article 41 of the treaty, except
with the express consent of the applicant. The applicant may present
amendmentsto the specification, claims and drawings of the application
after the national stage has commenced.

(f) At the express request of the applicant, the national stage of
processing may be commenced at any time atwhich the application isin
order forsuch purpose and the applicable requirementsof subsection (c)
of this section have been complied with.

37 CFR 1.491. Entry into the national stage

An international application enters the national stage when the
applicant has filed the documents and fees required by 35 U.S.C. 371(c)
within the periods set in § 1.494 or § 1.495.

Commencement of the national stage occurs upon ex-
piration of the time limit, as stated in 35 U.S.C. 371(b).

Entry into the national stage occurs upon completion
of certain acts, as stated in 37 CFR 1.491.

Since applicant does not have an application subject
to examination until the national stage has been entered,
the Certificate of Mailing practice under 37 CFR 1.8 is
not available to establish the date of deposit as the date
of receipt of the copy of the international application
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natronal frlmg'fee necessary to enter the na-

Oﬂice

37 CFR 1 494 Entenngthe mmonal stage inthe Umted States of o

Anierica as a Designated Oﬂice :
(a) Where the United States of Amenea hasnot been elected bythe

expiration of 19 months from the pnorlty date’(see § 1.495), the

~ applicant must fulfill the requirements of PCT Article 22 and 35 U, S.C.

371 within the time periods set forth in paragraphs (b) and (c) of this
section in order to prevent -the abandonment “of the international
application as to the United States of America. International applica-
tions for which those requirements are timely fulfilled will enter the
national stage and obtain an examination as to the patentability of the
invention in the United States of America. -

(b) To avoid abandonment of the application, the applicant
shall furnish to the United States Patent and Trademark Office notlater
than the expiration of 20 months from the priority date:

(1) a copy of the international application, unless it has been
previously communicated by the International Bureau or unless it was
originally filed in the United States Patent and Trademark Office; and

(2) the basic national fee (sce § 1.492(2)). The 20—month time
limit may not be extended.

(c)  If applicant complies with paragraph (b) of this section
before expiration of 20 months from the priority date but omits (1) a
translation of the international application, as filed, into the English
language, if it was originally filed in another language (35 U.S.C.
371(c)(2)) and/or (2) the oath or declaration of the inventor (35 U.S.C.
371(c)(4); see § 1.497), applicant will be so notified and given a period of
time within which to file the translation and/or oath or declaration in
order to prevent abandonment of the application. The payment of the
processing fee set forth in § 1.492(f) is required for acceptance of an
English translation later than the expiration of 20 months after the
priority date. The payment of the surcharge set forth in § 1.492(¢) is
required for acceptance of the oath or declaration of the inventor later
than the expiration of 20 months after the priority date. A copy of the
notification mailed to applicant should accompany any response thereto
submitted to the Office.

(d) A copy of any amendments to the claims made under PCT
Article 19, and a translation of those asnendments into English, if they
were made in another language, must be furnished not later than the
expiration of 0 months from the priority date. Amendments under BCT
Article 19which are not received by the expiration of 20 months from the
priority date will be considered to be cancelled. The 20—month time
limit may not be extended.

(e) Verification of the translation of the international application
orany other document pertaining toan international application may be
requiredwhereitisconsiderednecessary, ifthe internationalapplication
or other document was filed in a language other than English,

(f) The documents and fees submitted under paragraphs (b) and
(c) of this section must be clearly identified as a submission to enter the
national stage under 35 U.S.C. 371, otherwise the submission will be
considered as being made under 35 U.S.C. 111,

(g) An international application becomes abandoned as to the
United States 20 months from the priority date if the requirements of
paragraph (b) of this section have not been complied with within 20
months from the priority date where the United States has been

106



PATENT COOPERATION"I‘REATY -

designated but not éleétedbythe expiration of 19 months from the
priority date. If the requirements of paragraph (b) of this section are -

complied with within 20 months from the priority date but any required

transiation of the international application as filed and/or the oath or

declaration are nottimelyfiled, an international applicationwill become
abandonedasto the United Statesupon expiration of the time period set
pursuant to paragraph (c) of this section.

An international application desngnatmg the U.S. will
enter the national stage via the U.S. Designated Office
unless a Demand electing the U.S. is filed prior to the ex-
piration of 19 months from the priority date whereupon
entry will be via the U.S. Elected Office. The procedure
for entry via the U.S. Designated Office is as prescribed
in37 CFR 1.494.

1893.01(a)(1) Submissions Required by 20
Months From the Priority Date

To begin entry into the national stage, applicant is re-
quired to comply with 37 CFR 1.494(b) within 20 months
from the priority date unless election of the U.S. under
Chapter 11 of the PCT has been made prior to 19 months
from the priority date (see MPEP § 1893.01(b)). Thus,
applicant must pay the basic national fee on or before 20
months from the priority date and be sure that a copy of
the international application has been received by the
U.S. Designated Office prior to expiration of 20 months
from the priority date. The notice referred to in PCT
Rule 47.1(c) constitutes conclusive evidence of transmis-
sion of the international application. Payment of the ba-
sic national fee will indicate applicant’s intention to en-
ter the national stage and will provide a U.S. correspon-
dence address in most instances.

Facsimile transmission is not acceptable for submis-
sion of the basic national fee and/or the copy of the inter-
national application. See 37 CFR 1.6(d).

Applicants cannot pay the basic national fee with a
surcharge after the 20 month deadline. Failure to pay the
basic national fee within 20 montbs from the priority
date will result in abandonment of the application. The
time for payment of the basis fee is not extendable.

Similarly, the copy of the international application is
required to be provided within 20 months from the prior-
ity date. A copy of the international application is pro-
vided to the U.S. Designated Office by the International
Bureau (the copy is ordinarily received shortly aiter pub-
lication at about 18 months from the priority date). The
International Bureau also mails a confirmation (Form
IB/308) to applicant upon which applicant can rely that
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~ the copy has been prov1ded see PCI‘ Rule 47 l(c) The

copy is placed in a file to await apphcant s submnssnon of
the basic natlonal fee and other national stage require-
ments. :

If the basic national fee has been pald by expiration of
20 months from the priority date, but the required oath,
declaration or translation has not been filed within 20
months from the priority date, as appropriate, the Office
will send applicant a notice and provide a period of time
to supply the deficiency as set forth in 37 CFR 1.494(c).
The time period usually set is 1 month from the date of
notification by the Office or 21 months from the priority
date, whichever is later. This period may be extended
pursuant to the provisions of 37 CFR 1.136(a). Thus,
payment of the basic national fee on or before 20 months
from the priority date will (1) cause the Office, after a
check of the national stage papers at 20 months, to mail a
notice identifying any deficiencies and affording appli-
cant a period for correction of those deficiencies, and (2)
as in national practice under 37 CFR 1.53, enable appli-
cants to extend the period of time under 37 CFR 1.136(a)
for submission of a proper oath, declaration or transia-
tion. The international application enters the national
stage under 35 U.S.C. 371 and 37 CFR 1.491 when the
last of the items indicated in 35 U.S.C. 371(c) is timely
received by the office.

An international application becomes abandoned if
the copy of the international application or the filing fee
have not been received by the U.S. Designated Office
prior to expiration of 20 months from the priority date.
A notification of any missing parts pursuant to 37 CFR
1.494(c) will only be mailed in those instances where the
applicant has paid the basic national fee within 20
months from the priority date.

The notice of missing requirements lists several items
which 37 CFR 1.63 requires and all of those items will have
to be satisfied before the oath or declaration is considered
accepted. Similarly, the translation must be a translation of
the international application. A translation of less than all
of the international application (e.g., untranslated words in
the drawings or translations of those untranslated words in
a different part of the document) or a transiation that in-
cludes modifications; e.g., the insertion of headings, is un-
acceptable.
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1893 01(a) (2)

1893.01(2)(2) Article 19 Amend-ent (Filed
; wnth the Intematlonal Bureau)

The mtematlonal appllcatlon may be amended under

Article 19 after issuance of the search report Ther _
amendment is forwarded to the U. S. Designated Office

by the International Bureau for inclusion in the U.S. na-
tional stage application. Article 19 amendments which
were made in English will be entered by substituting each
page of amendment for the corresponding English lan-
guage page of claims of the international application. If
the Article 19 amendments were made in a language oth-
er than English, applicant must provide an English
translation for the U.S. national stage application. The
English translation of the amendment(s) must be sub-
mitted by 20 months from the priority date, unless the
U.S. was elected by 19 months from the priority date in
which case the English translation must be filed by
30 months, or the amendment(s) will be considered to be
canceled, 35 U.S.C. 371(d). Where applicant elects to re-
quest early processing of the national stage application
under 35 U.S.C. 371(f), subsequently received amend-
ments made in the international stage (and English
translations thereof) will not become part of the U.S. national
stage application file. If such amendments are desired, they
should be offered under 37 CFR 1.121 as a preliminary
amendment or a responsive amendment under 37 CFR
1111

Applicants entering the national stage in the U.S. are
encouraged to submit an amendment in accordance with
37 CFR 1.121 rather than an English translation of an
Article 19 amendment. Sometimes when an Article 19
amendment is translated into English, it cannot be en-
tered. That is, each page of an Article 19 amendment
must be entered by substituting a page of amendment for
the corresponding page of claims of the international ap-
plication. After translation of a page, the translated
page may no longer correspond to a p2ge of the claims of
the international application such that the amendment is
capable of entry by substituting the page of English
translation (of the amendment) for the corresponding
page of claims of the international application without
leaving an inconsistency. Where applicant chooses to
submit an English translation of the Article 19 amend-
ment, applicant should check to be sure that the English
translation can be entered by substituting the pages of
translation for corresponding pages of the claims of the
international application without leaving an inconsisten-
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cies in the claims of the international appllcatlon the
translation will not be entered. For example, if the
translation of the ongmally filed appllcatlon has a page
which begms with claim 1 and ends with a first part-of .
claim 2 with the remainder of claim 2 on the next page
then translation of the Article 19 amendment to only-
claim 1 must include a substitute page or pages beginning -
with the changes to claim 1 and ending with the last of the
exact same first part of claim 2. This enables the original
translated first page of claims to be replaced by the
translation of the amendment without changing the subse-
quent unamended page(s). Alternatively, applicant may sub-
mit a preliminary amendment in accordance with 37 CFR
1.121.

1893.01(b) Entry via the U.S. Elected Office

37 CFR 1.495. Entering the national stage in the United States of
America as an Elected Office.

(a) Where the United States of America has been elected by the
expiration of 19 months from the priority date, the applicant must fulfill
the requirements of 35 U.S.C, 371 within the time periods set forth in
paragraphs (b) and (c) of this section in order to prevent the abandon-
mentof the international application asto the United States of America,
International applications for which those requirements are timely
fulfilled will enter the national stage and obtain an examination asto the
patentability of the invention in the United States of America.

(b) o avoid abandonment of the application the applicant shall
furnisfi to the United States Patent and Trademark Office not later than
the expiration of 30 months from the priority date: (1) a copy of the
international application, unlessit has been previously communicated by
the Intemnational Bureau or unless it was originally filed in the United
States Patent and Trademark Office; and (2) the basic national fee (see §
1.492(a)). The 30—month time limit may not be extended.

(c) If applicant complies with paragraph (b) of this section before
expiration of 30 months from the priority date but omits (1) a translation
of the international application, as filed, into the English language, if it
was originally filed in another language (35 U.S.C.371(c)(2)) and/or (2)
the oath or declaration of the inventor (35 U.S.C. 371(c)(4); see § 1.497),
applicantwillbe so notified and givena period of time withinwhich to file
the translation and/or oath or declaration in order to prevent abandon-
mentof the application. The payment of the processing fee set forthin §
1.492(f) is required for acceptance of an English translation Iater than
the expiration of 30 months after the priority date. The payment of the
surchargesetforthin §1.492(e)isrequired foracceptanceof theoathor
declaration of the inventor later than the expiration of 30 months after
the priority date. A copy of the notification mailed to applicant should
accompany any response thereto submitted to the Office.

(d) Acopyofanyamendmentstotheclaimsmade under PCT Article
19, and a translation of those amendments into English, if they were
made in another language, must be furnished not later than the
expiration of 30months from the pricrity date. Amendmentsunder PCT
Article 19whichare not received by the expiration of 30 months from the
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pnonty date will be eonsldered te be wncelled The 30-month ume -

limit may not be extended.

(e) A translation into Engltsh of any annexes to the lntematlonal \

preliminary examination report, if the annexes were made in another
language, must be furnished not later than the expiration of 30 months
from the priority date, Translations of the annexeswhichare notreceived
by the expiration of 30 months from the priority date may be submitted
within any period set pursuant to paragraph (c) of this. section
accompanied by the processing fee set forth in § 1.492(f). Annexes for

which translations are not timely received will be considered cancelled.

The 30-—~month time limit may not be extended.

() Verification of the translation of the international anplicau'on or

any other document pertaining to an international application may be
requiredwhereitisconsiderednecessary, if the internationalapplication
or other document was filed in a language other than English.

(g) The documents submitted under paragraphs (b) and (c) of this
section must be clearly identified as a submission to enter the national
stage under 35 U.S.C. 371, otherwise the submission will be considered
as being made under 35 U.S.C. 111.

(h) An international application becomes abandoned as to the
United States 30 months from the priority date if the requirements of
paragraph (b) of this section have not been complied with within 30
meontlis from the priority date and the United States has been elected by
the expiration of 19 months from the priority date. If the requirements of
paragraph (b) of this section are complied with within 30 months from
the priority date but any required translation of the international
application asfiled and/or the oath or declaration are not timelyfiled, an
international applicationwill become abandoned asto the United States
upon expiration of the time period set pursuant to paragraph (c) of this
gection.

An international application designating the U.S. will
enter the national stage via the U.S. Elected Office if a
Demand electing the U.S. is filed prior to the expiration
of 19 months from the priority date. The procedure for
entry via the U.S. Elected Office is as prescribed in
37 CFR 1.495.

1893.61(b)(1) Submissions Required by
36 Months From the Priority
Date

To begin entry into the national stage, where election
of the U.S. under Chapter II of the PCT has been made
prior to 19 months from the priority date, applicant is re-
quired to comply with 37 CFR 1.495(b) within 30 months
from the priority date. Thus, applicant must pay the basic
national fee on or before 30 months from the priority
date and be sure that a copy of the international applica-
tion has been received by the U.S. Designated Office
prior to expiration of 30 months from the penalty date.
The notice referred to in PCT Rule 47.1(c) constitutes
conclusive evidence of transmission of the international
application. Payment of the basic national fee will indi-
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cate apphcant’s mtentxon to enter the nauonal stage and

~will provide a US correspondence address in most

instances. :
Facsimile transnussnon is not aeceptable for submls-
sion of the basic national fee and/or the copy of the inter~
national appllcatnon See 37 CFR 1.6(d).
Applicants cannot pay the basic national fee with a
surcharge after the 30 months deadline. Failure to pay

 the basic national fee within 30 months from the priority

date will result in abandonment of the applicatio_n. The
time for payment of the basic fee is not extendable.

Similarly, the copy of the international application is
required to be provided within 30 months from the prior-
ity date. A copy of the international application is pro-
vided to the U.S. Designated Office by the International
Bureau (the copy is ordinarily received shortly after pub-
lication at about 18 months from the priority date). The
International Bureau also mails a confirmation (Form
1B/308) to applicant upon which applicant can rely that
the copy has been provided; see PCT Rule 47.1(c). The
copy is placed in a file to await applicant’s submission of
the basic national fee and other national stage require-
ments.

If the basic national fee has been paid by expiration of
30 months from the priority date but the required oath,
declaration, or translation has not been filed within
30 months from the priority date, as appropriate, the Of-
fice will send applicant a notice and provide a period of
time to supply the deficiency as set forth in 37 CFR
1.495(c). The time period usually set is 1 month from the
date of the notification by the Office or 31 months from
the priority date, whichever is later. This period may be
extended pursuant to the provisions of 37 CFR 1.136(a).
Thus, payment of the basic national fee on or before
30 months from the priority date will (1) cause the Of-
fice, after a check of the national stage papers at 30
months, to mail a notice identifying any deficiencies and
affording applicant a period for correction of those defi-
ciencies, and (2) as in national practice under 37 CFR
1.53, enable applicants to extend the period of time
under 37 CFR 1.136(a) for submission of a proper
oath, declaration, or translation. The international ap-
plication enters the national stage under 35 U.S.C. 371
when the last of the items indicated in 35 U.S.C. 371(c)
and 37 CFR 1.491 is timely received by the office.

An international application becomes abandoned if

the copy of the international application or the filing fee
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: have not been recelved by the "U S. Desrgnated Office.

prior to- explratlon of 30 months from the pnorrty date - ,‘ DA

A notification of any nussmg parts pursuant t0 37 CFR B g
1.495 will only be mailed in those instances where the ap- B
phcant has pa:d the basic natlonal fee w1thm 30 months o

from the priority ¢ date P

The notice of missing requrrements llStS several ltems‘ o
which 37 CFR 1.63 requires and all of those 1tems will
have to be satisfied before the oath or declaratron iscon-
sidered accepted Srmrlarly, the translation must bea

translation ‘of the international application. A transla-
tion of less than all of the international application (e.g.,
untranslated words in the drawings or translations of
those untranslated words in a different part of the docu-
ment) or a translation that includes modifications, e.g.,
the insertion of headings, is unacceptable.

1893.01(b) (2) Article 19 and Article 34
- Amendments (Filed with the
International Preliminary
Examining Authority)

Paragraph (d) of 37 CFR 1.495 states that if an Article
19 amendment is not received before expiration of
30 months from the priority date, it is considered to be
canceled. Nevertheless, applicant may submit a prelimi-

“nary amendment in accordance with 37 CFR 1.121 add-
ing the substance of the Article 19 amendment to the na-
tional stage application. In some instances, entry of the
subject matter via an amendment under 37 CFR 1.121
may be preferable to entry via Article 19. For example,
where the Article 19 amendment was not filed in English
the amendment would have to be translated into English
in order that it be submitted for entry into the national
stage. The translation must be submitted before expira-
tion of 30 months from the priority date and the substi-
tute pages must be capable of insertion into the text of
the international application. Thus, where an Article 19
amendment was made in the international stage the
same amendment may be entered for the national stage
either in accordance with 35 U.S.C. 371(c)(3) or the
amendments may be added via a preliminary amend-
ment in accordance with 37 CFR 1.121.

Tianslation of an Annex Under PCT Article 34

The translation of an Article 34 Annex must be sub-
mitted so that the translation of the originally filed ap-
plication can be changed by replacing the originally filed

Rev. 1, Sept. 1995
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| then translatlon of the annen to only clarm 1 must mclude o
a substltute page or pages begmnmg wrth the changes to

clalm 1 and endmg with the last of the exact same first . -

part of claim 2. This enables the ongmal translated first
page: of claims to be replaced by the translation of the an-

nex without . changing * the - subsequent unamended

~ page(s). Altematrvely appllcant may subnut a prelimi-

nary amendment in accordance with 37 CFR 1.121.
1893.01(c) Fees

-Because the national stage fees are subject to change,
applicants and examiners should always consult the
Official Gazette for the current fee listing.

Applicants are cautioned that national stage fees are
specifically provided for in 37 CFR 1.492 and authoriza-
tions to charge fees under 37 CFR 1.16 do not constitute
a specific authorization to charge national stage fees.

1893.01(d) Translation

Applicants entering the national stage in the U.S. are
required to file a translation of the international applica-
tion (if the international application was filed in another
language), 35 U.S.C. 371(c)(2). The translation must be
a translation of the international application as filed with
any changes which have been properly accepted under
PCT Rule 26 or any rectifications which have been prop-
erly accepted under PCT Rule 91. Amendments, even
those considered to be minor or to not include new mat-
ter, may not be incorporated into the translation. If an
amendment to the international application as filed is
desired for the national stage, it may be submitted in ac-
cordance with 37 CFR 1.121. An amendment filed under
37 CFR 1.121 should be submitted within 1 month after
completion of the 35 U.S.C. 371(c) requirements and
entry into the national stage; see 37 CFR 1.496(a). If ap-
plicant has timely paid the basic national fee but the
translation is missing or is defective, a notice of Missing
Requirements will be sent to applicant setting a period to
correct any missing or defective requirements. The time
period is 21 months or 31 months from the priority date,
as appropriate, or 1 month from the date of the notice,
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whichever explres later. The time penod is subject tothe -

provisions of 37 CFR 1.136(a).
1893.01(e) Oath/l)eclaratlon [R= l]
Applicants entermg the natnonal stage in the U.S. are

required to file an oath or declaration of the inventor in

accordance with 37 CFR 1.63. If the basic national fee
has been paid by the expiration of 20 or 30 months from

the priority date as appropriate, but the required oathor

declaration has not been filed, the Office will send appli-
cant a notice of Missing Requirements setting a time pe-
riod to correct any missing or defective requirements.
The time period is 21 months or 31 months from the
priority date, as appropriate, or 1 month from the date of
the notice, whichever expires later. The time period is
subject to the provisions of 37 CFR 1.136(a). The oath or
declaration must comply with the requirements of
35 U.S.C. 115 and with the regulations prescribed for
oaths and declarations, see especially 37 CFR 1.63.
If an inventor refuses to execute the oath or declara-
tion or is unavailable, applicant must file an oath or dec-
laration and a petition in accordance with 37 CFR 1.47.
Similarly, where an inventor is deceased or legally inca-
pacitated, an oath or declaration in accordance with the
provisions of 37 CFR 1.42 or 1.43 must be provided. To
avoid abandonment the oath or declaration and petition
(under 37 CFR 1.42, 1.43 and/or 1.47, as appropriate)
must be filed either before expiration of 20 or 30 months
from the priority date, as appropriate, or, where a notifi-
cation of deficiency of the oath/declaration has been
mailed, within the time for response to that notification.
If applicant has filed an oath or declaration and peti-
tion under 37 CFR 1.42, but has not provided proof of
authority of the legal representative as required by 37
CFR 1.44, the application papers will be provisionally ac-
cepted for entry into the national stage and forwarded
for further processing and examination on the merits.
However, if sufficient proof of authority of the person(s)
signing as legal representative of the deceased inventor
is not provided before mailing of the notice of allowance,
the application should be forwarded to the **>PCT Le-
gal Affairs Branch<. If proof of authority is not filed,
the application will be held not to have entered the na-
tional stage for failure to provide an oath or declaration
as required by 35 U.S.C. 371(c)(4) and will be held aban-
doned in accordance with 37 CFR 1.494(g) or 1.495(h).
Under such circumstances the date of abandonment will
be the date of expiration of 20 months from the priority

1800 - 111

1893.03 (a)

date or, where a. notlficatlon of def' mency of the oath/ '
declaration has been mailed, the date of expiration of
the time for response to that notification or as extended
by any extension fee tlmely paid under 37 CFR 1.136(a).

1893.02 Abandonment

If the reqmrements of 35 U. S C. 371(c) are not com-
plied with by the time period set in 37 CFR 1.494(b) and
(c) or 37 CFR 1.495(b) and (c), as appropriate, the ap-
plication is considered to be abandoned, see 37 CFR
1.494(g) and 37 CFR 1.495(h).

Examiners and applicants should be aware that some-
times papers filed for the national stage are deficient and
abandonment results. For example, if the fee submitted
does not include at least the amount of the basic national
fee that is due, the application becomes abandoned.

Applicant may file a petition to revive an abandoned
application in accordance with the provisions of 37 CFR
1.137. See MPEP § 711.03(c)

1893.03 Prosecution of U.S. National Stage
Applications Before the Examiner

An international application which enters the nation-
al stage will be forwarded to the appropriate examining
group for examination in turn based on the 35 U.S.C.
102(e) date of the application. Once the application is
forwarded to the examiner, prosecution proceeds in the
same manner as for a domestic application with the ex-
ceptions that (1) the international filing date is the date
to keep in mind when searching the prior art and (2) uni-
ty of invention proceeds as under 37 CFR 1.475.

1893.03(a) How To Identify That an
Application Is a U.S, National
Stage Application [R—1]

Applicant’s initially deposited application must indi-
cate that treatment as a national stage application (filed
under 35 U.S.C. 371) is requested (see 37 CFR 1.494(f)
and 37 CFR 1.495(g)). Otherwise, the application will be
treated as an application filed under 35 U.S.C.
111>(a)<.

That is, if applicant wishes the application to be filed
under 35 U.S.C. 111>(a)<, applicant’s originally filed
application papers need indicate simply that the papers
are for a new U.S. patent application. If, however, appli-
cant is filing papers for entry into the national stage of a
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plscatwn asa natlcmal stage filmg under 35 U S C.37
~ and will stamp the face of the file with an indication that
the apphcatnon i8 ﬁled under 35 U S.C. 371 Accordmgly,
" the thr’ee,k‘ey‘.indica,toi‘S‘Which reflect that an application
is filed under 35 U.S.C.'371 are (1) the file face indica-
tionofa filmg under 35 U.S.C. 371, (2) the For
: DO/EOI903 indicating acceptance of the apphcatnon asa
- national stage ﬁlmg under 35 US.C. 371 and (3) apph-
cant’s statement (or the eqmvalent) inthe ongmally file
appllcatlon papers that the appllcatlon is a natxonal e
~ stage filing under 35 US.C. 371, Apphcants who- usev e
transmittal Form PCT/DO/EO/1390 will satisfy this re- .
qulrement since the form includes an indication that the R
application isa natlonal stage ﬁlmg under 35 US.C.371. J e .
- Initially, the examiner should mspect the face of the . &
file jacket for an indication that it is filed under 35 . I
U.S.C. 371 and should also check the applxcatlon papersz OL 29 Uideloe),
for the presence of Form PCT/DO/EO/903. If neitherof ~ structi
these indications are present the apphcatlon may, in the f v v P
absence of evidence to the contrary (there is an cepted as ﬁled undet 35US.C. 1113 ‘(a)< :
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: L'M’I'ED STA‘I'ES DE:PARTMEN’I‘ OF,COM.\IERCI-:
“Patent and Trademark Office .

7 : :i.‘f ’ muu Cmmm OF 'Ams ANDWM

OBXCKXX - Ted Wilsonetal.

~John Smith
212 Main Street
anytown, PA 12345

10 SEPT 1992 10 SEPT 1991 |
DATE MAILED: 10 JUNE 1993

NOTIFICATION OF ACCEPI'ANCE OF APPLICA'I‘[ON UNDER 35 U.S.C. 371
AND 37 CFR 1.4%6 OR 1498

The applicant is hereby advised thae wsmurmmrndmaxkomcommcmuyn ,
& Designated Office (37 CPR 1.494), Elected Office (37 CFR 1.495), has desermined ,

that the shove idemified internationsl epplicstion has met the requirements of 35 U.S.C. 371, and is

ACCEPTED for national paentsbility examisation in the United Stetes Patest and Teademark Office.

2. The United States Application Numbes essigned to the application is shown sbove snd the relevant
dates are:

10 MAY 1993 10 MAY 1993

3SUS.C. 102(6) DATE DATE OF RECEIPT OF
35 US.C. 371 REQUIREMENTS

3. 88 A cequest foc immediste examinstion under 35 U.S.C. 371(f) was received on__10_MAY 1993
and the application will be examined in tum.

4. Ths following ltems heve boen recsived:
U.S. Besic Naioua! Fes.
Copy of the inseruations! epplication iz:
8 soa-Englich laaguage.

Eaglish,
Translstion of e interuational spylication into Eoglidh.
Ceth or Declaration of investora(s) for DO/EQ/US.
Copy of Asticle 19 smondments. [) Teansiation of Anicla 19 amendments into English.
The Article 19 srusadments ) beve [J huve not boen emered.
The Issercations! Proliminmy Bxomization Regont in Boglish ead its Annenes, if ey,
Treasisticn of Assanes %o the lntemations! Prelimizery Examisation Report into Eaglich.
The Ansanse tho £ vave vos bean cntred.
E Preliminary emondmene(s) fled and

Iaftemstion Disclosure Stasement(s) filed sad
Assigament docament,

Yower of Avtomey sad fos Changs of Address.

Substiogte pecificarion fAled

Vesified Sissament Claiming Small Entity Stotua.

Priogisy Document.

Copy of the Sesrch Repoes [] sad coples of the references cited thersln.
Oclaer:

& Filing Recsips (FTO-1033) will be lamed for the peesent epplication in dus covses. Qunce the
Filing Receipt s boem recsived, sead ol conespondence 1 e Geoup Ast Unis designated thereon.

Apglicans is reminded that any communicafion to the United States Petent end Trademark Office musi be
mailed to the address given in the heading end include the U.S. spplication no. shown shove. (37 CFR 1.5)

Richard B, Lazerue
FORM BCT/DO/EC/903 (May 1993) Telsphose: (703) 557-8384
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1893. 03(b) The Filing Date ofa U.S. Natmnal

An intemational application designating the U.S. has
two stages (international and national) with the filing
date being the same in both stages. Ofiten the date of
entry into the national stage is confused with the filing
date. It should be borne in mind that the filing date of

the international stage application is also the filing date

for the national stage application. Specifically, 35 U.S.C.
363 provides that

An international application designating the
United States shall have the effect, from its in-
ternational filing date under Article 11 of the
treaty, of a national application for patent regu-
larly filed in the Patent and Trademark Office
except as otherwise provided in section 102(e)
of this title.

Similarly, PCT Article 11(3) provides that

..an intemational filing date shall have the effect of
a regular national application in each designated
State as of the international filing date, which date
shafl be considered to be the actual filing date in
each designated State.

37 CFR 1.496(a), first sentence, reads “Interna-
tional applications which have complied with the re-
quirements of 35 U.S.C. 371(c) will be taken up for ac-
tion based on the date on which such requirements were
met.” Thus, when the face of the file jacket is printed and
pasted to the face of the U.S. national stage application
file, the information is read from the PALM data base
and the information printed in the filing date box is the
date of entry into the national stage rather than the actu-
al international filing date. See the preceding Sample~
National Stage Filing Under 35 U.S.C., 371 wherein the
face of the file of national stage application serial num-
ber 07/XXX, XXX is shown with the date of entry into
the national stage (11/08/91) shown in the FILING
DATE box and the true U.S. filing date (01/10/90) is indi-
cated just to the right of the international application se-
rial number (PCT/EP9/XXXXX) in the FOREIGN/
PCT APPLICATIONS block.

1800 -

1893.03(c)' .

1893.03(c) Tlm Priority Date, Pﬁority Clnim, '

- and Pﬁority Papers fora US. -
Natloml Stage Applwation [R— 1]

A US national stage apphmtlon (ﬁled under 35 USC.

371) may include a claim under 35 US.C. 119 or 120 for
- benefit of the filing date of a prior apphmtlon or applmtlons.

See also 35 US.C. 365.
Priority Claim Under 35 US.C_'.-II9

A national stage application which includes a priority
claim under 35 U.S.C. 119 must refer to.a priority ap-
plication the priority of which was also claimed in the in-
ternational application. If the 35 U.S.C. 119 priority
claim is to an application the priority of which was prop-
erly claimed in the international application, the claim
for priority is acknowledged and checked for compliance
with the other requirements of 35 U.S.C. 119 (e.g. the
certified copy as discussed below).

If the 35 U.S.C. 119 priority claim in the national stage
application is to an application the priority of which was
not claimed in the international application, the claim
for priority must be denied for failing to meet the re-
quirements of the Patent Cooperation Treaty, specifical-
ly PCT Rule 4.10.

Applicants are quite often confused as to the true fil-
ing date and will ask for corrected filing receipts thinking
that the information thereon is wrong. This explanation
should offer some clarity. For all legal purposes, the fil-
ing date is the PCT international filing date. The date of
actual entry into the national stage is otherwise the date
provided in the PALM system. Any issued patent will
have all of the relevant dates listed.

For a comparison with 35 US.C. 119 priority
claims in a national application filed under 35 U.S.C.
111 >(a)< see MPEP § 1895.01.

The 35 U.S.C. 119 >(a)—(d) < Certified Copy

The requirement for a certified copy of the >for-
eign< priority application is normally fulfilled by appli-
cant providing a certified copy to the Receiving Office or
to the International Bureau within 16 months from the
priority date and subsequently, the International Bu-
reau forwarding a photocopy of the certified priority
document when it forwards a copy of the international
application (shortly after publication at 18 months from
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Copie officielle

Le Directeur général de P'Instivue national dé la ptopriété 'i'ndustrielle -
certifie que le document ci-annexé est la copie certifiée conforme, d'une ‘

deman& de ticre de ptopnété industrielle déposée 2 l'lnstltut.

Fait & Paris le

- 7 SEP, 1982

Pous la Divectar géndred da Tlnssins
nasisaal da la poopeidsd Induwisile

La Chef da Divisions

Yves CAMPENGN

aummd'smr Céden 08
mc.’w:'"mn 20 368 INPL OI,J‘DI”.W
E mmmnﬂwm«dwldpwhlm l’mnll”l

‘| e ssmreniee
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If apphcant has not forwarded a certlﬁed copy of the’ E

priority application in time for the International Bu-
reau to forward it to the US. Dwgnated Office with the

copy of the intemational applmtlon, then applicant will have

to provxde a certified copy of the priority document durinig
the national stage to fulfill thereqmrement of ** paragraph
" >(b)< of 35 USC. 119,

Priority Claim Under 35 U.S.C. 120

A national stage application may include a priority
claim under 35 U.S.C. 120 to a prior U.S. national ap-
plication or to a prior international application designat-
ing the U.S. The conditions for according benefit under
35 US.C. 120 are as described in MPEP § 201.07,
§ 201.08, and § 201.11 and are similar regardless of
whether the U.S. national application is a national stage
application filed under 35 U.S.C. 371 or a national ap-
plication filed under 35 U.S.C. 111 >(a)<.

For a national stage application (of international ap-
plication “X”) to obtain benefit under 35 U.S.C. 120 of a
prior U.S. national application, the international ap-
plication (“X”) must include an appropriate reference
** to the prior U.S. national application, be copending
with the prior U.S. national application, and have at least
one inventor in common with the prior U.S. national ap-
plication, MPEP § 201.11. The prior U.S. national ap-
plication is copending with the national stage applica-
tion if the prior U.S. national application was pending on
the international filing date. **

If a national stage application includes a priority claim
under 35 U.S.C. 120 to a prior international application,
the examiner must ascertain whether (1) the> first< in-
ternational application was copending (not abandoned
or withdrawn) with the ** >second international< ap-
plication claiming benefit under 35 U.S.C. 120, and (2)
the prior international application dzsignated the U.S.

Note, a national stage application filed under
35 U.S.C. 371 may not claim benefit of the filing date of
the international application (of which it is the national
stage) since its filing date is the date of filing of that inter-
national application; see also MPEP § 1893.03(b).
Stated differently, since the international application is
not an earlier application (it has the same filing date as
the national stage), a priority claim in the national stage
to the international application is inappropriate.

Rev. 1, Sept. 1995
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* >For a comparison with 35 U.S.C. 120 priority claims
in a national apphcatlon filed. under 35 US.C. 111(a),
see MPEP §1895.< ‘

1893 03(d) Umty oflnventlon ‘

37 CFR 1.499. Umty of invention dwmg the national stage ‘

_If the examiner find that a national stage application lacks unity of
inventionunder § 1 475, theexnmmermaymanOfﬁce actionrequirethe
applicantinthe response tothat actiontoelect the invention towhich the
claims shall be restricted. Such requirement may be made before any
action on the merits but may be made at any time before the final action
at the discretion of the examiner, Review of any such requirement is
provided under §§ 1.143 and 1.144.

PCT Rule 13 was amended effective 01 July 1992
37 CFR 1.475 was amended effective 01 May 1993 to cor-
respond to PCT Rule 13.

Examiners are reminded that unity of invention (not
restriction) practice is applicable in international ap-
plications (both Chapter I and If) and in national stage
(filed under 35 U.S.C. 371) applications. Restriction
practice continues to apply to U.S. national applications
filed under 35 U.S.C. 111>(a)<.

When making a lack of unity of invention require-
ment, the examiner must (1) list the different groups of
claims and (2) explain why each group lacks unity with
each other group (i.e., why there is no single general in-
ventive concept) specifically describing the unique spe-
cial technical feature in each group.

The principles of unity of invention are used to deter-
mine the types of claimed subject matter and the com-
binations of claims to different categories of invention
that are permitted to be included in a single internation-
al or national stage patent application. The basic princi-
ple is that an application should relate to only one inven-
tion or, if there is more than one invention, that appli-
cant would have a right to include in a single application
only those inventions which are so linked as to form a
single general inventive concept.

A group of inventions is considered linked to form a
single general inventive concept where there is a techni-
cal relationship among the inventions that involves at
least one common or corresponding special technical
feature. The expression special technical features is de-
fined as meaning those technical features that define the
contribution which each claimed invention, considered
as a whole, makes over the prior art. For example, a cor-
responding technical feature is exemplified by a key
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which correspond to the clalmed features of alock tobe

used with the claimed key. Note also examples 1-17 of -

“Annex B Part 2 of the PCT. Admlmstratlve Instructions

the MPEP, - - .
A process is “speclally adapted” for the manufacture

of a product if the claimed process inherently produces _ Q

the claimed product with the technical relationship be-
ing present between the claimed process and the claimed
product. The expression “specially adapted” does not
imply that the product could not also be manufactured by
a different process.

An apparatus or means is specifically desngned for
carrying out the process when the apparatus or means is
suitable for carrying out the process with the technical

relationship being present between the claimed appara-

tus or means and the claimed process. The expression
specifically designed does not imply that the apparatus
or means could not be used for carrying out another pro-
cess, nor does it imply that the process could not be car-
ried out using an alternative apparatus or means.

Note, the determination regarding unity of invention
is made without regard to whether a group of inventions
is claimed in separate claims or as alternatives within a
single claim. The basic criteria for unity of invention are
the same, regardless of the manner in which applicant
chooses to draft a claim or claims.

1893.03(e) Papers Received from the
International Bureau and
Placed in a U.S. National
Stage Application File

The national stage application includes papers for-
warded by the International Bureau and papers from ap-
plicant. Some of the papers from the International Bu-
reau are identified in this section with a brief note as to
their importance to the national stage application. The
examiner should review each such paper and the impor-
tant aspect indicated.

The Pamphlet

The Pamphlet includes (1) a cover page with the ap-
plicant/inventor data, the application data (serial num-
ber, filing date, etc.) and the Abstract (and, if appropri-
ate, a figure of drawing), (2) the description, claims and
drawing parts of the international application, and (3)
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claims and drawmg parts of the mtematronal application

regardmg the prior art.

The Intenmtzonal Pmltmmaow Exammatzon Repon

If the international apphcatlon underwent prehml
nary examination, the International Preliminary Ex-
amination Report (Form PCT/IPEA/409) reflects the In-
ternational Preliminary Authority’s: non-binding opm-
ion regarding novelty, inventive step and industrial ap-
plicability. The examiner may adopt any portion or all of
this opinion upon consideration in the national stage so
long as it is consistent with U.S. practice. The examiner
should comment upon the Report in the first Office ac-
tion on the merits to reflect that the Report has been
considered. The comment may be a mere acknowledge-
ment.

The Priority Document
See the discussion in MPEP § 1893.03(c).
Notification of Withdrawal (PCT/IB/307)

If the national stage application papers include a noti-
fication of withdrawal, the examiner must check the date
of receipt of the 35 U.S.C. 371 requirements (the 371
date) on Form PCT/DO/EQ/903 to be sure that the 371
date is not later than the date of withdrawal. Ifit islater,
the national stage application must be returned to the
Legal Staff of the International Division for a decision
regarding the propriety of entry into the national stage.

1893.03(f) Drawings and PCT Rule 11

The drawings for the national stage application must
comply with PCT Rule 11. The copy of the drawings pro-
vided by the International Bureau has already been
checked and should be in compliance with Rule 11. Ac-
cordingly, the drawing provided by the International Bu-
reau should be acceptable. Sometimes, applicant sub-
mits a drawing for use in the national stage application
and a check will be made by the Official Draftsman. The
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1893 03(g)

Official Draftsman may not impose. reqmrements be-' |

yond those imposed by the Patent Cooperation Treaty
(e.g. PCT Rule 11). The examiner does indeed have the

authority to require new or more acceptable drawings if =

the drawings were published without meeting all re-
quirements under the PCT for drawings. Unless the ap-
plicant requests the use of drawings which he or she has
submitted, the drawings to be employed in the national
stage are those which are a part of the Article 20 commu-
nication.

1893.03(g) Information Disclosure
Statement in a National
Stage Application

An extensive discussion of Information Disclosure
Statement practice is to be found in MPEP § 609. Al-
though not specifically stated therein, the duty to dis-
close information material to patentability as defined in
37 CFR 1.56 is placed on individuals associated with the
filing and prosecution of a national stage application in
the same manner as for a domestic national application.
The declaration requires the same averments with re-
spect to the duty under 37 CFR 1.56.

When an international application is filed under the
Patent Cooperation Treaty (PCT), prior art documents
may be cited by the examiner in the international search
report and/or the international preliminary examination
report. When a national stage application is filed under
35 U.S.C. 371, or a national application is filed under
35 U.S.C. 111 claiming benefit of the filing date of the in-
ternational application, it is often desirable to have the
examiner consider the documents cited in the interna-
tional application when examining the national applica-
tion.

As a result of an agreement among the European Pat-
ent Office (EPO), Japanese Patent Office (JPO), and the
United States Patent Office (USPTO), copies of docu-
ments cited in the international search report issued by
any one of these International Searching Authority Of-
fices generally are being sent to the other Offices when
designated in the international application. Accordingly,
in many national stage applications where the interna-
tional search was conducted by the EPO, JPO, or USP-
TO, copies of the documents cited in the international
search report are made available to the examiner in the
national stage application.

Rev. 1, Sept. 1995
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When all the requu-ements for a natlonal stage ap-

: phcatlon ‘have been completed apphcant ‘is ‘notified :

(Form PCI‘/DO/EO/QOS) of the aeceptanee of the ap-

plication under 35 U. S.C. 371, including an itemized list
of the items received. ‘The itemized list includes an indi-
cation of whether a copy of the. mtematlonal search re-

port and copies of the references cited therein are pres-

ent in the national stage file. The examiner will consider

the documents cited in the international search report,
without any further action by appllcant under 37 CFR

1.97 and 1.98, when both the international search report
and copies of the documents are indicated to be present
in the national stage file. The examiner will note the con-
sideration in the first Office action. Otherwise, applicant
must follow the procedure set forth in 37 CFR 1.97 and
1.98 in order to ensure that the examiner considers the
documents cited in the international search report.

This practice applies only to documents cited in the in-
ternational search report relative to a national stage ap-
plication filed under 35 U.S.C. 371. It does not apply to
documents cited in an international preliminary ex-
amination report that are not cited in the search report.
It does not apply to applications filed under 35 U.S.C.
111 claiming the benefit of an international application
filing date.

1895 A Continuation or Continuation—In—
Part Application of a PCT Application
Designating the United States [R—1]

It is possible to file a U.S. national application under
35 U.S.C. 111 during the pendency (prior to the aban-
donment)of an international application which desig-
nates the United States without completing the require-
ments for entering the national stage under 35 U.S.C.
371(c). The ability to take such action is based on provi-
sions of the United States patent law. 35 U.S.C. 363 pro-
vides that >“< [a]n international application designat-
ing the United States shall have the effect, from its inter-
national filing date under article 11 of the treaty, of a na-
tional application for patent regularly filed in the Patent
and Trademark Office....>” < 35 U.S.C, 371(d) indicates
that failure to timely comply with the requirements of
35U.5.C. 371(c) shall be regarded as abandonment...by
the parties thereof... . It is therefore clear that an inter-
national application which designates the United States
has the effect of a pending U.S. application from the in-
ternational application filing date until its abandonment
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as to the Umted States‘ The first sentenee of 35US.C.
- 365(c): speclf‘ cally prov:des that >7< [1]n acoordance

with the conditions. and requtrements of section 120 of - 1

this title,... a natlonal apphcatton shall be: entitled: tothe

benefit of the ﬁlmg date of a prior >”<international ap-’

pllcatlon demgnatmg the United States. >”< The condl- j
- rm—part of the first filed U;

tion of 35 U.S.C. 120 relatmg to the time of filmg re-

quires the later apphcatlon tobe ﬁled before the patent-

ing or abandonment of or termination of proceedmgs on.
the first application... . The filing of continuations and
continuations—in—part of a PCT application designat- _
ing the U.S. was used primarily in instances where there
was difficulty in obtaining a signed oath or declaration by
the expiration of the time for entry into the national
stage. Since applicants are now notified of missing or de-
fective oaths or declarations and/or translations, and are
given a time period to respond which is extendable under
37 CFR 1.136(a), the use of this practice may well
diminish. _

A continuing application under 35 U.S.C. 365(c) and
120 must be filed before the abandonment or patenting
of the prior application.

>To obtain benefit under 35 U.S.C. 120, the continu-
ing U.S. national application must (1) include an ap-
propriate reference to the prior application, (2) be co-
pending with the prior application, and (3) have at least
one inventor in common with the prior application,
MPEP § 201.11. A U.S. national application is copend-
ing with an international application if the prior interna-
tional application was pending on the filing date of the
subsequent U.S. national application.

If the prior application is an international application,
the examiner must ascertain (2) and (3) above by either
examining the national stage application file of the inter-
national application, or by examining the international
application file, or requiring applicant to submit suffi-
cient proof that the international application was co-
pending with the U.S. national (35 U.S.C. 111(a)) ap-
plication claiming benefit under 33 U.S.C. 120. If the
parent international application was not copending (i.e.,
abandoned or withdrawn), benefit under 35 U.S.C. 120
is not possible.

If priority is claimed under 35 U.S.C. 120 in a third
U.S. national application to a first national or interna-
tional application via a second international application,
the examiner must examine the second international ap-
plication to see if it contains a proper reference for bene-
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the copy is not in the file, the Internatlonal Dmsnon may |
obtain a copy from the Intematlonal Bureau <

1895.01 Handlmg of and Conslderatmns
In the Handlmg of National ,
Applications Under 35 U.S.C. 371
and 35 U.S.C. 111> (a) < Continua—
tions and Continuations—in—Part of
a PCT Application [R—1]

A national application can be either a national stage
application filed under 35 U.S.C. 371 or a national ap-
plication filed under 35 U.S.C. 111>(a)<.

NATIONAL APPLICATIONS SUBMITTED
UNDER 35 U.S.C. 371

These applications are the result of an international
application filed under the PCT entering the national
stage in the addition, a “Notification of Acceptance of
Application under 35 U.S.C. 371 and 37 CFR 1.494 or
1.495” (Form PCT/DO/EOQ/903) is placed in the file.

A typical time line involving an international and a
national stage application is illustrated as fol-

lows:

0 months 12 18 200r30

I ¥ i ¥ i
Pricrity Int’l Appln Filed Int’l Appln Nat. Stage Appln Patent

Published 35 USC 371
(§ 102(c) date)

Appln Filed (In¢ Filing Date) Tssues

Although the illustrated time line is typical, there is no
requirement that there be a priority application, nor is
there any requirement that the national stage applica-
tion be filed after the international application is pub-
lished.
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414, In order for the exammer to determine if the mter-- o
. natxonal appllcatton meets the above noted Tequire-
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| .,.,:_.appucaﬁonsﬁled under35USC 111>(a)<. The fouow_';“_.._,g,: >®)

- ing. examples - mvolve ‘situations where' tmeatment of}»j‘i*:l tan

35 USC. 3N apphcatlons drffers from treatment ofﬁ ks ph

: T shouldconsult the Groups 5}

- >A certified copy of a priority document filed asa US. = - *.

- provisional application under 35 U S.C. lll(b) is not re-v L
'qurred under 35 U S C 119(e) <L e ’

' *'35 u. SC 111>(a)< apphcatrom

1. FILING DATE AS APPLICANT ’S DATE OF
INVENTION ‘

Byvrrtue of 35 U.S. C. 363, the U.S. filmg date of a na-
tional stage application is the international filing date -
(the filing date of the international application) for the
purpose of determining whether information is prior art
(ie., has an effective date) relative to the invention
claimed in the national stage application. The date which
appears in the filing date box on the front of the file
wrapper of a national stage application, however, is the
date on which the requirements of 35 U.S.C. 371(c) were
complied with, and typically is not the same as the inter-
national filing date of the application. The international
filing date is the critical date for determining whether or
not a particular reference is available as prior art against
the application, The international filing date will appear
next to the international application number in the **
>CONTINUING DATA< section on the file wrapper
label and in the Notification of Acceptance of Applica-
tion under 35 U.S.C. 371 and 37 CFR 1.494 or 1.495
(Form PCT/DO/EO/903).

2. 35 U.S.C. 119 PRIORITY IN NATIONAL STAGE
APPLICATION

The filing date of a national stage application is the in-
ternational filing date. Therefore, a * priority claim is
proper if (a) a claim for * priority was made in the inter-
national application, and (b) the * application was filed
within 12 months prior to the international filing date
(assuming that the other conditions of 35 U.S.C. 119 are
satisfied). The examiner should acknowledge the prior-
ity claim and priority document in the next Office action
and on the file wrapper as in any 35 U.S.C, 119 situation,
if appropriate.

3. PRIORITY DOCUMENT

In national stage applications, a photocopy of the
>foreign< priority document is received from the Inter-
national Bureau and placed in the national stage ap-
plication file. This copy of the >foreign< priority docu-
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4. UNITY OF INVENTION

Restnctron practrce in both mternatlonal and nation-
al stage applications is determmed under unity of inven-
tion principles as set forth in 37 CFR 1.475 and 1.499.
Restriction practice under 35U.S.C. 121, asiit applles to
national applications submitted under 35 USs.C.
111>(4)<, is not applicable to either international or
national stage applications. However, a continuing ap-
plication claiming benefit under 35 U.S.C. 365(c) to an -
international application or to a national stage applica-
tion is not a national stage application and, therefore,
the restriction practice under 35 U.S.C. 121 is applicable.

5. FILING DATE FOR PRIOR ART PURPOSES
UNDER 35 U.S.C. 102(¢)

Once a patent issues from a national stage applica-
tion, the filing date for prior art purposes under 35
U.S.C. 102(e) is not the international filing date, but is
the date on which the requirements of 35 US.C.
371(c)(1), (2) and (4) were met (copy of the international
application with any necessary translation, national fee
and oath or declaration were filed). The 35 U.S.C. 102(e)
date for prior art purposes is listed on the first page of the
patent. An applicant may establish a filing date for prior
art purposes under 35 U.S.C. 102(e) by satisfying the re-
quirements of 35 U.S.C. 371 long before the expiration
of 20 or 30 months from the priority date. However, as
the international application is usually published
approximately 18 months from the priority date, this
publication generally will have an earlier date for prior
art purposes than the 35 U.S.C. 102(e) date of the U.S.
patent. A copy of the published international applica-
tion can be obtained through the Foreign Patents Sec-
tion of the Scientific and Technical Information Center
(STIC). The publication number and publication date
appear on the first page of the patent.
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CONTINUATION CIE OR DIVISION OF
INTERNATIONAL APPLICATION

Rather thkan ﬁlmg a natronal stage apphcatlon, a con- -
tinuing application (i.e., continuation, C—1-P, or divi-

sion) under 35 U.S.C. 111 >(a) < of the international ap-
plication may be filed. Pursuant to 35 1.S.C. 365(c), a
regular national application filed under 35 US.C.

111>(a)< and 37 CFR 1.53 (not 37 CFR 1.60 or 1.62)

may claim benefit of the filing date of an international
application which designates the United States.

A typical time line involving a continuing application
filed during the pendency of an international application
is illustrated as follows:

0 months 12 Wor30
f T i
Priority Appin Filed Int'l Appin Filed Int'l Appin Abandoned
US Designated [ ———
35 USC 111>(a)<

The continuing application must be filed before the
international application becomes abandoned as to the
U.S. as set forth in 37 CFR 1.494 and 1.495. An ap-
propriate sentence (such as “This is a continuation of In-
ternational Application PCT/EP90/00000, with an inter-
national filing date of January 4, 1990, now aban-
doned.”) must appear at the beginning of the specifica-
tion. In addition, all other conditions of 35 U.S.C. 120
{such as having at least one common inventor) must be
satisfied. A copy of the international application (and an
English translation) may be required by the examiner to
perfect the claim for benefit under 35 U.S.C. 120 and
365(c) if necessary, for example, where an intervening
reference is found and applied in a rejection of one or
more claims.

A claim for foreign priority under 35 U.S.C. 119 must
be made in the continuing application in the same man-
ner as in a national stage application. In the same man-
ner as with a national stage application, a foreign prior-
ity claim is proper if (1) a claim for foreign priority was
made in the international application, and (2) the for-
eign application was filed within 12 months prior to the
international filing date. A certified copy of any foreign
priority document must be provided by the applicant if
the parent international application has not entered the
national stage under 35 U.S.C. 371 (the photocopy re-
ceived from the International Bureau cannot be used).
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o If the parent mtematxonal apphcatron has entered the
~ national stage under 35US.C.371, the apphcant in the
: contmumg apphcatron, may state that the priority docu- ‘

ment is contained in the natlonal stage applrcatron o

35 US.C. 119 PRIORITY CLAIM TOv -
- INTERNATIONAL APPLICATION IN
35 U.S.C. 111>(a) < NATIONAL APPLICATION

- An application filed under 35 U.S.C. 111>(a)< may
make a claim for foreign priority under 35 U.S.C. 119 to
an international application which designates at least
one country other than the United States (the U.S. may
also be designated) 35 U.S.C. 365(c)). In this situation,
applicant must file a certified copy of the international
application in the application filed under 35 U.S.C.
111>(a)< and the applicant must satisfy all other re-
quirements of 35 U.S.C. 119. A typical time line for this
situation is illustrated as follows:

0 months 12

lnt’l Appn Filed
Country other than US designated 35 USC 111>(a)< Appin Filed

The examiner should acknowledge the priority claim
and priority document in the next Office action and on
the file wrapper as in any 35 U.S.C. 119 situation, if ap-
propriate.

1896 The Differences Between (1) a National
Application Filed Under 35 U.S.C.
111> (a)< and (2) a National Stage
Application Under 35 U.S.C. 371 [R-1]

The following section describes the differences be-
tween a U.S. national application filed under 35 U.S.C.
111>(a)<, including those claiming benefit of a PCT ap-
plication under 35 U.S.C. 120 (a continuation or a con-
tinuation—~in—part of a PCT application), and a U.S.
national stage application (filed under 35 U.S.C. 371).
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. Chart of Some Common Differences -~
| National Applications Natronal Stage o
>(<filedunder), . Apphcatrons L
35US.C. 111>(a)<) (filed under
- S 3susc371)
Filing Date Deposit date in USPTO | International
of specification; & claim | filing date of
and any necessary drawing | PCT application
in the name of the
inventor(s) .
Effective Date »>Effective<U.S. filing | Deposit date in
ag a reference date USFPTO of the
(35 USC 102{e)) 35USC371(c)
(1)(2) and (4)
requirements
35 USC 119 Priority] Claim & certified copy Certified copy
Requirement provided by applicant provided by
WIPO, claim by
applicant ’
Uity of Invention US restriction practice Unity of inven-
tion practice
uader 37 CFR
1.499
Filing Fees 37CFR 1.16 37CFR 1.492
Reference to Attached application, Same asina
Application in US Serial No., ete. 3suscin
>(a)< filing
Declaration or may refer
to the inter-
national
application
Copendency with Applicant provides proof § Not an issue
International
Application

The differences between a national application filed
under 35 U.S.C. 111>(a)< and a national stage applica-
tion filed under 35 U.S.C. 371 are often subtle, but the
differences are important.

Filing Date The filing date of a 35 U.S.C. 111>(a)<
application is the date when PTO receives a specifica-
tion, claims, and any drawings filed in the name of the in-
ventors.

The filing date of a PCT international application is
the date applicant satisfies Article 11 requirements; i.e.,
includes a specification, claims, U.S. residency or nation-
ality, prescribed language, designation of a contracting
state, and names of the applicant.
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In thls regard note that 35 U S C. 363 pr_.
An mtematronal apphcatxon deslgnatmg the Umted-' §

Lo States shall have the effect, from its mternatlonal filing - i
" date under Artlcle 11 of the treaty, of anational applica- =~
. tion for patent regularly filed in the Patent and Trade-
- mark Office except as otherwrse provrded in sectlon,
. 102(e) of thls title..

Slmrlarly, PCI' Artlcle 11(3) provrdes that

vl mternatlonal frlmg date shall have the ef-
-fect of a regular national apphcatlon in each -
desngnated State as of the international filing
date, which date_ shall be consldered to be the
actual filing date in each designated State.

Effective Date as a reference. When a U.S. national
application filed under 35 U.S.C. 111>(a)< becomes a
U.S. patent, its effective date as a prior art reference
against a pending application is its >effective< filing
date; see 35 U.S.C. 102(e). >Thus if the 35 U.S.C. 111(a)
application claims the benefit of a prior application, e.g.,
a copending PCT international application or a copend-
ing provisional application, its effective date as a refer-
ence will be the filing date of the prior application.<
When a U.S. national stage application filed under 35
U.S.C. 371 becomes a U.S. patent, its effective date as a
prior art reference against a pending application is the
date applicant fulfilled the requirements of
35 U.S.C. 371(c)(1) (the basic national fee), (c)(2) (copy
of the international application and a translation into
English if filed in another language), and (c)(4) (an oath
or declaration of the inventor), see 35 U.S.C. 102(e).

35 U.S.C. 119 Priority Requirements. The certified
copy of the > foreign < priority application must be pro-
vided to the Office by applicant in a U.S. national ap-
plication filed under 35 U.S.C. 111>(a)<. Where appli-
cant filed an international application claiming priority
to an earlier filed national application, the certified copy
of the priority application is required to be provided to
the International Bureau by applicant during the inter-
national stage. The International Bureau (WIPO) then
sends a copy of the certified copy of the priority applica-
tion to each designated office for inclusion in the nation-
al stage application. A U.S. national stage application
filed under 35 U.S.C. 371 will have a photocopy of the
priority document with the first page stamped by the In-
ternational Bureau to indicate that it is a priority
document received by WIPO and the date of such
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*under 35 USC 111>(a)< are subject to restriction - 1
: pracucc in accordance with 37 CFR 1.141~1, 146 see nay identi
- MPEP § 803. U.S. national stage apphcatwns filedun- -+ :
- der 35 U.S.C. 371 are subject to- unity of invention prac-',__‘_" “US. C 11 >(a)< ;

tice in acoordance wnth ¥ CFR 1 475 & 1 499 (effectlve_ . fication by reference tothe
01 May 1993) - k 'fjof the mtematlonal appli

- Filing Fees. U S natlonal apphcat:ons filed under' C S
35 U S C. 111>(a)< are subjectto the natlonal apphca- ‘ ® ‘g‘: ° o___o ®e@
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