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1201 Introduction [R-3]

The United States Patent and Trademark Office
(Office) in administering the Patent Laws makes
many decisions of a *>substantive< nature which the
applicant may feel deny him or her the patent protec-
tion to which he or she is entitled. The differences of
opinion on such matters can be justly resolved only by
prescribing and following judicial procedures. Where
the differences of opinion concern the denial of patent
claims because of prior art or **>other patentability
issues<, the questions thereby raised are said to relate
to the merits, and appeal procedure within the Office
and to the courts has long been provided by statute
>(35U.S.C. 134)<.

The line of demarcation between appealable mat-
ters for the Board of Patent Appeals and Interferences
(Board) and petitionable matters for the **>Director
of the U.S. Patent and Trademark Office (Director)<
should be carefully observed. The Board will not ordi-
narily hear a question **>that< should be decided by
the *>Director on petition<, and the *>Director< will
not ordinarily entertain a petition where the question
presented is **>a matter appealable to the Board<.
However, since 37 CFR 1.181(f) states that any peti-
tion not filed within 2 months from the action com-
plained of may be dismissed as untimely and since
37 CFR 1.144 states that petitions from restriction
requirements must be filed no later than appeal, peti-
tionable matters will rarely be present in a case by the
timeit isbefore the Board for adecision. In re Watkin-
son, 900 F.2d 230, 14 USPQ2d 1407 (Fed. Cir. 1990).

>This chapter is primarily directed to ex parte
appeals. For appeals in inter partes reexamination
proceedings, see 37 CFR 41.60 to 41.81 and MPEP
§ 2674 to0 § 2683.<

*>

< Composition of Board [R-3]

35 U.S.C. 6 provides for aBoard of Patent Appeals
and Interferences as follows:
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35 U.SC. 6. Board of Patent Appeals and I nterferences.

**>

(& ESTABLISHMENT AND COMPOSITION.— There
shall bein the United States Patent and Trademark Office a Board
of Patent Appeals and Interferences. The Director, the Deputy
Commissioner, the Commissioner for Patents, the Commissioner
for Trademarks, and the administrative patent judges shall consti-
tute the Board. The administrative patent judges shall be persons
of competent lega knowledge and scientific ability who are
appointed by the Director.<

(b) DUTIES.— The Board of Patent Appeals and Interfer-
ences shall, on written appea of an applicant, review adverse
decisions of examiners upon applications for patents and shall
determine priority and patentability of invention in interferences
declared under section 135(a). Each appeal and interference shall
be heard by at least three members of the Board, who shall be des-
ignated by the Director. Only the Board of Patent Appeals and
Interferences may grant rehearings.

**>The Office interprets the amendment to 35
U.S.C. 6(a) in Pub. L. 107-273, sec. 13203(a), “Dep-
uty Commissioner” to refer to the Deputy Director. As
provided by 37 CFR 41.2, “Board” means the Board
of Patent Appeals and Interferences and includes:

(A) For afinal Board action:
(1) In an appeal or contested case, a panel of
the Board;
(2) In a proceeding under 37 CFR 41.3, the
Chief Administrative Patent Judge or another official
acting under an express delegation from the Chief
Administrative Patent Judge.
(B) For non-final actions, a Board member or
employee acting with the authority of the Board.

“Board member” means the Under Secretary of
Commerce for Intellectual Property and Director of
the U.S. Patent and Trademark Office, the Deputy
Under Secretary of Commerce for Intellectual Prop-
erty and Deputy Director of the U.S. Patent and
Trademark Office, the Commissioner for Patents, the
Commissioner for Trademarks, and the administrative
patent judges.<

*>

1203 < Administrative Handling [R-3]

Ex parte appealsto the Board, and * papersrelating
thereto >filed prior to a docketing notice from the
Board<, are forwarded to the Technology Center (TC)
for ** >processing. Appeal< papers, such as the notice
of appeal, appea brief, and request for extension of
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time to file the brief, are processed by the appropriate
TC.

**

If the brief is not filed within the time designated by
37 CFR *>41.37<, the applicant will be notified that
the appeal stands dismissed.

>The Board's docketing procedure is designed to
provide natification to the appellant within one month
of receipt of an appealed application at the Board that
(A) the appeal has been received at the Board and
docketed, or (B) the appead is being returned to the
examiner for attention to unresolved matters.

When an application appearing to include an appeal
under 35 U.S.C. 134 for decision by the Board is
received from the patent examining corps, it will be
reviewed for:

(A) gross formalities (including, but not limited
to, matters such as the presence of (1) a notice of
appeal, (2) appellant’s brief, (3) examiner’'s answer,
and (4) evidence of an appeal conference having been
held);

(B) fine formalities (including, but not limited to,
matters such as (1) unacknowledged Information Dis-
closure Statements or other papers, and (2) deficien-
ciesin the brief or answer); and

(C) status matters (including, but not limited to,
matters such as the presence of communications from
appellant beyond the brief, such as a reply brief or a
request for oral hearing).

If the appeal is ready for docketing (that is, if no
return of the case to the examiner is required per the
review) three events will occur:

(A) an appeal number will be assigned;

(B) the Board will issue a docketing notice, iden-
tifying the relevant appeal contents (brief, reply brief
if any, request for oral hearing if any, and the filing
date of each such item); and

(C) the appeal will be assigned to a master docket
for subsequent reassignment to the docket of an indi-
vidual Administrative Patent Judge (APJ), or directly
to the docket of an individual APJ.

If the appeal cannot be docketed due to matters
requiring further attention in the patent examining
corps, the appeal will be administratively returned to
the patent examining corps with an order indicating
why the appeal cannot be docketed and notification of
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that return, in the form of a copy of the order, will be
mailed to the appellant. No appea number will be
assigned until the appeal is ready for docketing.

The docketing notice or order indicating why the
appeal cannot be docketed will provide the appellant
and the examiner with notification that the apped is:
(A) at the Board in condition for referral to apanel; or
(B) that the appeal is being returned to the patent
examining corps to resolve matters requiring attention
prior to decision of the appeal. Thus, the appellant
will know to which organization to ook for the next
communication in the appeal ed application.<

“SPECIAL CASE”

Subject alone to diligent prosecution by the appli-
cant, an application for patent that once has been
made special and advanced out of turn by the United
States Patent and Trademark Office (Office) for
examination will continue to be special throughout its
entire course of prosecution in the Office, including
appedl, if any, to the Board. See MPEP § 708.02.

A petition to make an application special after the
appea has been forwarded to the Board may be
addressed to the Board. However, no such petition
will be granted unless the brief has been filed and
applicant has made the same type of showing required
by the *>Director< under 37 CFR 1.102. Therefore,
diligent prosecution is essential to a favorable deci-
sion on a petition to make special.

*>

1204 < Notice of Appeal [R-3]

35 U.SC. 134. Appeal to the Board of Patent Appeals and
Interferences.

**>

(@) PATENT APPLICANT.— An applicant for a patent, any
of whose claims has been twice rejected, may appeal from the
decision of the primary examiner to the Board of Patent Appeals
and Interferences, having once paid the fee for such appeal.

(b) PATENT OWNER.— A patent owner in any reexamina-
tion proceeding may appea from the final rejection of any claim
by the primary examiner to the Board of Patent Appeals and Inter-
ferences, having once paid the fee for such appeal.

() THIRD-PARTY.— A third-party requester in an inter
partes proceeding may appeal to the Board of Patent Appeals and
Interferences from the final decision of the primary examiner
favorable to the patentability of any original or proposed amended
or new claim of a patent, having once paid the fee for such
appeal <
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35 U.SC. 41. Patent fees; patent and trademark search
systems

(@) **>GENERAL FEES. — The Director shall charge the
following fees.<

*kkk*k

**>
(6) APPEAL FEES. —
(A) Onfiling an appeal from the examiner to the Board
of Patent Appeals and Interferences, $500.
(B) In addition, on filing a brief in support of the
appeal, $500, and on requesting an ora hearing in the appeal
before the Board of Patent Appeals and Interferences, $1,000.<

kkkk*k

**>

37 CFR41.31. Appeal to Board.

(@) Who may appeal and how to file an appeal. (1) Every
applicant, any of whose claims has been twice rejected, may
appeal from the decision of the examiner to the Board by filing a
notice of appeal accompanied by the fee set forth in § 41.20(b)(1)
within the time period provided under § 1.134 of this title for
reply.

(2) Every owner of apatent under ex parte reexamination
filed under § 1.510 of this title before November 29, 1999, any of
whose claims has been twice rejected, may appea from the deci-
sion of the examiner to the Board by filing a notice of appeal
accompanied by the fee set forth in § 41.20(b)(1) within the time
period provided under § 1.134 of thistitle for reply.

(3) Every owner of apatent under ex parte reexamination
filed under § 1.510 of this title on or after November 29, 1999,
any of whose claims has been finaly (8 1.113 of this title)
rejected, may appea from the decision of the examiner to the
Board by filing a notice of appeal accompanied by the fee set forth
in § 41.20(b)(1) within the time period provided under § 1.134 of
thistitle for reply.

(b) The signature requirement of § 1.33 of thistitle does not
apply to anotice of appeal filed under this section.

(c) An appeal, when taken, must be taken from the rejection
of al claims under rgection which the applicant or owner pro-
poses to contest. Questions relating to matters not affecting the
merits of the invention may be required to be settled before an
appeal can be considered.

(d) The time periods set forth in paragraphs (a)(1) through
(a)(3) of this section are extendable under the provisions of §
1.136 of thistitle for patent applications and § 1.550(c) of thistitle
for ex parte reexamination proceedings.<

>

l. <APPEAL BY PATENT APPLICANT

Under 37 CFR *>41.31(a)(1)<, an applicant for a
patent dissatisfied with the primary examiner’s deci-
sion in the second ** rejection of his or her claims
may appeal to the Board for review of the examiner’s
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rejection by filing a notice of appeal and the required
fee set forth in 37 CFR *>41.20(b)(1)< within the
time period provided under 37 CFR 1.134 and 1.136.
A notice of appeal may befiled after any of the claims
has been twice rejected, regardless of whether the
clam(s) has/have been finally rejected. The limita-
tion of “twice ** rgjected” does not have to be related
to a particular application.>See Ex Parte Lemoine, 46
USPQ2d 1420, 1423 (Bd. Pat. App. & Inter. 1994)
(“so long as the applicant has twice been denied a
patent, an appeal may be filed”).< For example, if
any claim was rejected in a parent application, and the
claim is again rejected in a continuing application,
then applicant ** >can choose< to file an appeal in the
continuing application, even if the claim was rejected
only once in the continuing application. >Applicant
cannot file an appeal in a continuing application, or
after filing arequest for continued examination (RCE)
under 37 CFR 1.114, until the application is under a
rejection. Accordingly, applicant cannot file a notice
of appeal with an RCE regardless of whether the
application has been twice rejected prior to the filing
of the RCE.<

Although the rules **>do not< require that the
notice of appea identify the rejected claim(s)
appealed, or be signed, applicants **>may< file
notices of appeal which identify the appealed claims
and are signed. ** It should be noted that the elimina-
tion of the requirement to sign a notice of appeal does
not affect the requirements for other papers (such as
an amendment under 37 CFR 1.116) submitted with
the notice, or for other actions contained within the
notice, e.g., an authorization to charge fees to a
deposit account or to a credit card>, to be signed<.
See MPEP 8§ 509. Thus, failure to sign the notice of
appeal may have unintended adverse consequences,
for example, if an unsigned notice of appeal contains
an (unsigned) authorization to charge the >notice of<
appeal fee to a deposit account, the notice of appeal
will be unacceptable because the >notice of< appeal
feeislacking.

The notice of appeal must be filed within the period
for reply set in the last Office action, which is nor-
mally 3 months for applications. See MPEP § 714.13.
*>For example, failure< to remove all grounds of
rejection and otherwise place an application in condi-
tion for allowance or to file an appeal after fina rejec-
tion will result in the application becoming
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abandoned, even if one or more claims have been
allowed, except where claims suggested for interfer-
ence have been copied. The notice of appea and
appropriate fee may be filed up to 6 months from the
date of the **>Office action (e.g., a final rejection)
from which the appeal was taken<, so long as an
appropriate petition and fee for an extension of time
>under 37 CFR 1.136(a)< is filed either prior to or
with the notice of appeal.

>The use of a separate letter containing the notice
of appeal is strongly recommended. Form PTO/SB/31
may be used for filing a notice of appeal. Appellant
must file an appeal brief in compliance with 37 CFR
41.37 accompanied by the fee set forth in 37 CFR
41.20(b)(2) within two months from the date of filing
the notice of appeal. See MPEP § 1205.<
>

[I.  <APPEAL BY PATENT OWNER

37 CFR *>41.31(a)(2) and (a)(3)< provides for
appeal to the Board by the patent owner from any
decision in an ex parte reexamination proceeding
adverse to patentability, in accordance with 35 U.S.C.
306 and 35 U.S.C. 134. See d'so MPEP § 2273.

In an ex parte reexamination ** filed before
November 29, 1999, the patent owner may appeal to
the Board **after the second rejection of the
clams**

In an ex parte reexamination ** filed on or after
November 29, 1999, the patent owner may appea to
the Board only after the final rejection of one or more
claims in the particular reexamination proceeding for
which appeal is sought. **

The fee for filing the notice of appeal by a patent
owner is set forth in 37 CFR *>41.20(b)(1)<, and the
time period to pay thefeeis determined as provided in
37 CFR 1.134 and 37 CFR *>1.550(c)<.

Failure to file an appeal in an ex parte reexamina-
tion proceeding will result in issuance of the reexami-
nation certificate under 37 CFR 1.570.

Appeals to the Board of Patent Appeals and Inter-
ferences in inter partes reexamination proceedings
filed under 35 U.S.C. 311 are governed by 37 CFR
*>41.60< through *>41.81<. 37 CFR *>41.30<
through *>41.54< are not applicable to appeadls in
inter partes reexamination proceedings. >See MPEP
§ 2674 to § 2683 for appeals in inter partes reexami-
nation proceedings.<
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The use of a separate letter containing the notice of

appeal is strongly recommended. Form PTO/SB/31
may be used for filing a notice of appeal.
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**>

PTO/SB/31 (04-05)

Approved for use through 07/31/2006. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

Docket Number (Optional)
NOTICE OF APPEAL FROM THE EXAMINER TO
THE BOARD OF PATENT APPEALS AND INTERFERENCES

| hereby certify that this correspondence is being facsimile transmitted In re Application of
to the USPTO or deposited with the United States Postal Service with

sufficient postage as first class mail in an envelope addressed to

"Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313- Application. Number Filed
1450” [37 CFR 1.8(a)]
on
For R
Signature
Art Unit - Examiner

Typed or printed
name

Applicant hereby appeals to the Board of Patent Appeals and Interferences from the last decision of the examiner.
The fee for this Notice of Appeal is (37 CFR 41.20(b)(1)) $
D Applicant claims small entity status. See 37 CFR 1.27. Therefore, the fee shown above is reduced
by half, and the resulting fee is: $
A check in the amount of the fee is enclosed.

Payment by credit card. Form PTO-2038 is attached.

The Director has already been authorized to charge fees in this application to a Deposit Account.
| have enclosed a duplicate copy of this sheet.

The Director is hereby authorized to charge any fees which may be required, or credit any overpayment
to Deposit Account No. . I have enclosed a duplicate copy of this sheet.

O 0O OO

A petition for an extension of time under 37 CFR 1.136(a) (PTO/SB/22) is enclosed.

WARNING: Information on this form may become public. Credit card information should not
be included on this form. Provide credit card information and authorization on PTO-2038.

| am the

[] applicantinventor.

Signature
D assignee of record of the entire interest.
See 37 CFR 3.71. Statement under 37 CFR 3.73(b) is enclosed.

(Form PTO/SB/96) Typed or printed name

[[] attorney or agent of record.
Registration number

Telephone number

attorney or agent acting under 37 CFR 1.34.
Registration number if acting under 37 CFR 1.34.

Date

NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required.
Submit multiple forms if more than one signature is required, see below*.

[] *Total of forms are submitted.

This collection of information is required by 37 CFR 41.31. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO
to process) an application.: Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11, 1.14 and 41.6. This collection is estimated to take 12 minutes to
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer,
U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED
FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. Accordingly,
pursuant to the requirements of the Act, please be advised that: (1) the general authority for the
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary;
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark
Office is to process and/or examine your submission related to a patent application or patent. If you do
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to
process and/or examine your submission, which may result in termination of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from
this system of records may be disclosed to the Department of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to
opposing counsel in the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of
Congress submitting a request invoiving an individual, to whom the record pertains, when the
individual has requested assistance from the Member with respect to the subject matter of the
record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the
Agency having need for the information in order to perform a contract. Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, as
amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, to the International Bureau of the
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to
the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or his/her designee, during an inspection of records conducted by GSA as
part of that agency’s responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall
be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not
be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37
CFR 1.14, as a routine use, to the public if the record was filed in an application which
became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application open to public inspection or an
issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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**>

1. ACKNOWLEDGEMENT<

The Office does not acknowledge receipt of a
notice of appea by separate letter. However, if a self-
addressed postcard is included with the notice of
appeal, it will be date stamped and mailed.

**>Appellant may also check the status of the
application and the receipt date of the notice of appeal
on the Office's Patent Application Information
Retrieval (PAIR) system viathe Internet.

IV. DEFECTIVE NOTICE OF APPEAL

If a notice of appedl is defective, the Office will
notify the applicant of the non-compliance. A notice
of appeal is not a proper reply to the last Office action

Rev. 3, August 2005
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if none of the claimsin the application has been twice
rejected. A notice of appeal is defective if it was not
timely filed within the time period set forth in the last
Office action, or the notice of appeal fee set forth in
37 CFR 41.20(b)(1) was not timely filed. Form
PTOL-461 (Rev. 9-04 or later), Communication Re:
Appeal, should be used to indicate defects in a notice
of appeal.

When appellant files an appeal brief without filing
a notice of appeal first, the Office should treat the
appeal brief as a notice of appeal and an appeal brief.
For this situation, appellant must file the brief within
the time period for reply set forth in the last Office
action and the fees under 37 CFR 41.20(b)(1) and
(b)(2) for filing a notice of appeal and an appeal brief
in compliance with 37 CFR 41.31 and 41.37.<
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Application No. Applicant(s)

Communication Re: Appeal Examiner A Unit

-- The MAILING DATE of this communication appears on the cover sheet with the cbrrespondence address --
1. [] The Notice of Appeal filed on ______is not acceptable because:
(@) [ it was not timely filed.
(b) [J the statutory fee for filing the appeal was not submitted. See 37 CFR 41.20(b)(1).
(c) [ the appeal fee received on ______ was not timely filed.
(d) [ the submitted fee of $______is insufficient. The appeal fee required by 37 CFR 41.20(b)(1)is $_____.
(e) [ the appeal is not in compliance with 37 CFR 41.31(a)(1) in that no claim has been twice rejected.

(f) [J a Notice of Allowability, PTO-37, was mailed by the Office on .

2. [] The appeal brief filed on ______is NOT acceptable for the reason(s) indicated below:
(a) [ the brief and/or brief fee is untimely. See 37 CFR 41.37(a).
(b) [ the statutory fee for filing the brief has not been submitted. See 37 CFR 41.20(b)(2).
(c) [ the submitted brief fee of $_______is insufficient. The brief fee required by 37 CFR 41.20(b)(2)is $____ .

The appeal in this application will be dismissed unless corrective action is taken to timely submit the
brief and requisite fee. See 37 CFR 41.37(a)(1). Extensions of time may be obtained under 37 CFR 1.136(a).
See 37 CFR 41.37(e).

3. [] The appeal in this application is DISMISSED because:
(a) [] the statutory fee for filing the brief as required under 37 CFR 41.20(b)(2) was not timely submitted and the
period for obtaining an extension of time to file the brief under 37 CFR 1.136(a) has expired.

(b) [ the brief was not timely filed and the period for obtaining an extension of time to file the brief under 37
CFR 1.136(a) has expired.

(c) [ a Request for Continued Examination (RCE) under 37 CFR 1.114 was filed on .
(d) [ other:

4. [] Because of the dismissal of the appeal, this application:

(a) [ is abandoned because there are no allowed claims.

(b) [ is before the examiner for final disposition because it contains allowed claims. Prosecution
on the merits remains CLOSED.

(c) [ is before the examiner for consideration.

U.S. Patent and Trademark Office Part of Paper No.
PTOL-461 (Rev. 9-04) Communication Re: Appeal
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1204.01 Reinstatement of Appeal [R-3]

If an appellant wishes to reinstate an appeal after
prosecution is reopened, appellant must file a new
notice of appea in compliance with 37 CFR 41.31
and a complete new appeal brief in compliance with
37 CFR 41.37. Any previously paid appeal fees set
forth in 37 CFR 41.20 for filing anotice of apped, fil-
ing an appeal brief, and requesting an oral hearing (if
applicable) will be applied to the new appeal on the
same application as long as afinal Board decision has
not been made on the prior appeal. If, however, the
appeal fees have increased since they were previously
paid, then appellant must pay the difference between
the current fee(s) and the amount previously paid.
Appellant must file a complete new appeal brief in
compliance with the format and content requirements
of 37 CFR 41.37(c) within two months from the date
of filing the new notice of appeal. See MPEP
§1205.<

*>
1205 < Appeal Brief [R-3]

**>

37 CFR41.37. Appeal brief.

(a)(1)Appellant must file a brief under this section within
two months from the date of filing the notice of appea under §
41.31.

(2) The brief must be accompanied by the fee set forth in
§41.20(b)(2)

(b) On failure to file the brief, accompanied by the requisite
fee, within the period specified in paragraph (a) of this section, the
appeal will stand dismissed.

(©)(1)The brief shall contain the following items under
appropriate headings and in the order indicated in paragraphs
(©)(2)(i) through (c)(1)(x) of this section, except that a brief filed
by an appellant who is not represented by a registered practitioner
need only substantially comply with paragraphs (c)(1)(i) through
(©)(1)(iv) and (c)(2)(vii) through (c)(1)(x) of this section:

(i) Real party in interest. A statement identifying by
name the real party in interest.

(ii) Related appeals and interferences. A statement iden-
tifying by application, patent, appeal or interference number all
other prior and pending appeals, interferences or judicia proceed-
ings known to appellant, the appellant’s legal representative, or
assignee which may be related to, directly affect or be directly
affected by or have a bearing on the Board's decision in the pend-
ing appeal. Copies of any decisions rendered by a court or the
Board in any proceeding identified under this paragraph must be
included in an appendix as required by paragraph (c)(1)(x) of this
section.
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(iii) Satus of claims. A statement of the status of al the
clams in the proceeding (e.g., rejected, alowed or confirmed,
withdrawn, objected to, canceled) and an identification of those
claimsthat are being appealed.

(iv) Satus of amendments. A statement of the status of
any amendment filed subsequent to final rejection.

(v) Summary of claimed subject matter. A concise expla-
nation of the subject matter defined in each of the independent
claims involved in the appeal, which shall refer to the specifica-
tion by page and line number, and to the drawing, if any, by refer-
ence characters. For each independent claim involved in the
appeal and for each dependent claim argued separately under the
provisions of paragraph (c)(1)(vii) of this section, every means
plus function and step plus function as permitted by 35 U.S.C.
112, sixth paragraph, must be identified and the structure, mate-
rial, or acts described in the specification as corresponding to each
claimed function must be set forth with reference to the specifica-
tion by page and line number, and to the drawing, if any, by refer-
ence characters.

(vi) Grounds of rejection to be reviewed on appeal. A
concise statement of each ground of regection presented for
review.

(vii) Argument. The contentions of appellant with respect
to each ground of rejection presented for review in paragraph
(c)(1)(vi) of this section, and the basis therefor, with citations of
the statutes, regulations, authorities, and parts of the record relied
on. Any arguments or authorities not included in the brief or a
reply brief filed pursuant to 8 41.41 will be refused consideration
by the Board, unless good cause is shown. Each ground of rejec-
tion must be treated under a separate heading. For each ground of
rejection applying to two or more claims, the claims may be
argued separately or as a group. When multiple claims subject to
the same ground of rejection are argued as a group by appellant,
the Board may select a single claim from the group of claims that
are argued together to decide the appeal with respect to the group
of claims as to the ground of rejection on the basis of the selected
claim alone. Notwithstanding any other provision of this para-
graph, the failure of appellant to separately argue claims which
appellant has grouped together shall constitute a waiver of any
argument that the Board must consider the patentability of any
grouped claim separately. Any claim argued separately should be
placed under a subheading identifying the clam by number.
Claims argued as a group should be placed under a subheading
identifying the claims by number. A statement which merely
points out what a claim reciteswill not be considered an argument
for separate patentability of the claim.

(viii) Claims appendix. An appendix containing a copy of
the claimsinvolved in the appeal.

(ix) Evidence appendix. An appendix containing copies of
any evidence submitted pursuant to §§ 1.130, 1.131, or 1.132 of
this title or of any other evidence entered by the examiner and
relied upon by appellant in the appeal, along with a statement set-
ting forth where in the record that evidence was entered in the
record by the examiner. Reference to unentered evidence is not
permitted in the brief. See § 41.33 for treatment of evidence sub-
mitted after appeal. This appendix may also include copies of the
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evidence relied upon by the examiner as to grounds of rejection to
be reviewed on appeal.

(x) Related proceedings appendix. An appendix contain-
ing copies of decisions rendered by a court or the Board in any
proceeding identified pursuant to paragraph (c)(1)(ii) of this sec-
tion.

(2) A brief shal not include any new or non-admitted
amendment, or any new or non-admitted affidavit or other evi-
dence. See § 1.116 of thistitle for amendments, affidavits or other
evidence filed after final action but before or on the same date of
filing an appeal and 8§ 41.33 for amendments, affidavits or other
evidence filed after the date of filing the appeal.

(d) If a brief is filed which does not comply with al the
requirements of paragraph (c) of this section, appellant will be
notified of the reasons for non-compliance and given a time
period within which to file an amended brief. If appellant does not
file an amended brief within the set time period, or files an
amended brief which does not overcome all the reasons for non-
compliance stated in the notification, the appea will stand dis-
missed.

(e) The time periods set forth in this section are extendable
under the provisions of § 1.136 of thistitle for patent applications
and § 1.550(c) of this title for ex parte reexamination proceed-
ings.<

**>

1205.01 Time for Filing Appeal Brief<
[R-3]

37 CFR *>41.37(a)< provides 2 months from the
date of the notice of appeal for the appellant to file an
appeal brief >and the appeal brief fee set forth in
37 CFR 41.20(b)(2)<. In an ex parte reexamination
proceeding, the time period can be extended only
under the provisions of 37 CFR 1.550(c). See also
MPEP § 2274.

The usual period of time in which appellant must
file his or her brief is 2 months from the date of
appeal. The Office date of receipt of the notice of
appeal (and not the date indicated on any Certificate
of Mailing under 37 CFR 1.8) is the date from which
this 2>-<month time period is measured. See MPEP
§512. **>If the notice of appeal is filed in accor-
dance with 37 CFR 1.10 using the “Express Mail Post
Office to Addressee” service of the United States
Postal Service (USPS), the date of deposit with the
USPS isthe date from which this 2-month time period
is measured because the date of deposit shown by the
“date in” on the “Express Mail” label or other officia
USPS notation is considered to be the date of receipt.
See MPEP § 513.
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37 CFR 41.37(a) does not permit the brief to be
filed within the time allowed for reply to the action
from which the appeal was taken even if such timeis
later. Once appellant timely files a notice of appea in
compliance with 37 CFR 41.31, the time period for
reply set forth in the last Office action istolled and is
no longer relevant for the time period for filing an
appeal brief. For example, if appellant filed a notice
of appeal within one month from the mailing of afinal
Office action which sets forth a 3-month shortened
statutory period for reply, and then the appellant filed
an appeal brief after 2 months from the filing date of
the notice of appeal but within 3 months from the
mailing of the final action, a petition for an extension
of time for one month would be required. Similarly, if
the appellant files an amendment or arequest for con-
tinued examination (RCE) under 37 CFR 1.114,
instead of an appeal brief, after 2 months from the fil-
ing date of the notice of appea but within 3 months
from the mailing of the final action, the petition for an
extension of time would be required.

This 2-month time period for a patent application
may be extended under 37 CFR 1.136(a), and if
37 CFR 1.136(a) is not available, under 37 CFR
1.136(b) for extraordinary circumstances.<

In the event that the appellant finds that he or sheis
unable to file a brief within the time period allotted by
the *>rule<, he or she may file a petition, with fee, to
the Technology Center (TC), requesting additional
time under 37 CFR 1.136(a). Additiona time in
excess of 5 months will not be granted unless extraor-
dinary circumstances are involved under 37 CFR
1.136(b). The time extended is added to the calendar
day of the original period, as opposed to being added
to the day it would have been due when said last day
is a Saturday, Sunday, or Federal holiday.

* %

When an application is revived after abandonment
for failure on the part of the appellant to take appro-
priate action after final regjection, and the petition to
revive was accompanied by a notice of appeal, appel-
lant has 2 months, from the mailing date of the
*>Director’s< affirmative decision on the petition, in
which to file the appeal brief. The time period for fil-
ing the appeal brief may be extended under 37 CFR
1.136.
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>FAILURE TO TIMELY FILE AN APPEAL
BRIEF<

With the exception of a declaration of an interfer-
ence or suggestion of claims for an interference and
timely copying of claims for an interference, the
appeal ordinarily will be dismissed if the brief *>and
the fee under 37 CFR 41.20(b)(2) are< not filed
within the period provided by 37 CFR *>41.37(a)< or
within such additional time as may be properly
extended.

A brief must be filed to preserve appellant’sright to
the appealed claims, notwithstanding circumstances
such as:

(A) the possibility or imminence of an interfer-
ence involving the subject application, but not result-
ing in withdrawal of the fina rejection prior to the
brief’s due date;

(B) the filing of a petition to invoke the supervi-
sory authority of the *>Director< under 37 CFR
1.181;

(C) the filing of an amendment, even if it is one
which the examiner previously has indicated may
place one or more claims in condition for allowance,
unless the examiner, in acting on the amendment, dis-
poses of all issues on appeal;

(D) the receipt of aletter from the examiner stat-
ing that prosecution is suspended, without the exam-
iner withdrawing the final reection from which
appeal has been taken or suggesting claims for an
interference, and without an administrative patent
judge declaring an interference with the subject appli-
cation.

Although failure to file the brief >and the required
appeal brief fee< within the permissible time will
result in dismissal of the appeal, if any claims stand
allowed, the application does not become abandoned
by the dismissal, but is returned to the examiner for
action on the allowed claims. See MPEP § 1215.04. If
there are no allowed claims, the application is aban-
doned as of the date the brief was due. Claims which
have been objected to as dependent from a rejected
claim do not stand allowed. In a reexamination pro-
ceeding failure to file the brief will result in the issu-
ance of the certificate under 37 CFR 1.570 >or
1.997<.

If the time for filing a brief has passed and the
application has consequently become abandoned, the
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applicant may petition to revive the application
>under 37 CFR 1.137<, as in other cases of abandon-
ment **>, See MPEP § 711.03(c). If< the apped is
dismissed, but the application is not aban-
doned** >because there is at least one allowed claim,
the applicant may file a petition< to reinstate the
claims and the appeal, but a showing equivaent to
that in a petition to revive under 37 CFR 1.137 is
required. **>See MPEP 8§ 711.03(c). In addition to
the petition and petition fee, appellant must file:

(A) A request for continued examination (RCE)
under 37 CFR 1.114 accompanied by a submission
(i.e., areply under 37 CFR 1.111) and the fee as set
forthin 37 CFR 1.17(e) if the application isa utility or
plant application filed on or after June 8, 1995, or a
continuing application under 37 CFR 1.53(b) (or a
CPA under 37 CFR 1.53(d) if the application is a
design application); or

(B) An appeal brief and the appea brief fee to
reinstate the appeal. A proper brief and the required
fee must be filed before the petition will be consid-
ered on its merits.<

Where the dismissal of the appeal is believed to be
in error, filing a petition, pointing out the error, may
be sufficient.

**>
1205.02 Appeal Brief Content [R-3]

Only one copy of the appeal brief is required. Any
brief filed on or after September 13, 2004 must com-
ply with the requirements set forth in 37 CFR 41.37
and accompanied by the fee under 37 CFR
41.20(b)(2), unless the brief has a certificate of mail-
ing date before September 13, 2004. Any brief filed
(or that has a certificate of mailing date) before Sep-
tember 13, 2004 must comply with either the former
37 CFR 1.192 or 37 CFR 41.37.< The brief, aswell as
every other paper relating to an appeal, should indi-
cate the number of the Technology Center (TC) to
which the application or patent under reexamination
is assigned and the application or reexamination con-
trol number. **

An appellant’s brief must be responsive to every
ground of rejection stated by the examiner >that the
appellant is presenting for review in the apped. If a
ground of reection stated by the examiner is not
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addressed in the appellant’s brief, that ground of
rejection will be summarily sustained by the Board<.

**QOral argument at a hearing will not remedy such
deficiency of abrief. The fact that appellant may con-
sider a ground to be clearly improper does not justify
afailure to point out to the Board the reasons for that
belief.

The mere filing of paper entitled as a brief will
not necessarily be considered to be in compliance
with 37 CFR *>41.37(c)<. The rule requires that the
brief must set forth the authorities and arguments
relied upon. **>It< is essential that the Board * be
provided with a brief fully stating the position of the
appellant with respect to each **>ground of rejection
presented for review< in the appeal so that no search
of the record is required in order to determine that
position**>. Thus, the brief should not incorporate or
reference previous responses. 37 CFR 41.37(c)(1)
requires that the brief contain specific items, as dis-
cussed below. The brief must have al of the required
items under appropriate headings in the order indi-
cated in 37 CFR 41.37(c)(1). The headings are
required even when an item is not applicable (e.g., if
there is no evidence being relied upon by appellant in
the appedl, the brief is still required to have the head-
ing “ Evidence appendix.”). When thereis no informa-
tion related to the particular section heading of the
brief, the word “none” should be used under the head-
ing.<

An exception to the requirement that all the items
specified in 37 CFR *>41.37(c)(1)< beincluded in the
brief is made if the application or reexamination pro-
ceeding is being prosecuted by the appellant pro se,
i.e., there is no attorney or agent of record, and the
brief was neither prepared nor signed by a registered
attorney or agent. The brief of a pro se appellant
which does not contain all of theitems, **>(i) to (x)<,
specified in 37 CFR *>41.37(c)(1)< will be accepted
as long as it substantially complies with the require-
ments of items **>(i) through (iv) and (vii) through
x).<

* %

If in hisor her brief, appellant relies on some refer-
ence, he or she is expected to provide the Board with
**>a copy of it in the evidence appendix of the brief<.

The gpecific items required by 37 CFR

*>41.37(c) (D)< are:
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*>(i)< Real party in interest. A statement identify-
ing >by name< the real party in interest *>even< if
the party named in the caption of the brief is* the real
party in interest. If appellant does not name *>the<
real party in interest**>under this heading, the Office
will notify appellant of the defect in the brief and give
appellant a time period within which to file an
amended brief. See 37 CFR 41.37(d). If the appellant
fails to correct the defect in the real party in interest
section of the brief within the time period set forth in
the notice, the appeal will stand dismissed.<

The identification of the rea party in interest
**>alows< members of the Board to comply with
ethics regulations associated with working in matters
in which the member has a financial interest to avoid
any potential conflict of interest. **>When an appli-
cation is assigned to a subsidiary corporation, the real
party in interest is both the assignee and either the
parent corporation or corporations, in the case of joint
ventures. One example of a statement identifying the
real party in interest is: The real party in interest is
XXXX corporation, the assignee of record, which isa
subsidiary of ajoint venture between YYY'Y corpora
tion and ZZZZ corporation.<

*>(ii)< Related appeals and interferences. A state-
ment identifying **>all prior and pending appeals,
judicia proceedings or interferences known to the
appellant which may be related to, directly affect or
be directly affected by or have a bearing on the
Board’s decision in the pending appeal. Appellant
includes the appellant, the appellant’s legal represen-
tative and the assignee. Such related proceedings must
be identified by application number, patent number,
appeal number (if available) or interference number
(if available).< The statement is not limited to
copending applications. **>The requirement to iden-
tify related proceedings requires appellant to identify
every related proceeding (e.g., commonly owned
applications having common subject matter, claim to
a common priority application) which may be related
to, directly affect or be directly affected by or have a
bearing on the Board's decision in the pending appeal .
Copies of any decisions rendered by a court or the
Board in any proceeding identified under this para-
graph must be included in an appendix as required by
37 CFR 41.37(c)(1)(x). If appellant does not identify
any other items under this section, it will be presumed
that there are none.<
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*>(iii)< Satus of Claims. A statement of the status
of al the claims in the application, or patent under
reexamination, i.e., for each claim in the case, appel-
lant must state whether it is cancelled, allowed >or
confirmed<, rejected, >withdrawn, objected to,< etc.
Each claim on appeal must be identified.

*>(iv)< Satus of Amendments. A statement of the
status of any amendment filed subsequent to final
rejection, i.e., whether or not the amendment has been
acted upon by the examiner, and if so, whether it was
entered, >or< denied entry**. This statement should
be of the status of the amendment as understood by
the appellant. >Appellants are encouraged to check
the Office's Patent Application Information Retrieval
(PAIR) system for the status of any amendment or
affidavit or other evidence filed after afinal rejection
or the filing of a notice of appeal .<

Items *>(iii)< and *>(iv)< are included in 37 CFR
*>41.37(c)(1)< to avoid confusion as to which claims
are on appeal, and the precise wording of those
claims, particularly where the appellant has sought to
amend claims after final rejection. The inclusion of
items *>(iii)< and *>(iv)< in the brief will advise the
examiner of what the appellant considers the status of
the claims and post-final rejection amendments to be,
allowing any disagreement on these questions to be
resolved before the appeal is taken up for decision by
the Board.

**>(v) SUmmary of claimed subject matter. A con-
cise explanation of the subject matter defined in each
of the independent claims involved in the appedl,
which must refer to the specification by page and line
number, and to the drawing, if any, by reference char-
acters.< While reference to page and line number of
the specification **>requires< somewhat more detail
than simply summarizing the invention, it is consid-
ered important to enable the Board to more quickly
determine where the claimed subject matter is
described in the application. >For each independent
claim involved in the appeal and for each dependent
clam argued separately under the provisions of
37 CFR 41.37(c)(1)(vii), every means plus function
and step plus function as permitted by 35 U.S.C. 112,
sixth paragraph, must be identified and the structure,
material, or acts described in the specification as cor-
responding to each claimed function must be set forth
with reference to the specification by page and line
number, and to the drawing, if any, by reference char-
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acters. If appellant does not provide a summary of the
claimed subject matter as required by 37 CFR
41.37(c)(1)(v), the Office will notify appellant of the
defect in the brief and give appellant a time period
within which to file an amended brief. See 37 CFR
41.37(d).<

**>(vi) Grounds of regjection to be reviewed on
appeal. A concise statement of each ground of rejec-
tion presented for review.< For example, the state-
ment ** “Whether claims 1 and 2 are unpatentable”
would not comply with **>the rule, while the state-
ments< “Whether claims 1 and 2 are unpatentable
under 35 U.S.C. 103 over Smith in view of Jones,”
*>and< “Whether claims 1 and 2 are unpatentable
under 35 U.S.C. 112, first paragraph, as being based
on a nonenabling disclosure” **>would comply with
the rule. The statement cannot include any argument
concerning the merits of the ground of rejection pre-
sented for review. Arguments should be included in
the “Argument” section of the brief.<

**>(vii)< Argument. The appellant’s contentions
with respect to each **>ground of rejection< pre-
sented ** and the basis for those contentions, includ-
ing citations of authorities, statutes, and parts of the
record relied on, should be presented in this section.
>A statement which merely points out what a claim
recites will not be considered an argument for patent-
ability of the claim.<

**>37 CFR 41.37(c)(1)(vii)< contains the follow-
ing sentence:

Any arguments or authorities not included in the brief >or
reply brief filed pursuant to § 41.41< will be refused consid-
eration by the Board **, unless good cause is shown.

This sentence emphasizes that all arguments and
authorities which an appellant wishes the Board to
consider should be included in the brief >or reply
brief<. It should be noted that arguments not pre-
sented in the brief >or reply brief< and made for the
first time at the oral hearing are not normally entitled
to consideration. In re Chiddix, 209 USPQ 78
(Comm’r Pat. 1980); Rosenblum v. Hiroshima, 220
USPQ 383 (Comm'’r Pat. 1983).

**>This sentence< is not intended to preclude the
filing of a supplemental paper if new authority should
become available or relevant after the brief >or reply
brief< was filed. An example of such circumstances
would be where a pertinent decision of a court or
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other tribunal was not published until after the brief
>or reply brief< wasfiled.

>Each ground of rejection must be treated under a
separate heading. For each ground of rejection apply-
ing to two or more claims, the claims may be argued
separately or as a group. When multiple claims sub-
ject to the same ground of rejection are argued as a
group by appellant, the Board may select a single
clam from the group of claims that are argued
together to decide the appeal with respect to the group
of claims as to the ground of rejection on the basis of
the selected claim alone. The failure of appellant to
separately argue claims which appellant has grouped
together constitutes awaiver of any argument that the
Board must consider the patentability of any grouped
claim separately. See In re McDaniel, 293 F.3d 1379,
1384, 63 USPQ2d 1462, 1465-66 (Fed. Cir. 2002).
Any claim argued separately should be placed under a
subheading identifying the claim by number. Claims
argued as a group should be placed under a subhead-
ing identifying the claims by number.

For example, if Claims 1 to 5 stand rejected under
35 U.S.C. 102(b) as being anticipated by U.S. Patent
No. Y and appellant is only going to argue the limita-
tions of independent clam 1, and thereby group
dependent claims 2 to 5 to stand or fall with indepen-
dent claim 1, then one possible heading as required by
this subsection could be “Rejection under
35U.S.C. 102(b) over U.S. Patent No. Y" and the
optional subheading would be “Claims 1 to 5.
Another example iswhere claims 1 to 3 stand rejected
under 35 U.S.C. 102(b) as being anticipated by U.S.
Patent No. Z and appellant wishes to argue separately
the patentability of each claim, a possible heading as
required by this subsection could be “Rejection under
35U.S.C. 102 (b) over U.S. Patent No. Z,” and the
optional subheadings would be “Claim 1,” “Claim 2"
and “Claim 3.” Under each subheading the appellant
would present the argument for patentability of that
claim. The best practice is to use a subheading for
each claim for which separate consideration by the
Board isdesired.<

**>(viii) Claims appendix.< An appendix contain-
ing acopy of the claimsinvolved in the appeal.
The copy of the claims ** should be a clean copy

and should not include any markings such as brackets
or underlining >except for claimsin areissue applica-

1200-15

1205.02

tion<. See MPEP § 1454 for the presentation of the
copy of the claimsin areissue application.

The copy of the claims should be double>-<spaced
and the appendix should start on a new page.

**>(ix) Evidence appendix. An appendix contain-
ing copies of any evidence submitted pursuant to 37
CFR 1.130, 1.131, or 1.132 or of any other evidence
entered by the examiner and relied upon by appellant
in the appeal, along with a statement setting forth
where in the record that evidence was entered in the
record by the examiner. Reference to unentered evi-
dence is not permitted in the brief. See 37 CFR 41.33
for treatment of evidence submitted after appeal. This
appendix may also include copies of the evidence
relied upon by the examiner as to grounds of rejection
to be reviewed on appeal. The appendix should start
on a new page. If there is no evidence being relied
upon by appellant in the appeal, then an evidence
appendix should be included with the indication
“none.”

(x) Related proceedings appendix. An appendix
containing copies of decisions rendered by a court or
the Board in any proceeding identified pursuant to
37 CFR 41.37(c)(1)(ii). The appendix should start on
a new page. If there are no such copies of decisions
being submitted in the appeal, then a related proceed-
ings appendix should be included with the indication
“none.”

37 CFR 41.37(c)(1)< merely specifies the mini-
mum requirements for a brief, and does not prohibit
the inclusion of any other material which an appellant
may consider necessary or desirable, for example, a
list of references, table of contents, table of cases, etc.
A brief isin compliance with 37 CFR *>41.37(c)(1)<
aslong asit includes items **>(i) to (X)< in the order
set forth** >,

37 CFR 41.37(c)(2) prohibits the inclusion in a
brief of any new or non-admitted amendment, affida-
vit or other evidence.

An example of aformat and content for an appeal
brief for a patent application is a brief containing the
following items, with each item starting on a separate

page:

(A) Identification page setting forth the appli-
cant’s name(s), the application number, the filing date
of the application, the title of the invention, the name
of the examiner, the art unit of the examiner and the
title of the paper (i.e., Appeal Brief);

Rev. 3, August 2005



1205.03

(B) Table of Contents page(s);

(C) Real party in interest page(s);

(D) Related appeals and interferences page(s);

(E) Status of claims page(s);

(F) Status of amendments page(s);

(G) Summary of claimed subject matter page(s);

(H) Grounds of rejection to be reviewed on appeal
page(s);

(1) Argument page(s);

(J Claims appendix page(s);

(K) Evidence appendix page(s);

(L) Related proceedings appendix page(s).

In accordance with the above, the brief must be
directed to the claims and to the record of the case as
they appeared at the time of the appeal, but it may, of
course, withdraw from consideration on appea any
claims or issues as desired by appellant. Even if the
appeal brief withdraws from consideration any claims
or issues (i.e., appellant acquiesces to any rejection),
the examiner must continue to make the rejection in
the examiner’s answer, unless an amendment obviat-
ing the rejection has been entered.

A timely filed brief will be referred to the examiner
for consideration of its propriety as to the appeal
issues and for preparation of an examiner’s answer if
the brief is proper and the application is not allowable.
The examiner’s answer may withdraw the rejection of
claims, if appropriate. The examiner may also deter-
minethat it is necessary to reopen prosecution to enter
anew ground of rejection. See MPEP § 1207.04.<

**>

1205.03 Non-Compliant Appeal
and Amended Brief< [R-3]

Brief

The question of whether a brief complies with the
rule is a matter within the jurisdiction of the examiner
**>and the Board. The examiner will review the brief
to ensure that the required items of the brief are
present. Both the Board and the examiner will review
the brief for compliance with the content requirements
of the brief (37 CFR 41.37(c)). 37 CFR 41.37(d)<
providesthat if abrief isfiled which does not comply
with all the requirements of paragraph (c), the appel-
lant will be notified of the reasons for noncompliance.
Appellant will be given ** 1 month or 30 days from
the mailing of the notification of non-compliance,
whichever is longer **>to file an amended brief.<
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Extensions of time may be granted under 37 CFR
1.136(a) or 1.136(b). The *>Office< may use the form
paragraphs set forth below or form PTOL-462, “Noti-
fication of **>Non-Compliant Appeal Brief (37 CFR
41.37)<” to notify appellant that the appeal brief is
defective. The appeal will be dismissed if the appel-
lant does not timely file an amended brief, or files an
amended brief which does not overcome al the rea-
sons for noncompliance of which the appellant was
notified.

Under 37 CFR *>41.37(d)<, the appellant may file
an amended brief to correct *>the< deficienciesin the
origina brief. Moreover, if appellant disagrees with
the * holding of noncompliance, a petition under
37 CFR 1.181 >or 41.3< may be filed. >Filing a peti-
tion will not toll the time period. Appellant must
timely reply to the notice or the Office communica-
tion that requires an amended brief.

In response to the Notice of Non-Compliant Appeal
Brief (37 CFR 41.37) or the Office communication
that requires an amended brief, appellant is required
to file an amended brief that is either a complete new
brief with the required corrections or a replacement
section(s) as noted below:

(A) When the Office holds the brief to be defec-
tive solely due to appellant’s failure to name the real
party in interest as required by 37 CFR 41.37(c)(1)(i),
an entire new brief need not, and should not, be filed.
Rather, a paper identifying by name the real party in
interest will suffice. Failure to timely respond to the
Office's requirement will result in dismissal of the
appeal. See MPEP § 1215.04 and § 711.02(b).

(B) When the Office holds the brief to be defec-
tive solely due to appellant’s failure to provide a sum-
mary of the claimed subject matter as required by
37 CFR 41.37(c)(1)(v), an entire new brief need not,
and should not, be filed. Rather, a paper providing a
summary of the claimed subject matter as required by
37 CFR 41.37(c)(1)(v) will suffice. Failure to timely
respond to the Office's requirement will result in dis-
missal of the appeal. See MPEP § 1215.04 and
§ 711.02(b).

The examiner should not require a corrected brief
for minor non-compliance in an appeal brief (e.g., the
brief has a minor error in the title of a section head-
ing). The following are a few other examples where
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the examiner may accept a brief that has minor non-
compliance:

(A) If the evidence appendix and related proceed-
ings appendix are missing, but the record is clear that
there is no evidence submitted and no related pro-
ceedingslisted in the related appeals and interferences
section, the examiner may accept the brief and statein
the examiner’s answer that it is assumed that the
appellant meant to include both appendixes with a
statement of “NONE.”

(B) If appellant only presents arguments for a
dependent claim but not for the independent claim in
agroup of claims that are subject to the same ground
of regjection, the examiner may accept the brief and
fully explain how the limitations of the independent
claim are rejected and address the appellant’s argu-
ments regarding the dependent claim in the exam-
iner’s answer.

(C) If appellant fails to include a copy of the
claims involved in the appeal in the claims appendix

1200-17
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section of the brief, the examiner may either: (1) pro-
vide a copy of the claimsin the examiner’s answer, or
(2) object to the appeal brief and require an amended
brief.<

Once the brief has been filed, a petition to suspend
proceedings may be considered on its merits, but will
be granted only in exceptional cases, such as where
the writing of the examiner’s answer would be fruit-
less or the proceedings would work an unusual hard-
ship on the appellant.

For areply brief, see MPEP § *>1208<.

**>The following forms. Form PTOL-461, “Com-
munication Re: Appeal” (Rev. 9-04 or later) — repro-
duced in MPEP § 1204.01, Form PTOL-462,
“Notification of Non-Compliant Appeal Brief (37
CFR 41.37)" (Rev. 9-04 or later), or Form PTOL-
462R, “Notification of Non-Compliant Appeal Brief
(37 CFR 41.37) in Ex Parte Reexamination” (Rev. 9-
04 or later) or the form paragraphs below may be used
concerning defects in the appeal brief.<
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>

MANUAL OF PATENT EXAMINING PROCEDURE

Notification of Non-Compliant Appeal Brief

Application No. Applicant(s)

(37 CFR 41-37) Examiner Art Unit

1.

O

O

o 0o o od

O

10.]

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address--

The Appeal Brief filed on is defective for failure to comply with one or more provisions of 37 CFR 41.37.

To avoid dismissal of the appeal, applicant must file an amended brief or other appropriate correction (see MPEP
1205.03) within ONE MONTH or THIRTY DAYS from the mailing date of this Notification, whichever is longer.
EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 1.136.

The brief does not contain the items required under 37 CFR 41.37(c), or the items are not under the proper
heading or in the proper order.

The brief does not contain a statement of the status of all claims, (e.g., rejected, allowed, withdrawn, objected to,
canceled), or does not identify the appealed claims (37 CFR 41.37(c)(1)(iii)).

At least one amendment has been filed subsequent to the final rejection, and the brief does not contain a
statement of the status of each such amendment (37 CFR 41.37(c)(1)(iv)).

(a) The brief does not contain a concise explanation of the subject matter defined in each of the independent
claims involved in the appeal, referring to the specification by page and line number and to the drawings, if any,
by reference characters; and/or (b) the brief fails to: (1) identify, for each independent claim involved in the
appeal and for each dependent claim argued separately, every means plus function and step plus function under
35 U.S.C. 112, sixth paragraph, and/or (2) set forth the structure, material, or acts described in the specification
as corresponding to each claimed function with reference to the specification by page and line number, and to
the drawings, if any, by reference characters (37 CFR 41.37(c)(1)(v)).

The brief does not contain a concise statement of each ground of rejection presented for review (37 CFR
41.37(c)(1)(vi))

The brief does not present an argument under a separate heading for each ground of rejection on appeal (37 CFR
41.37(c)(1)(vii)).

The brief does not contain a correct copy of the appealed claims as an appendix thereto (37 CFR
41.37(c)(1)(viii)).

The brief does not contain copies of the evidence submitted under 37 CFR 1.130, 1.131, or 1.132 or of any
other evidence entered by the examiner and relied upon by appellant in the appeal, along with a
statement setting forth where in the record that evidence was entered by the examiner, as an appendix
thereto (37 CFR 41.37(c)(1)(ix)).

The brief does not contain copies of the decisions rendered by a court or the Board in the proceeding
identified in the Related Appeals and Interferences section of the brief as an appendix thereto (37 CFR
41.37(c)(1)(x))-

Other (including any explanation in support of the above items):

U.S. Patent and Trademark Office
PTOL-462 (Rev. 7-05) Notification of Non-Compliant Appeal Brief (37 CFR 41.37) Part of Paper No.
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Control No. Patent Under Reexamination

Notification of Non-Compliant Appeal
Brief (37 CFR 41.37) in
Ex Parte Reexamination

Examiner Art Unit

--The MAILING DATE of this communication appears on the cover sheet with the correspondence address--

The Appeal Brief filed on is defective for failure to comply with one or more provisions of 37 CFR
41.37(c).

Patent owner is given a TIME PERIOD of ONE MONTH or THIRTY DAYS, whichever is longer, from the mailing date of
this Notification for filing an amended brief or other appropriate correction of the Appeal brief (see MPEP 1205.03). If an
amended brief or other appropriate correction (see MPEP 1205.03) is not timely submitted, the appeal will be dismissed
as of the expiration of the period for reply to this Notification. Extensions of this time period may be obtained only under
37 CFR 1.550(c).

The brief does not contain the items required under 37 CFR 41.37(c), or the items are not under the proper
heading or in the proper order.

The brief does not contain a statement of the status of all claims (e.g., rejected, allowed or confirmed, withdrawn,
objected to, canceled), or does not identify the appealed claims (37 CFR 41.37(c)(1)(iii)).

At least one amendment has been filed subsequent to the final rejection, and the brief does not contain a
statement of the status of each such amendment (37 CFR 41.37(c)(1)(iv)).

o o o o

The brief does not comply with 37 CFR 41.37(c)(1)(v) it that it fails to (1) contain a concise explanation of the
subject matter defined in each of the independent claims involved in the appeal, referring to the specification by
page and line number and to the drawings, if any, by reference characters; (2) identify, for each independent
claim involved in the appeal and for each dependent claim argued separately, every means plus function and
step plus function under 35 U.S.C. 112, sixth paragraph, and/or (3) set forth the structure, material, or acts
described in the specification as corresponding to each claimed function with reference to the specification by
page and line number, and to the drawings, if any, by reference characters.

5. [ The brief does not contain a concise statement of each ground of rejection presented for review (37 CFR
41.37(c)(1)(vi)).

6. [ The brief does not present an argument under a separate heading for each ground of rejection on appeal (37 