Chapter 700 Examination of Applications

701
702
702.01
703
704

704.01
704.02
-704.09
704.10
704.11
704.11(a)

704.11(b)
704.12

704.12(a)
704.12(b)
704.12(c)

704.13
704.14

704.14(a)
704.14(b)

704.14(c)
704.14(d)

705
705.01
705.01(a)

705.01(b)
705.01(c)
705.01(d)
705.01(€)
705.01(f)
706
706.01
706.02
706.02(a)

Statutory Authority for Examination
Requisites of the Application
Obvioudly Informal Cases
[Reserved]
Sear ch and Requirements for
I nfor mation
Search
[Reserved]

Requirements for Information

What Information May Be Required
Examples of Information
Reasonably Required
When May a Requirement for
Information Be Made

Repliesto a Requirement for

Information
Relationship of Requirement for
Information to Duty of Disclosure
What Constitutes a Complete
Reply
Treatment of an Incomplete
Reply

Time Periods for Reply

Making a Requirement for

Information
Format of the Requirement
Examiner’s Obligation Following
Applicant’s Reply
Petitions to Requirements Under
37 CFR 1.105
Relationship to Information
Disclosure Statements

Patentability Reports

Instructions re Patentability Reports
Nature of PR., Its Use and
Disposal
Seguence of Examination
Counting and Recording PR.s
[Reserved]
Limitation asto Use
Interviews With Applicants

Re ection of Claims

Contrasted With Objections

Rejection on Prior Art
Rejections Under 35 U.S.C.
102(a)(1) and (a)(2) and Pre-AlA
35U.S.C. 102(a), (b), or (e);
Printed Publication or Patent

700-1

70602a)(1)

0602a)(2)

706.02(b)

706020)D)

706020)2)

706.02(c)

70602(c)(1)

060202

706.02(d)
706.02(¢)

706.02(f)

706.02(f)(1)

706.02(f)(2)

706.02(g)
706.02(h)
706.02(i)
706.02(j)

706.02(k)

Determining Whether To
Apply 35U.S.C. 102(a)(2) or
102(a)(2)
Determining Whether To
Apply Pre-AIA 35 U.S.C.
102(a), (b), or (e)
Overcoming a35 U.S.C. 102
Rejection Based on a Printed
Publication or Patent
Overcoming a35 U.S.C.
102(a)(1) or 102(a)(2)
Rejection Based on a Printed
Publication or Patent
Overcoming aPre-AlA 35
U.S.C. 102(a), (b), or (e)
Rejection Based on a Printed
Publication or Patent
Rejections Under 35 U.S.C.
102(a)(1) or Pre-AlA 35 U.S.C.
102(a) or (b); Knowledge by
Others or Public Use or Sale
Rejections under 35 U.S.C.
102(a)(1); Public Use or
Public Sale
Rejectionsunder Pre-AlA 35
U.S.C. 102(a) and (b); Public
Useor On Sae
Rejections Under Pre-AlA 35
U.S.C. 102(c)
Rejections Under Pre-AlA 35
U.S.C. 102(d)
Rejection Under Pre-AlA 35
U.S.C. 102(e)
Examination Guidelines for
Applying References Under
Pre-AlA 35 U.S.C. 102(e)
Provisional Rejections Under
35 U.S.C. 102(a)(2) or
Pre-AlA 35 U.S.C. 102(e);
Reference Is a Copending
U.S. Patent Application
Rejections Under Pre-AlA 35
U.S.C. 102(f)
Rejections Under Pre-AlA 35
U.S.C. 102(g)
Form Paragraphsfor Usein
Rejections Under 35 U.S.C. 102
Contents of a35 U.S.C. 103
Rejection
Provisional Rejection
(Obviousness) Under 35 U.S.C.

Rev. 07.2015, October 2015



706.02(1)

70602()(1)

70602()(2)

70602()(3)

706.02(m)

706.02(n)

706.03
706.03(a)
706.03(b)
706.03(c)

706.03(d)

706.03(€)

706.03(f)
-706.03(j)
706.03(k)
706.03(1)
706.03(m)
706.03(n)
706.03(0)
706.03(p)
-706.03(r)
706.03(s)
706.03(t)
706.03(u)
706.03(v)

706.03(w)

MANUAL OF PATENT EXAMINING PROCEDURE

103 Using Provisional Prior Art
Under Pre-AlA 35U.S.C. 102(e)
Rejections Under Pre-AlA 35
U.S.C. 103(a) Using Prior Art
Under Only Pre-AlA 35 U.S.C.
102 (e), (f), or (9)
RejectionsUnder Pre-AlA 35
U.S.C. 103(a) Using Prior Art
Under Pre-AlA 35 U.S.C.
102(e), (f), or (g); Prior Art
Disgualification Under
Pre-AlA 35 U.S.C. 103(c)
Establishing Common
Ownership or Joint Research
Agreement Under Pre-AlA
35U.S.C. 103(c)
Examination Procedure With
Respect to Pre-AlA 35
U.S.C. 103(c)
Form Paragraphs for Usein
Rejections Under 35 U.S.C. 103
Biotechnology Process
Applications, Pre-AlA 35U.S.C.
103(b)

Rejections Not Based on Prior Art
Rejections Under 35 U.S.C. 101
Barred by Atomic Energy Act
Rejections Under 35 U.S.C.
112(a) or Pre-AIA 35U.S.C. 112,
First Paragraph
Rejections Under 35 U.S.C.
112(b) or Pre-AlA 35U.S.C. 112,
Second Paragraph
Form Paragraphsfor Use Relating
to 35 U.S.C. 112(f) or Pre-AlA
35 U.S.C. 112, Sixth Paragraph
[Reserved]

Duplicate Claims
[Reserved]

Nonelected Inventions
[Reserved]

New Matter
[Reserved]

Foreign Filing Without License
[Reserved]

Disclaimer

After Interference or Former
Public Use Proceeding

Res Judicata

Rev. 07.2015, October 2015

700-2

706.03(x)
706.04

706.05
706.06

706.07
706.07(a)

706.07(b)

706.07(c)
706.07(d)

706.07(¢)

706.07(f)
706.07(g)
706.07(h)

707
707.01

707.02

T07CBT07O4
707.05

707.05(a)
707.05(b)

707.05(c)
707.05(d)

707.05(¢)
707.05(f)
707.05(g)
707.06

707.07

707.07(a)
707.07(b)
-707.07()
707.07(d)
707.07(¢)

707.07(f)
707.07(g)

Reissue
Rejection of Previously Allowed
Claims
Rejection After Allowance of
Application
Rejection of Claims Copied From
Patent
Final Rejection
Final Rejection, When Proper on
Second Action
Final Rejection, When Proper on
First Action
Final Rejection, Premature
Final Rejection, Withdrawal of,
Premature
Withdrawal of Final Rejection,
General
Timefor Reply to Final Rejection
Transitional After-Final Practice
Request for Continued
Examination (RCE) Practice

Examiner’'s Letter or Action

Primary Examiner Indicates Action
for New Assistant
ApplicationsUpfor Third Action and
5-Year Applications

[Reserved]

Citation of References

Copies of Cited References

Citation of Related Art and

Information by Applicants

Order of Listing

Reference Cited in Subsequent

Actions

Data Used in Citing References

[Reserved]

Incorrect Citation of References
Citation of Decisions, Orders
Memorandums, and Notices
Completeness and Clarity of
Examiner’'sAction

Complete Action on Formal

Matters

[Reserved]

Language To Be Used in
Rejecting Claims

Note All Outstanding
Requirements

Answer All Material Traversed
Piecemeal Examination



EXAMINATION OF APPLICATIONS

707.07(h) Notify of Inaccuraciesin
Amendment
707.07(i) Each Claim To Be Mentioned in
Each Office Action
707.07(j) State When Claims Are
Allowable
707.07(k) Numbering Paragraphs
707.07(1) Comment on Examples
707.08 Reviewing and Initialing by Assistant
Examiner
707.09 Signing by Primary or Other
Authorized Examiner
707.10 Entry
707.11 Date
707.12 Mailing
707.13 Returned Office Action
708 Order of Examination

708.01 List of Special Cases
708.02 Petition To Make Specidl
708.02(a) Accelerated Examination
708.02(b) Prioritized Examination
708.02(c) Patent Prosecution Highway
Program
708.03 Examiner Tenders Resignation
709 Suspension of Action
709.01 Overlapping Applications by Same
Applicant or Owned by Same
Assighee
710 Period for Reply
710.01 Statutory Period
710.01(a) Statutory Period, How Computed
710.02 Shortened Statutory Period and Time
Limit Actions Computed
710.02(a) [Reserved]
710.02(b) Shortened Statutory Period:
Situations in Which Used
710.02(c) Specified Time Limits: Situations
in Which Used
710.02(d) Difference Between Shortened
Statutory Periods for Reply and
Specified Time Limits
710.02(e) Extension of Time
710.03 [Reserved]
710.04 Two Periods Running
710.04(a) Copying Patent Claims
710.05 Period Ending on Saturday, Sunday,
or a Federal Holiday
710.06 Situations When Reply Period Is
Reset or Restarted
711 Abandonment of Patent Application
711.01 Express or Formal Abandonment

700-3

711.02

711.02(a)
711.02(b)

711.02(c)
711.03

711.03(a)
711.03(b)
711.03(c)
711.03(d)
711.04

711.04(a)
711.04(b)

711.04(c)
711.05
711.06
711.06(a)
712

713
713.01
713.02
713.03
713.04
713.05
713.06
713.07
713.08
713.09
713.10

714
714.01

Failure To Take Required Action
During Statutory Period
Insufficiency of Reply
Specia Situations Involving
Abandonment
Termination of Proceedings
Reconsideration of Holding of
Abandonment; Revivd
Holding Based on Insufficiency
of Reply
Holding Based on Failure To
Reply Within Period
Petitions Relating to
Abandonment
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Unsigned or Improperly Signed
Amendment
[Reserved]
Signed by Attorney or Agent Not
of Record
Amendment Signed by Applicant
but Not by Attorney or Agent of
Record
Amendments Before First Office
Action
Must Be Fully Responsive
Amendments Not Fully Responsive,
Action To Be Taken
Supplemental Amendment
Claims Presented in Amendment With
No Attempt To Point Out Patentable
Novelty
Examiner Should Immediately
Review
[Reserved]
Amendments Not in Permanent Ink
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Claims Added in Excess of Claims
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Amendment Filed During Interference

Proceedings

Amendments and Other RepliesAfter

Final Rejection or Action
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Final Rejection or Action, Procedure
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Amendments After Allowance of All

Claims

Amendment Received in Technology

Center After Mailing of Notice of

Allowance

Amendment After Notice of

Allowance, 37 CFR 1.312
Amendments Under 37 CFR
1.312, Copied Patent Claims
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1.312, Additional Claims
Amendments Under 37 CFR
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for Reply Has Expired
714.18 Entry of Amendments
714.19 List of Amendments, Entry Denied
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714.21 Amendments Inadvertently Entered,
No Legal Effect
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715 Swearing Behind a Reference —
Affidavit or Declaration Under 37 CFR

1.131(a)
715.01 37 CFR 1.131(a) Affidavits Versus
37 CFR 1.132 Affidavits
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Published Application to
Applicant and Another
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Common Assignee
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715.01(d) ActivitiesApplied Against the
Claims

715.02 How Much of the Claimed Invention
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715.03 Genus-Species, Practice Relative to
Cases Where Predictability Isin
Question

715.04 Who May Make Affidavit or

Declaration Under 37 CFR 1.131(a);
Formal Requirements of Affidavits
and Declarations

715.05 U.S. Patent or Application Publication
Claiming Same Invention

715.06 [Reserved]

715.07 Facts and Documentary Evidence
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715.07(b) Interference Testimony

Sometimes Used
715.07(c) Acts Relied Upon Must Have

Been Carried Out in This Country
or aNAFTA or WTO Member

Country
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for Evidence of Prior Public Use or
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716.01
716.01(a)

716.01(b)
716.01(c)
716.01(d)
716.02

716.02(a)

716.02(b)
716.02(c)

716.02(d)

716.02(¢)
716.02(f)
716.02(q)
716.03
716.03(a)
716.03(b)
716.04
716.05
716.06
716.07
716.08
716.09
716.10
717
717.01

717.01(a)

71701E)(D

717.01(b)
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Affidavitsor Declarations Traversing
Regections, 37 CFR 1.132

Generally Applicable Criteria
Objective Evidence of
Nonobviousness
Nexus Reguirement and Evidence
of Nonobviousness
Probative Value of Objective
Evidence
Weighing Objective Evidence

Allegations of Unexpected Results
Evidence Must Show Unexpected
Results
Burden on Applicant
Weighing Evidence of Expected
and Unexpected Results
Unexpected Results
Commensurate in Scope With
Claimed Invention
Comparison With Closest Prior
Art
Advantages Disclosed or Inherent
Declaration or Affidavit Form

Commercial Success
Commercial Success
Commensurate in Scope With
Claimed Invention
Commercial Success Derived
From Claimed Invention

Long-Felt Need and Failure of Others

Skepticism of Experts

Copying

Inoperability of References

Utility and Operahility of Applicant’s

Disclosure

Sufficiency of Disclosure

Attribution Affidavit or Declaration

to Overcome Regjection Under

Pre-AlA 35 U.S.C. 102 or 103

Prior Art Exceptionsunder AlA 35
U.S.C. 102(b)(1) and (2)

Affidavit or Declaration Under 37
CFR 1.130
Declarations or Affidavits under
37 CFR 1.130(a) — Attribution
Evaluation of Declarationsor
Affidavitsunder 37 CFR
1.130(a)
Declarations or Affidavits under
37 CFR 1.130(b) — Prior Public
Disclosure
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71701(b)(D)

71701(b)2

717.01(c)

717.01(d)

717.01(¢)
717.01(f)

717.02

717.02(a)

717.02(b)

717.02(c)

717.02(d)

718

719
719.01
719.02
719.03
719.04
719.05
720
721-723
724

724.01

Evaluation of Declarationsor
Affidavits under 37 CFR
1.130(b)
Determining if the Subject
Matter of the Intervening
Disclosureisthe Same asthe
Subject Matter of the
Inventor—Originated Prior
Public Disclosure
Who May Make Affidavit or
Declaration; Formal
Requirements of Affidavits and
Declarations
U.S. Patent or Application
Publication Claiming Same
Invention
Passed Upon (or Decided by) by
Primary Examiner
Seasonable (or Timely)
Presentation
Prior Art Exception for Commonly
Owned or Joint Research Agreement
Subject Matter under AIA 35 U.S.C.
102(b)(2)(C)
Invoking the Prior Art Exception
under 35 U.S.C. 102(b)(2)(C)
Evaluating Whether the Prior Art
Exception under AIA 35 U.S.C.
102(b)(2)(C) isProperly Invoked
Examination Procedure With
Respect to the Prior Art
Exception under AIA 35 U.S.C.
102(b)(2)(C)
Form Paragraphs With Respect
to the Prior Art Exception under
AlA 35U.S.C. 102(b)(2)(C)
Affidavit or Declaration to Disqualify
Commonly Owned Patent asPrior Art,
37 CFR 1.131(c)
FileWrapper
Papersin Image File Wrapper
Residence of Inventor Changed
Classification During Examination
Index of Claims
Field of Search
Public Use Proceedings
[Reserved]
Trade Secret, Proprietary, and
Protective Order Materials
Completeness of the Patent File
Wrapper
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724.02 Method of Submitting Trade Secret,
Proprietary, and/or Protective Order
Materials
Types of Trade Secret, Proprietary,
and/or Protective Order Materials
Submitted Under MPEP § 724.02
Office Treatment and Handling of
Materials Submitted Under MPEP §
724.02
Materials Submitted in an
Application Covered by 35
U.S.C. 122
Materials Submitted in Reissue
Applications Open to the Public
Under 37 CFR 1.11(b)
Materials Submitted in
Reexamination File Open to the
Public Under 37 CFR 1.11(d)
Petition To Expunge Information or
Copy of Papersin Application File
Handling of Petitions To Expunge
Information or Copy of Papersin
Application File

724.03

724.04

724.04(a)

724.04(b)

724.04(c)

724.05

724.06

701 Statutory Authority for Examination
[R-07.2015]

35U.S.C. 131 Examination of application.

The Director shall cause an examination to be made of the
application and the alleged new invention; and if on such
examination it appears that the applicant is entitled to a patent
under the law, the Director shall issue a patent therefor.

The main conditions precedent to the grant of a
patent to an applicant are set forthin 35 U.S.C. 101,
102, 103, and 112.

35U.S.C. 101 Inventions patentable.

Whoever invents or discovers any new and useful process,
machine, manufacture, or composition of matter, or any new
and useful improvement thereof, may obtain a patent therefor,
subject to the conditions and requirements of thistitle.

Form paragraph 7.04.01 copies 35 U.S.C. 101. See
MPEP § 706.03(a).

35U.S.C. 100 Definitions.

[Editor Note: 35 U.S.C. 100(¢e)-(j) as set forth below are only
applicableto patent applications and patents subject to thefirst
inventor to file provisions of the AIA (35 U.S.C. 100 (note)). See
pre-AlA 35 U.SC. 100(e) for paragraph (e) as applicable to
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patent applications and patents not subject to the first inventor
to file provisions of the AIA ]

When used in this title unless the context otherwise indicates -

(@) Theterm “invention” meansinvention or discovery.

(b) Theterm “process’ means process, art, or method, and
includes a new use of aknown process, machine, manufacture,
composition of matter, or material.

(c) Theterms*“United States’” and “this country” mean the
United States of America, its territories and possessions.

(d) Theword “patentee” includes not only the patentee to
whom the patent was issued but also the successorsin title to
the patentee.

(e) Theterm “third-party requester” means a person
requesting ex parte reexamination under section 302 who is not
the patent owner.

(f) Theterm "inventor" meansthe individual or, if ajoint
invention, the individuals collectively who invented or
discovered the subject matter of the invention.

(g) Theterms"joint inventor" and "coinventor" mean any
1 of the individuals who invented or discovered the subject
matter of ajoint invention.

(h) Theterm "joint research agreement” means a written
contract, grant, or cooperative agreement entered into by 2 or
more persons or entities for the performance of experimental,
developmental, or research work in the field of the claimed
invention.

0]

(1) Theterm "effective filing date" for aclaimed
invention in a patent or application for patent means—

(A) if subparagraph (B) does not apply, the actual
filing date of the patent or the application for the patent
containing a claim to the invention; or

(B) thefiling date of the earliest application for
which the patent or application is entitled, asto such invention,
to aright of priority under section 119, 365(a), or 365(b) or to
the benefit of an earlier filing date under section 120, 121,

365(c), or 386(c).

(2) Theeffectivefiling date for aclaimed inventionin
an application for reissue or reissued patent shall be determined
by deeming the claim to the invention to have been contained
in the patent for which reissue was sought.

(i) Theterm "claimed invention" means the subject matter
defined by aclaim in a patent or an application for a patent.

Pre-AlA 35 U.S.C. 100 Definitions.

[Editor Note: Pre-AlA 35 U.S.C. 100(e) as set forth below is
not applicable to any patent application subject to the first
inventor to file provisions of the AlA (see 35 U.S.C. 100 (note)).
For an application or patent subject to the first inventor to file
provisions of the AIA, see 35 U.SC. 100.]
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When used in this title unless the context otherwise indicates -

*kkkk

(e) Theterm “third-party requester” means a person
reguesting ex parte reexamination under section 302 or inter
partes reexamination under section 311 who is not the patent
owner.

702 Requisitesof theApplication [R-07.2015]

The Office of Patent Application Processing (OPAP)
reviews application papers to determine whether a
new application isentitled to afiling date. Note that
asaresult of the Patent Law Treaties |mplementation
Act of 2012 (PLTIA), Public Law 112-211,
December 18, 2012, and specificaly, the
amendments to the patent laws to implement the
provisions of the Patent Law Treaty (PLT) in title
Il of the PLTIA, the filing date requirements for
applicationsfiled on or after December 18, 2013 are
different from the filing date requirements for
applications filed prior to December 18, 2013.
Except for design applications, the filing date for
nonprovisional applications filed on or after
December 18, 2013 is the date on which a
specification, with or without claims, is received in
the Office. See MPEP § 601.01(a) for additional
information. Similarly, provisional applicationsfiled
on or after December 18, 2013 may receive afiling
date evenif the application isfiled without drawings.
See MPEP § 601.01(b) for additional information.
The filing date for a design application, except for
acontinued prosecution application (CPA) under 37
CFR 1.53(d), is the date on which the specification
asrequired by 35 U.S.C. 112, including at least one
claim, and any required drawings are received inthe
Office. See MPEP § 601.01(a). Also, for applications
filed on or after December 18, 2013, an application
(other than an application for a design patent) is not
required to include any drawingsto be entitled to a
filing date. It should be noted, however, 35 U.S.C.
111(a)(2) continues to require the application to
include a drawing as prescribed by 35 U.S.C. 113,
which requires a drawing where necessary for the
understanding of the subject matter sought to be
patented. Therefore, any drawings necessary for the
understanding of the invention should be submitted
with the application on filing.

If the subject matter of the application admits of
illustration by adrawing to facilitate understanding
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of the invention, including where a drawing is
necessary for the understanding of theinvention, the
Office will continue the practice of requiring a
drawing. See MPEP § 608.02, subsection IV. As
discussed in MPEP § 608.02, this requirement prior
to examination should continue to be extremely rare
and limited to the situation in which no examination
can be performed due to the lack of an illustration
of the invention.

In addition, as provided in 35 U.S.C. 111(c), a
nonprovisiona application filed under 35 U.S.C.
111(a) on or after December 18, 2013 may be filed
by a reference to a previoudly filed application
(foreign, international, provisional, or
nonprovisional) indicating that the specification and
any drawings of the application are replaced by the
reference to the previoudy filed application. See
MPEP § 601.01(a), subsection I11.

Theminimal formal requirementsresulting from the
implementation of the PLTIA and PLT should not
be viewed as prescribing a best practice for the
preparation and filing of a patent application. The
preparation of claims to any claimed invention for
which patent protection is desired and the inclusion
of such claims with the application on filing will
help ensure that the application satisfies the
disclosure requirements of 35 U.S.C. 112(a) for any
such claimed invention. Similarly, while the absence
of any drawing on the filing of an application no
longer raisesaquestion asto whether the application
is entitled to a filing date, the preparation of
drawings for a provisional or nonprovisiona
application is prudent where adrawing is necessary
for the understanding of the subject matter sought
to be patented, and inclusion of such drawing(s) with
the application on filing will help ensure that the
requirements of 35 U.S.C. 113 are satisfied for any
such claimed invention.

If an application (other than an application for a
design patent) isfiled on or after December 18, 2013,
without any claims, OPAP will issue anotice giving
the applicant a time period within which to submit
at least one claim in order to avoid abandonment.
An application will not be placed on an examiner’s
docket unless and until the application includes a
specification including at least one claim.
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For applications filed under pre-PLT (AIA) 35
U.S.C. 111 prior to December 18, 2013, afiling date
isassigned to anonprovisional application as of the
date a specification containing a description and
claim and any necessary drawings are filed in the
U.S. Patent and Trademark Office (Office). See
pre-PLT (AIA) 37 CFR 1.53(b).

Once OPAP determines that the application is
entitled to a filing date, OPAP then determines
whether the application as filed is complete, e.g.,
includes the required fees, the inventor’'s oath or
declaration, and all pages of the specification and
drawings. If the papers filed are not entitled to a
filing date, OPAP will send a*“Notice of Incomplete
Application” informing applicant of the deficiencies;
if the application is entitled to afiling date but it is
not complete, an OPAP notice (e.g., a “Notice of
Omitted Item(s)”) will be sent indicating that the
application papers so deposited have been accorded
afiling date and indicating what papers must befiled
to compl ete the application.

The examiner should be careful to see that the
application is complete when taken up for
examination. If, for example, pages of the
specification or drawings are missing, the examiner
should determine whether the applicationisentitled
to the filing date assigned, and what action should
be taken. See M PEP 8§ 601.01(d) and 601.01(q) for
guidance.

702.01 Obvioudy Informal Cases[R-07.2015]

When an application istaken up for examination and
it is then discovered to be impractical to give a
complete action on the merits because of aninformal
or insufficient disclosure, the following procedure
may be followed:

(A) A reasonable search should be made of the
invention so far asit can be understood from the
disclosure, objects of invention and claims and any
apparently pertinent art cited. Intherare casein
which the disclosure is so incomprehensible as to
preclude a reasonable search, the Office action
should clearly inform applicant that no search was
made;

(B) Any form that lists informalities and any
additional formal requirements to be made should
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be included in the first Office action (see MPEP §
707.07(a));

(C) A requirement should be made that the
specification be revised to conform to idiomatic
English and United States patent practice;

(D) The claims should be rejected asfailing to
define the invention in the manner required by
35 U.S.C. 112 if they areinformal. A blanket
rejection is usually sufficient.

The examiner should attempt to point out the points
of informality in the specification and claims. The
burden is on the applicant to revise the application
to render it in proper form for a complete
examination.

If a number of obviously informal claims are filed
in an application, such claims should be treated as
being a single clam for fee and examination
purposes.

It isto applicant’s advantage to file the application
with an adequate disclosure and with claims which
conform to the U.S. Patent and Trademark Office
usages and requirements. This should be done
whenever possible. If, however, due to the pressure
of a Convention deadline or other reasons, this is
not possible, applicants are urged to submit
promptly, preferably within 3 months after filing, a
preliminary amendment which corrects the obvious
informalities. The informalities should be corrected
to the extent that the disclosureisreadily understood
and the claimsto beinitially examined arein proper
form, particularly as to dependency, and otherwise
clearly define the invention. “New matter” must be
excluded from these amendments since preliminary
amendments filed after the filing date of the
application do not enjoy origina disclosure status.
See MPEP § 608.04(b).

Whenever, upon examination, it is found that the
terms or phrases or modes of characterization used
to describe the invention are not sufficiently
consonant with the art to which the invention
pertains, or with which it is most nearly connected,
to enable the examiner to make the examination
specified in 37 CFR 1.104, the examiner should
make a reasonable search of the invention so far as
it can be understood from the disclosure. The action
of the examiner may be limited to acitation of what
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appears to be the most pertinent prior art found and
arequest that applicant correlate the terminology of
the specification with art-accepted terminology
before further action is made.

Use form paragraph 7.01 where the terminology is
such that a proper search cannot be made.

1 7.01 Use of Unconventional Terminology, Cannot Be
Examined

A preliminary examination of this application reveals that it
includes terminology which is so different from that which is
generally accepted in the art to which this invention pertains
that aproper search of the prior art cannot be made. For example:

(1]

Applicant isrequired to provide a clarification of these matters
or correlation with art-accepted terminology so that a proper
comparison with the prior art can be made. Applicant should be
careful not to introduce any new matter into the disclosure (i.e.,
matter which is not supported by the disclosure as originally
filed).

A shortened statutory period for reply to this action is set to
expire TWO MONTHS from the mailing date of thisletter.

Examiner Note:

1. Usethisor form paragraph 7.02 when a proper search
cannot be made. However, see MPEP § 702.01 which requires
areasonable search.

2. Inbracket 1, fill in an appropriate indication of the
terminology, properties, units of data, etc. that are the problem
aswell asthe pages of the specification involved.

3. For the procedure to be followed when the drawing is not
acceptable, see MPEP 88 608.02(a) and 608.02(b).

Use form paragraph 7.02 where the application is
so incomprehensible that areasonabl e search cannot
be made.

1 7.02 Disclosure IsIncomprehensible

The disclosure is objected to under 37 CFR 1.71, as being so
incomprehensible asto preclude areasonable search of the prior
art by the examiner. For example, the following items are not
understood: [1]

Applicant is required to submit an amendment which clarifies
the disclosure so that the examiner may make a proper
comparison of the invention with the prior art.

Applicant should be careful not to introduce any new matter
into the disclosure ( i.e., matter which is not supported by the
disclosure as originally filed).
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A shortened statutory period for reply to this action is set to
expire TWO MONTHS from the mailing date of this |etter.

Examiner Note:
1. Usethisform paragraph when a search cannot be made.

2. Inbracket 1, indicate the page numbers and featureswhich
are not understood.

3.  Seeform paragraphs 6.28 and 6.30 for improper idiomatic
English.

4. Useform paragraphs 7.31.01 — 7.31.04, as appropriate, for
arejection of claims (when necessary) based on the deficiencies
set forth in this form paragraph.

For the procedure to be followed when the drawing
is not acceptable, see MPEP_ 88 608.02(a) and

608.02(b).

703 [Reserved]

704 Search and Requirementsfor
Information [R-08.2012]

704.01 Search [R-08.2012]

After reading the specification and claims, the
examiner searches the prior art. The subject of
searching is more fully treated in MPEP_Chapter
900. See especially MPEP §§ 904 through 904.03.
The invention should be thoroughly understood
before a search is undertaken. However, informal
cases, or those which can only be imperfectly
understood when they come up for action in their
regular turn are also given asearch, in order to avoid
piecemeal prosecution.

PREVIOUSEXAMINER’S SEARCH

When an examiner is assigned to act on an
application which has received one or more actions
by some other examiner, full faith and credit should
be given to the search and action of the previous
examiner unlessthereisaclear error inthe previous
action or knowledge of other prior art. In general the
second examiner should not take an entirely new
approach to the application or attempt to reorient the
point of view of the previous examiner, or make a
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-704.09

new search in the mere hope of finding something.
See MPEP § 719.05.

704.02
-704.09 [Reserved]

704.10 Requirementsfor Information
[R-07.2015]

37 CFR 1.105 Requirementsfor information.

@

(1) Inthe course of examining or treating a matter in
apending or abandoned application, in a patent, or in a
reexamination proceeding, including areexamination proceeding
ordered as aresult of a supplemental examination proceeding,
the examiner or other Office employee may require the
submission, from individuals identified under § 1.56(c), or any
assignee, of such information as may be reasonably necessary
to properly examine or treat the matter, for example:

(i) Commercial databases: The existence of any
particularly relevant commercial database known to any of the
inventors that could be searched for a particular aspect of the
invention.

(ii) Search: Whether a search of the prior art was
made, and if so, what was searched.

(iii) Related information: A copy of any
non-patent literature, published application, or patent (U.S. or
foreign), by any of the inventors, that relates to the claimed
invention.

(iv) Information used to draft application: A copy
of any non-patent literature, published application, or patent
(U.S. or foreign) that was used to draft the application.

(v) Informationused ininvention process: A copy
of any non-patent literature, published application, or patent
(U.S. or foreign) that was used in the invention process, such
as by designing around or providing a solution to accomplish
an invention result.

(vi) Improvements: Where the claimed invention
is an improvement, identification of what is being improved.

(vii) InUse: Identification of any use of the
claimed invention known to any of the inventors at the time the
application was filed notwithstanding the date of the use.

(viii) Technical information known to applicant.
Technical information known to applicant concerning therelated
art, the disclosure, the claimed subject matter, other factual
information pertinent to patentability, or concerning the accuracy
of the examiner’s stated interpretation of such items.

(2) Requirements for factual information known to
applicant may be presented in any appropriate manner, for
example:

(i) A requirement for factual information;
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(ii) Interrogatoriesin the form of specific questions
seeking applicant’s factual knowledge; or

(iii) Stipulations as to facts with which the
applicant may agree or disagree.

(3) Any reply to arequirement for information pursuant
to this section that states either that the information required to
be submitted is unknown to or is not readily available to the
party or parties from which it was requested may be accepted
as acomplete reply.

(b) Therequirement for information of paragraph (a)(1) of
this section may be included in an Office action, or sent
Separately.

(c) A reply, or afailureto reply, to arequirement for
information under this section will be governed by §§ 1.135 and
1.136.

An examiner or other Office employee may require
from individuals identified under 37 CFR 1.56(c),
the submission of such information as may be
reasonably necessary to properly examine or treat a
matter in a pending or abandoned application filed
under 35 U.S.C. 111, in a pending or abandoned
application that has entered the national stage under
35 U.S.C. 371, in a patent, or in a reexamination
proceeding. The scope of 37 CFR 1.105 is extended
to any assignee or anyone to whom there is an
obligation to assign the application because the
information required may be known to some
members of the assignee or obligated assignee even
if not known by the inventors.

The authority for the Office to make such
reguirements arises from the statutory requirements
of examination pursuant to 35 U.S.C. 131 and 132.
An examiner or other Office employee may make a
requirement for information reasonably necessary
to the examination or trestment of a matter in
accordance with the policies and practices set forth
by the Director(s) of the Technology Center or other
administrative unit to which that examiner or other
Office employee reports. See Sar Fruits SN.C. v.
United Sates, 393 F.3d 1277, 1283, 73 USPQ2d
1409, 1414 (Fed. Cir. 2005) (“ Star Fruits’ argument
failsto cometo gripswith thereal issuein thiscase,
which is whether the Office can use section 1.105
to compel disclosure of information that the
examiner deems pertinent to patentability when the
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applicant has a contrary view of the applicable law.
We answer this question in the affirmative.”)

704.11 What Information May Be Required
[R-11.2013]

Information which may be required under
37 CFR 1.105 is that information reasonably
necessary to properly examine or treat amatter in a
pending or abandoned application filed under
35 U.S.C. 111 (including a reissue application), in
apending or abandoned application that has entered
the national stage under 35 U.S.C. 371, in a patent,
or in areexamination proceeding.

There must be areasonabl e basisfor theinformation
required that would aid in the examination of an
application or treatment of some matter. A
requirement for information under 37 CFR 1.105
places a substantial burden on the applicant that is
to be minimized by clearly focusing the reason for
the requirement and the scope of the expected
response. Thus, the scope of the requirement should
be narrowly defined, and a requirement under 37
CFR 1.105 may only be made when the examiner
has a reasonable basis for requiring information.

The terms “factual” and “facts’ are included in 37
CFR 1.105to makeit clear that it isfactsand factual
information, that are known to applicant, or readily
obtained after reasonable inquiry by applicant, that
are sought, and that requirements under 37 CFR
1.105 are not requesting opinions that may be held
or would be required to be formulated by applicant.
Where the factual information requested related to
the subject application, and details thereof, applicant
would be expected to make a reasonable inquiry
under the circumstances to find the factual

information requested (37 _CFR 11.18(b)(2)).
Applicant need not, however, derive or
independently discover a fact, such as by

experimentation, in response to a requirement for
information. The purpose of 37 CFR 1.105 is to
improve patent quality, and render better decisions,
and not to put applicantsin jeopardy of meeting their
duties of candor and good faith in their repliesto a
regquirement for information.
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INFORMATION REASONABLY NECESSARY FOR
FINDING PRIORART

The criteria stated in 37 CFR 1.105 for making a
requirement for information is that the information
be reasonably necessary to the examination or
treatment of a matter in an application. The
information required would typicaly be that
necessary for finding prior art or for resolving an
issue arising from the results of the search for art or
from analysis of the application file. A requirement
for information necessary for finding prior art is not
asubstitute for the examiner performing a search of
the relevant prior art; the examiner must make a
search of the art according to MPEP 8§ 704.01 and
904 —904.03.

The criteriaof reasonable necessity isgenerally met,
e.g., where:

(A) the examiner's search and preliminary
analysis demonstratesthat the claimed subject matter
cannot be adequately searched by class or keyword
among patents and typical sources of non-patent
literature, or

(B) either the application file or the lack of
relevant prior art found in the examiner’s search
justifies asking the applicant if he or she has
information that would be relevant to the
patentability determination.

The first instance generally occurs where the
invention as awholeisin anew area of technology
which has no patent classification or hasaclasswith
few pieces of art that diverge substantially from the
nature of the claimed subject matter. Inthissituation,
the applicant is likely to be among the most
knowledgeable in the art, as evidenced by the
scarcity of art, and requiring the applicant’s
information of areas of searchisjustified by the need
for the applicant’s expertise.

The second instance generadly occurs where
the application file, or other related applications or
publications authored by the applicant, suggeststhe
applicant likely has accessto information necessary
to a more complete understanding of the invention
and its context. In this situation, the record suggests
that the details of such information may be relevant
to theissue of patentability, and thus showsthe need
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for information in addition to that already submitted
by the applicant.

704.11(a) Examplesof Information
Reasonably Required [R-07.2015]

37 CFR 1.105(a)(1)(i)-(viii) list specific examples
of information that may be reasonably required.
Other examples, not meant to be exhaustive, of
information that may be reasonably required for
examination of an application include:

(A) The name and citation of any particularly
relevant indexed journal, or treatise.

(B) Thetrade name of any goods or servicesthe
claimed subject matter is embodied in.

(C) Thecitation for, thedatesinitially published
and copies of any advertising and promational
literature prepared for any goods or services the
claimed subject matter has been embodied in.

(D) Thecitation for and copies of any journal
articlesdescribing any goods or servicesthe claimed
subject matter has been embodied in.

(E) Thetrade namesand providers of any goods
or servicesin competition with the goods or services
the claimed subject matter has been embodied in.

(F) Any written descriptions or analyses,
prepared by any of the inventors or assignees, of
goods or servicesin competition with the goods or
services the claimed subject matter has been
embodied in.

(G) Identification of pending or abandoned
applicationsfiled by at |east one of the inventors or
assigned to the same assignee as the current
application that disclose similar subject matter that
are not otherwise identified in the current
application. Regarding the identification of
applications filed before June 8, 1995, 35 U.S.C.
122(a) requirestheidentified applicationsto be kept
in confidence by the Office and no information
concerning the sameisto be given without authority
of the applicant or owner unless necessary to carry
out the provisions of an Act of Congress or in such
specia circumstances as may be determined by the
Director. See MPEP § 103 and Hyatt v. United
Sates Patent and Trademark Office, No.
1:13-cv-1535 (E.D. Va., May 29, 2014) (2014 WL
2446176).
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(H) A reply to amatter raised in a protest under
37 CFR 1.291.

() An explanation of technical material in a
publication, such as one of the inventor’s
publications.

(J) Theidentification of changesmadein a
reformatted continuing application filed under 37

CFR 1.53(b).

(K) A mark-up for a continuation-in-part
application showing the subject matter added where
thereis an intervening reference.

(L) Commentson anew decision by the Federal
Circuit that appears on point.

(M) The publication date of an undated
document mentioned by applicant that may qualify
as printed publication prior art (35 U.S.C. 102(a) or
pre-AlA 35 U.S.C. 102(a) or (b)).

(N) Comments on information of record which
raises a question of whether applicant derived the
invention from another under 35 U.S.C. 101 and
115, and pre-AlA 35 U.S.C. 102(f).

(O) Art related to applicant’s invention,
applicant’sdisclosure, or the claimed subject matter.

(P) Other factual information pertinent to
patentability.

(Q) The accuracy of the examiner’s stated
analysis of such items.

(R) Clarification of the correlation and
identification of what structure, material, or acts set
forth in the specification would be capabl e of
carrying out a function recited in ameans or steps
plus function claim limitation. If it is not apparent
to the examiner where in the specification and
drawings thereis support for a particular claim
limitation reciting ameansto accomplish afunction,
and if an inquiry by the examiner for such support
is met by a stated lack of knowledge thereof by the
applicant, the examiner could very well conclude
that there is no such support and make appropriate
rejections under, for example, 35 U.S.C. 112(a) or
pre-AlA 35 U.S.C. 112, first paragraph (written
description) and 35 U.S.C. 112(b) or pre-AlA 35
U.S.C. 112, second paragraph.

(S) Interrogatories or Stipulations.

(1) Of thecommon technical features shared
among all claims, or admission that certain groups
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of claims do not share any common technical
features,

(2) About the support found inthe disclosure
for means or steps plus function claims (35 U.S.C.
112(f) or pre-AlA 35 U.S.C. 112, paragraph 6),

(3) Of precisely which portion(s) of the
disclosure provide the written description and
enablement support for specific claim element(s),

(4) Of the meaning of claim limitations or
terms used in the claims, such as what teachingsin
the prior art would be covered by particular
limitations or termsin aclaim and which dictionary
definitions would define a particular claim term,
particularly where those terms are not used per se
in the specification,

(5) Of which portions of each claim
correspond to any admitted prior art in the
specification,

(6) Of the specific utility provided by the
claimed subject matter on a claim-by-claim basis,

(7) Astowhether adependent claim element

isknown in the prior art based on the examiner
having a reasonable basis for believing so,

(8) Of support for added limitationsin an
amended claim,

(9) Of factsrelated to public use or sale
situations.

(T) Information from the applicant regarding a
third party submission under 37 CFR 1.290. In no
circumstance may an examiner direct arequirement
for information to the third party that submitted the
paper under 37 CFR 1.290. See MPEP § 1134,

(U) Information from the applicant regarding
rescission of astatement under 37 CFR 1.55 or 1.78.
See MPEP § 704.14(a) for form paragraph 7.104.02.

704.11(b) When May a Requirement for
Information Be Made [R-08.2012]

A requirement for information under 37 CFR 1.105
isdiscretionary. A requirement may be made at any
time once the necessity for it is recognized and
should be made at the earliest opportunity after the
necessity is recognized. The optimum time for
making arequirement isprior to or with afirst action
on the merits because the examiner has the maximum
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opportunity to consider and apply the response.
Ordinarily, a request for information should not be
made with or after afinal rejection.

I. PRIORTO THE FIRST ACTION ON THE
MERITS

It may be appropriate to make a requirement for
information prior to the first action on the merits,
such as with a restriction requirement, when the
examiner’'s search and preliminary analysis
demonstrates that the claimed subject matter cannot
be adequately searched by class or keyword among
patents or in areas of emerging technology where
the Office has minimal prior art.

Factors to be considered for the appropriateness of
a separate requirement for information prior to the
first action on the merits include:

(A) Whether the claimed subject matter isin a
newly established art areawithout awell-devel oped
prior art resource pool;

(B) Whether the applicant submitted an
Information Disclosure Statement;

(C) Whether the specification’s background
description adequately describes the background of
the disclosed subject matter;

(D) Whether related documents, written by an
inventor or an employee of the assignee, which were
not submitted, are found during the search or
described in the application file;

(E) Whether non-patent literature isreferred to
in the disclosure, but a copy has not been supplied;
and

(F) Whether the specification’s background of
theinvention describes information as being known
or conventional, which may be considered as an
admission of prior art, but such informationis
unfamiliar to examiner and cannot be found within
the application file or from the examiner’s search,
and further details of the information would be
relevant to the question of patentability.

[I. WITH THE FIRST ACTION ON THE MERITS
A requirement for information may be combined

with afirst action on the meritsthat includes at |east
onerejection, if, for example, either the application
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file or the lack of relevant prior art found in the
examiner’s search justifies asking the applicant if
he or she has information that would be relevant to
the patentability determination.

It is not appropriate to make a requirement for
information based on alack of relevant prior art with
afirst action on the merits allowance or Ex parte
Quayle action.

1. AFTERTHEFIRSTACTIONONTHEMERITS

A requirement for information made after the first
action on the merits may be appropriate when the
application filejustifies asking the applicant if he or
she has information that would be relevant to the
patentability determination. It is rarely appropriate
to require information because of alack of relevant
prior art after the first action on the merits.

A requirement for information is not proper when
no further action would be taken by the examiner.
The reasonabl e necessity criteria for a requirement
for information implies further action by the
examiner. This means that actions in which
requirements for information necessary for
examination are made should generally be a
non-final action because the applicant’s reply must
be considered and applied as appropriate.

Under limited circumstances, requirements under
37 CFR 1.105 may be made in an application that
isissued or abandoned. Such a requirement would
normally be made only during part of some ongoing
proceeding involving theissued patent or abandoned
application. Examples of proceedings when an
examiner or other Office employeewould issue such
a request in an abandoned application include
proceedings to revive the abandoned application.
Examples of proceedingswhen an examiner or other
Office employee would issue such a request in a
patent include proceedings to change inventorship
and reexamination proceedings.

704.12 Repliesto a Requirement for
I nfor mation [R-08.2012]

Replies to requirements for information must be
complete and filed within the time period set
including any extensions. Failureto reply withinthe
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time period set will result in the abandonment of the
application. All repliesfor arequest for information
should be checked for compl eteness. Any incompl ete
reply can be completed within the origina time
period set including any extensions. Supplemental
repliesfiled after the expiration of the original period
for reply including any extensions of time must
comply with all other rules for submissions of
information.

704.12(a) Relationship of Requirement for
I nformation to Duty of Disclosure[R-08.2012]

The duty of candor and good faith under 37 CFR
1.56 appliesto the applicant’sreply to arequirement
for information under 37 CFR 1.105, and requires
that the applicant reply to a requirement under 37
CFR 1.105 with information reasonably and readily
available.

37 CFR 1.56 requires parties identified in 37 CFR
1.56(c) to disclose to the Office information material
to the patentability of the claimed subject matter.
This threshold is substantially higher than that for
requiring information under 37 CFR 1.105, which
is reasonable necessity to the examination of the
application. See, e.g., Sar Fruits SN.C. v. United
Sates, 280 F.Supp.2d 512, 515-16 (E.D. Va
2003)(“Beyond that which a patent applicant is
duty-bound to disclose pursuant to 37 CFR 1.56, an
examiner may require the production of ‘such
information as may be reasonably necessary to
properly examine or treat the matter.’”)

In contrast with the applicant’s duty to disclose on
his or her own initiative information material to
patentability under 37 CFR 1.56, the Office has the
authority to requireinformation reasonably necessary
to the examination or trestment of a matter in an
application. Such information may not be considered
material to patentability by applicant, hence applicant
would not be required to provide the information
under 37 CFR 1.56. The information is instead
reasonably necessary to determine the state of the
art, the context in which the invention is practiced,
thedirectionsin which therelevant art are advancing,
the similarity between the claimed subject matter
and other art worked on by the applicants and their
assignees or to otherwise proceed in the examination
and treatment of matters in an application.
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Similar to 37 CFR 1.56, applicant is required by
37 CFR 1.105 to submit information already known,
but thereisno regquirement to search for information
that is unknown. Unlike 37 CFR 1.56, applicant is
required by 37 CFR 1.105 to submit information that
may not be material to patentability initself, but that
isnecessary to obtain acomplete record from which
adetermination of patentability may be determined.

704.12(b) What Constitutesa Complete
Reply [R-08.2012]

A completereply to a37 CFR 1.105 requirement is
a reply to each enumerated requirement for
information giving either the information required
or a statement that the information required to be
submitted isunknown and/or isnot readily available
to the party or parties from which it was regquested.
There is no requirement for the applicant to show
that the required information was not, in fact, readily
attainable, but applicant is required to make a good
faith attempt to obtain the information and to make
a reasonable inquiry once the information is
requested.

There is no need for applicants to distinguish
between whether the required information is
unknown or is not readily available. Thus, if
information remains unknown after a reasonable
inquiry ismade, applicant may simply reply that the
requested information is either unknown or is not
readily available rather than be required to make a
categorical position either that the information is
unknown to the applicant, or that the information is
not readily available to the applicant.

A reply stating that the information required to be
submitted isunknown and/or isnot readily available
to the party or parties from which it was requested
will generally be sufficient unless, for example, itis
clear the applicant did not understand the
requirement, or the reply was ambiguous and amore
specific answer is possible.
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Depending on the facts surrounding the requirement
and thereply, afollow up requirement may be made
where both reasonable and warranted.

704.12(c) Treatment of an Incomplete Reply
[R-07.2015]

Anincompletereply to a37 CFR 1.105 requirement
inapending application or reexamination proceeding
is handled in the same manner as an amendment not
fully responsive to anon-final Office action. See 37
CFR 1.135(c) and MPEP § 714.03. Wherethereply
is a bona fide reply, form paragraph 7.95 may be
used. Note that a 37 CFR 1.105 requirement, even
absent an action on the merits, is an Office action.

1 7.95 Bona Fide, Non-Responsive Amendments

Thereply filed on [1] is not fully responsive to the prior Office
action because of the following omission(s) or matter(s): [2].
See 37 CFR 1.111. Since the above-mentioned reply appearsto
be bona fide, applicant isgivenaTIME PERIOD of TWO (2)
M ONTH S from the mailing date of this notice within which to
supply theomission or correction in order to avoid abandonment.
EXTENSIONSOFTHISTIME PERIOD MAY BE GRANTED

UNDER 37 CFR 1.136(a).

Examiner Note:

This practice does not apply where there has been a deliberate
omission of some necessary part of a complete reply, or where
the application is subject to a final Office action. Under such
cases, the examiner has no authority to grant an extension if the
period for reply has expired. See form paragraph 7.91.

704.13 Time Periodsfor Reply [R-08.2012]

A reply, or afailure to reply, to a requirement for
information under 37 CFR 1.105 will be governed
by 37 CFR 1.135and 1.136. See MPEP § 710 et seq.

Requirements for information under 37 CFR 1.105
made without an action on the merits should set a
shortened statutory period of two months for reply.
Applicant may extend the time period for reply up
to six months in accordance with 37 CFR 1.136(a).

Reguirements sent with an Office action on the
merits, and not as a separate Office action, will be
given the same period for reply as the action on the
merits.
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A requirement for information under 37 CFR 1.105
is an Office action under 35 U.S.C. 132 for patent
term adjustment purposes. See MPEP _§ 2730 for
information pertaining to patent term adjustment.

704.14 Making a Requirement for
I nfor mation [R-08.2012]

A requirement for information under 37 CFR 1.105
should be narrowly specified and limited in scope.
It is a significant burden on both the applicant and
the Office since the applicant must collect and
submit the required information and the examiner
must consider al the information that is submitted.
A requirement for information is only warranted
where the benefit from the information exceeds the
burden in obtaining information.

704.14(a) Format of the Requirement
[R-07.2015]

The requirement must clearly indicate that a
regquirement under 37 CFR 1.105 is being made, the
basis for the requirement, and what information is
being required. Requirements should specify the
particular art area involved, and the particular
claimed subject matter within such art area, in which
the information is required in order to avoid overly
burdening the applicant and to avoid inviting large
volumes of information that are not relevant to the
need for the information. The requirement should
aso clearly indicate the form the required
information is expected to take. That is, whether the
requirement isfor citations and copies of individual
art references, for the identification of whole
collections of art, for answers to questions, or for
another specified form.

A requirement for information under 37 CFR 1.105
is generally prepared as a separate document that
may be attached to an Office action on the merits or
mailed as a stand alone action. The rule permits a
reguirement to be included within an Office action,
but creating a separate document is preferable
because the existence of the requirement is
immediately brought to the attention of the recipient
and it ismore readily routed by the applicant to the
parties best able to respond.
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The requirement should state why the regquirement
has been made and how the information is necessary
to the examination.

Interrogatories may be used to ask specific questions
seeking applicant’s factual knowledge. Such a
requirement for information may include an inquiry
asto the existence of aparticular document or other
piece of information and a requirement that such
information be supplied if it is known to exist and
isreadily available. A stipulation may be used asto
facts with which applicant may agree or disagreein
order to clarify the record about uncontroverted
matters.

FORM PARAGRAPHS

Thefollowing form paragraphs should be used when
preparing arequirement for information:

9 7.104.02 Requirement for Information, Rescission of
Statement Under 37 CFR 1.550r 1.78

Applicant submitted a rescission of the prior-filed 1.55/1.78
statement which indicated that the application contains, or
contained at any time, a claim to a claimed invention that has
an effective filing date on or after March 16, 2013. In order for
the examiner to properly consider patentability of the claimed
invention, additional information regarding thisissueisrequired
asfollows: [1]

Applicant is reminded that failure to fully reply to this
requirement for information will result in a holding of
abandonment.

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should befollowed by form paragraphs 7.122 - 7.126
as appropriate.

2. Thisform paragraph should only be used in an application
filed on or after March 16, 2013, where the applicant rescinded
a statement pursuant to 37 CFR 1.55 or 1.78 and clarification
on the reasoning why pre-AlA law appliesis needed.

3. Information sought should be restricted to that which is
reasonably necessary for the examiner to render a decision on
patentability.

4. Inbracket 1, insert theinformation that is sought from the
applicant.

5. A two month time period should be set by the examiner
for reply to the requirement unlessit is part of an Office action
having a shortened statutory period (SSP), in which case the
period for reply will apply also to the requirement.
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9 7.105 Requirement for Information, Heading

Applicant and the assignee of this application are required under
37 CFR 1.105 to provide the following information that the
examiner has determined is reasonably necessary to the
examination of this application.

Examiner Note:

1. Thisform paragraph should appear at the beginning of any
requirement for information under 37 CFR 1.105, and should
be followed by an explanation of why the required information
is necessary for examination. Form paragraph 7.104.aia,
7.104.fti, 7.104.02 or 7.106 —7.121 may be used as appropriate.

2. Therequirement for information should conclude with
form paragraphs 7.122 — 7.126 as appropriate.

The following form paragraphs should be used as
appropriate where the information required pertains
to stipulations of facts or interrogatories of facts
known to the applicant:

1 7.105.01 Stipulations of Facts Known to Applicant

In response to this requirement, please agree or disagree to the
stipulation of each of the following assertions of facts:

(1].

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 —7.126
as appropriate.

2. Inbracket 1, specify each factual assertion, in the form of
a separate, numbered sentence, that the applicant is to either
agree or disagree to so stipulate. It is suggested that at the end
of each assertion, the parenthetical phrase “ (agree/disagree)”
be appended to facilitate areply by way of applicant marking
up a copy of the requested stipulations.

9 7.105.02 Interrogatories of Facts Known to Applicant

In response to this requirement, please provide answersto each
of the following interrogatories eliciting factual information:

[1].

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 —7.126
as appropriate.

2. Inbracket 1, specify each interrogatory question, in the
form of a separate, numbered sentence, that the applicant isto
answer. The scope of each query must be clearly set forth and
the content of the expected reply isto be characterized asfactual
information.
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The following form paragraphs should be used as
appropriate where theinformation required pertains
to asearch for prior art, or to citations and/or copies
of publications:

9 7.106 Domain of Search

Theinformation is required to extend the domain of search for
prior art. Limited amounts of art related to the claimed subject
matter are available within the Office, and are generally found
in class [1] and subclasses [2], which describe [3]. A broader
range of art to search is necessary to establish the level of
knowledge of those of ordinary skill in the claimed subject
matter art of [4].

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should befollowed by form paragraphs 7.122 — 7.126
as appropriate.

2. Inbracket 4, insert adescription of the art claimed but not
found in the classification system.

9 7.107 Level of Skill and Knowledgein theArt

The information is required to document the level of skill and
knowledge in the art of [1].
Examiner Note:

Thisform paragraph must be preceded by form paragraph 7.105,
and should be followed by form paragraphs 7.122 — 7.126 as

appropriate.
1 7.108 Background Description

The information is required to complete the background
description in the disclosure by documenting [1].

Examiner Note:

Thisform paragraph must be preceded by form paragraph 7.105,
and should be followed by form paragraphs 7.122 — 7.126 as

appropriate.

9 7.109 Products and Services Embodying I nvention

The information is required to identify products and services
embodying the disclosed subject matter of [1] and identify the
properties of similar products and services found in the prior
art.

Examiner Note:

Thisform paragraph must be preceded by form paragraph 7.105,
and should be followed by form paragraphs 7.122 — 7.126 as

appropriate.
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T 7.110 Art Suggested as Relevant

The information is required to enter in the record the art
suggested by the applicant as relevant to this examination in

[1].

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should befollowed by form paragraphs 7.122 - 7.126
as appropriate.

2. Inbracket 1, describe wherein the application file applicant
suggests that the art isrelevant, e.g., the specification and the
relevant page thereof, or a paper received in the Office on a
specified date and the rel evant page thereof.

T 7.111 List of Keywords

In responseto thisrequirement, please providealist of keywords
that are particularly helpful in locating publications related to
the disclosed art of [1].

Examiner Note:

Thisform paragraph must be preceded by form paragraph 7.105,
and should be followed by form paragraphs 7.122 — 7.126 as

appropriate.

9 7.112 Citationsfor Electronically Searchable Databases
or Other Indexed Collections

In responseto thisrequirement, please providealist of citations
to electronically searchable databases or other indexed
collections containing publicationsthat document the knowledge
within the disclosed art of [1].

Examiner Note:

Thisform paragraph must be preceded by form paragraph 7.105,
and should be followed by form paragraphs 7.122 — 7.126 as
appropriate.

9 7.113 Copy of Art Referred to in the Disclosure, But Not
Submitted

In response to this requirement, please provide a copy of each
of the following items of art referred to in the [1].

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should befollowed by form paragraphs 7.122 — 7.126
as appropriate.

2. Inbracket 1, describe wherein the application file applicant
refersto art that has not been previously submitted, e.g., the

specification and the relevant page thereof, or a paper received
in the Office on a specified date and the relevant page thereof.

Rev. 07.2015, October 2015

MANUAL OF PATENT EXAMINING PROCEDURE

9 7.114 Copies of Publications Authored by I nventor(s)

In response to this requirement, please provide copies of each
publication which any of the applicants authored or co-authored
and which describe the disclosed subject matter of [1].

Examiner Note:

Thisform paragraph must be preceded by form paragraph 7.105,
and should be followed by form paragraphs 7.122 — 7.126 as

appropriate.
9 7.115 Art Relied Upon for Description of Prior Art

In responseto this requirement, please providethetitle, citation
and copy of each publication that is a source used for the
description of the prior art in the disclosure. For each
publication, please provide a concise explanation of that
publication’s contribution to the description of the prior art.

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should befollowed by form paragraphs 7.122 - 7.126
as appropriate.

2. Thisrequirement islimited in that only those documents
actualy relied on, rather than documents believed to berelevant,
arerequired.

1 7.116 Art Relied Upon for Development of | nvention

In responseto this requirement, please providethetitle, citation
and copy of each publication that any of the applicants relied
upon to develop the disclosed subject matter that describes the
applicant’sinvention, particularly asto developing [1]. For each
publication, please provide aconcise explanation of thereliance
placed on that publication in the development of the disclosed
subject matter.

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should befollowed by form paragraphs 7.122 - 7.126
as appropriate.

2. Thisrequirement islimited in that only those documents
actually relied on, rather than documents believed to berelevant,
arerequired.

3. Inbracket 1, insert a description of the most important
inventive elements.

9 7.117 Art Relied Upon for Drafting Claimed Subject
Matter

In responseto this requirement, please providethetitle, citation
and copy of each publication that was relied upon to draft the
claimed subject matter. For each publication, please provide a
concise explanation of the reliance placed on that publication
in distinguishing the claimed subject matter from the prior art.
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Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should befollowed by form paragraphs 7.122 - 7.126
as appropriate.

2. Thisrequirement islimited in that only those documents
actually relied on, rather than documents believed to berelevant,
arerequired.

1 7.118 Resultsof Applicant’s Prior Art Search

In response to thisrequirement, please state whether any search
of prior art was performed. If a search was performed, please
state the citation for each prior art collection searched. If any
art retrieved from the search was considered material to
demonstrating the knowledge of a person having ordinary skill
in the art to the disclosed [1], please provide the citation for
each piece of art considered and a copy of the art.

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should befollowed by form paragraphs 7.122 —7.126
as appropriate.

2. Inbracket 1, describe the subject matter for which art is
required.

9 7.119 Names of Productsor Services|Incorporating
Claimed Invention

In response to this requirement, please provide the names of
any products or services that have incorporated the claimed
subject matter.

Examiner Note:

Thisform paragraph must be preceded by form paragraph 7.105,
and should be followed by form paragraphs 7.122 — 7.126 as

appropriate.

1 7.120 Names of Productsor Services|ncorporating
Disclosed Prior Art

In response to this requirement, please provide the names of
any products or services that have incorporated the disclosed
prior art [1].

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should befollowed by form paragraphs 7.122 - 7.126
as appropriate.

2. Inbracket 1, specify the attributes of the prior art that most
closely approximate the claimed subject matter to narrow the
focus of thereply.

9 7.121 Details of Improvement Over the Prior Art

In response to this requirement, please state the specific
improvements of the subject matter in claims [1] over the
disclosed prior art and indicate the specific elements in the
claimed subject matter that provide those improvements. For
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those claims expressed as means or steps plus function, please
provide the specific page and line numbers within the disclosure
which describe the claimed structure and acts.

Examiner Note:

Thisform paragraph must be preceded by form paragraph 7.105,
and should be followed by form paragraphs 7.122 — 7.126 as

appropriate.

Thefollowing form paragraphs should appear at the
end of the requirement for information, as

appropriate:

9 7.122 Submission of Only Pertinent PagesWhere
Document isLarge

In responding to those requirements that require copies of
documents, where the document isabound text or asingle article
over 50 pages, the requirement may be met by providing copies
of those pagesthat providethe particular subject matter indicated
in the requirement, or where such subject matter isnot indicated,
the subject matter found in applicant’s disclosure.

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should befollowed by form paragraphs 7.122 — 7.126
as appropriate.

2. Usethisform paragraph where the scope of the requirement
for information specifically includes copies of publications.

1 7.123 Waiver of Fee and Statement Requirements for
Certain Information Disclosures

The fee and certification requirements of 37 CFR 1.97 are
waived for those documents submitted in reply to this
requirement. Thiswaiver extends only to those documentswithin
the scope of the requirement under 37 CFR 1.105 that are
included in the applicant’s first complete communication
responding to this requirement. Any supplemental replies
subsequent to the first communication responding to this
requirement and any information disclosures beyond the scope
of this requirement under 37 CFR 1.105 are subject to the fee
and certification requirements of 37 CFR 1.97 where appropriate.

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraph 7.124 and
either form paragraph 7.125 or 7.126 as appropriate.

2. Usethisform paragraph where the scope of the requirement
for information specifically includes citations to and/or copies
of publications.

1 7.124 Contentsof Good Faith Reply
The applicant isreminded that the reply to this requirement must
be made with candor and good faith under 37 CFR 1.56. Where

the applicant does not have or cannot readily obtain an item of
required information, a statement that the item is unknown or
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cannot be readily obtained may be accepted asacomplete reply
to the requirement for that item.

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should befollowed by form paragraph 7.125 or 7.126
as appropriate.

2. Thisform paragraph should appear in the conclusion of
any requirement for information.

1 7.125 Conclusion of Reguirement That Accompanies
Office Action

Thisrequirement is an attachment of the enclosed Office action.
A complete reply to the enclosed Office action must include a
complete reply to this requirement. The time period for reply
to this requirement coincides with the time period for reply to
the enclosed Office action.

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should appear at the conclusion of any requirement
for information that accompanies an Office action. If the
reguirement for information is mailed without any other Office
action, use form paragraph 7.126 instead.

2. Form paragraph 7.127 should appear at the end of any
Office action that includes an attached requirement for
information.

9 7.126 Conclusion Of Requirement Mailed Without Any
Other OfficeAction

This requirement is subject to the provisions of 37 CFR 1.134,
1.135 and 1.136 and has a shortened statutory period of [1]
months. EXTENSIONS OF THIS TIME PERIOD MAY BE
GRANTED UNDER 37 CFR 1.136(a).

Examiner Note:

1. Thisform paragraph must be preceded by form paragraph
7.105, and should appear at the conclusion of any requirement
for information mailed without any other Office action. If the
requirement for information ismailed with an Office action, use
form paragraph 7.125 instead.

2. Theperiod for reply isordinarily set for 2 months.

§ 7.127 Conclusion of Office Action That Includes
Requirement

This Office action has an attached requirement for information
under 37 CFR 1.105. A complete reply to this Office action
must include a complete reply to the attached requirement for
information. The time period for reply to the attached
requirement coincides with the time period for reply to this
Office action.
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Examiner Note:

This form paragraph should appear at the end of any Office
action that includes an attached requirement for information.

704.14(b) Examiner’s Obligation Following
Applicant’s Reply [R-11.2013]

The examiner must consider the information
submitted with the applicant’s reply and apply the
information asthe examiner deems appropriate. This
obligation arises from the examiner’s assertion that
the information is necessary to the examination in
making the requirement.

Information constituting identification of areas of
search must be considered and the examiner must
indicate which areaswere used and which areaswere
not used in performing a search.

The examiner must record in the appropriate sections
of the OACS*“ Search Notes” pagethe areasinwhich
the search for prior art was made. See MPEP_§
719.05. Information constituting answersto queries
posed by the examiner or another Office employee
must be considered, and the record must indicate
that the answers were considered. This indication
may be made minimally by indicating “ Considered”
with the Stamper tool in Adobe Acrobat and
including the receipt date on the reply.

Art that is submitted in responseto a37 CFR 1.105
requirement must be considered, at | east to the extent
that art submitted with an Information Disclosure
Statement under 37 CFR 1.97 and 1.98 isconsidered.
See MPEP § 609. If the applicant provides awritten
list of citations for the art submitted with areply to
a 37 CFR 1.105 requirement, an examiner must
indicate on that list which art has been considered
and which art has not been considered, in the same
manner aswith an Information Disclosure Statement
under 37 CFR 1.97 and 1.98. The examiner may
annotate the list by using Adobe Acrobat to stamp
the document with “All References Considered”
while also providing the receipt date, application
number and art unit. If the applicant provides no
such ligt, there is no requirement for the examiner
to prepare such a list or otherwise make the
submitted art of record unless the examiner relies
on such art in argection.
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It is never appropriate to deny considering
information that is submitted in reply to, and is
within the scope of, a requirement under 37 CFR

§705.01

asubmission of art under 37 CFR 1.97 and 1.98 and
MPEP § 609, and must meet the provisions of 37
CER 1.97 and 1.98 for the art to be considered.

1.105. However, information that is beyond the
scope of a 37 CFR 1.105 requirement, submitted
along with information responding to arequirement
under 37 CFR 1.105, need not be considered unless
the submission of such art conformsto the provisions
of 37 CFR 1.97 and 1.98, and MPEP § 609. The
criteria for measuring the scope of a 37 CFR 1.105
requirement is the plain meaning of the text of the
requirement. For this reason, it is essential that the
scope of information required be carefully specified.
If art which is beyond the scope of a37 CFR 1.105
requirement is submitted in accordance with the
provisions of 37 CFR 1.97 and 1.98, and MPEP §
609, such art must be considered according to the
provisions of 37 CFR 1.97 and 37 CFR 1.98.

704.14(c) Petitionsto Requirements Under
37 CFR 1.105 [R-08.2012]

Applicants who seek to have a requirement under
37 CFR 1.105 withdrawn or modified, or who seek
to have information submitted under 37 CFR 1.105
considered, may submit a petition under
37 CFR 1.181 to the Director of the Technology
Center in which the requirement was issued.
However, apetitionisnot areply toa37 CFR 1.105
requirement. The time period for the applicant to
reply to the 37 CFR 1.105 requirement continues to
run, even where a petition has been submitted.

704.14(d) Relationship to Information
Disclosure Statements [R-08.2012]

The initia reply, if responsive to the requirement
for information under 37 CFR 1.105 and submitted
within the original time period for reply including
any extensions of time, does not have to satisfy the
feeand/or certification requirements of 37 CFR 1.97
and 1.98. Applicant should list the references on a
copy of Form PTO/SB/08 to have the citations
entered in the record. Any replies made subsequent
to the initial reply must meet the provisions of 37
CFR 1.97 and 1.98 as appropriate.

Any submission of art beyond the scope of a
regquirement for information under 37 CFR 1.105is
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Where information is submitted in a reply to a
requirement under 37 CFR 1.105, the examiner may
NOT make the next Office action relying on that
art final unless al instances of the application of
such art are necessitated by amendment. This section
explicitly distinguishesthe practicefollowing areply
under 37 CFR 1.105 from the practice in MPEP §
609.04(b) and MPEP § 706.07(a) following a
submission of an Information Disclosure Statement
under 37 CFR 1.97 and 1.98.

705 Patentability Reports[R-08.2012]

Where an application, properly assigned to one
Technology Center (TC), isfound to contain one or
more claims, per se, classifiable in one or more
other TCs, which claims are not divisible inter se
or from the claims which govern classification of
the application in the first TC, the application may
bereferred to the other TC(s) concerned for areport
as to the patentability of certain designated claims.
Thisreport isknown as a Patentability Report (PR.)
and is signed by the primary examiner in the
reporting TC.

Note that the Patentability Report practice is only
to be used in extraordinary circumstances. See M PEP

§ 705.01(e).

705.01 InstructionsrePatentability Reports
[R-07.2015]

When an application comes up for any action and
the primary examiners involved (i.e., from both the
requesting and the requested Technology Center
(TC)) agree that a Patentability Report from the
requested TC is necessary for some of the claims,
and if the TC Director of the requesting TC
approves, the application is forwarded to the
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requested TC with a request for the Patentability
Report.

705.01(a) Natureof P.R., ItsUseand
Disposal [R-07.2015]

The primary examiner in the Technology Center
(TC) from which the Patentability Report is
requested, if he or she approves the request, will
direct the preparation of the Patentability Report.
This Patentability Report is in memorandum form
and will include the citation of all pertinent
references and a complete action on al claims
involved. The field of search covered must be
recorded in the appropriate section of the OACS
"Search Notes' page. When an examiner to whom
an application has been forwarded for a Patentability
Report is of the opinion that final action isin order
as to the referred claims, he or she should so state.
The Patentability Report when signed by the primary
examiner in the reporting TC will be returned to the
TC to which the application is regularly assigned
and placed in the file wrapper.

The examiner preparing the Patentability Report will
be entitled to receive an explanation of the disclosure
from the examiner to whom the case is assigned to
avoid duplication of work.

If the primary examiner in areporting TC is of the
opinion that a Patentability Report is not in order,
he or she should so advise the primary examiner in
the forwarding TC.

I. DISAGREEMENT ASTO CLASSIFICATION

Conflict of opinion as to classification may be
referred to a classification dispute TC representative
panel for decision.

If the primary examiner in the TC having jurisdiction
of the application agrees with the Patentability
Report, he or she should incorporate the substance
thereof in his or her action, which action will be
complete asto all claims.
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Il. DISAGREEMENT ON PATENTABILITY
REPORT

If the primary examiner does not agree with the
Patentability Report or any portion thereof, he or
she may consult with the primary examiner
responsible for the report. If agreement as to the
resulting action cannot be reached, the primary
examiner having jurisdiction of the application need
not rely on the Patentability Report but may make
hisor her own action on thereferred claims, in which
case the Patentability Report should be removed
from thefile.

I11. APPEAL TAKEN

When an appeal istaken from therejection of claims,
al of which are examinable in the TC preparing a
Patentability Report, the application should be
transferred to said TC for the purpose of appeal. The
receiving TC will take jurisdiction of the application
and prepare the examiner’s answer. If alowed, the
application may be sent to issue by said TC with its
classification determined by the controlling claims
remaining in the application.

705.01(b) Sequence of Examination
[R-08.2012]

In the event that the supervisory patent examiners
concerned in aPR. case cannot agree asto the order
of examination by their Technology Centers (TCs),
the supervisory patent examiner having jurisdiction
of the application will direct that a complete search
be made of the art relevant to his or her claims prior
to referring the application to another TC for report.
The TC to which the application is referred will be
advised of the results of this search.

If the supervisory patent examinersare of the opinion
that a different sequence of search is expedient, the
order of search should be correspondingly modified.

705.01(c) Counting and Recording P.R.s
[R-08.2012]

Theforwarding of the application for aPatentability
Report is not to be treated as a transfer by the
forwarding Technology Center (TC). Whenthe PR.

700-22



EXAMINATION OF APPLICATIONS

is completed and the application is ready for return
to the forwarding TC, it is not counted either as a
receipt or action by transfer. Credit, however, is
given for the time spent.

The date status of the application in the reporting
TC will be determined on the basis of the datesin
the TC of origina jurisdiction. To ensure orderly
progress in the reported dates, a timely reminder
should be furnished to the TC making the PR.

705.01(d) [Reserved]

705.01(e) Limitation asto Use [R-07.2015]

The above outlined Patentability Report practiceis
not obligatory and should be resorted to only where
it will savetotal examiner timeor resultinimproved
quality of action due to specialized knowledge. A
saving of total examiner timethat isrequired to give
a complete examination of an application is of
primary importance. Patentability Report practiceis
based on the proposition that when plurd, indivisible
inventionsare claimed, in someinstanceseither less
time is required for examination, or the results are
of better quality, when specialists on each character
of the claimed invention treat the claims directed to
their specialty. However, in many instancesasingle
examiner can give a complete examination of as
good quality onal claims, and in lesstotal examiner
time than would be consumed by the use of the
Patentability Report practice.

Where claims are directed to the same character of
invention but differ in scope only, prosecution by
Patentability Report is never proper.

Exemplary situation where Patentability Reportsare
ordinarily not proper are as follows:

(A) Wheretheclaimsarerelated asa
manufacturing process and a product defined by the
process of manufacture. The examiner having
jurisdiction of the process can usually give a
compl ete, adequate examination in less total
examiner time than would be consumed by the use
of a Patentability Report.

(B) Wherethe claims are related as product and
a process which involves merely the fact that a
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product having certain characteristicsis made. The
examiner having jurisdiction of the product can
usually make acompl ete and adequate examination.

(C) Wherethe claims arerelated as a
combination distinguished solely by the
characteristics of a subcombination and such
subcombination, per se. The examiner having
jurisdiction of the subcombination can usually make
a complete and adequate examination.

Where it can be shown that a Patentability Report
will save total examiner time, oneis permitted with
the approval of the Director of the Technology
Center to which the application is assigned. The
“Approved” stamp should be impressed on the
memorandum requesting the Patentability Report.

705.01(f) InterviewsWith Applicants
[R-08.2012]

In situations where an interview is held on an
application in which a Patentability Report has been
adopted, the reporting Technology Center may be
called on for assistance at the interview when it
concerns claims treated by them. See MPEP § 713
to 8 713.10 regarding interviews in general.

706 Reection of Claims[R-07.2015]

After the application has been read and the claimed
invention understood, a prior art search for the
claimed invention is made. With the results of the
prior art search, including any references provided
by the applicant, the patent application should be
reviewed and analyzed in conjunction with the state
of the prior art to determine whether the claims
define a useful, novel, nonobvious, and enabled
invention that has been clearly described in the
specification. The goa of examination isto clearly
articulate any rejection early in the prosecution
process so that the applicant has the opportunity to
provide evidence of patentability and otherwisereply
completely at the earliest opportunity. The examiner
then reviews al the evidence, including arguments
and evidence responsive to any rejection, before
issuing the next Office action. Where the examiner
determines that information reasonably necessary
for the examination should be required from the
applicant under 37 CFR 1.105, such a requirement
should generally be made either prior to or with the
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first Office action on the merits and should follow
the proceduresin MPEP § 704.10 et seq.

Although this part of the Manual explains the
procedure in rejecting claims, the examiner should
never overlook the importance of his or her rolein
allowing claimswhich properly define the invention.

37 CFR 1.104 Nature of examination.

*kkkk

(c) Reection of claims.

(1) If theinvention isnot considered patentable, or not
considered patentable as claimed, the claims, or those considered
unpatentable will be rejected.

(2) Inrejecting claimsfor want of novelty or for
obviousness, the examiner must cite the best references at his
or her command. When areference is complex or shows or
describes inventions other than that claimed by the applicant,
the particular part relied on must be designated as nearly as
practicable. The pertinence of each reference, if not apparent,
must be clearly explained and each rejected claim specified.

(3) Inrejecting claims the examiner may rely upon
admissions by the applicant, or the patent owner in a
reexamination proceeding, asto any matter affecting
patentability and, insofar as rejectionsin applications are
concerned, may a so rely upon factswithin hisor her knowledge
pursuant to paragraph (d)(2) of this section.

4

(i) Subject matter which would otherwise qualify
as prior art under 35 U.S.C. 102(a)(2) and a claimed invention
will be treated as commonly owned for purposes of 35 U.S.C.
102(b)(2)(C) if the applicant or patent owner provides a
statement to the effect that the subject matter and the claimed
invention, not later than the effective filing date of the claimed
invention, were owned by the same person or subject to an
obligation of assignment to the same person.

(i) Subject matter which would otherwise qualify
asprior art under 35 U.S.C. 102(a)(2) and a claimed invention
will be treated as commonly owned for purposes of 35 U.S.C.
102(b)(2)(C) on the basis of ajoint research agreement under

35U.S.C. 102(c) if:

(A) Theapplicant or patent owner provides a
statement to the effect that the subject matter was developed
and the claimed invention was made by or on behalf of one or
more parties to ajoint research agreement, within the meaning
of 35 U.S.C. 100(h) and § 1.9(e), that wasin effect on or before
the effectivefiling date of the claimed invention, and the claimed
invention was made as aresult of activities undertaken within
the scope of the joint research agreement; and

(B) Theapplication for patent for the claimed
invention discloses or is amended to disclose the names of the
parties to the joint research agreement.

©)
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(i) Subject matter which qualifiesasprior art under
35 U.S.C. 102(€), (f), or (@) in effect prior to March 16, 2013,
and a claimed invention in an application filed on or after
November 29, 1999, or any patent issuing thereon, in an
application filed before November 29, 1999, but pending on
December 10, 2004, or any patent issuing thereon, or in any
patent granted on or after December 10, 2004, will be treated
as commonly owned for purposes of 35 U.S.C. 103(c) in effect
prior to March 16, 2013, if the applicant or patent owner
provides a statement to the effect that the subject matter and the
claimed invention, at the time the claimed invention was made,
were owned by the same person or subject to an obligation of
assignment to the same person.

(ii) Subject matter which qualifies as prior art
under 35 U.S.C. 102(e), (f), or (g) in effect prior to March 16,
2013, and a claimed invention in an application pending on or
after December 10, 2004, or in any patent granted on or after
December 10, 2004, will be treated as commonly owned for
purposes of 35 U.S.C. 103(c) in effect prior to March 16, 2013,
on the basis of ajoint research agreement under 35 U.S.C.
103(c)(2) in effect prior to March 16, 2013, if:

(A) The applicant or patent owner provides a
statement to the effect that the subject matter and the claimed
invention were made by or on behalf of the partiesto ajoint
research agreement, within the meaning of 35 U.S.C. 100(h)
and 8 1.9(e), which was in effect on or before the date the
claimed invention was made, and that the claimed invention
was made as a result of activities undertaken within the scope
of the joint research agreement; and

(B) The application for patent for the claimed
invention discloses or is amended to disclose the names of the
parties to the joint research agreement.

(6) Patentsissued prior to December 10, 2004,
from applicationsfiled prior to November 29, 1999, are subject
to 35 U.S.C. 103(c) in effect on November 28, 1999.

*kkk*k

I. UNIFORM APPLICATION OF THE
PATENTABILITY STANDARD

The standards of patentability applied in the
examination of claims must be the same throughout
the Office. In every art, whether it be considered
“complex,” “newly developed,” “crowded,” or
“competitive,” all of the requirements for
patentability (e.g., patent eligible, useful, novel,
nonobvious, enabled, and clearly described as
provided in 35 U.S.C. 101, 102, 103 and 112) must
be met before aclaim is allowed. The mere fact that
a claim recites in detail all of the features of an
invention (i.e., isa“picture” claim) isnever, initself,
justification for the allowance of such aclaim.
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An application should not be allowed, unless and
until issues pertinent to patentability have been raised
and resolved in the course of examination and
prosecution, since otherwise the resultant patent
would not justify the statutory presumption of
validity (35 U.S.C. 282), nor would it “strictly
adhere” to the requirements laid down by Congress
inthe 1952 Act asinterpreted by the Supreme Court.
The standard to be applied in al cases is the
“preponderance of the evidence” test. In other words,
an examiner should reject aclaimif, in view of the
prior art and evidence of record, it is more likely
than not that the claim is unpatentable.

[I. DEFECTSIN FORM OR OMISSION OF A
LIMITATION; CLAIMSOTHERWISE
ALLOWABLE

When an application discloses patentable subject
matter and it is apparent from the claims and the
applicant’s arguments that the claims are intended
to be directed to such patentabl e subject matter, but
the claims in their present form cannot be allowed
because of defects in form or omission of a
limitation, the examiner should not stop with abare
objection or rejection of the claims. The examiner’'s
action should be constructive in nature and when
possible should offer a definite suggestion for
correction.

[1l. PATENTABLE SUBJECT MATTER
DISCLOSED BUT NOT CLAIMED

If the examiner is satisfied after the search has been
completed that patentable subject matter has been
disclosed and the record indicates that the applicant
intends to claim such subject matter, he or she may
note in the Office action that certain aspects or
features of the patentable invention have not been
claimed and that if properly claimed such claims
may be given favorable consideration.

IV. RECONSIDERATION OF CLAIMSAFTER
REPLY BY APPLICANT

37 CFR 1.112 Reconsideration before final action.

After reply by applicant or patent owner (§ 1.111 or § 1.945) to
a non-final action and any comments by an inter partes
reexamination requester (§ 1.947), the application or the patent
under reexamination will be reconsidered and again examined.
The applicant, or in the case of areexamination proceeding the
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patent owner and any third party requester, will be notified if
clams are regjected, objections or requirements made, or
decisionsfavorableto patentability are made, in the same manner
as after the first examination (§ 1.104). Applicant or patent
owner may reply to such Office action in the same manner
provided in § 1.111 or § 1.945, with or without amendment,
unless such Office action indicatesthat itismadefinal (§ 1.113)
or an appeal (8 41.31 of thistitle) has been taken (§ 1.116), or
in an inter partes reexamination, that it is an action closing
prosecution (8 1.949) or aright of appeal notice (§ 1.953).

37 CFR 1.112 provides for the reconsideration and
continued examination of an application after reply
by the applicant, and for the reconsideration and
continued examination of a reexamination
proceeding after a response by the patent owner. If
claims are rejected, or objections or requirements
are made, the applicant or patent owner will be
notified in the same manner as notification was
provided after the first examination. Applicant or
patent owner may reply to such Office action (with
or without amendment) in the same manner provided
in 37 CFR 1.111, or 37 CFR 1.945 for an inter
partes reexamination, unless such Office action
indicatesthat it ismadefinal (37 CFR 1.113), or an
appeal under 37 CFR 41.31 has been taken (37 CER
1.116), or such Office action indicates in an inter
partes reexamination that it is an action closing
prosecution (37 CFR 1.949) or a right of appeal
notice (37_CFR 1.953). Once an appea has been
taken in an application or in an ex parte
reexamination proceeding, any amendment (filed
prior to an appeal brief) is subject to the provisions
of 37 CFR 1.116(b) and (c), even if the appeal isin
reply to a non-final Office action. See 37 CFR
41.33(b) for amendmentsfiled with or after thefiling
of an appeal brief.

V. REJECTIONSIN STATUTORY INVENTION
REGISTRATIONS

See MPEP Chapter 1100 for regjection of claimsin
an application for a Statutory Invention Registration.

706.01 Contrasted With Objections
[R-11.2013]

The refusal to grant claims because the subject
matter asclaimedis considered unpatentableiscalled
a‘“regjection.” The term “rejected” must be applied
to such claimsin the examiner’s action. If the form
of the claim (as distinguished from its substance) is
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improper, an “objection” is made. An example of a
matter of form as to which objection is made is
dependency of a claim on a rejected claim, if the
dependent claim is otherwise alowable. See MPEP
§ 608.01(n). The practical difference between a
rejection and an objection is that a rejection,
involving the merits of the claim, is subject to review
by the Patent Trial and Appeal Board, while an
objection, if persisted, may be reviewed only by way
of petition to the Director of the USPTO.

Similarly, the Board will not hear or decide issues
pertaining to objections and formal matters which
are not properly before the Board. These formal
matters should not be combined in appeals to the
Board.

706.02 Rejection on Prior Art [R-07.2015]

35 U.S.C. 102 Conditions for patentability; novelty.

[Editor Note: Applicable to any patent application subject to
thefirstinventor to file provisions of the AIA (see 35 U.SC. 100
(note)). See pre-AlA 35 U.SC. 102 for the law applicable to
applications and patents not subject to the first inventor to file
provisions of the AlA.]

(@ NOVELTY; PRIOR ART.—A person shall be entitled
to a patent unless—

(1) theclaimed invention was patented, describedin a
printed publication, or in public use, on sale, or otherwise
available to the public before the effective filing date of the
claimed invention; or

(2) the claimed invention was described in a patent
issued under section 151, or in an application for patent
published or deemed published under section 122(b), in which
the patent or application, as the case may be, names another
inventor and was effectively filed before the effectivefiling date
of the claimed invention.

(b) EXCEPTIONS—

(1) DISCLOSURES MADE 1YEAR OR LESS
BEFORE THE EFFECTIVE FILING DATE OF THE
CLAIMED INVENTION.—A disclosure made 1 year or less
before the effective filing date of a claimed invention shall not
be prior art to the claimed invention under subsection (a)(1) if—

(A) the disclosure was made by the inventor or
joint inventor or by another who obtained the subject matter
disclosed directly or indirectly from the inventor or ajoint
inventor; or

(B) the subject matter disclosed had, before such
disclosure, been publicly disclosed by the inventor or ajoint
inventor or another who obtained the subject matter disclosed
directly or indirectly from the inventor or ajoint inventor.
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(2) DISCLOSURESAPPEARING IN
APPLICATIONSAND PATENTS.—A disclosure shall not be
prior art to a claimed invention under subsection (a)(2) if—

(A) the subject matter disclosed was obtained
directly or indirectly from the inventor or ajoint inventor;

(B) the subject matter disclosed had, before such
subject matter was effectively filed under subsection (a)(2),
been publicly disclosed by the inventor or ajoint inventor or
another who obtained the subject matter disclosed directly or
indirectly from the inventor or ajoint inventor; or

(C) the subject matter disclosed and the claimed
invention, not later than the effective filing date of the claimed
invention, were owned by the same person or subject to an
obligation of assignment to the same person.

(c) COMMON OWNERSHIPUNDER JOINT RESEARCH
AGREEMENTS.—Subject matter disclosed and a claimed
invention shall be deemed to have been owned by the same
person or subject to an obligation of assignment to the same
person in applying the provisions of subsection (b)(2)(C) if—

(1) the subject matter disclosed was developed and the
claimed invention was made by, or on behalf of, 1 or more
partiesto ajoint research agreement that was in effect on or
before the effective filing date of the claimed invention;

(2) the claimed invention was made as aresult of
activities undertaken within the scope of the joint research
agreement; and

(3) the application for patent for the claimed invention
discloses or is amended to disclose the names of the parties to
the joint research agreement.

(d) PATENTSAND PUBLISHED APPLICATIONS
EFFECTIVE AS PRIOR ART.—For purposes of determining
whether apatent or application for patent isprior art to aclaimed
invention under subsection (a)(2), such patent or application
shall be considered to have been effectively filed, with respect
to any subject matter described in the patent or application—

(1) if paragraph (2) does not apply, as of the actual
filing date of the patent or the application for patent; or

(2) if the patent or application for patent is entitled to
claim aright of priority under section 119, 365(a), 365(b),
386(a), or 386(b), or to claim the benefit of an earlier filing date
under section 120, 121, 365(c), or 386(c) based upon 1 or more
prior filed applications for patent, as of the filing date of the
earliest such application that describes the subject matter.

35U.S.C. 102 (pre-Al A) Conditionsfor patentability; novelty
and loss of right to patent.

[Editor Note: With the exception of subsection (g) in limited
circumstances, not applicable to any patent application subject
to the first inventor to file provisions of the AlA (see 35 U.SC.
100 (note)). For an application or patent subject to the first
inventor to file provisions of the AlA, see 35 U.SC. 102.]

A person shall be entitled to a patent unless —

700-26



EXAMINATION OF APPLICATIONS

(a) theinvention was known or used by othersin this
country, or patented or described in aprinted publication in this
or aforeign country, beforetheinvention thereof by the applicant
for patent, or

(b) theinvention was patented or described in a printed
publication in this or aforeign country or in public use or on
sale in this country, more than one year prior to the date of the
application for patent in the United States, or

(¢) he has abandoned the invention, or

(d) theinvention wasfirst patented or caused to be patented,
or was the subject of an inventor’s certificate, by the applicant
or hislega representatives or assignsin aforeign country prior
to the date of the application for patent in this country on an
application for patent or inventor’s certificate filed more than
twelve months before the filing of the application in the United
States, or

(e) theinvention was described in— (1) an application for
patent, published under section 122(b), by ancther filed in the
United States before the invention by the applicant for patent
or (2) apatent granted on an application for patent by another
filed in the United States before the invention by the applicant
for patent, except that an international application filed under
thetreaty defined in section 351(a) shall have the effectsfor the
purposes of this subsection of an application filed in the United
Statesonly if theinternational application designated the United
States and was published under Article 21(2) of such treaty in
the English language; or

(f) hedid not himself invent the subject matter sought to
be patented, or

(9)(1) during the course of an interference conducted under
section 135 or section 291, another inventor involved therein
establishes, to the extent permitted in section 104, that before
such person’sinvention thereof the invention was made by such
other inventor and not abandoned, suppressed, or concealed, or
(2) before such person’sinvention thereof, the invention was
made in this country by another inventor who had not
abandoned, suppressed, or concealed it. In determining priority
of invention under this subsection, there shall be considered not
only the respective dates of conception and reduction to practice
of the invention, but also the reasonable diligence of one who
wasfirst to conceive and last to reduce to practice, from atime
prior to conception by the other.

35 U.S.C. 103 Conditions for patentability; non-obvious
subject matter.

[Editor Note: Applicable to any patent application subject to
thefirst inventor tofile provisions of the AIA (see 35 U.SC. 100
(note)). See pre-AlA 35 U.SC. 102 for the law applicable to
applications and patents not subject to the first inventor to file
provisions of the AlA.]

A patent for a claimed invention may not be obtained,
notwithstanding that the claimed invention is not identically
disclosed as set forth in section 102, if the differences between
the claimed invention and the prior art are such that the claimed
invention as a whole would have been obvious before the
effectivefiling date of the claimed invention to aperson having
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ordinary skill in the art to which the claimed invention pertains.
Patentability shall not be negated by the manner in which the
invention was made.

35U.S.C. 103 (pre-AlA) Conditionsfor patentability;
non-obvious subject matter.

[Editor Note: Not applicable to any patent application subject
to the first inventor to file provisions of the AlA (see 35 U.SC.
100 (note)). For an application or patent subject to the first
inventor to file provisions of the AlA, see 35 U.SC. 103/]

(a) A patent may not be obtained though the invention is
not identically disclosed or described as set forth in section 102,
if the differences between the subject matter sought to be
patented and the prior art are such that the subject matter asa
whole would have been obvious at the time the invention was
made to a person having ordinary skill in the art to which said
subject matter pertains. Patentability shall not be negatived by
the manner in which the invention was made.

(b)

(1) Notwithstanding subsection (a), and upon timely
election by the applicant for patent to proceed under this
subsection, a biotechnological process using or resulting in a
composition of matter that is novel under section 102 and
nonobvious under subsection (a) of this section shall be
considered nonobvious if-

(A) claimsto the process and the composition of
matter are contained in either the same application for patent or
in separate applications having the same effective filing date;
and

(B) the composition of matter, and the process at
the time it was invented, were owned by the same person or
subject to an obligation of assignment to the same person.

(2) A patent issued on a process under paragraph (1)-
(A) shall aso contain the claimsto the composition
of matter used in or made by that process, or

(B) shall, if such composition of matter is claimed
in another patent, be set to expire on the same date as such other
patent, notwithstanding section 154.

(3) For purposes of paragraph (1), theterm
“biotechnological process’ means-

(A) aprocess of genetically altering or otherwise
inducing a single- or multi-celled organism to-
(i) expressan exogenous nucleotide sequence,

(ii) inhibit, eliminate, augment, or alter
expression of an endogenous nucleotide sequence, or
(iii) express a specific physiological
characteristic not naturally associated with said organism;
(B) cell fusion proceduresyielding acell line that

expresses a specific protein, such asamonoclonal antibody;
and
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(C) amethod of using a product produced by a
process defined by subparagraph (A) or (B), or acombination
of subparagraphs (A) and (B).

(©

(1) Subject matter developed by another person, which
qualifiesas prior art only under one or more of subsections (€),
(f), and (g) of section 102, shall not preclude patentability under
this section where the subject matter and the claimed invention
were, at the time the claimed invention was made, owned by
the same person or subject to an obligation of assignment to the
same person.

(2) For purposes of this subsection, subject matter
devel oped by another person and a claimed invention shall be
deemed to have been owned by the same person or subject to
an obligation of assignment to the same person if —

(A) the claimed invention was made by or on
behalf of partiesto ajoint research agreement that wasin effect
on or before the date the claimed invention was made;

(B) the claimed invention was made as aresult of
activities undertaken within the scope of the joint research
agreement; and

(C) the application for patent for the claimed
invention discloses or is amended to disclose the names of the
parties to the joint research agreement.

(3) For purposes of paragraph (2), the term “joint
research agreement” means awritten contract, grant, or
cooperative agreement entered into by two or more persons or
entities for the performance of experimental, developmental, or
research work in the field of the claimed invention.

By far the most frequent ground of rejection is on
the ground of unpatentability in view of the prior
art, that is, that the claimed subject matter is either
not novel under 35 U.S.C. 102, or elseit is obvious
under 35 U.S.C. 103. The language to be used in
rejecting claims should be unequivocal. See MPEP

8§ 707.07(d).

. CHOICE OF PRIOR ART; BEST AVAILABLE

Prior art rejections should ordinarily be confined
strictly to the best available art. Exceptions may
properly be made, for example, where:

(A) the propriety of a35U.S.C. 102 or 103
rejection depends on a particular interpretation of a
claim;

(B) aclaimismet by areference which does not
disclose the inventive concept involved; or
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(C) the most pertinent reference seems likely
avoided by invoking an exceptionina37 CFR 1.130
declaration or to be antedated by a 37 CFR 1.131
affidavit or declaration depending on the applicable
version of 35 U.S.C. 102.

Such rejections should be backed up by the best other
art rejections available. Merely cumulative
rejections, i.e., those which would clearly fall if the
primary rejection were not sustained, should be
avoided.

See ad'so MPEP § 707.05.

Il. RELIANCE UPONABSTRACTSAND FOREIGN
LANGUAGE DOCUMENTSIN SUPPORT OF A
REJECTION

Prior art uncovered in searching the claimed subject
matter of a patent application often includes English
language abstracts of underlying documents, such
as technical literature or foreign patent documents
which may not bein the English language. When an
abstract is used to support arejection, the evidence
relied upon isthe facts contained in the abstract, not
additional facts that may be contained in the
underlying full text document. Citation of and
reliance upon an abstract without citation of and
reliance upon the underlying scientific document is
generally inappropriate where both the abstract and
the underlying document are prior art. See Ex parte
Jones, 62 USPQ2d 1206, 1208 (Bd. Pat. App. &
Inter. 2001) (unpublished). To determine whether
both the abstract and the underlying document are
prior art, a copy of the underlying document must
be obtained and analyzed. If the document isin a
language other than English and the examiner seeks
to rely on that document, a translation must be
obtained so that the record is clear as to the precise
facts the examiner is relying upon in support of the
rejection. Therecord must also be clear asto whether
the examiner is relying upon the abstract or the full
text document to support a rejection. The rationale
for thisis several-fold. It is not uncommon for afull
text document to revea that the document fully
anticipates an invention that the abstract renders
obvious at best. The converse may also be true, that
the full text document will include teachings away
from the invention that will preclude an obviousness
rejection under 35 U.S.C. 103, when the abstract
alone appears to support the rejection. An abstract
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can have a different effective publication date than
the full text document. Because all patentability
determinations are fact dependent, obtaining and
considering full text documents at the earliest
practicabletimein the examination processwill yield
the fullest available set of facts upon which to
determine patentability, thereby improving quality
and reducing pendency. When both the abstract and
the underlying document qualify as prior art, the
underlying document should normally be used to
support aregjection. Inlimited circumstances, it may
be appropriate for the examiner to make argjection
inanon-final Office action based inwholeor in part
on the abstract only without relying on the full text
document. In such circumstances, the full text
document and a translation (if not in English) may
be supplied in the next Office action.

Examiners may rely on a machine translation of a
foreign language document unless the machine
trangation isnot of sufficient quality to be adequate
evidence of the contents of the document. See Inre
Orhbital Technologies Corporation, 603 Fed. App’x
924, 932 (Fed. Cir. 2015). A request by the applicant
for the examiner to obtain a human language
trandation should be granted if the applicant
provides evidence (e.g., a trandation inconsistent
with the machine trandlation) showing the machine
trandation does not accurately represent the
document’s contents.

An Office action supplying a full text document
and/or trand ation may be madefinal if the conditions
described in MPEP § 706.07(a) or for afirst Office
action or RCE, in MPEP § 706.07(b), have been met.

Some trandlation resources available to examiners
are discussed in MPEP § 901.05(d).

1. RELIANCE ONADMITTED PRIORART IN
SUPPORT OF REJECTION

A statement by an applicant in the specification or
made during prosecution identifying the work of
another as “prior art” is an admission which can be
relied upon for both anticipation and obviousness
determinations, regardless of whether the admitted
prior art would otherwise qualify as prior art under
the statutory categoriesof 35 U.S.C. 102. Riverwood
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Int’l Corp. v. RA. Jones& Co., 324 F.3d 1346, 1354,
66 USPQ2d 1331, 1337 (Fed. Cir. 2003); Constant
v. Advanced Micro-Devices Inc., 848 F.2d 1560,
1570, 7 USPQ2d 1057, 1063 (Fed. Cir. 1988). See
MPEP 8§ 2129 and 2152.03 for discussion on
admissionsas prior art. Where the admitted prior art
anticipates the claim but does not qualify as prior
art under any of the paragraphs of 35 U.S.C. 102,
the claim may be rejected as being anticipated by
the admitted prior art without citing to 35 U.S.C.
102.

IV. REEXAMINATION

For scope of rejections in ex parte reexamination
proceedings, see MPEP § 2258 and in inter partes
reexamination, see MPEP § 2658.

V. DISTINCTION BETWEEN 35 U.S.C. 102AND
103

The distinction between rejections based on
35 U.S.C. 102 and those based on 35 U.S.C. 103
should be kept in mind. Under the former, the claim
is anticipated by the reference. No question of
obviousness is present. In other words, for
anticipation under 35 U.S.C. 102, thereference must
teach every aspect of the claimed invention either
explicitly or impliedly. Any feature not directly
taught must be inherently present. Wheress, in a
rejection based on 35 U.S.C. 103, the reference
teachings must somehow be modified in order to
meet the claims. The modification must be onewhich
would have been obvious to one of ordinary skill in
the art a the time the invention was made. See
MPEP 88 2131 - 2146 and 2150 - 2159.04 for
guidance on patentability determinations under 35
U.S.C. 102 and 103.

VI. DETERMINING THE EFFECTIVE FILING
DATE OF A CLAIMED INVENTION

The effective filing date of an invention claimed in
aU.S. application may be determined as follows:

(A) If the application is a continuation or
divisiona of one or more earlier U.S. applications
or international applicationsand if the requirements
of 35 U.S.C. 120, 365(c), or 386(c) have been
satisfied, the effective filing date is the same as the
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